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EXPLANATION  OF  NOTES.  ui 


EXPLANATION  OF  NOTES. 


The  Text  of  the  Opinion. 


The  text  of  the  opinion  of  the  Court  is  taken  wholl}^  from  the  record, 
and  not  from  the  official  reporter.  The  reason  for  this  is  that  the  record 
is  the  original  source  from  which  the  reporter  himself  obtains  his  matter ; 
that  it  is  complete,  no  cases  decided  by  the  Court  being  omitted  there- 
from ;  that  on  application  to  the  Clerk  of  the  Court  for  a  certified  copy  of 
an  opinion,  it  is  the  copy  of  the  opinion  as  it  appears  in  the  record,  and 
not  as  printed  in  the  official  report  that  he  furnishes. 


Prominent  among  the  advantages  secured  by  printing  the  record,  is  the 
fact  that  the  statement  of  the  case,  involving  all  those  facts  which  the 
Court  considers  material  to  the  understanding  of  its  opinion  is  made  by 
the  Court  itself,  strictly  in  view  of  its  decision,  concisely  and  judicially, 
whereas  the  official  reporters,  Wallace  and  Otto,  have  omitted  whole 
pages  of  the  statement  as  made  by  the  Court,  substituting  their  own,  or 
have  so  amended  and  varied  the  Court's  statement  as  to  make  it  practi- 
cally a  new  one.  The  case  of  Packing  Company  Cases,  reported  in  vol- 
ume 14,  p.  49,  is  a  notable  example,  on  consulting  which  the  foot-notes 
appended  will  be  found  to  point  out  the  variation  of  the  official  reporter 
from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often 
been  the  cause  of  omitting  in  their  reports  the  introductory  part  of  the 
opinion  as  given  in  the  record,  supplying  it  from  their  own  point  of  view 
and  actually  beginning  the  report  of  the  opinion  at  an  intermediate  point 
of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies 
of  the  record,  and  has  undergone  a  second  comparison  while  in  type 
before  printing,  made  directly  with  the  original  record  in  the  Supreme 
Court,  giving  an  assurance  that  no  efifort  has  been  spared  to  secure 
accuracy. 


iv  EXPLANATIOIf  OF  'NOTES. 

It  has  further  been  compared  with  the  officially  published  reports  and 
the  divergencies  of  the  latter  frotn  the  record,  pointed  out  in  foot-notes 
to  each  case  where  they  occur,  in  justification  of  the  course  pursued  by 
the  editor,  and  for  the  convenience  of  the  profession. 


The  Syllabi*  or  The  Head-Notes. 

The  head-notes  have  been  prepared  with  care  and  considerable  elabo- 
ration, the  editor  deeming  it  more  convenient  to  the  profession  that  he 
should  err  on  the  side  of  too  great  minutia  in  calling  their  attention  even 
to  what  may  be  regarded  as  dicta  of  the  Court.  At  the  end  of  each  head- 
note  will  be  found,  belween  brackets,  the  page  of  the  opinion  of  which  it 
is  a  digest.  The  head-notes  are  numbered  consecutively,  and  at  the  end 
of  each  case  there  will  be  found  under  the  corresponding  number  of  the 
head-note  a  note  of  Supreme  Court  Patent  Cases,  in  chronological  order, 
relative  to  the  subject-matter  of  the  head-note. 


The  Annotations*  or  Notes  at  Endingr  of  Case* 

• 

Notes  at  endlnff  of  case  are  of  three  kinds  :  Those  in  the  form  of 
notes  to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those 
relating  to  cases  in  which  the  particular  case  reported  has  been  cited.  . 


Notes  to  the  head-notes.  These  consist  of  Supreme  Court  Patent 
Cases,  arranged  in  chronological  order,  in  which  the  substance  of  the 
head-note  has  been  restated,  affirmed,  or  applied,  as  the  case  may  be ; 
these  have  been  brought  down  to  the  latest  decisions  of  the  Court,  acces- 
sible at  the  date  of  printing  the  volume. 


The  Patent  in  suit  is  next  given  with  its  reissues,  if  any,  followed  by 
a  chronological  list  of  all  reported  Federal  suits  in  which  the  patent  has 
been  involved. 


Citations  of  the  particular  opinion.  Then  follows  a  list  of  those 
cases  in  which  the  opinion  reported  has  been  cited.  This  list  includes 
Federal,  State  and  Canadian  Cases,  opinions  of  the  Attorney  General, 
and  of  the  Commissionerof  Patents,  and  the  latest  text-books,  Curtis,  4th 
Edit.,  Walker,  Merwin,  Abbott  and  Robinson. 


All  the  lists  are  chronological  in  arrangement,  and  in  the  list  of  cita- 
tions the  dates  are  appended. 


r  • 


EXPLANATION  OP  NOTES. 
Additional  Beferences^  etc. 


To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  ia 
the  original  report  given,  bat  also  volume  and  page  of  Robb,  Fisher, 
Banning  and  Arden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  rule  has  been  followed  of  add- 
ing the  names  to  cases  cited  by  page  and  volume  only,  these  additions  to 
the  text  being  included  in  brackets. 


Blank-lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each 
case  are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 


Tables. 


There  are  added  a  number  of  tables  and  two  indexes  for  ready  refer- 
ence. These  are  Tables  of  Cases,  Reference  Table  of  Cases,  Table  of 
Patents  in  Suit,  of  Cases  Cited,  of  Abbreviations,  of  Names  of  Justices,  of 
Names  of  Counsel,  an  Index  Digest,  and  a  Digest  of  Notes. 


Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the 
Bnglish  cases  already  published  as  part  of  this  series,  whenever  they 
occur.  WOODBURY  LOWERY. 

Washington,  D.  C, 
July  /,  i8g2. 
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Invention.  Aggregation.   Mechanical  skill.  Analogous 
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ROYER  V.  SCHULTZ  BELTING  CO.     135  V,  8.  319-325     Oct. 
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[Bk.  34,  L.  ed.  214 ;  52  O.  G.  157.] 
Reversing  Ibidy  28  Fed.  Rep.  850,  and  29  Fed.  Rep.  281. 
Particular  patent.    Questions  for  jury.    Identity.    In- 
fringement. 
SCHILLING,  FLORSHEIM  v 416 

SHENFIELD    v.  NASHAWANNUCK    MANUFACTURING    CO. 

137  U.  8.  56-59.    Oct.  Term,  1890 408 

[Bk.  34.  L.  ed,  573  ;  53  O.  G.  1092.] 
Affirming  Ibid^  23  Blatch.  541  ;  27  Fed.  Rep.  808. 
Particular  patent  construed.     IVant  of  invention. 
SHOVEL  CO.    See  DABLE  GRAIN  SHOVEL  CO.  v.  FLINT. . . . 

SHULTZ  BELTING  CO.,  ROYER  v 252 

SKINNER,    WALTER    A.    WOOD  MOWING    AND  REAPING 

MACHINE  CO.  V 624 

SOLOMONS    v.  UNITED   STATES.     137  U.  8.  342-348.     Oct. 
Term,  1890 488 

[Bk.  34,  L.  ed.  667 ;  54  O.  G.  265.] 

Affirming  Ibid,  21  Court  of  Claims,  479,  and  22  Court  of 
Claims,  335. 

Employer  and  employ^  inventor.    Invention  by  Govern- 
ment employ i.     Use  by  Government, 
SPIEGEL,  PHCENIX  CASTER  CO.  v 151 
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STECKEL,   BUTLER  v 384 

STEVENS,  BUSELL  TRIMMER  CO.  v 533 

ST.  GERMAIN,  v,  BRUNSWICK.  136  U.  S.  227-231.  Oct.  Term, 

1889 243 

[Bk.  34,  L.  ed.  122;  51  O.  G.  1129.] 
ParHcular patent  construed.    Analogous  use, 

THE  COMMERCIAL  MANUFACTURING  CO.    See  COMMER- 
CIAL MANUFACTURING  CO.  v,  FAIRBANK  CANNING  CO. 

THE   HOWE   MACHINE  CO.    See   HOWE  MACHINE  CO  v. 
NATIONAL  NEEDLE  CO 

THE  OREGON  IMPROVEMENT  CO.    See  OREGON  IMPR'OVE- 
MENT  CO.  t/.  EXCELSIOR  COAL  CO 

THE  PHCENIX  CASTER  CO.    See  PHCENIX  CASTER  CO  v. 
SPIEGEL 

THE  YALE  LOCK  MANUFACTURING  CO.    See  YALE  LOCK 
MANUFACTURING  CO.  v,  BERKSHIRE  NATIONAL  BANK. 

TRIMMER  CO.    See  BUSELL  TRIMMER  CO.  v.  STEVENS 

UNITED  STATES,  SOLOMONS  v 488 

WALKER, .  CONSOLIDATED  ROLLER  MILL  CO.  v 563 

WALTER  A.  WOOD  MOWING  &  REAPING  MACHINE  CO.  v. 

SKINNER.    139  U.  S.  293-297.    Oct.  Term,  1890 624 

[Bk.  35,  L.  ed.  194  ;  54  O.  G.  1891.] 
Jurisdiction.     IVt  it  0/ error, 
WATERMAN  V.  MACKENZIE.    138  U.  8.  252-261.    Oct.  Term, 

1890 607 

[Bk.  34,  L.  ed.  924 ;  54  O.  G.  1562.] 
Affirming /^/^,  29  Fed.  Rep.  316;  39  O.  G.  122. 
Assignment,     Title,    Right  to  use.    License,    Mort- 
gage of  patent.    Recording  mortgage, 
WATSON  V,  CINCINNATI,  INDIANAPOLIS^  ST.  LOUIS  &  CHI- 
CAGO RY.  CO.    132  U.  8. 161-167.    Oct.  Term,  1889 22 

[Bk.  33.  L.  ed.  295  ;  49  O.  G.  1843.] 
Affirming  Ibid,  23  Fed.  Rep.  443. 

Particular  patent  construed  and  limited.      Infringe- 
ment,   Combination,    Claims  limited  to  elements 
specified.    Aggregation, 

WOOSTER,  HILL  v 99 

YALE  LOCK  MANUFACTURING  CO.  v,  BERKSHIRE  NATION- 
AL BANK.    135  U.  8.  342-403.  Oct.  Term,  1889 267 

[Bk.  34,  L.  ed.  168;  51  O  G.  1291] 

Affirming  in  part  and  reversing  in  part.  Ibid,  17  Fed. 

Rep.  531,  and  26  Fed.  Rep.  104. 
Particular  reissued  patents  construed.    Accident,  inad- 
vertence or  mistake.  Delay  in  reissuing.  Reissue 
to  cover  abandoned  claim. 
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REFERENCE  TABLE  OF  COMPARATIVE  PAGES 

OP  THE  OFFICIAL  REPORTS  AND  THIS  VOLUME. 


The  object  of  comparing  the  pages  in  these  cases  is  for  convenience  of 
reference,  showing  where  the  text  in  the  Opinion  of  the  Conrt  on  each 
page  of  the  Official  Report  is  found  in  this  edition,  or  if  an  attorney 
wishes  to  cite  the  Official  Reports  while  usinji:  these  volumes,  he  can 
readily  do  so  by  turning  to  this  table  and  finding  on  what  page  in  the 
Official  Edition  any  page  of  the  Opinion  of  the  Court  in  this  volume  may 
be  found. 

In  making  this  comparison,  out  of  justice  to  ourselves,  where  we  have 
inserted  new  material^  such  as  drawings,  specifications,  arguments  of 
counsel,  statements,  and  parts  of  the  opinion  from  the  records  which  are 
not  found  in  the  Official  Edition,  we  have  so  indicated. 

As  an  example  in  the  use  of  this  table  take  the  case  of  Siemens  v.  Sel- 
lers, in  Vol.  17,  which  begins  in  123,  U.  S.  on  page  276— see  first  column  ; 
in  Vol.  17,  page  284 — see  third  column  ;  the  opinion  of  the  Court  begins 
in  U.  S.  on  page  276 — see  second  column  ;  in  our  volume,  page  327 — ^see 
fourth  column,  and  thus  through  the  opinion  each  pa^e  is  compared. 
We  have  inserted  in  this  volume  many  drawing  and  specifications  which 
are  not  found  in  the  Official  Reports,  and  omissions  in  the  consecutive 
numbering  of  the  pages  can  be  accounted  for  in  this  manner. 

Note. — Pages  containing  drawings  marked  D. 
"  '*  statement      '*       S. 
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Invention.  Analogous  use.  Mechanical  skill.  Enlargement  of 
scope  of  claim.  ^^For  the  purpose  set  forth.^^  Particular  pat- 
ent void  for  want  of  invention, 

1.  Where  the  reissued  letters  patent,  No.  8,383,  Augustus  Day, 
August  27, 1878  (original  No.  125,547,  April  9, 1872)  Track 
Clearer,  was  for  *'  the  combination  with  the  draw-bar  C  and 

•  See  Explanation  of  Notes,  page  in. 
A  (I) 
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scraper  A  of  the  diagonal  brace  E,  as  and  for  the  purpose 
set  forth,"  and  the  scraper  and  draw-bar  were  confessedly 
old,  held  J  that  the  application  of  the  diagonal  brace  to  a 
track-scraper  to  prevent  lateral  displacement,  was  an  anal- 
ogous use,inyolying  mechanical  skill  only  and  not  invention, 
and  void.    (p.  9.) 

2.  Where  the  employment  of  a  device  to  effect  a  certain  pur- 
pose was  such  as  would  naturally  suggest  itself  to  any  me- 
ch^ic,  and  the  same  ^e^ic^  was  used  in  the  new  relation  to 
perform  an  office  exactly  analogous  to  that  in  which  it  had 
been  frequently  formerly  used,  held,  such  employment  of 
said  device  did  not  constitute  invention,    (p.  9.) 

3.  Where  it  was  contended  that  in  view  of  the  words  '^  for  the 
purpose  set  forth  "  appended  to  a  claim,  certain  elements 
not  named  in  the  claim  should  be  included  therein,  in  order 
to  render  it  operative,  h>eldj  that  the  claim  as  allowed  defined 
the  patentee's  invention,  and  that  it  ought  not  to  be  en- 
larged beyond  the  fair  interpretation  of  its  terms.  It  would 
not  be  justifiable  to  import  into  the  claim  an  element  which 
would  operate  to  so  enlarge  its  scope  as  to  cover  an  inven- 
tion in  no  manner  indicated  upon  its  face.    (p.  10.) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Connecticut,  dismissing  a  suit  in 
equity  for  an  infringement  of  letters  patent. 

The  facts  are  stated  in  the  opinion. 

Opinion  below,  23  Fed.  Rep.  189.  ♦ 

Mr.  Chas.  J.  Hunt,  for  appellant : 

The  claim  or  summing  up  is  not  to  be  taken  alone,  but  in 
onnection  with  the  specification  and  drawings ;  the  whole 
instrument  being  construed  together.  But  we  are  to  look  at 
the  others  only  for  the  purpose  of  enabling  us  correctly  to  in- 
terpret the  claim.  Brooks  v.  Fiske,  15  How.  212  [6  Am.  & 
Eng.  15.] 

Following  the  precedent  of  the  above  cited  decisions,  the 
fourth  claim  of  the  Day  patent  must  be  interpreted  by  the 
aid  of  the  specification  to  include  the  bottom  of  the  car,  and 
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the  pecoliar  method  of  pivoting  the  draw-bar  and  diagonal 
brace,  so  that  their  pivots  shall  be  in  the  same  axial  line,  and 
that  they  shall  rise  and  fall  in  the  same  plane. 

To  construe  the  fourth  claim  of  the  Day  patent  in  this  way 
is  taking  less  latitude  than  is  allowed  in  the  interpretation  of 
the  claims  of  the  patents  in  the  cases  just  cited* 

Many  of  the  devices  produced  as  anticipating  this  patent 
would  not  suggest  to  any  one  the  device  used  by  the  com- 
plainant for  a  totally  different  purpose,  and  therefore  could 
not  be  held  to  anticipate  the  fourth  claim  involved  in  this 
suit.  The  track-clearers  and  snow-plows  are  for  the  same 
purpose  as  Day's  invention,  and  are  properly  cited  as  to  the 
state  of  the  art.  But  these  patentees  manifestly  did  not 
know  of,  or  in  the  least  approximate  the  idea  of  a  diagonal 
brace  pivoted  on  the  line  of  pivot  of  the  draw-bar  in  com- 
bination with  the  draw-bar  and  the  scraper,  and  therefore  do 
not  anticipate  it. 

Mr.  Wm.  Edgar  Simonds,  for  appellee : 

The  fourth  claim  is : — ^'*  The  combination  with  the  draw- 
bar C  and  scraper  A,  of  the  diagonal  brace  E,  as  and  for  the 
purpose  set  forth." 

There  ought  to  be  no  doubt  as  to  what  this  claim  covers. 
It  is  broadly  a  claim  to  the  combination  of  the  draw-bar,  the 
«craper  and  the  diagonal  brace.  The  claim  makes  no  refer- 
ence to  the  connection  of  these  parts  with  the  car,  no  refer- 
ence to  the  peculiar  manner  in  which  they  are  combined,  and 
no  reference  whatever  to  the  manner  of  pivoting.  From 
complainant's  point  of  view,  the  draw-bar  and  the  scraper,  as 
A  part  of  a  track-clearer,  are  confessedly  old ;  the  new  element 
he  contends  for  is  the  diagonal  brace,  and  this,  he  thinks, 
gives  patentability  to  the  combination. 

In  order  to  defeat  the  claim  in  issue  it  is  not  necessary  to 
find  the  exact  combination  in  the  prior  art,  for  confessedly 
the  draw-bar  and  scraper  are  old,  and  further  confessedly  the 
sole  object  of  the  diagonal  brace  is  to  prevent  lateral  displace- 


4  DATj;.  fair  HAVEN  &  WESTVILLE  R.  R.  [Sup.  Ct. 

Opinion  of  the  Conrt. 

ment ;  in  other  words,  it  is  the  well-known  comer-brace  used 
in  multitudes  of  structures.  The  use  of  a  brace  to  hold  the 
draw-bar  or  to  hold  any  other  part  against  lateral  displace- 
ment, or  against  any  other  kind  of  displacement,  is  the  com- 
monest kind  of  a  mechanical  expedient,  which  would  occur 
to  anybody,  even  to  those  who  have  no  knowledge  of  mechan- 
ical matters  whatever. 

The  claim  in  suit,  upon  such  a  broad  construction — ^which 
in  the  opinion  of  defendant's  counsel  is  a  proper  construction 
— has  already  been  sufficiently  discussed.  Of  course,  if  the- 
court  takes  a  narrower  view  of  this  claim,  no  question  of  in- 
fringement arises. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the 
court : 

Augustus  Day  filed  his  bill  in  equity  against  The  Fair 
Haven  and  "Westville  Railway  Company  in  the  Circuit  Court 
of  the  United  States  for  the  District  of  Connecticut,  alleging^ 
an  infringement  of  the  fourth  claim  of  reissued  letters  patent 
No.  8,388,  dated  August  27th,  1878,  for  an  improvement  in 
track  clearers. 

The  defence  was  that  the  claim  lacked  patentable  novelty, 
unless  construed  to  contain  parts  not  mentioned  in  it,  and,  it" 
so  construed,  then  that  there  had  been  no  infringement.  The 
Circuit  Court,  Shipman  J".,  decided  (Day  v.  Fair  Haven  & 
W.  R.  Co.  23  Fed.  Rep.  189)  that  the  claim  did  not  cover 
patentable  novelty,  and  dismissed  the  bill  accordingly,  and 
from  this  decree  the  cause  was  brought  to  this  court  by  ap- 
peal. 

So  much  of  the  specification  as  is  necessary  to  be  quoted 
here  states  that : 

"  The  nature  of  this  invention  relates  to  an  improvement 
in  the  construction  of  railway  track-cleaning  devices  and  the 
means  of  operating  them,  being  more  especially  designed  to 
be  attached  to  horse-cars  for  the  purpose  of  removing  snow, 
ice,  mud,  and  other  obstructions  from  the  rails  and  immedi- 

ISa  17.  S.  99. 


No.  8,388. 


A.  DAT. 
Traok-Clearer. 


Reissued  Aug.  27.  1878. 
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ately  at  the  sides  thereof;  and  it  consists  in  the  combination 
of  a  pair  of  independently-acting  scrapers,  pivotaUy  secured  to 
bit  flo(yr  of  a  car^  and  resting  upon  the  tracks  when  in  operation^ 
wholly  by  their  own  weighty  with  means  for  raising  and  lowering 
such  scrapers  simultaneously;  in  the  combination^  with  an  inde- 
pendently-acting scraper  resting,  when  in  operation^  wholly  by  its 
own  weight  upon  the  tracks  of  a  draw-bar  in  the  direct  line  of 
draft,  and  a  supplementary  and  diagonal  draw-bar ^  which  at  the 
sam£  time  acts  as  a  bracCj  the  forward  ends  of  both  of  said  draio- 
bars  being  secured  on  the  same  axial  line;  in  the  peculiar  con- 
struction and  arrangement  of  a  cast-shank  with  relation  to 
the  scraper,  which  is  secured  thereto,  and  the  draft-irons, 
which  connect  it  to  the  under  side  of  the  car ;  in  the  pendent 
guards,  which  lift  the  scrapers  from  the  track  on  meeting 
with  an  obstruction  on  the  outside  of  the  rail,  and  deflect  out- 
wardly from  the  track,  and  in  a  peculiar  crank  for  operating 
the  shaft  which  raises  and  lowers  the  pair  of  scrapers  at  each 
end  of  the  car,  as  more  fully  hereinafter  set  forth. 

"  In  the  drawing,  A  represents  my  scraper,  being  a  plate 
of  sheet  metal  of  the  form  shown,  slightly  curved  in  cross- 
section.  The  front  end  of  this  scraper  is  rounded  off  at  its 
lower  edge,  as  shown  in  the  drawings,  to  allow  it  to  pass, 
without  jar  or  danger  of  breaking  over  the  ends  of  rails  that 
may  be  projected  above  the  plane  of  the  adjacent  rails.  The 
lower  edge  of  the  rear  part  of  the  wing  of  the  scraper  is  cut 
away,  as  shown,  to  allow  it  to  pass  over  pavement  or  earth 
at  the  side  of  the  track  which  projects  above  the  rail,  thereby 
preventing  such  projecting  matter  from  lifting  the  scraper 
proper  from  the  face  of  the  rail.  B  is  the  shank,  to  which 
it  is  secured  by  the  bolts  a  a.  This  shank  is  a  casting  in  the 
form  shown  in  Fig.  2.  It  is  formed  with  a  pair  of  longitu- 
dinal ribs,  b,  on  top,  to  receive  the  end  of  the  draw-bar  C, 
whose  other  end  is  pivoted  to  a  hanger,  D,  pendent  from  the 
car ;  or  it  may  be  pivoted  directly  to  the  sill  of  the  car. 

"  Tlie  shank  is  also  fitted  or  cast  with  diagonal  studs  c  on 
top  of  said  ribs  b  to  receive  the  outer  end  of  a  diagonal 

139  U.  S.  99-100. 
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brace,  E,  whose  other  end  is  pivoted  to  a  hanger,  D',  parallel 
with  the  hanger  D,  but  near  the  longitudinal  center  of  the  car,. 
both  draw-bar  and  diagonal  brace  being  thus  pivoted  on  the  same 
axial  linej  so  that  when  it  is  desired  to  raise  and  lower  the  scrap- 
er Sy  the  same  will  be  done  without  disturbing  the  vertical  position 
thereof  with  relation  to  the  tracks  as  would  be  done  were  there  but 
one  pivotal  point.  While  the  scraper  and  the  parts  to  which 
it  is  attached  are  free  to  move  in  a  vertical  plane,  this  brace 
E  effectually  resists  any  lateral  pi^essure  to  which  the  scraper 
maybe  subjected  in  moving  obstructions  from  the  rail,  its- 
own  weight  being  sufficient  to  keep  it  down  on  the  rail.  Tho 
draw-bar  and  brace  are  securely  bolted  to  the  shank,  and  by 
the  described  arrangement  of  the  ribs  and  studs  perfect  ac- 
curacy in  the  *  set '  of  the  scraper  is  secured — an  essential 
feature  of  my  invention.'* 

The  claims  were  nine  in  number,  of  which  the  first  four 
are  as  follows : 

^^1.  In  a  railway  car  a  pair  of  independently-acting  scrap- 
ers, pivotally  secured  to  the  floor  of  the  same,  and  resting 
upon  the  track,  when  in  operation,  wholly  by  their  own 
weight,  in  combination  with  means  for  raising  and  lowering- 
such  scrapers  simultaneously,  substantially  as  and  for  the 
purpose  set  forth. 

^^  2.  In  a  track-cleaning  device,  the  combination,  with  an 
independently-acting  scraper,  resting,  when  in  operation, 
wholly  by  its  own  weight  upon  the  track,  of  a  draw-bar  in 
the  direct  line  of  draft,  and  a  supplementary  and  diagonal 
draw-bar,  which,  at  the  same  time,  acts  as  a  brace,  the  for- 
ward ends  of  both  of  said  draw-bars  being  secured  on  the  same 
axial  line,  substantially  as  and  for  the  purpose  set  forth. 

^^  8.  The  construction  and  arrangement  of  the  shank  B,. 
as  described,  with  relation  to  scraper  A,  draw-bar  C,  and 
diagonal  brace  E,  as  and  for  the  purposes  set  forth. 

"  4.  The  combination,  with  the  draw-bar  C  and  scraper 

A,  of  the  diagonal  brace  E,  as  and  for  the  purpose  set  forth."* 
isar.s.  100-101. 


Oct.,1889.]  DAYt;.FAIEHAVEN&WESTVILLEE.R.  9 

opinion  of  the  Court. 

But  it  was  stipulated  that  the  complainant  did  not  seek 
to  recover  except  under  the  fourth  claim.* 

The  original  patent,  No.  125,547,  was  granted  April  9, 
1872,  and  the  original  specification  did  not  contain  the  words 
italicized  above,  nor  the  first  and  second  claims. 

Upon  the  hearing,  the  complainant  adduced  the  evidence 
of  certain  expert  witnesses,  who  testified,  on  cross-examina- 
tion, in  substance,  that  the  draw-bar  C  performed  the  ofiice 
of  drawing  the  scraper  along  the  track,  and  was  assisted  in 
so  doing  by  the  diagonal  brace  £,  which  brace  also  per- 
formed the  office  of  preventing  the  scraper  from  being 
removed  from  the  track  by  the  side  thrust ;  that  while  the 
diagonal  brace  assisted  in  the  direct  draft,  yet  its  most 
important  function  was  to  prevent  the  lateral  movement  of 
the  scraper  from  the  track ;  that,  in  considering  the  office 
performed  by  the  draw-bar  C  and  brace  E,  that  office  was 
the  same  if  they  were  attached  to  any  scraper  in  any  way, 
provided  an  attachment  was  made ;  that  so  far  as  the  fourth 
claim  of  the  reissue  was  concerned,  it  was  not  material  how 
the  draw-bar  and  brace  were  pivoted,  except  that  the  piv- 
oting should  be  on  ^^  the  same  axial  line,"  so  ^^  that  when  the 
scraper  is  lifted  from  the  track  it  shall  not  be  moved  later- 
ally in  either  direction." 

As  already  stated,  the  fourth  claim  is :  "  The  combina- 
tion, with  the  draw-bar  C  and  scraper  A,  of  the  diagonal 
b|;ace  E,  as  and  for  the  purpose  set  forth." 

Inasmuch  as  the  scraper  and  draw-bar  were  both  con- 
fessedly old,  and  the  primary  function  of  the  diagonal  brace 
is  manifestly  to  prevent  lateral  displacement,  the  question, 
assuming  that  it  is  the  diagonal  brace  only  which  is  claimed 
to  be  new,  is  whether  the  application  of  a  diagonal  brace  to 
a  track-scraper  to  prevent  lateral  displacement  involves  pat- 
entable novelty.  And  this  question  must  be  answered  in 
the  negative,  for  we  concur  with  the  Circuit  Court  that  the 
^employment  of  a  brace  to  effect  that  purpose  would  nat- 
urally suggest  itself  to  any  mechanic,  and  that  its  use  in 

1S8  r  S.  101-109. 
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that  way  is  within  the  range  of  common  knowledge  and 
experience.  Considered  aside  from  the  method  of  the  combi- 
nation of  the  parts  and  the  manner  of  pivoting,  the  contriv- 
ance is  a  well-known  one  of  obvious  suggestion,  and  used 
here  to  perform  an  office  exactly  analogous  to  that  in  whicb 
it  has  been  frequently  formerly  used. 

But  it  is  contended  on  behalf  of  appellant  that,  as  th« 
combination  would  be  inoperative  "  for  the  purpose  set 
forth,''  namely,  clearing  the  track  of  a  railway  of  obstruc- 
tions such  as  snow,  ice,  mud,  etc.,  unless  the  bottom  of  the 
car  were  treated  as  part  of  such  combination,  the  peculiar 
method  of  pivoting  the  draw-bar  and  the  diagonal  brace 
must  also  be  included. 

The  mechanism  by  which  the  draw-bar  and  the  diagonal 
brace  are  pivoted  to  the  car  and  fastened  to  the  scraper  is 
not  referred  to  in  this  claim,  although  it  is  in  other  claims 
of  the  series.  As  the  claim  must  be  held  to  define  what  the 
Patent  Office  has  determined  to  be  the  patentee's  invention, 
it  ought  not  to  be  enlarged  beyond  the  fair  interpretation  of 
its  terms.  It  is  true  that  elements  of  a  combination  not 
mentioned  in  a  claim  may  sometimes  be  held  included,  in 
the  light  of  other  parts  of  the  specification,  which  may  be 
applicable,  but  here  the  claim  is  so  broad  that  we  are  not 
justified  in  importing  into  it  an  element  which  would  oper- 
ate to  so  enlarge  its  scope  as  to  cover  an  invention  in  no 
manner  indicated  upon  its  face. 

As  therefore  the  diagonal  brace  to  enable  the  scraper  to  be 
kept  in  its  place  on  the  track  is  the  only  element  of  the 
combination  which  is  claimed  to  be  new,  and  that  involves 
no  patentable  novelty,  the  decree  must  be  affirmed^  and  it  is  so 
ordered. 
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ROEMER  V.  BERNHEIM*  f 

1S8  IT.  S.  iaS-106.    October  Term,  1889. 

[Bk.  33,  I,,  ed.,  278 ;  49  O.  G.  1535.] 

Affirming  Roemer  v.  Neumann,  26  Fed.  Rep.  102. 

Argued  and  submitted  November  1, 1889.  Decided  Novem- 
ber 11, 1889. 

Rehearing  in  Equity.  Disclaimer  filed  after  decision  on  the 
merits.  Matter  shoum  in  dratoing  but  not  claimed  or  described, 
Constru^ction  of  claims.    Particular  patent  wanting  in  novelty. 

1.  Where  a  case  had  been  heard  and  decided  upon  its  merits, 
Iieldj  the  plaintiff  could  not  file  a  disclaimer  in  court  or  in- 
troduce new  evidence  upon  that  or  any  other  subject,  ex- 
cept at  a  rehearing  granted  by  the  court,  upon  such  terms  as 
it  thought  fit  to  impose,    (p.  19.) 

2.  The  granting  or  refusal,  absolute  or  conditional,  of  a  re- 
hearing in  equity,  as  of  a  new  trial  at  law,  rests  in  the  dis- 
cretion of  the  court  in  which  the  case  has  been  heard  or 
tried,  and  is  not  the  subject  of  appeaL    (p.  19.) 

3.  Where  a  formal  petition  for  rehearing  has  been  filed  to  en- 
able plaintiff  to  avail  himself  of  a  disclaimer  filed  after  de- 
cision on  the  merits,  and  the  petition  had  been  granted  con- 
ditionally, ^eZ(2  that  the  terms  imposed  as  a  condition  pre- 
cedent to  the  rehearing  not  having  been  complied  with  the 
disclaimer  was  not  in  the  case.    (p.  19.) 

4.  The  court  below  having  decided,  where  certain  devices  were 
shown  in  the  drawing  of  the  patent  but  not  in  terms  referred 
to  either  in  the  specification  or  in  the  claims  as  a  part  of  the 
invention  nor  in  any  way  alluded  to  except  incidentally  in 
the  specification,  that  the  claims  could  not  be  thereby  lim- 
ited by  construction  to  make  such  devices  an  essential  fea- 
ture of  the  invention, /ieZ(2  that  the  construction  the  court 
gave  to  the  claims  of  the  patent  as  originally  issued  was  in- 
disputably correct,    (p.  19.) 

*  See  Explanation  of  Notes,  page  III. 

f  The  Docket  title  of  this  case  is  William  Roemer,  Appellant,  t\  David  Neumann. 
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5.  Held  that  the  claims  of  letters  patent,  No.  208,541,  William 
Boemer,  October  1, 1878,  Locks  for  Satchels,  could  not  be 
limited  to  make  an  essential  feature  of  the  invention  the 
deyices  shown  in  the  drawing,  but  not  in  terms  referred  to  in 
the  specification  or  claims,  and  that  the  claims  as  construed, 
were  void  for  want  of  novelty,     (p.  19.) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing  a 
suit  in  equity  for  the  infringement  of  letters  patent  for 
improvements  in  locks  for  satchels. 

Opinion  below,  26  Fed.  Rep.  102. 

Statement  by  Mr.  Justice  Gray: 

This  was  a  bill  in  equity  for  the  infringement  of  letters 
patent,  No.  208,541,  granted  to  the  plaintiff  September  1, 
1878,  for  improvements  in  locks  for  satchels,  with  the  fol- 
lowing specification  and  claims : 

"Be  it  known  that  I,  William  Roemer,  of  Newark, 
County  of  Essex,  and  State  of  New  Jersey,  have  invented  a 
new  and  improved  lock  for  satchels,  traveling-bags,  etc.,  of 
which  the  following  is  a  specification : 

"  This  invention  relates  to  certain  improvements  in  the 
construction  of  lock-cases  of  the  kind  described  in  letters 
patent,  No.  190,907  and  195,233,  which  were  granted  to  me 
May  15, 1877,  and  September  18, 1877,  respectively. 

"The  principal  object  of  the  invention  is  to  reduce  the 
expense  of  the  lock-case,  and  to  render  the  same  more  prac- 
tical in  form  and  construction. 

"  The  invention  consists,  principally,  in  forming  the  body 
of  the  lock-case  with  open  ends,  and  in  combining  the  same 
with  cast  blocks  or  end  pieces,  which  are  separately  made, 
all  as  hereinafter  more  fully  described. 

"  In  the  accompanying  drawing,  Fig.  1  represents  a  bottom 
view  of  my  improved  lock- case ;  Fig.  2  is  a  vertical  longi- 
tudinal section  of  the  same,  and  Fig.  3  is  a  vertical  trans- 
verse section  of  the  same  on  the  line  c  c.  Fig.  1.    Similar 


16  EOEMER  V.  BERNHUM.  [Sup.  Ct. 

Statement  of  the  caae. 

letters  of  reference  indicate  corresponding  parts  in  all  the 
figures. 

"The  letter  'A'  in  the  drawing  represents  the  body  or 
central  portion  of  the  lock-case.  The  same  is  made  of  sheet 
metal  or  other  suitable  material,  and  bent  into  a  TJ-form  sub- 
stantially as  indicated  in  Fig.  3,  so  as  to  form  the  top  a  and 
the  sides  6  6  of  the  lock-case.  The  bottom  of  the  lock-case 
is  open,  and  the  ends  of  the  portion  A  are  also  open. 

"  B  B  are  pieces  of  cast  metal  or  other  suitable  material, 
constructed  to  fit  into  the  open  ends  of  the  body  A,  into 
which  these  blocks  or  plugs  B  B  are  inserted,  as  clearly 
shown  in  Fig.  2.  Each  block  B  should  have  a  shoulder,  dj 
to  limit  the  degree  of  its  insertion  into  the  shell  A,  or  of  the 
insertion  of  the  shell  into  the  block. 

"  In  use  on  a  satchel  or  carpet-bag  the  ends  B  B,  after 
being  inserted  into  the  shell  A,  or  vice  versa^  in  manner 
stated,  are  fastened  to  the  satchel  or  bag  by  a  bolt  or  pin 
that  passes  through  an  aperture,  ^,  of  the  shell  A,  and 
through  a  corresponding  aperture,  /,  of  the  block  B,  there 
being  one  such  bolt  or  pin  at  or  near  each  end  of  the  piece 
A ;  but  the  plugs  or  end  pieces  B  B,  may  also  be  secured  by 
additional  or  separate  bolts,  if  desired,  and  so  may  also  the 
shell  A.  The  block  B  may  also  serve,  if  desired,  to  secure 
the  ends  of  the  handle  or  the  catches  which  close  the  jaws  of 
the  bag,  and  for  other  suitable  purposes. 

"  The  lock  portion  proper  is,  of  course,  contained  within 
the  shell  A,  the  drawing  indicating  the  bolt  C,  which  is 
moved  by  means  of  the  handle  g.  The  other  parts  of  the 
lock  are  not  necessary  to  show.  By  casting  the  pieces  B  B, 
the  same  mold  may  be  used  for  both  pieces  B  B,  of  one  lock- 
caae,  and  the  entire  case  is  made  very  inexpensive  and  yet 
practical.  The  ends  are  adapted  to  shells  A  of  suitable 
varying  lengths. 

"  I  claim — 

**  1.  In  a  lock-case,  the  combination  of  the  body  A,  hav- 


No.  208,541. 


W.  BOEMEB. 
Look  for  SatoheU. 


Patented  Oct.  I.  1878. 


'%•./ 


.c 


i^"^ 


«*  .• 


^ 


YfitnM^es: 


Inventor: 


Oct.,1889.]         ROEMER  v.  BERNHEIM.  17 

statement  of  the  case. 

ing  open  ends,  with  the  end  pieces,  B  B,  that  ate  applied 
thereto,  suhetantially  as  herein  shown  and  described. 

"2.  The  end  pieces,  B  B,  of  a  lock-case,  made  with 
shoulders  rf,  for  defining  their  positions  relative  to  the  body 
A,  substantially  as  and  for  the  purpose  specified." 

After  an  answer  denying  in  due  form  novelty  and  in- 
fringement, and  a  general  replication,  the  case  was  heard 
upon  the  pleadings  and  proofs  in  the  Circuit  Court,  which 
rendered  and  filed  an  opinion  dismissing  the  bill,  and  hold- 
ing that  while  the  dtfendant's  lock  would  be  an  infringe- 
ment of  the  plaintiff's  patent  if  the  claims  were  good,  yet, 
in  view  of  the  prior  state  of  the  art.  the  claims  were  void 
foi>want  of  novelty,  unless  they  could  be  so  limited  by  con- 
struction as  to  make  end  pieces,  provided  with  notches  or 
recesses  to  hold  handle  rings  or  catches,  an  essential  feature 
of  the  invention;  and  that  they  could  not  be  so  limited, 
because,  although  the  drawing  showed  end  pieces  provided 
with  such  notches,  the  notches  were  not  in  terms  referred  to, 
either  in  the  specification  or  in  the  claims,  as  a  part  of  the 
invention,  nor  in  any  way  alluded  to,  except  in  the  inci- 
dental observation  in  the  specification  that  the  blocks  or  end 
pieces  ^^  may  also  serve,  if  desired,  to  secure  the  ends  of  the 
handles,  or  the  catches  which  close  the  jaws  of  the  bag." 
26  Fed.  Rep.  102. 

Immediately  afterwards  the  plaintiff  filed  in  the  Patent 
Office  a  disclaimer,  stating  that  he  had  reason  to  believe 
(being  so  informed  by  that  opinion)  that  through  inadver- 
tence the  specification  and  claims  of  the  patent  were  too 
broad,  including  that  of  which  the  plaintiff  was  not  the  first 
inventor,  and,  therefore,  disclaiming  in  each  claim  "any 
blocks,  B,  that  have  not  the  notches  formed  in  them  as 
shown  in  the  drawing  for  holding  the  handle  rings,  as 
described  in  the  specification ; "  and  thereupon,  in  order  to 
enable  him  to  avail  himself  of  the  disclaimer,  filed  a  motion 
for  a  rehearing,  and,  upon  the  court  declining  to  entertain 
the  question  upon  that  motion,  fifed  a  formal  petition  for  a 
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rehearing,  which  the  court,  upon  argument  and  considera* 
tion,  granted  upon  condition  that  the  plaintiff  should  pay 
to  the  defendant  all  costs  of  suit  up  to  the  time  of  filing  that 
petition,  to  be  taxed  by  the  clerk.  The  cost  having  been 
taxed  accordingly,  and  the  plaintiff  having  stated  through 
his  counsel  in  open  court  that  he  was  unable  to  comply  with 
the  condition,  a  final  decree  was  entered,  dismissing  the  bill,, 
with  costs ;  and  the  plaintiff  appealed  to  this  court.  Novem- 
ber 11, 1889. 

Mr.  Arthur  v.  Briesen,  for  appellant : 

A  disclaimer  is  filed  in  time,  if  filed  after  the  opinion  of 
the  court. 

Atwater  Mfg.  Co.  v.  Beecher  Mfg.  Co.  8  Fed.  Rep.  610 ; 
Tyler  v.  Galloway,  20  Blatch.  417 ;  Sessions  v.  Romadka,  21 
Fed.  Rep.  133 ;  Smith  r.  Nichols,  21  Wall.  117  [9  Am.  & 
Eng.  425.] 

The  disclaimer  is  unnecessary,  provided  the  court  would 
read  the  patent  so  that,  if  two  readings  are  possible,  it  will 
give  that  reading  which  will  sustain  it. 

Adair  v.  Thayer,  17  Blatch.  468-470 ;  Waterbury  Brass 
Co.  V.  New  York  &  B.  Brass  Co.  3  Fish.  Pat.  Cas.  43-47 ;  Fitch 
V.  Bragg,  8  Fed.  Rep.  588 ;  Turrill  v.  Michigan  Southern  &  N", 
I.  R.  Co.  1  Wall.  491-510  [7  Am.  &  Eng.  202] ;  Ryan  v.  Good- 
win,  3  Sumn.  520. 

Messrs.  J.  E.  Hindon  IlynE  and  Frederic  H.  Betts,  for 
appellees : 

While  under  the  statute.  Rev.  Stat.  §  4922,  a  patentee  can 
recover  upon  a  separable  portion  of  the  invention  claimed  in 
his  patent,  even  without  filing  a  disclaimer,  provided  that 
he  has  not  unreasonably  neglected  or  delayed  to  file  such  dis- 
claimer, yet  the  practice  in  equity  is,  that  it  is  not  proper  to 
enter  a  decree  in  favor  of  a  patentee,  based  on  a  portion  of 
the  invention  claimed  by  him,  until  he  has  given  satisfactory 
proof  thSt  he  has  filed  a  proper  disclaimer. 
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Myers  v.  Frame,  8  Blatch.  446 ;  Bardett  v.  Eetej,  15  Blatch. 
349 ;  Christman  v,  Bumsey,  17  Blatch.  148 ;  Aiken  t;.  Dolan, 
3  Fish.  Pat.  Cas.  207  ;  Yale  Lock  Mfg.  Co.  v.  Scovill  Mfg. 
Co.  18  Blatch,  248 ;  Gage  v.  Herring,  107  U.  S.  646  [14  Am. 
k  Eng.  454.] 

Merely  bringing  old  devices  into  juxtaposition,  and  then 
allowing  each  to  work  out  its  own  effect  without  the  produc- 
tion of  something  novel,  is  not  invention. 

Reckendorfer  v.  Faber,  92  U.  S.  364  [10  Am.  k  Eng.  373] ; 
Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  k  Eng.  340] ; 
Rubber  Coated  H.  T.  Co.  v.  Welling,  97  U.  S.  7  [11  Am.  k 
Eng.  479] ;  Double  Pointed  Tack  Co.  v.  Two  Rivers  Mfg.  Co. 
109  U.  S.  120  [14  Am.  k  Eng.  671] ;  Slawson  v.  Grand  Street 
P.  P.  k  P.  R.  Co.  107  U.  8.  654  [14  Am.  k  Eng.  475] ;  Pick- 
ering V.  McCuUough,  104  U.  S.  310  [13  Am.  &  Eng.  238.] 

Roemer's  invention  was  a  mere  mental  conception  until 
1878.  It  had  not  been  reduced  to  practical  form,  and  did  not 
take  rank  as  an  invention  until  that  time. 

Webb  V.  Quintard,  9  Blatch.  352 ;  White  v.  Allen,  2  Cliff. 
224 ;  Sickels  i;.  Borden,  3  Blatch.  635. 

Mr.  Justice  Gray,  after  stating  the  case  as  above  reported, 
delivered  the  opinion  of  the  court : 

After  the  case  had  been  heard  and  decided  upon  its  merits, 
the  plaintiff  could  not  file  a  disclaimer  in  court,  or  introduce 
new  evidence  upon  that  or  any  other  subject,  except  at  a  re- 
hearing granted  by  the  court,  upon  such  terms  as  it  thought 
fit  to  impose,  The  granting  or  refusal,  absolute  or  condi- 
tional, of  a  rehearing  in  equity,  as  of  a  new  trial  at  law,  rests 
in  the  discretion  of  the  court  in  which  the  case  has  been 
heard  or  tried,  and  is  not  a  subject  of  appeal.  The  terms 
imposed  as  a  condition  precedent  to  a  rehearing  not  having 
been  complied  with,  the  disclaimer  was  not  in  the  case. 

The  construction  which  the  court  gave  to  the  claims  of  the 
patent  as  originally  issued  was  indisputably  correct.  So  con- 
structed, it  is  hardly  denied  by  the  plaintiff,  and  is  conclu- 

B  laS  v.  S.  106. 
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sively  proved  by  the  evidence,  that  the  patent  is  void  for 

want  of  novelty. 

Decree  affirmed. 
laa  17.  s.  io«. 

4.  Limitation  of  claim  to  matter  not  referred  to  in  claim  or 
specification ;  see 

Day  V.  Fairhaven,  etc.,  Ry.  Co.,  132  XJ.  S.  98  [note  p.  11 
ante']. 


Patent  in  sititt 

No.  208,541.    William  Roemer.    October  1,1878.    Locks 
for  Satchels. 

Other  Suits  on  Sam£  Patent: 

Roemer  v.  Headley.     1883.     19  Fed.  Rep.  205. 


Cited: 

In  Circuit  Courts  in  : 

Haughey  v.  Lee.    May,  1890.    48  Fed.  Rep.  382. 
American  Road  Machine  Co.,  v.  Pennock  &  Sharp  Co.,  Novem- 
ber, 1890.    45  Fed.  Rep.  252. 


Oct.,  1889.]  ROEMER ».  BERNHEIM  21 


22  WATSON  ».  CINCIN2f  ATI  RY.  CO.   [Sup.  Ct. 
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CHAUNCEY  R.  WATSON",  APPELLANT,  v.  THE  CIN- 
CEN'N'ATI,  INDIANAPOLIS,  ST.  LOUIS  &  CHICAGO- 
RAILWAY  COMPANY * 

ISS  U.  S.  161-167.   Oetober  TeFm,  1SS9. 

[Bk.  33  L.  cd.  295  ;  49  O.  G.  1843.] 

Affirming  Ibid,  23  Fed.  Rep.  448. 

Argued  October  31,  1889.    Decided  November  18, 1889. 

Particular poAent  construed  and  limited.  Infringement,  Com- 
bination.     Claims  limited  to  elements  specified.    Aggregation. 

1.  Letters  patent,  No.  203,226,  C.  R.  Watson,  April  30,  1878, 
Grain-Car  Doors,  construed  in  view  of  the  amendments 
made  to  the  claim  and  specification  in  the  Patent  Office,  and 
^/^,that  even  if  there  was  no  material  difference  between  the 
rods  and  staples  on  which  his  door  moved,  and  the  groove  used 
by  defendant,  that  there  was  no  infringement,  for  complainant 
had  in  effect  disclaimed  defendant's  door,  which  was  con- 
structed under  a  patent  in  view  of  which  complainant's  limi- 
tations to  his  patent  had  been  made.    (p.  47). 

2.  A  patentee  will  not  be  permitted  to  say  that  certain  specified 
elements  of  his  combination  claim  are  not  essential  to  the 
combination,    (p.  47). 

3.  Held  J  if  the  patent  be  construed  as  consisting  of  the  combina- 
tion in  a  freight-car  having  an  outside  rigid  door  of  an  inner 
flexible  sliding  grain-door,  it  was  a  mere  aggregation  of 
parts,  each  to  perform  its  separate  and  independent  function 
substantially  in  the  same  manner  as  before  combination  with 
the  other,  and  without  contributing  to  a  new  and  combined 
result,  and  was  not  invention,     (p.  48). 

[Citations  in  the  opinion  of  the  court :] 

Gage  V.  Herring,  107  U.  S.  640  [14  Am.  &  Eng.  454.]   p.  47. 

Fay  V.  Cordesman,  109  U.  S.  40S  [15  Am.  &  Eng.  i  ]  p.  47. 

Thompson  v,  Boisselier,  114  U.  S.  i  [15  Am.  &  Eng  549.]  p.  49. 
^  See  Explanation  of  Notes,  page  III. 
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dlephenaon  v,  Brooklyn  CnMs-Town  R.  Co.,  ir4  U.  S.  149  [16  Am. 
&  Eng.  63.]  p.  49 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Indiana,  dismissing  a  suit  for  the 
infringement  of  letters  patent,  No.  203,226,  granted  to  Chaun- 
«ey  R.  Watson,  for  an  improvement  in  grain-car  doors,  bear- 
ing date  the  80th  day  of  April,  1878. 

Opinion  below,  28  Fed.  Rep.  448. 

Statement  by  Mr.  Chief  Justice  Fuller. 

This  was  a  bill  filed  by  appellant  against  The  Cincinnati, 
Indianapolis,  St.  Louis  &  Chicago  Railway  Company,  in  the 
Circuit  Court  of  the  United  States  for  the  District  of  Indi- 
ana, alleging  an  infringement  of  letters  patent.  No.  203,226, 
granted  to  him  for  an  improvement  in  grain-car  doors,  bear- 
ing the  date  the  30th  day  of  April,  1878. 

The  complainant  averred  in  his  bill  that  the  patent  was 
intended  to  secure  and  did  secure  to  him  ^'  the  sole  and  ex- 
clusive right  to  make,  use  and  sell  a  car  for  the  transporta- 
tion of  grain  and  other  freight,  constructed  substantially 
like  an  ordinary  freight  car,  having  an  outside  door  for  clos- 
ing the  car,  and  provided  with  an  inside  flexible  or  yield- 
ing sliding  grain  door,  which  is  adapted  to  be  carried  up 
on  guide  rods  or  their  equivalent  overhead  and  out  of  the 
way  and  under  the  roof  of  the  cars ;  that  of  such  a  car  hav- 
ing an  outside  enclosing  door  proper,  in  combination  with  an 
inside  sliding  flexible  grain  door,  he  was  the  first  and  original 
inventor,"  etc.  These  averments  were  denied  in  the  answer, 
which,  also,  alleged  that  the  thing  patented  in  said  patent, 
and  every  material  or  substantial  part  thereof,  had  been 
shown  and  described  prior  to  "Watson's  supposed  invention 
in  various  letters  patent,  fifteen  in  number,  among  them  be- 
ing a  patent  issued  to  Martin  M.  Crooker,  May  26, 1868, 
and  a  patent  issued  to  Horace  L.  Clark,  August  29, 1871 ; 
and  further  averred  that  the  grain-car  doors  referred  to  in  the 
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bill  as  being  on  the  cars  of  The  Chicago,  Bock  Island  k  Pa- 
cific Railway  Company,  were  made  under  the  Crooker  pat- 
ent, which  was  afterwards  assigned  to  Dennis  F,  Van  Liew, 
and  it  was  with  his  license  and  consent  that  the  cars  were  so 
equipped  with  said  doors ;  that  ^^  the  only  difference  between 
said  Crooker's  doors  and  the  complainant's  are,  that  Crook- 
er's  slide  in  grooves  and  have  their  slats  fastened  together  by 
a  continuous  wire  running  through  them,  while  complainaat'ii 
slide  on  rods  passing  through  staples,  and  are  fastened  to- 
gether by  ordinary  hinges,  both  being  inside  doors,  and, 
with  the  exception  of  the  above  differences,  operating  in  sub- 
stantially the  same  way ; "  that  complainant's  door,  as  de- 
scribed in  his  patent,  contains  no  patentable  invention  in 
view  of  the  Crooker  patent,  nor  is  it  any  improvement  there- 
on, nor  in  view  of  the  state  of  the  art  was  there  any  patent- 
able novelty  or  invention  therein.  The  answer  also  denied 
any  infringement  of  Watson's  patent.  Proofs  having  been 
taken,  the  bill  was,  upon  hearing,  dismissed,  from  which  de- 
cree appeal  was  prosecuted  to  this  court.  The  opinion  of 
"Woods,  J.,  will  be  found  reported  in  23  Fed.  Rep.  443. 

The  specification  and  drawings  of  the  letters  patent  re- 
ferred  to  in  the  opinion  of  the  court,  are  as  follows : 


CHAUNCEY  R.   WATSON,  OF  INDIANAPOLIS, 

INDIANA. 

Improvement  in  Grain-Car  Doors. 

Specification  forming  part  of  Letters  Patent  No.  203,226^ 
dated  April  30, 1878  ;  application  filed  February  23, 1878. 

To  all  whom  it  Toay  concern : 

Be  it  known  that  I,  CnAUNCEr  R.  Watson,  of  Indianapolis,, 
in  the  county  of  Marion  and  State  of  Indiana,  have  invented 
certain  new  and  useful  improvements  in  Grain-Doors ;  and  I 


No.  203.226. 


C.  R.  WATSON. 
Orain-Car  Door. 

Patented  April  30,  1878. 
if.l. 
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do  hereby  declare  the  following  to  be  a  full,  clear,  and  exact 
description  of  the  same,  reference  being  had  to  the  accom- 
panying drawings,  which  make  part  of  this  specification,  and 
in  which— 

Figure  1  represents  a  side  elevation  of  a  car,  showing  the 
grain-door  in  position  when  in  use.  Fig.  2  represents  a 
transverse  vertical  section  taken  through  the  line  z  xof  Fig. 
1,  showing  one  of  the  grain-doors  in  position  when  in  use, 
and  the  opposite  door  at  the  top  of  the  car,  where  it  is  car- 
ried to  be  out  of  the  way.  Fig.  3  is  a  longitudinal  vertical 
section,  showing  the  door  in  position  and  looking  at  the  in- 
side thereof. 

Similar  letters  of  reference  in  the  several  figures  indicate 
like  parts. 

This  invention  relates  to  improvements  in  the  class  of 
grain-doors  for  cars ;  and  the  invention  consists  in  the  com- 
bination, with  a  car,  of  an  inside  vertically-sliding  flexible  or 
yielding  door  and  guiding  rods,  whereby  the  door,  when  not 
in  use,  may  be  carried  up  and  placed  on  the  horizontal  i)or- 
tion  of  said  guiding-rods,  so  as  to  be  out  of  the  way,  all  as 
substantially  hereinafter  described. 

Referring  to  the  accompanying  drawings,  A  represents  the 
body  of  a  car,  having  guiding-rods  C  at  either  side  of  the 
doorway,  fastened  at  their  lower  ends  in  the  floor  of  the  car, 
which  rods  extend  upwardly  and  parallel  with  the  inner 
frame  of  the  car,  to  within  a  short  distance  of  its  top,  where 
they  are  burved  and  suitably  braced  to  the  central  roof-timber 
B.  D  represents  the  grain-door,  constructed  of  longitudinal 
sectional  pieces  d^  d^  d\  hinged  together,  as  shown  at  e  e. 
The  upper  and  lower  sections  thereof,  d^  and  </*,  are  pro- 
vided with  staples  c  c,  which  encompass  the  guiding-rods  C, 
and  serve  to  direct  the  movement  of  the  doors  when  it  is  de- 
sired to  place  them  out  of  the  way  at  the  top  of  the  car. 
The  guiding-rods,  at  their  lower  ends  may  be  provided  with 
screw-threads,  which  work  into  metal  plates  provided  with 
female  threads,  which  latter,  when  aflixed  to  the  floor  of  the 
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car,  serve  to  hold  the  rods  firml j  thereto  and  in  proper  posi- 
tion to  admit  of  the  desired  movemeat  of  the  grain-doors. 
The  grain^doors,  when  at  the  top  of  the  car,  maj  be  secnrelj 
held  there  out  of  the  waj  bj  a  hook,/,  locking  into  a  staple 
on  the  npper  section  d  K 

The  great  desideratum  to  be  obtained  in  the  nse  of  a  grain* 
door  is  that,  while  it  maj  serve  its  proper  purpose  when  the 
car  b  loaded  with  grain,  it  maj  with  ftcilitj  be  moved  out 
of  the  way  when  the  car  is  emptj  or  loaded  with  other 
freight  without  being  detached  from  the  car,  wherebj  its 
loss  or  injury  is  rendered  improbable,  and  it  is  always  in 
such  position  that  its  nse  as  a  grain-door  may  be  resorted  to 
whenever  needed.  The  bottom  section  <P  of  the  door  may  be 
shod  with  an  iron  plate,  to  prevent  injury  thereto  when  be> 
ing  raised  to  allow  of  the  egress  of  the  grain. 

I  am  aware  that  a  car-door  of  similar  construction,  sliding 
in  grooved  ways,  is  old,  and  such  I  do  not  desire  to  claim, 
broadly,  as  my  invention.  Said  door,  however,  constitutes 
an  outside  or  closing  car-door  proper,  and  the  car  could  not 
be  loaded  or  vuied  for  bulk  grain,  unless  the  grain  is  put  in 
from  the  roof  of  the  car.  as  the  door  completely  closes  ^e 
doorway  or  opening. 

Furthermore,  said  door  is  obviously  objectionable  for  other 
reasons,  viz. :  the  grain  will  lodge  or  get  in  the  grooved  ways 
in  which  the  door  slides,  binding  or  locking  it  so  as  to  pre- 
vent its  being  raised ;  and  also,  being  an  outside  door,  the 
grain  pressing  against  it  would  force  or  bulge  the  door  out- 
ward, producing  a  similar  effect  as  the  grain  lodging  in  the 
grooved  ways ;  whereas  my  door,  Ijeing  an  inside  door,  and 
not  reaching  the  top  of  the  doorway  or  opening,  admits  an 
open  space  at  the  top  for  loading  in  the  grain,  with  an  ordi- 
nary outside  door,  to  be  locked  or  otherwise  secured  after  the 
car  is  loaded.  By  also  employing  guiding-rods  for  the  door 
to  slide  upon,  and  being  an  inside  door,  the  defects  incident 
to  the  grooved  ways  and  an  outside  door  before  referred  to 
are  entirely  obviated. 
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Having  thus  fallj  described  my  invention,  what  I  claim, 
and  desire  to  secure  bj  Letters  Patent,  is — 

The  combination,  with  a  car,  of  an  inside  flexible  or  yield- 
ing sliding  grain-door,  having  staples  c,  and  the  vertical  and 
horizontal  bent  guiding  rods  C,  extending  from  the  floor  of 
the  car  upwardly  and  under  the  roof  of  the  car,  as  herein 
shown  and  described,  whereby  said  door,  when  not  in  use, 
can  be  carried  up  on  the  horizontal  portions  of  said  guiding- 
rods  out  of  the  way,  substantially  as  specified. 

In  testimony  whereof  I  have  hereunto  set  my  hand  this 
18th  day  of  February,  1878. 

CHAUNCEY  R.  WATSOK 

Witnesses: 

Edmond  Vaillant, 
"Will  M.  Floyd. 


MARTIN  M.  CROOKER,  OF  RUTLAND,  VERMONT, 
ASSIGNOR  TO  HIMSELF  AND  AZRO  B.  ALLEN, 
OF  SAME  PLACE 

Improved  Railroad  Car. 

The  schedule  referred  to  in  these  letters  patent  and  making  part 
of  the  same.    Letters  Patent  No.  78, 188,  dated  May  26, 1868. 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  Martin  M.  Crooebr,  of  Rutland,  in 
the  county  of  Rutland,  and  State  of  Vermont,  have  invented 
a  new  and  useful  improvement  in  the  construction  of  freight, 
baggage,  and  other  cars ;  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  same, 
reference  being  had  to  the-  accompanying  drawings,  forming 
part  of  this  specification^  in  which — 

Figure  1  is  a  transverse  section  of  a  fteight  or  baggage-car, 
constructed  in  accordance  with  my  invention,  and  showing 
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its  doors  closed.    Fig.  2  is  a  similar  section  of  such  a  car,  i 

with  its  doors  opened.  Fig.  8  is  an  inverted  horizontal  sec- 
tion of  the  car  shown  in  Figs.  1  and  2.  Fig.  4  is  a  longitu- 
dinal section  of  the  car.  Fig.  5  is  an  enlarged  view  of  a  por- 
tion of  one  of  the  doors  of  the  car.  j 

Similar  letters  of  reference  in  the  several  figures  constitute  i 

corresponding  parts. 

The  nature  of  my  invention  consists  in  constructing  freight 
and  baggage-cars  particularly  with  grooved  ways,  which  ex- 
tend from  the  bottom  of  the  car  to  near  the  top  thereof,  and 
then  run  in  nearly  a  horizontal  line  under  the  roof  of  the 
car,  the  vertical  portion  of  said  ways  being  at  the  margin  of 
the  spaces  which  permit  the  baggage  and  freight-men  to 
enter  the  cars,  and  the  horizontal  portions  of  one  set  of  ways 
occupying  a  position  directly  under  or  over  similar  portions 
of  the  other  set  of  ways ;  and,  in  combination  with  cars  thus 
constructed,  my  invention  also  consists  in  fitting  doors,  made 
of  strips  united  together  by  fiexible  bands,  to  the  grooved  I 

ways  of  the  cars,  in  such  a  manner  that  access  can  be  had  to  ; 

the  cars  from  either  side,  by  applying  an  upward  thrust  or  } 

pull  upon  the  doors,  the  mode  of  application  being  such  that  ^ 

one  portion  of  one  door  slides  horizontally,  or  nearly  so, 
through  a  guide- way,  which  is  under  or  above  (as  the 
may  be)  another  guide- »vay,  in  which  a  similar  portion  of 
another  door  slides. 

My  construction  of  cars  obviates  much  of  the  labor  and 
inconvenience,  due  to  friction  and  weight,  experienced  in 
operating  horizontally-sliding  doors  of  ordinary  freight  and 
baggage-cars,  and,  beside  this,  less  expense  of  constructing 
the  cars  is  necessary,  while,  at  the  same  time,  an  increase  of 
room  in  a  given  gauge  of  car  will  be  secured,  as  the  doors, 
when  opened,  will  occupy  a  useless  space  in  the  roof  of  the 
car — that  is,  run  in  directly  under  the  car-roof. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation,  with  references  to  the  drawings. 
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A  represents  a  freight-car  body,  with  a  door-space,  dy  on 
opposite  sides  thereof. 

B  B  and  B'  B'  are  metallic  grooved  ways,  applied  at  the 
margin  of  the  door-spaces  d  d,  and  partially  across  the  car, 
immediately  under  the  roof  of  the  same,  the  vertical  portions 
of  the  ways  B'  B'  being  on  the  inside  of  the  car,  just  at  the 
edge  of  the  said  spaces,  and  firmly  bolted  in  place  upon  the 
car-framing,  or,  if  preferred,  these  vertical  portions  may  be 
in  the  door-space  itself,  as  is  the  case  with  those  of  the  ways 
B  B.  The  horizontal  portions  of  the  respective  sets  of  ways 
are  also  attached  firmly  to  the  car-framing,  being  bolted  to 
the  opposite  inner  sides  of  strong  cross-beams  a  a  of  the  roof 
of  the  car,  in  the  manner  represented. 

In  constructing  the  ways,  I  prefer  to  make  them  of  rolled 
sheet  or  plate  metal,  so  that  they  shall  be  both  light  and 
strong. 

C  C  represent  doors,  for  closing  the  door-spaces  before 
mentioned.  These  doors  are  made  of  light  wrought-metal 
slats,  which  are  rounded  on  one  edge  and  concave  on  the 
other,  the  rounded  edge  of  one  slat  fitting  the  concave  of  an- 
other slat,  as  shown.  The  slats  are  united  and  held  flexibly 
together  by  strong  flexible  straps  of  metal,  or  other  suitable 
material,  which  will  allow  the  door  to  bend  and  slide  around 
a  comer  or  angle,  as  it  is  opened  or  closed. 

The  doors  thus  constructed  are  arranged  between  the 
grooved  ways,  so  as  to  fit  snugly  thereto,  but  be  free  to  move 
in  the  same. 

If  the  slats  of  the  doors  are  not  made  of  metal,  I  shall  face 
the  ends  of  the  leading  or  last  slat  of  the  series  with  metal> 
as  shown  in  Fig.  5,  and  designated  by  the  letter  b.  This 
metal  facing  or  covering  will  slightly  enlarge  the  slat  at  its 
end,  and  therefore  will  fit  the  grooved  way  more  snugly  than 
the  other  slats  of  the  series. 

The  object  in  thus  facing  the  leading  or  last  slat  of  each 
door  is  to  make  it  serve  as  a  guide  for  all  the  other  slats, 
which  are  made  somewhat  smaller  in  size — ^that  is,  in  thick* 
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nesa — than  the  grooved  ways  in  which  they  move,  in  order 
that  there  shall  be  but  little,  if  any,  difficulty  experienced 
from  "  bind  "  between  the  ways  and  slats. 

By  facing  wooden  slats  with  iron,  I  am  enabled  to  make 
a  door  which  will  slide  freely  and  work  as  well  as  a  door 
made  of  metal,  for  the  iron  facings  will  expand  in  about  the 
same  proportion  as  does  the  iron  ways,  all  other  things  being 
equal. 

At  the  lower  edge  of  the  doors,  knobs  or  loops,//,  for 
opening  and  closing  the  doors,  are  provided,  and  on  the  sills 
of  the  car,  staples  g  g  are  placed,  so  that,  by  passing  the  loop 
of  a  padlock  or  other  fastening  through  them,  and  through 
the  handle-loops  /  /,  the  doors  may  be  locked.  But  other 
modes  of  locking  may  be  resorted  to,  if  preferred. 

I  shall,  in  some  cases,  arrange  pulleys  under  the  roof  of 
the  car-body,  and  attach  cords  to  the  upper  inner  ends  of  the 
doors,  pass  them  round  the  pulleys,  and  out  to  the  sides  of 
the  car,  all  in  such  a  manner  that  the  baggage  or  freight-men 
may,  by  pulling  the  cords,  raise  or  open  the  doors ;  and  in 
case  the  doors  are  heavy,  the  cords  may  be  attached  to  a 
windlass. 

I  do  not  claim  to  be  the  inventor  of  a  jointed  device  for 
closing  window  and  door-spaces  in  stores  and  dwellings,  for 
I  am  well  aware  of  the  existence  of  such  devices ;  but  what 
I  do  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is — 

A  rail-car,  in  which  its  doors  are  flexible,  and  are  arranged 
to  pass  up  under  the  roof  and  over  one  another  substantially 
in  the  manner  and  for  the  purpose  described 

MAETIN  M.  CROOKER. 
Witnesses : 

VT.  G.  Veazey, 

V.  C.  Meyebhoffer. 
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HORACE  L.  CLARK,  OF  RAHWAY,  NEW  JERSEY. 
Impbovembnt  in  Doorb  for  Railwat  Freight-Cars. 

Specification  forming  part  of  Letters  Patent  No.   1189ftl4» 

dated  August  29,  1871. 

To  all  whom  it  may  concern : 

Be  it  known,  that  I,  Horace  L.  Clare,  of  Rabway,  in  the 
county  of  Union  and  State  of  New  Jersey,  have  invented  a 
new  and  improved  Car-Door ;  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear  and  exact  description  thereof, 
which  will  enable  others  skilled  in  the  art  to  make  and  use 
the  same,  reference  being  had  to  the  accompanying  drawing 
forming  part  of  this  specification.  My  invention  consists  in 
certain  improvements  connected  with  car-doors,  as  herein- 
after fully  described  and  subsequently  pointed  out  in  the 
claim ;  also  in  an  arrangement  of  devices  for  securing  the 
lower  edge  of  the  door,  held  by  vertical  rods  at  the  upper 
edge  against  being  forced  inward  and  allowing  the  grain  to 
escape  when  loaded,  and  swinging  loosely  when  unloaded  or 
carrying  general  merchandise. 

Figure  1  is  a  longitudinal  sectional  elevation  of  a  car-door 
having  my  improvements  applied.  Fig.  2  is  a  transverse 
section,  and  Fig.  3  is  a  front  elevation  of  the  outside  of  the 
door. 

Similar  letters  of  reference  indicate  corresponding  parts. 

A  is  the  door,  consisting  of  one  or  more  boards  or  planks, 
suitably  connected  together,  resting  on  the  floor  at  one  edge 
and  against  the  end  walls  of  the  opening  in  the  car  on  the 
insides,  but  not  rising  as  high  as  the  top  of  the  opening,  and 
connected  at  the  upper  edge  by  plates  or  bars  B,  having  suit- 
able holes,  with  the  guide-rods  C,  for  raising  to  the  top  of 
the  car.  These  doors,  commonly  arranged  in  this  way,  have 
a  small  opening,  D,  through  them,  near  the  bottom,  for  dis- 
charging the  grain  by  shoveling  it  through  said  opening  into 
a  spout  resting  on  the  car  side.    A  large  amount  of  grain  is 
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scattered  over  the  spout  and  lost  by  striking  against  the 
the  walls  of  said  opening  and  the  spout  outside,  and  flying 
away  over  the  spout  to  the  ground.  I  therefore  propose  to 
attach  a  short  cloth  spout?  E,  to  the  door  at  this  opening,  to 
extend  sufficiently  beyond  the  door  over  the  spout  commonly 
used  to  prevent  such  scattering,  which  it  does  most  effect- 
ually. 

When  the  hole  D  is  to  be  closed  by  the  slide  F  the  flexible 
spout  E  is  folded  back  into  the  hole,  as  indicated  at  G-  and 
H.  A  bar,  I,  may  be  placed  across  the  hole  at  the  inside  of 
the  door  to  prevent  the  spout  from  being  turned  outside  in 
or  being  pushed  in  too  far. 

I  propose  to  have  the  rods  C,  on  which  the  door  slides  up- 
ward, spring  or  incline  outward,  and  form  a  shoulder  at  K 
for  the  eye-plates  B  to  drop  back  upon  when  the  door  is 
raised,  to  hold  it  snugly  up  against  the  ceiling,  the  other  S 

edge  being  secured  by  buttons  L. 

Commonly  these  doors  are  left  free,  or  not  provided  at  the 
lower  edges  against  being  pushed  inward,  which  is  objection- 
able, because  they  are  sometimes  forced  in  by  accident  and 
work  upward  by  the  jarring  of  the  car,  and  the  grain  escapes; 
or,  when  carrying  general  merchandise,  they  may  not  always 
be  held  snugly  against  the  side  of  the  car,  and  swing  and 
rattle.  I  therefore  propose  to  have  the  lower  edges  provided 
with  bolts  or  stud-pins  M  and  holes  N,  fitted  in  the  car-floor 
suitably  to  receive  the  bolts  and  hold  the  door  snugly  against 
the  car  side.  The  holes  are  made  to  extend  through  the  car- 
floor,  so  that  they  will  not  fill  up  with  grain  or  other  matter ; 
arid,  in  connection  with  the  door  so  arranged,  I  provide  the 
holding-pawls  X  or  pins  to  hold  the  doors  against  rising. 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  Letters  Patent — 

1.  The  combination,  with  door  A,  apertured  at  D  and  pro- 
vided with  flexible  spout  E,  of  the  slide  F  and  bar  I,  to  enable 
said  aperture  D  to  be  closed  and  the  spout  to  be  folded  in  the 
same  plane  with  the  door. 

2 
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2.  The  slides  B,  stationary  rods  C,  and  buttons  L,  com- 
bined with  and  applied  to  the  door  A,  as  described,  so  as 
to  enable  said  door  to  be  tamed  up  and  supported  against 
the  ceiling,  as  shown  and  set  forth. 

3.  The  stud-pins  M  on  the  inner  edge  of  the  door  and  pass- 
ing into  holes  N  in  the  car-floor,  combined  with  the  guides  B 
and  pawls  X,  bearing  against  the  upper  edges  of  the  door  to 
hold  it  firmly  in  position. 

The  above  specification  of  my  invention  signed  by  me  this 
7thday  of  June,  1871. 


HORACE  L.  CLARK. 


Witnesses : 

Geo.  W.  Mabee, 
t.  b.  mosher. 


Mr.  Charles  P.  Jacobs,  for  appellant : 

This  court  has  repeatedly  sustained  patents  for  inventions 
where  a  better  result  was  produced,  although  the  differences 
in  the  latter  inventions  and  those  shown  in  the  prior  patent 
were  small. 

Clough  V.  Gilbert  &  B.  Mfg.  Co.  106  U.  S.  166  [14  Am.  & 
Eng.  211] ;  Consolidated  Safety- Valve  Co.  v.  Crosby  Steam 
Gauge  &  Valve  Co.  113  U.  S.  157  [15  Am.  &  Eng.  460]; 
Seymour  v.  McCormick,  19  How.  96  [6  Am.  &  Eng.  282]. 

Important  inventions  often  simple. 

Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290] ; 
Smith  V.  Nichols,  21  Wall.  119  [9  Am.  &  Eng.  425] ;  Magic 
Ruffle  Co.  V.  Douglas,  2  Fish.  Pat  Cas.  830 ;  Clark,  P.  S.  & 
F.  R.  Co.  V.  Copeland,  2  Fish.  Pat.  Cas.  221. 

A  happy  thought  often  completes  an  invention. 

Poillon  V.  Schmidt,  6  Blatch.  299 ;  Ryan  v.  Goodwin,  8 
Sumn.  614 ;  Crandal  v.  Walters,  9  Fed.  Rep.  65^ 

That  nobody  made  it  before  is  evidence  of  invention  by 
Watson. 
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Dedeiick  v.  Casgell,  9  Fed.  Rep.  806 ;  Worswick  Mfg-  Co. 
V.  Steiger,  17  Fed.  Rep.  250. 

The  simplicity  of  an  invention  in  utility  and  effect  over 
what  preceded  it  is  proof  tending  to  establish  the  fSeust  of 
novelty. 

Birdsell  v.  McDonald,  6  Pat.  Off.  Gaz.  682;  Stillwell  &  B. 
Mfg.  Co.  V.  Cincinnati  Ghaslight  &  Coke  Co.  .7  Pat.  Off. 
Gaz.  829. 

If  the  result  is  obtained  in  a  better  mode  than  was  before 
known,  this  is  evidence  of  invention. 

Detroit  Lubricator  Mfg.  Co.  v.  Renchard,  9  Fed.  Rep.  293 ; 
Wood  i\  Packer,  17  Fed.  Rep.  650. 

The  law  has  no  nice  standard  by  which  to  gauge  the 
degree  of  mental  power  or  inventive  genius  brought  into 
play  in  originating  the  new  device. 

Middletown  Tool  Co.  v.  Judd,  3  Fish.  Pat.  Cas.  141 ;  Hoe 
v.  Cottrell,  1  Fed.  Rep.  603;  Collins  Co.  v.  Coes,  3  Fed. 
Rep.  225. 

Slight  changes  producing  better  result,  patentable. 

Turrill  v.  Illinois  Cent.  R.  Co.  3  Fish.  Pat.  Cas.  330 ;  Pearl 
V.  Ocean  Mills,  11  Pat.  Off.  Gaz.  2 ;  Isaacs  v.  Abrams,  14 
Pat.  Off.  Gaz.  861;  Eppinger  v.  Richey,  14  Blatch.  307; 
Wallace  v.  Noyes,  13  Fed.  Rep.  172. 

Success  is  the  true  test  of  merit  in  a  device. 

Davis  r.  Fredericks,  19  Fed.  Rep.  99 ;  Brown  Mfg.  Co.  v. 
Deere,  21  Fed.  Rep.  709. 

Old  devices  in  a  new  combination,  patentable. 

Western  Electric  Mfg.  Co.  v.  Chicago  Electric  Mfg.  Co. 
14  Fed.  Rep.  691. 

Value  of  new  device  recognized,  and  its  adoption  evidence 
of  invention. 

Ward  V.  Grand  Detour  Plow  Co.  14  Fed.  Rep.  696; 
Miller  v.  Pickering,  16  Fed.  Rep.  540  ;  Parkhurst  v.  Kins- 
man, 1  Blatch.  494. 

Abandoned  devices  cannot  avail  to  defeat  a  patent. 

Roberts  v.  Dickey,  1  Pat.  Off.  Gaz.  4. 
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Where  several  old  elements  are  taken  from  several  difr 
ferent  machines,  and  brought  together  without  effecting  any 
new  or  better  result,  the  device  thus  made  is  not  a  patentable 
combination. 

Hailes  v.  Van  Wormer,  20  Wall.  858  [9  Am.  &  Eng.  840] ; 
Phillips  V.  Detroit,  111  U.  8.  604  [15  Am.  &  Eng.  269]; 
Heald  v.  Rice,  104  U.  8.  737  [13  Am.  &  Eng.  460] ;  Morris 
V.  McMillm,  112  TJ.  8.  244  [15  Am.  &  Eng.  310.] 

Watson  changed  the  older  devices  and  produced  a  new 
and  better  result. 

Smith  V.  Goodyear  D.  V.  Co.  98  TJ.  8.  486  [11  Am.  &  Eng. 
1]  ;  Forsyth  v.  Clapp,  6  Fish.  Pat.  Cas.  528 ;  Union  Paper 
Collar  Co.  v.  White,  7  Pat.  Off.  Gaz.  698 ;  Tilghman  v.  Morse, 
9  Blatch.  421. 

Utility  a  test  of  invention. 

Washburn  &  M.  Mfg.  Co.  v.  Haish,  4  Fed.  Rep.  900 ;  Howe 
V.  Underwood,  1  Fish.  Pat.  Cas.  175 ;  Hayden  v.  Suffolk 
Mfg.  Co.  4  Fish.  Pat.  Cas.  103 ;  Goodyear  v.  Day,  2  WalL 
Jr.  283 ;  Smith  v.  Goodyear  D.  V.  Co.  93  U.  S.  486  ;  Webster 
on  Patents,  30 ;  Eppinger  v*  Richey,  14  Blatch.  307 ;  Isaaca 
V.  Abrams,  14  Pat.  Off.  Gaz.  861. 

Defendant  is  estopped  to  deny  invention. 
Singer  v.  Walmsley,  1  Fish.  Pat.  Cas.  558. 

The  court  should  proceed  in  a  liberal  spirit,  so  as  to  sus- 
tain  the  patent. 

E:iein  r.  Russell,  19  Wall.  466  [9  Am.  &  Eng.  244] ;  Tup- 
rill  V.  Michigan  Southern  &  N.  I.  R.  Co.  1  Wall.  491  [7  Am. 
&  Eng.  202]  ;  Blandy  v.  Griffith,  3  Fish.  Pat.  Cas.  609 ;  Fitch 
V.  Bragg,  8  Fed.  Rep.  588  ;  Estabrook  v.  Dunbar,  10  Pat. 
Off.  Gaz.  909 ;  Blanchard  v.  Sprague,  2  Story,  164 ;  Tread- 
well  V.  Parrott,  8  Fish.  Pat.  Cas.  1 24 ;  Winans  v.  Denmead, 
15  How.  330  [6  Am.  &  Eng.  107] ;  Coming  v.  Burden,  15 
How.  252  [6  Am.  &  Eng.  69]. 

Mr.  George  Payson  for  appellee. 

c 
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Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the 
court : 

The  proof  of  the  uae  of  grain-car  doors  by  the  defendant 
was  contained  in  a  stipulation,  whereby  it  was  agreed  "  that 
the  defendant  had  hauled  over  its  line  of  road,  in  said  State 
of  Indiana,  freight  cars  belonging  to  the  Chicago,  Bock 
Island  &  Pacific  Railway  Company,  having  a  solid  outside 
door,  like  an  ordinary  freight  car,  and  an  inner  flexible 
sliding  grain  door  of  less  height  than  the  opening  in  the  side 
of  the  car,  the  grain  door  sliding  in  grooves  like  the  grooves 
shown  in  the  patent  of  Martin  M.  Crocker,  of  May  26, 1868, 
and  the  slats  composing  the  door  being  attached  to  each  other 
by  being  strung  upon  wires  passing  through  the  slats." 

"Watson's  application  was  dated  February  18,  1878,  and 
contained  the  following  claims : 

"1.  A  grain  door,  constructed  of  longitudinal  sectional 
pieces,  hinged  or  strapped  together  in  such  manner  as  that 
the  door  as  a  whole,  may  yield  to  follow  any  desired  line  of 
movement  when  it  is  not  in  use  as  a  grain  door,  and  it  is 
desired  to  place  it  out  of  the  way,  substantially  as  herein 
described. 

"  2.  A  grain  door,  D,  constructed  as  above  described, 
and  hinged  or  strapped  so  as  to  be  flexible  or  yielding,  for 
the  purpose  set  forth,  in  combination  with  the  guiding-rods 
C,  whereby,  when  not  in  use,  it  may  be  carried  up  and 
placed  in  the  horizontal  portion  of  said  guiding-rods,  so  ^ 
to  be  out  of  the  way,  substantially  as  described. 

"  8.  A  grain  door,  D,  constructed  as  described,  and  pro- 
vided with  staples  c  c,  in  combination  with  guiding  rods  C 
and  devices  for  aflSxing  it  to  the  top  of  the  car,  substantially 
as  described  and  for  the  purposes  set  forth." 

The  application  was  rejected  March  8,  1878,  the  exami- 
ners stating :  "  This  *  grain  door  *  differs  from  Crocker's  (May 
26,  '68,  No.  78,188,  carpentry  doors)  '  railroad  ca^ '  only  in 
the  name  and  in  this,  that  the  upper  portion  of  Crocker's 
door  is  cut  off  to  make  applicant's.    The  rods  and  staples 
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«re  snbstittites  for  Crocker's  channel-irons— -obvious  to  any 
skilled  workman/'  Watson  then,  on  the  18th  of  March,  1878, 
amended  his  specifications  by  inserting : 

"  This  invention  relates  to  improvements  in  the  class  of 
^rain  doors  for  cars,  and  the  invention  consists  in  the  com- 
bination, with  a  car,  of  an  inside  vertically-sliding  flexible  or 
yielding  door  and  guiding-rods,  whereby  the  do6r,  when  not 
in  use,  may  be  carried  up  and  placed  on  the  horizontal  por- 
tion of  said  guiding-rods,  so  as  to  be  out  of  the  way, 

^^  I  am  aware  that  a  car  door  of  similar  construction,  slid- 
ing in  grooved  ways,  is  old,  and  such  I  do  not  desire  to  claim, 
broadly,  as  my  invention.  Said  door,  however,  constitutes 
an  outside  or  closing  car-door  proper,  and  the  car  could  not 
be  loaded  or  used  for  bulk  grain  unless  the  grain  is  put  in 
from  the  roof  of  the  car,  as  the  door  completely  closes  the 
doorway  or  opening.  Furthermore,  said  door  is  obviously 
objectionable  for  other  reasons,  viz. :  The  grain  will  lodge  or 
^et  in  the  grooved  ways  in  which  the  door  slides,  binding  or 
locking  it  so  as  to  prevent  its  being  raised,  and  also,  being 
an  outside  door,  the  grain,  pressing  against  it,  would  force  or 
bulge  the  door  outward,  producing  a  similar  effect  as  the  grain 
lodging  in  the  grooved  ways,  whereas  my  door,  being  an  in- 
side door  and  not  reaching  the  top  of  the  doorway  or  open- 
ing, admits  an  open  space  at  the  top  for  loading  in  the  grain, 
with  an  ordinary  outside  door,  to  be  locked  or  otherwise 
secured  after  the  car  is  loaded.  By  also  employing  guiding- 
rods  for  the  door  to  slide  upon,  and,  being  an  inside  door,  the 
defects  incident  to  the  grooved  ways  and  an  outside  door  be- 
fore referred  to  are  entirely  obviated." 

And  at  the  same  time  he  substituted  for  his  first  and  second 
claims  the  following : 

"  1.  The  combination,  with  a  car,  of  an  inside  flexible  or 
yielding  and  vertically-sliding,  grain  door  and  guiding-rods  C, 
whereby  said  door,  when  not  in  use,  can  be  carried  up  and 
placed  on  the  horizontal  portions  of  said  guiding-rods,  out 
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of  the  way,  sabstantiallj  as  and  for  the  purpose  herein  shown 
and  described." 

March  20,  the  application  was  again  rejected,  the  exami* 
ners  stating : 

"  It  is  not  considered  that  Crooker  in  removing  the  upper 

few  slats  of  his  door  would  be  making  a  patentable  improv- 

•  ment  on  his  own  invention,  albeit  he  might  change  its  name 

and  allege  the  result  of  loading  in  over  the  top  of  his  door. 

"  The  change  is  an  obvious  one  to  any  user  of  freight  cars  ; 
further,  the  use  of  rods  and  eyes  is  old  in  this  connection. 
See  patent  of  H.  L.  Clark,  August  29,  71,  No.  118,514  (car- 
pentry doors),  which  further  confirms  the  former  action  in 
relation  thereto. 

"  In  regard  to  the  clogging  and  binding  referred  to  in  argu- 
ment, no  clear  or  considerable  results  are  seen  to  be  accom- 
plished by  applicant's  device  over  the  reference,  such  as 
should  argue  any  invention  thereon." 

Watson  then  on  the  21st  of  March,  1878,  further  amended 
by  substituting  for  the  first  and  second  claims  the  following : 

"The  combination,  with  a  car,  of  an  inside  flexible  or 
yielding  sliding  grain  door,  having  staples  c,  and  the  ver- 
tical and  horizontal  bent  guiding-rods  C,  extending  from  the 
floor  of  the  car  upwardly  and  under  the  roof  of  the  car,  as 
herein  shown  and  described,  whereby  said  door,  when  not  in 
use,  can  be  carried  up  on  the  horizontal  portions  of  said  guid- 
ing-rods, out  of  the  way,  substantially  as  specified." 

The  examiners  again  responded,  March  23, 1878 : 

"  The  application  does  not  present  patentable  novelty  over 
Crooker,  cited. 

"  In  view  of  the  state  of  the  art  as  shown  by  the  references 
cited,  the  use  of  eyes  and  rods  for  guiding  the  sliding  door 
are  the  simple  mechanical  equivalents  of  the  channel-irons  of 
Crooker.  As  claim  does  not  difier  in  a  matter  of  substance 
from  the  preceding,  it  is  a  second  time  rejected." 

An  appeal  was  prosecuted  to  the  examiners-in-chief,  who 
reversed  the  decision,  saying : 
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'^  The  invention  in  this  case  is  small  and  the  claim  is  corre- 
cipondinglj  limited.  It  consists  of  a  combination  of  various 
instrumentalities  not  found  in  either  of  the  references. 

"  Applicant's  car,  as  a  whole,  is  adapted  by  convertibility 
to  uses  not  compatible  with  the  cases  cited,  without  injury. 
In  this  ease  the  flexible  door  is  applied  in  addition  to  the 
usual  slide  doors,  and  when  coarse  freight  is  to  be  carried  the 
flexible  shutters  are  secured  in  place  at  the  top  under  the  roof 
of  the  car." 

The  door  in  use  upon  the  freight  cars  which  appellee  hauled 
over  its  road  was  a  grain  door  sliding  in  grooves.  The 
Watson  door  was  carried  on  rods  with  staples.  Even  if  there 
was  no  material  diflference  between  a  door  sliding  in  grooves 
and  a  door  sliding  on  rods  and  staples,  there  was  no  infringe- 
ment, for  Watson  had  in  effect  disclaimed  a  door  sliding  in 
grooves  by  his  amendments  and  the  terms  of  his  specifica- 
tion as  they  stood  amended,  and  in  the  narrow  claim  of  his 
patent  the  staples  c  and  the  guiding-rods  C  were  part  of  his 
combination,  which  he  could  not,  under  the  circumstances, 
say  were  not  essential  to  it,  nor  that  the  grooves  were  an 
equivalent.  Gage  v.  Herring,  107  U.  S.  640  [14  Am.  &  Eng. 
454] ;  Fay  v.  Cordesman,  109  U.  8.  408  [15  Am.  &  Eng.  1]. 
But  counsel  for  appellant  insists  that  Watson's  real  invention 
**  was  not  a  question  of  rods  or  grooves,  but  was  the  combina- 
tion in  a  freight  car  having  an  outside  rigid  door,  of  an  inner 
flexible  sliding  grain  door." 

The  Crooker  door  was  patented  May  26, 1868,  and  made 
of  separate  strips  attached  to  each  other  by  long  continuous 
metal  straps,  so  as  to  be  flexible  and  capable  of  being  slid  up 
out  of  the  way  under  the  roof  of  the  car,  in  grooves  or 
channel-irons  affixed  to  the  inside  of  the  door  posts,  but  was 
a  full  and  not  a  half  door.  One  of  the  doors  was  an  inside 
door,  as  appears  from  the  drawings,  and  was  described  in  his 
speciflcations  as  follows :  "  B  B  and  B'  B'  are  metallic  grooved 
ways  applied  at  the  margin  of  the  door  spaces  d  d  and  par- 
tially across  the  car,  immediately  under  the  roof  of  the  same, 
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the  vertical  portions  of  the  ways  B'  B'  being  on  the  inside 
of  the  car,  just  at  the  edge  of  the  said  spaces,  and  firmly 
bolted  in  place  upon  the  car  framing,  or,  if  preferred,  these 
vertical  portions  may  be  in  the  door  space  itself,  as  is  the 
case  with  those  of  the  ways  B  B.'*  The  Clark  patent  was. 
issued  August  29, 1871,  for  a  rigid  grain  door  filling  only 
half  the  opening,  and  sliding  on  rods  to  the  top  of  the  car> 
where  it  was  then  swung  up  into  a  horizontal  position,  turn- 
ing  on  eyes  at  the  upper  comers  of  the  rods.  The  evidence 
established  that  inside  grain  doors,  filling  only  part  of  the 
opening,  had  long  been  used  on  freight  cars  in  connection 
with  the  outside  door.  Watson's  door  was  made  of  separate 
slats,  united  to  each  other  by  hinges,  and  provided  with 
staples  at  both  ends,  that  encircled  the  guiding-rods  on  which 
the  door  might  be  slid  up  under  the  roof  of  the  car  so  as  to^ 
be  out  of  the  way.  Making  Orooker's  door  smaller  so  as  to- 
fill  only  half  the  openiug,  and  using  it  in  connection  with  an 
ordinary  outside  door,  in  conibination  with  a  car,  is  the  in- 
vention claimed. 

We  agree  with  the  learned  Judge  holding  the  Circuit  Court 
when  he  says :  "  There  is  nothing  in  either  specification  or 
claim  concerning  *  ordinary  freight  cars '  nor  solid  sliding 
outside  doors,  and  in  the  claim  nothing  about  outside  doors- 
at  all,  unless  inferred  from  the  description  given  of  an  inside 
door.  If,  however,  such  an  inference  is  permissible,  and  the 
patent  must  or  may  be  construed  to  consist  in  such  a  com- 
bination of  inside  and  outside  doors  as  is  asserted,  it  cannot 
be  upheld,  because  it  does  not  involve  invention,  but  consista 
in  a  mere  aggregation  of  parts,  each  to  perform  its  separate 
and  independent  function  substantially  in  the  same  manner 
as  before  combination  with  the  other  and  without  contribut- 
ing to  a  new  and  combined  result.  The  outside  door  cer- 
tainly renoiains  unaiFected  in  construction  and  in  use ;  and  the 
inner  door  is  the  same  as  the  Crooker  door,  with  a  few  slata 
left  off  or  taken  oft'  by  design  or  by  accident ;  and  whether 
done  iu  one  way  or  the  other,  the  change  cannot  reasonably 
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be  called  invention,  nnless  the  distinction  between  mere  me- 
cbanical  skill  and  inventive  genius  is  to  be  disregarded." 

There  was  nothing  new  in  flexible  or  rigid  doors,  outside 
and  inside.  There  was  nothing  new  in  the  use  of  outside 
and  inside  rigid  doors  in  combination,  the  inside  door  filling 
only  part  of  the  opening.  The  substitution  of  the  old  flex- 
ible sliding  inside  door,  reduced  in  size  to  correspond  with 
the  old  inside  rigid  grain  door,  may  have  required  some  me- 
chanical skill,  and  may  have  been  new  and  useful,  but  it  did 
not  involve  the  exertion  of  the  inventive  faculty,  and  em- 
braced nothing  that  was  patentable.  Thompson  v.  Boisselier, 
114  U.  S.  1  [15  Am.  k  Eng.  549],  and  cases  there  cited ; 
Stephenson  v.  Brooklyn  Cross-Town  R.  Co.  114  U.  S.  149  [16 
Am.  &  Eng.  63]. 

The  decree  was  right  and  it  is  affirmed. 

ISa  17.  B.  167. 
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No  203,226.  Ghamicej  B.  Watson.  April  30, 1878.  Grain 
Car  Doors. 

Other  Suits  on  Same  Patent: 

Watson  v.  Cincinnati,  I.,  St.  L.  &  C.  Ry.,1885.  23  Fed.  Rep.  443. 


In  Supreme  Court  in: 

Hill  V.  Wooster,  1889.     132  U.  S.  693  [p.  99  posW] 

Howe  Machine  Co.  v.  Nat.  Needle  Co.,  1889.    134  U.  S.  388 

ipost.'] 
Butler  V.  Steckel,  1890.     137  U.  S.  21  [post.'] 
Fond  du  Lac  County  v.  May,  1890.     137  U.  S.  395  [jpos^] 


In  Circuit  Courts  in: 

Johnson  Co.  u  Pacific  Boiling  Mills  Co.  July,  1891.  47  Fed. 
Rep.  586. 

Haughey  v.  Lee.    May,  1890.     48  Fed.  Bep.  382. 

American  Boad-Machine  Co.  v.  Pennock  &  Sharp  Co.,  Novem- 
ber, 1890.    45  Fed.  Bep.  252. 

Campbell  v.  Bailey,  March,  1890.    45  Fed.  Bep.  564. 
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CHARLES  MARCHAND,  APPELLANT,  v. 
FREDERICK  EMKEN.* 

ISS  v.  S.  195-SOO.    OetolierTerai,  18S9* 

[Bk.  53  I^.  ed.  332  ;  49  O.  G.  1841] 

Affirming  Ibidy  23  Blatch.  435 ;  26  Fed.  Rep.  629. 

Argued  October  25, 1889.    Decided  November  25, 1889. 

Particular  patent  toanting  in  invention, 

1.  Claim  1  of  letters  patent,  No.  273,569,  Charles  Marchand, 
March  6,  1883,  Manufacture  of  Hydrogen  Peroxide,  con- 
strued to  be  for  stirring,  by  a  well-known  and  simple  mechan- 
ical device,  a  liquid  which  had  before  been  stirred  by  hand, 
and  Tield  to  consist  in  the  mere  substitution  of  a  revolving 
screw,  driven  from  a  power^haft,  for  paddles  operated  by 
hand,  for  stirring  such  liquid,  which  does  not  involve 
invention,     (p.  62.) 

[Citations  in  the  opinion  of  the  conrt :  ] 
Hollister  v.  Benedict  &  B.  Mfg.  Co.  113  U.  S.  59  [15  Am.  &  Eng. 

417].    p.  65. 
Dreyfus  v.  Searle,  124  U.  S.  60  [17  Am.  &  Eng.  446].    p.  65. 
Crescent  Brewing  Co.  v.  Gottfried,  128  U.  S.  158  [19  Am.  &  Bng. 

i].    p.  65. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York  dismissing  a 
suit  in  equity  for  infringement  of  Letters  Patent,  No.  273,569, 
granted  to  Charles  Marchand,  March  6, 1883,  for  an  improve- 
ment in  the  manufacture  of  hydrogen  peroxide. 

The  facts  are  stated  in  the  opinion. 

Opinion  below,  28  Blatch.  435  ;  26  Fed.  Rep.  629. 

The  specification  and  drawing  of  the  letters  patent  referred 
to  in  the  opinion  of  the  court  are  as  follows : 

*  See  XzplEDation  of  Notes*  page  III. 
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'  CHARLES  MARCHAND,  OF  NEW  YORK,  K  Y. 

Manupacturk  op  Hydrogbn  Peroxide. 

Specification  forming  part  of  the  Letters  Patent  No.  273|569, 
dated  March  6, 1883  ;  application  filed  August  2, 1882.  (No. 
model.) 

To  all  lohom  it  may  concern : 

Be  it  known  that  I,  Charles  Marchand,  of  New  York 
city,  in  the  county  and  State  of  New  York,  have  invented 
a  new  and  useful  Improvement  in  the  Manufacture  of  Hy- 
drogen Peroxide,  which  improvement  is  fully  set  forth  in 
the  following  specification : 

This  invention  has  reference  to  the  manufacture  of  hydro- 
gen peroxide  or  oxygenated  water  by  addition  of  barium  or 
calcium  binoxide  to  an  acid  (sulphuric,  nitric,  acetic,  oxalic, 
hydrochloric,  hydrofluoric,  hydrofluosilic,  and  the  like),  the 
binoxide  having  been  mixed  with  water. 

Heretofore  hydrogen  peroxide  has  been  made  by  adding 
the  barium  or  calcium  binoxide,  mixed  with  water,  to  the 
diluted  acid,  the  binoxide  being  added  from  time  to  time  in 
small  quantities,  the  vessel  in  which  the  operation  is  con- 
ducted being  set  in  a  refrigerating  medium,  and  the  liquid 
being  agitated  or  stirred  to  facilitate  the  reaction.  The 
stirring  has  been  performed  by  hand. 

The  present  invention  is  based  on  the  fact  or  discovery 
that  the  reduction  of  the  barium  or  calcium  binoxide  takes 
place  under  conditions  much  more  favorable  in  point  of  rap- 
idity and  yield,  when  the  acid  to  be  neutralized  is  given  a 
movement  of  rotation,  both  vertically  and  horizontally,  by  a 
screw  or  other  suitable  means,  which  at  the  same  time  cre- 
ates both  constant  and  ever-changing  eddies,  the  said  move- 
ment of  rotation  being  imparted  continuously  during  the  ad- 
dition of  the  binoxide. 

The  present  invention  consists,  therefore,  first,  in  impart- 
ing to  the  acid  a  movement  of  rotation,  the  time  required 
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for  the  chemical  reaction  being  thereby  lessened,  while  the 
reaction  itself  is  more  complete. 

The  apparatus  shown  in  the  accompanying  drawing  is 
preferably  employed,  and  forms,  also,  part  of  the  invention. 
A  view  in  vertical  section  and  elevation  is  given. 

A  is  the  receptacle  for  the  acid ;  B,  a  jacketing-vessel  for 
containing  the  refrigerant  or  cooling  medium ;  C,  the  screw, 
and  D  a  vertical  power-shaft.    The  acid  receptacle  need  not 
be  of  any  particular  size,  but  a  good  capacity  is  from  five 
hundred  to  one  thousand  gallons.    It  is  perfectly  hemispher- 
ical, but  may  be  cylindrical,  frusto-conical,  or  other  suitable 
form ;  and  it  is  made  of  or  lined  with  material  adapted  to  re- 
sist the  action  of  the  acid.   For  use  with  a  hydrofluoric  acid, 
a  sheet-iron  or,  better,  a  copper  vessel  lined  with  lead  may 
be  used,  or  one  of  platinum,  gold,  or  silver,  or  one  otherwise 
rendered  non-corrodible.    The  screw  C  is  provided  with 
helicoidal  blades  a,  ordinarily  two,  three,  or  four  in  num- 
ber, set  obliquely  on  the  arbor  or  screw-shaft  b.    The  blades 
are  preferably  pierced  with  holes  c.    The  screw  is  suspended 
in  the  receptacle  A,  being  detachably  connected  with  the 
lower  end  of  the  power-shaft  D  by  the  pieces  d  e — one  fixed 
to  the  power-shaft  and  the  other  to  the  screw-shAft,  and 
clamped  together  by  the  bolts  /.    On  the  screw-shaft,  above 
the  top  of  the  receptacle  A,  is  fixed  a  disk  g,  of  wood,  or 
other  suitable  material  which  catches  the  oil  from  the  bear- 
ings of  the  power-shaft,  and  other  foreign  matters,  that  other- 
wise would  be  liable  to  fall  into  the  receptacle.    The  power- 
shaft  is  suspended  in  its  bearings  by  suitable  collars,  which 
enable  it  to  support  the  screw  C,  and  is  driven  from  a  hori- 
zontal shaft  through  beveled  gearing,  or  by  other  well-known 
or  suitable  mechanical  means.  The  length  of  the  screw-shaft 
is  such  that  the  blades  of  the  screw  do  not,  in  operation, 
touch  or  scrape  the  interior  of  the  receptacle  A.    The  jacket- 
ing-vessel B  is  of  ordinary  or  suitable  construction.    The 
cooling  medium  commonly  employed  therein  may  be  placed 
in  it. 
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The  vessel  B  being  filled  with  the  cooling  medium,  the 
proper  quantities  of  acid  and  water  (say  twenty  parts,  by 
weight,  of  acid  to  one  hundred  parts  of  water,  or  other  suit- 
able proportions)  are  placed  in  the  receptacle  A.  The  screw 
C  is  put  in  motion,  and  the  binoxide  of  barium  or  calcium, 
in  the  state  of  a  more  or  less  thick  emulsion  or  milk,  is  added 
in  small  quantities.  The  revolving  screw  imparts  a  move- 
ment of  rotation  more  or  less  rapid  to  the  liquid,  producing 
eddies  therein  and  constantly  changing  the  material,  and 
the  chemical  reaction  takes  place  very  regularly  and  com- 
pletely. Sufl&cient  binoxide  is  added  to  secure  the  complete 
neutralization  of  the  acid  without  rendering  the  hydrogen 
peroxide  too  alkaline.  After  a  certain  time,  which  varies 
with  the  quantity  of  the  article  manufactured  and  the  amount 
of  binoxide  employed,  and  during  which  the  screw  may  be 
stopped,  but  is  preferably  kept  in  revolution,  the  production 
of  the  hydrogen  peroxide  is  finished.  It  only  remains  to  al- 
low the  matters  in  suspension  to  settle  and  to  decant  the  clear 
liquor. 

If  it  is  desired  to  obtain  the  hydrogen  peroxide  in  a  state 
of  greater  purity  than  results  from  the  above,  the  clear 
liquor  is  subjected  to  special  chemical  treatment,  which,  as 
it  constitutes  no  part  of  the  present  invention,  need  not  be 
described. 

I  claim  the  new  improvements  herein  described,  all  and 
several,  to  wit : 

1.  The  method  of  making  hydrogen  peroxide  by  cooling 
the  acid  solution,  imparting  thereto  a  continuous  movement 
of  rotation,  as  well  in  vertical  as  in  horizontal  planes — such, 
for  example,  as  imparted  by  a  revolving  screw  in  a  receptacle 
— and  adding  to  said  acid  solution  the  binoxide  in  small 
quantities  while  maintaining  the  low  temperature  and  the 
rotary  or  eddying  movements  substantially  as  described. 

2.  The  combination  of  the  receptacle,  the  screw  suspended 
therein  so  as  not  to  touch  the  bottom,  and  the  protecting  or 
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covering  disk  carried  by  the  screw-ehaft,  substantially  as  de» 
scribed. 

8.  The  combination  of  the  receptacle,  the  power-shaft,  the 
screw,  and  the  means  for  detachably  connecting  the  said  screw 
with  said  power-shaft  and  for  suspending  it  therefrom  in 
md  receptacle,  substantially  as  described. 

4.  The  apparatus  described,  comprising  in  combination 
the  receptacle  for  the  acid,  the  jacketing-vessel,  the  power- 
shaft,  the  suspended  screw,  and  the  means  for  preventing 
foreign  matter  from  falling  into  the  receptacle,  substantially 
as  set  forth. 

In  testimony  whereof  I  have  signed  this  specification  in 
the  presence  of  two  subscribing  witnesses. 

OH.  MARCHAKD. 

Witnesses: 
R.  8.  Hayward, 
6.  H.  Pbarsall. 


Messrs.  B.  F.  Lbe  and  W.  H.  Lee,  for  appellant : 

The  fact  that  the  result  attained  was  well  known  to  be  de- 
sirable and  that  no  one  had  done  it  before,  and  the  fact  that 
it  took  Mr.  Marchand  seven  months  to  perfect  his  invention 
and  at  an  expenditure  of  $15,000,  would  seem  conclusive 
that  the  invention  was  not  obvious. 

Marchand's  improvement  is  clearly  patentable  under  the 
decisions  of  this  court.  It  is  a  well-known,  principle  that  the 
simplicity  of  the  means  will  not  defeat  a  patent,  provided 
the  result  be  useful. 

Loom  Co.  V.  Higgins,  105  U.  S.  580  [14  Am.  &  Eng.  70]. 

The  inventor  is  entitled  to  a  liberal  construction  of  his 
patent 

Tilghman  v.  Proctor,  102  U.  S.  707  [13  Am.  &  Eng.  29] ; 
Clough  V.  Barker,  106  U.  S.  166  [14  Am.  &  Eng.  211] ;  Con- 
solidated  Valve  Co.  v.  Crosby  Valve  Co.,  113  U.  S.  167  [15 
Am.  &  Eng.  460] ;  O'Reilly  v.  Morse,  15  How.  62  [5  Am.  & 
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Eng.  483] ;  Morley  Sewing  Machine  Co.  v.  Lancaster,  129 
U.  S.  263  [19  Am.  &  Eng.  263]. 

(No  counsel  for  appellee.) 

Mr.  Justice  Blatchpord  delivered  the  opinion  of  the  court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York,  by 
Charles  Marchand  against  Frederick  Emken,  to  recover  for 
the  infringement  of  letters  patent,  No.  273,569,  granted  to 
the  plaintiff  March  6, 1883,  for  an^provement  in  the  manu- 
facture of  hydrogen  peroxide. 

The  specification  says :  "  This  invention  has  reference  to 
the  manufacture  of  hydrogen  peroxide,  or  oxygenated  water, 
by  addition  of  barium  or  calcium  binoxide  to  an  acid  (sul- 
phuric, nitric,  acetic,  oxalic,  hydrochloric,  hydrofluoric,  hy- 
drofluosilic,  and  the  like),  the  binoxide  having  been  mixed 
with  water.  Heretofore  hydrogen  peroxide  has  been  made 
by  adding  the  barium  or  calcium  binoxide,  mixed  with  water, 
to  the  diluted  acid,  the  binoxide  being  added  from  time  to 
time  in  small  quantities,  the  vessel  in  which  the  operation  is 
conducted  being  set  in  a  refrigerating  medium,  and  the  liquid 
being  agitated  or  stirred  -to  facilitate  the  reaction.  The  stir- 
ring has  been  performed  by  hand.  The  present  invention  is 
based  on  the  fact  or  discovery  that  the  reduction  of  the  bar- 
ium or  calcium  binoxide  takes  place  under  conditions  much 
more  favorable  in  point  of  rapidity  and  yield  when  the  acid 
to  be  neutralized  is  given  a  movement  of  rotation,  both  verti- 
tically  and  horizontally,  by  a  screw  or  other  suitable  means, 
which  at  the  same  time  creates  both  constant  and  ever-chang- 
ing eddies,  the  said  movement  of  rotation  being  imparted 
continuously  during  the  addition  of  the  binoxide.  The  pres- 
ent invention  consists,  therefore,  first,  in  imparting  to  the 
acid  a  movement  of  rotation,  the  time  required  for  the  chem- 
ical reaction  being  thereby  lessened,  while  the  reaction  itself 
is  more  complete." 

The  specification  gives  a  description  of  the  apparatus, 

1S»  V.  S.  195-196. 
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which  it  sajB  is  preferably  to  be  employed  and  forms  part  of 
the  invention,  in  Bubstance  as  follows :  There  is  a  receptacle 
for  the  acid,  and  a  jacketing  vessel,  in  which  the  receptacle 
rests,  for  containing  the  refrigerant  or  cooling  medium.  There 
is  a  rotating-screw  and  a  vertical  power-shaft.  The  acid  re- 
ceptacle need  not  be  of  any  particular  size,  but  a  good  capac- 
ity is  from  five  hundred  to  one  thousand  gallons.  It  is 
preferably  hemispherical,  but  may  be  cylindrical,  frusto-con- 
ical,  or  of  other  suitable  form ;  and  it  is  made  of,  or  lined 
with,  material  adapted  to  resist  the  action  of  the  acid.  For 
use  with  hydrofluoric  acid,  a  sheet-iron  or,  better,  copper  ves- 
sel lined  with  lead  may  be  used,  or  one  of  platinum,  gold  or 
silver,  or  one  otherwise  rendered  non-corrodible.  The  screw 
is  provided  with  helicoidal  blades,  ordinarily  two,  three,  or 
four  in  number,  set  obliquely  on  the  arbor  or  screw-shaft. 
The  blades  are  preferably  pierced  with  holes.  The  screw  is 
suspended  in  the  receptacle,  being  detachably  connected  with 
the  lower  end  of  the  power-shaft  by  two  pieces,  one  fixed  to 
the  power-shaft  and  the  other  to  the  screw-shaft,  and  clamped 
together  by  bolts.  On  the  screw-shaft,  above  the  top  of  the 
receptacle,  is  fixed  a  disc  of  wood  or  other  suitable  matenal, 
which  catches  the  oil  from  the  bearings  of  the  power-shaft, 
and  other  foreign  matters  that  otherwise  would  be  liable  to 
fall  into  the  receptacle.  The  power-shaft  is  suspended  in  its 
bearings  by  suitable  collars,  which  enable  it  to  support  the 
screw,  and  is  driven  from  a  horizontal  shaft,  through  beveled 
gearing,  or  by  other  well-known  or  suitable  mechanical  means. 
The  length  of  the  screw-shafts  is  such  that  the  blades  of  the 
screw  do  not  in  operation  touch  or  scrape  the  interior  of  the 
receptacle.  The  jacketing  vessel  is  of  ordinary  or  suitable 
construction.  The  cooling  medium  commonly  employed 
therein  may  be  placed  in  it.  The  vessel  being  filled  with  the 
cooling  medium,  the  proper  quantities  of  acid  and  water  (say 
twenty  parts,  by  weight,  of  acid  to  one  hundred  parts  of  water, 
or  other  suitable  proportions)  are  placed  in  the  receptacle. 
The  screw  is  put  in  motion,  and  the  binoxide  of  barium  or 
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calcium,  in  the  state  of  a  more  or  less  thick  emulsion  or 
milk,  is  added  in  small  quantities.  The  revolving  screw  im- 
parts a  movement  of  rotation  more  or  less  rapid  to  the  liquid, 
producing  eddies  therein  and  constantly  changing  the  mate- 
rial, and  the  chemical  reaction  takes  place  very  regularly  and 
completely.  Sufficient  binoxide  is  added  to  secure  the  com- 
plete neutralization  of  the  acid  without  rendering  the  hydro- 
gen peroxide  too  alkaline.  After  a  certain  time,  which  varies 
with  the  quantity  of  the  article  manufactured  and  the  amount 
of  binoxide  employed,  and  during  which  the  screw  may  be 
stopped,  but  is  preferably  kept  in  revolution,  the  production  of 
the  hydrogen  peroxide  is  finished.  It  only  remains  to  allow  the 
matters  in  suspension  to  settle  and  to  decant  the  clear  liquor. 
If  it  is  desired  to  obtain  the  hydrogen  peroxide  in  a  state  of 
greater  purity  than  results  from  the  above,  the  clear  liquor 
is  subjected  to  special  chemical  treatment,  which,  as  it  con- 
stitutes no  part  of  the  present  invention,  is  not  described. 

Only  the  first  claim  of  the  patent  is  involved  in  this  suit. 
That  claim  reads  as  follows :  "  1st.  The  method  of  making 
hydrogen  peroxide  by  cooling  the  acid  solution,  imparting 
thereto  a  continuous  movement  of  rotation,  as  well  in  ver- 
tical as  in  horizontal  planes, — ^such,  for  example,  as  imparted 
by  a  revolving  screw  in  a  receptacle, — and  adding  to  said 
acid  solution  the  binoxide  in  small  quantities,  while  main- 
taining the  low  temperature  and  the  rotary  or  eddying 
movements,  substantially  as  described." 

The  answer  sets  up,  among  other  defences,  that  the  alleged 
invention  and  patent  do  not  contain  any  patentable  subject- 
matter.  After  a  replication,  proofs  were  taken,  and,  on  a 
hearing,  the  court,  held  by  Judge  Coxc,  entered  a  decree  dis- 
missing the  bill,  with  costs.  From  this  decree  the  plaintiff 
has  appealed.  The  opinion  of  the  court  is  found  in  23  Blatch. 
435,  and  26  Fed.  Rep.  629. 

It  appears  from  the  record  that  the  first  claim  was  three 

times  rejected  by  the  Patent  Office,  and  was  then,  on  appeal, 

allowed  by  the  examiners-in-chief,  who  said  in  their 
isav.s.i»7-i»». 
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decision :  ^*  In  the  present  case,  the  essence  of  the  invention 
resides  in  imparting  to  the  liquid,  while  nuiking  hydrogen  per* 
oxide  as  above,  a  peculiar  motion-— one  which  cannot  be  given 
by  hand — a  continuous  movement  of  rotation,  horizontally  in 
opposite  directions  from  the  centre,  or  radially  and  vorti- 
cally,  or  nearly  so,  according  to  the  shape  of  the  vessel,  a  vor- 
tical motion  designed  in  German  as  wirbdbewegung^  the 
movement  of  a  smoke  ring,  making  what  may  be  termed  a 
ring  vortex."  They  suggested  an  amendment  to  the  speci- 
fication, to  make  it  clear  that  the  invention  was  '^  no  more 
than  in  this  particular  art,  all  the  other  steps  being  old, 
imparting  to  the  liquid  undergoing  chemical  change  this  old 
motion,  this  motion  produced,  for  example,  by  the  egg- 
beater." 

The  opinion  of  the  Circuit  Court  says :  "  It  is  not  pre- 
tended that  the  complainant  discovered  hydrogen  peroxide, 
or  the  method  of  adding  barium,  mixed  with  water,  from 
time  to  time,  to  the  diluted  acid,  or  the  necessity  for  stirring 
or  agitating  the  liquid,  Neither  did  he  invent  the  obliquely- 
bladed  screw,  the  hemispherical  receptacle,  the  jacketing 
vessel,  or  any  part  of  the  apparatus  described  in  the  specifi- 
cation. All  this  was  old  and  well-known.  The  patent  itself 
illustrates  how  extremely  circumscribed  was  the  theatre  of 
invention."  It  then  refers  to  the  &ct  that  the  descriptions, 
in  the  specification,  of  the  prior  process  and  of  the  patented 
process,  are  substantially  the  same,  except  that  in  the  former 
the  stirring  was  performed  by  hand,  and  in  the  latter  it  is 
performed  by  machinery.  The  opinion  then  proceeds :  "  The 
question,  then,  seems  to  be  narrowed  down  to  this :  Does  it 
constitute  invention  to  stir,  by  a  well-known  and  simple 
mechanical  device,  what  had  before  been  stirred  by  hand  ? 
The  complainant  desired  to  manufacture  in  large  quantities 
what  had  before  been  produced  chiefly  in  the  laboratory. 
He  knew  how  hydrogen  peroxide  had  been  made ;  every 
step  in  the  formula  was  familiar.  A  mixture  that  needed 
stirring,  and  a  vessel  provided  with  a  revolving  stirrer,  were 
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ready  at  his  hand.  He  put  the  former  into  the  latter.  This 
was  all.  The  object  of  agitating  the  liquid,  while  making 
hydrogen  peroxide,  is  to  keep  the  barium,  which  is  three 
times  as  heavy  as  water,  suspended  in  the  acid,  so  that  its 
particles  may  come  in  contact  with  the  particles  of  acid. 
Whether  they  come  in  contact  while  going  round,  rising,, 
settling,  or  remaining  stationary,  can  make  no  difference. 
Divest  the  case  of  the  air  of  mystery  with  which  it  is 
environed,  and  it  seems  simple  enough.  The  complain- 
ant's predecessors  knew  that  to  keep  the  barium  up  in 
the  solution  they  must  stir  it.  The  complainant  knew 
this.  Unlike  them,  however,  he  manufactured  on  a  scale 
large  enough  to  make  it  essential  to  employ  a  power-shaft. 
The  oar-shaped  sticks  which  formerly  went  round  and  round 
by  hand  now  go  round  and  round  by  machinery."  The 
court  then  refers  to  the  contention  of  the  plaintiff  that,  by 
the  method  set  out  in  the  patent,  a  movement  was  given  to 
the  acid  which  had  never  before  been  imparted  to  it  in  the 
manufacture  of  hydrogen  peroxide,  because  "the  liquid  is 
thrown  out  towards  the  circumference  of  the  vessel  at  the 
bottom,  rises  at  the  sides,  returns  to  thfe  centre,  and  then 
descends,  to  be  again  thrown  out  at  the  bottom,  while  at  the 
same  time  it  is  carried  round  and  round ; "  and  says  that 
this,  "  being  reduced  to  still  simpler  language,  means  that 
the  machine  will  stir  large  quantities  of  the  liquid  more 
thoroughly  than  the  hand-worked  paddles."  It  adds :  "  The 
pretense  that  the  complainant  had  discovered  some  occult 
and  wonder-working  power,  in  the  motion  of  a  screw  revolv- 
ing in  the  bottom  of  a  tub,  is  not  sustained  by  the  proof. 
Whether  the  contents  of  the  tub  be  oxygenated  water,  or 
soap,  or  lye,  or  tartaric  acid,  the  action  will  be  the  same. 
That  rotary,  eddying  motions  in  liquid  will  result  from  the 
revolving  screw,  that  the  liquid  will  rise  highest  at  the  per- 
iphery of  the  tub,  and  thus  have  the  tendency,  at  the  top,  to 
fall  towards  the  centre,  were  well  understood  operations  of 
centrifugal  force.     As  every  device,  apparatus,  formula,  law 
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of  nature,  motion  and  ingredient  adopted  by  the  complainant 
was  old,  the  patent  must  be  held  invalid,  unless  it  can  be 
said  that  giving  to  oxygenated  water  a  well-known  rotary 
motion  springs  ^  from  that  intuitive  faculty  of  the  mind  put 
forth  in  the  search  for  new  results  or  new  methods,  creating 
what  had  not  before  existed,  or  bringing  to  light  what  lay 
liidden  from  vision.'  HoUister  v.  Benedict  &  B.  Mfg.  Co. 
113  U.  S.  59  [15  Am.  &  Eng.  417].  No  such  faculty  has 
been  tasked  in  giving  form  to  this  patent.  There  is  here  no 
sufficient  foundation  upon  which  to  rest  a  claim  which,  if 
construed  as  broadly  as  the  complainant  insists  it  should  be, 
practically  makes  all  pay  tribute  who  stir  the  mixture  in 
question  by  machinery,  and  by  hand  also,  provided  substan- 
tially the  same  movement  can  be  produced  by  hand-stirring, 
and  this  seems  to  be  a  disputed  question  upon  the  proof. 
The  complainant's  claim  to  be  enrolled  upon  the  list  of 
inventors  is  based  upon  propositions  too  theoretical  and  vis- 
ionary for  acceptance."  See  also  Dreyfus  v.  Searle,  124  U.  S. 
60  [17  Am.  &  Eng.  446] ;  Crescent  Brewing  Co.  v.  Gottfried, 
128  U.  S.  158  [19  Am.  &  Eng.  1]. 

A  careful  consideration  of  the  evidence  and  of  the  argu- 
ments on  the  part  of  the  appellant  (no  brief  having  been  sub- 
mitted on  the  part  of  the  appellee)  induces  us  to  concur  in 
the  views  of  the  Circuit  Court. 

Decree  affirmed. 

1S9  V.  s.  »oo-aoi. 
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No.  273,569.    Charles  Marchand,  March  6,  1883.    Man- 
ufacture of  Hydrogen  Peroxide. 

Other  Suits  on  Sams  Patent  : 

Marchand  v.  Emken,  1886,  23  Blatch.  435 ;  26  Fed.  Eep.  629. 
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In  Sufrxbob  Coubt  in  : 
Hill  V.  Wooster,  1889.     132  U.  S.  693  [p.  99  pozL'] 


In  Gibcuit  Courts  in  : 

Johnson  Oo.  v.  Pacific  Boiling  Mills  Co.,  July  1891,  47  Fed. 
Bep.  586. 
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HERMAIT  ROYER,  APPELLANT,  v.  SOLOMON" 

ROTH   BT   AL.* 
ISS  v.  B.  aOl-SOe.   October  Term,  18S9* 

[Bk.  33  h.  cd.  322  ;  49  O.  G.  1987.] 

Submitted  November  7, 1889.    Decided  November  25, 1889. 

Invention.  Aggregation.  Mechanical  skill.   Analogous  use.   Par* 
ticular  patent  void  for  toant  of  invention. 

1.  The  claim  of  letters  patent,  No.  172,346,  Herman  Boyer,  Jan« 
nary  18, 1876,  Machines  for  treating  Rawhide,  for  '^  In  com- 
bination with  a  drum  A  of  a  raw  hide  fulling  machine,  operat- 
ing to  twist  the  leather  alternately  in  one  direction  and  the 
other,  a  shifting  device  for  the  purpose  of  making  the  opera- 
tion automatic  and  continuous,"  construed  and  held  that 
there  was  no  patentable  combination  of  the  automatic  shift- 
ing device  with  the  drum  of  the  ftilling  machine ;  it  is  a  mere 
Aggregation  of  parts:  The  shifting  device  operating  in  the 
fulling  machine  precisely  as  when  applied  to  any  other  ma- 
chine ;  and  the  shifting  device  being  old,  its  application  to 
the  ftilling  machine  did  not  require  invention,  (p.  74.) 

2.  Where  the  screw  shaft  of  a  device  for  imparting  reverse 
motion  had  been  previously  driven  by  two  gears,  one  on 
each  end  of  it,  and  applied  to  a  horizontal  machine,  in  con- 
sequence of  which  a  spur-gear  was  required,  and  the  screw- 
shaft  in  the  patent  was  driven  by  a  belt  and  applied  to  an 
upright  machine,  in  consequence  of  which  a  bevel-gear  was 
required,  h£ld  that  these  changes  were  such  as  any  skilftil 
mechanic  could  make.  (p.  77.) 

3.  ffeld^  further,  that  the  invention  was  not  patentable,  because 
it  was  merely  the  application  of  an  old  device  (the  shifting 
device)  used  in  connection  with  a  washing  machine  to  an 
analogous  use.   (p.  79.) 

[Citations  in  the  opinion  of  the  court.] 

Donble-Pointed  Tack  Co.  v.  Two  Riven  Mfg.  Co.  109  U.  S.  117 

[14  Am.  &  Eng.  57i-]    P-  79. 
*  See  SzplanatSon  of  Notes,  page  III. 
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Royer  v.  Chicago  Mfg.  Co.   20  Fed.  Rep.  853.   p.  79. 

Pomace  Holder  Co.  v.  Ferguson,  119  U.  8.  335  [16  Am.  &  Bng.  441.] 

p.  80. 
Thatcher  Heating  Co.  v.  Bnrtis,  131 U.  S.  286  [17  Am.  &  Bng.  37.]  p.  80. 
Dreyfus  v.  Searle,  124  U.  S.  60  [17  Am.  &  Eng.  446.]    p.  80. 
Hendy  v.  Golden  State  &  Miners*  Iron  Works,  127  U.  S.  370  [18  Am. 

&  Eng.  588.]    p.  80. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  California,  dismissing  a  suit  in 
equity  for  the  infringement  of  letters  patent  for  an  improve- 
ment in  machines  for  treating  rawhides. 

The  facts  are  stated  in  the  opinion. 

The  specification  and  drawings  of  the  letters  patent  referred 
to  in  the  opinion  of  the  court  are  as  follows : 


HERMAN  ROYER,  OP  SAN  FRANCISCO, 

CALIFORNIA. 

Improvement  in  Machines  for  Treating  Rawhide. 

Specification  forming  part  of  Letters  Patent,  No.  172,346,  dated 
January  18, 1816 ;  application  filed  November  15, 18t5. 

To  all  whom  it  may  concern  : 

Be  it  known,  that  I,  Herman  Royer,  of  San  Francisco  city 
and  county,  State  of  California,  have  invented  an  Attach- 
ment for  Rawhide-Fulling  Machine ;  and  I  do  hereby  declare 
the  following  description  and  accompanying  drawings  are 
sufficient  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  most  nearly  appertains,  to  make  and  use  my  said  in- 
vention without  further  invention  or  experiment. 

The  object  of  my  invention  is  to  provide  an  improvement 
in  a  rawhide-fulling  machine,  for  which  letters  patent  were 
granted  to  me ;  and  it  consists  in  an  automatic  device  by 
which  I  am  enabled  to  run  the  machine  in  one  direction  for 


B.  R07IR. 

XACEZVIS  rO&  T&IATIVO  RAW-EIDE. 
No.  172,346.  PatfAted  Jan.  18.  1876 


Witnesses 


/- 


.i^.C^^ 


I^xireiitor 
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a  safficient  length  of  time,  and  then  reverse  it,  this  process 
continuing  automatically  imtil  the  leather  is  finished. 

Referring  to  the  accompanying  drawing  for  a  more  com- 
plete explanation  of  my  invention,  Figure  1  is  a  perspective 
view  of  my  device.    Fig.  2  is  a  side  elevation. 

In  the  present  case  I  have  shown  my  machine  as  operated 
hy  belts ;  but  it  will  be  seen  that  gears  or  friction-couplings 
could  be  used,  if  desired,  and  the  action  of  my  machine  be 
still  automatic. 

A  is  the  drum  of  a  machine,  which  I  employ  for  fulling, 
rawhides  or  forming  it  into  leather. 

This  machine  is  more  fully  described  in  letters  patent 
granted  to  me  June  22, 1869,  ITo.  91,772,  and  letters  patent 
granted  to  myself  and  L.  Royer,  March  12, 1868,  No.  77,920, 
and  its  central  shaft  has  a  bevel-gear,  B,  upon  its  lower  end. 
The  pinions  C  and  D  mesh  with  this  gear  at  opposite  sides, 
one  of  them  being  mounted  upon  a  solid  shaft,  E,  which 
passes  through  the  hollow  shaft  F  of  the  other,  and  has  the 
driving-pulley  Q  keyed  to  it.  The  driving-pulley  H  is 
keyed  to  the  hollow  shaft  F,  and  the  loose  pulley  I  runs  be- 
tween them.  It  will  be  seen  that  when  the  belt  from  the 
driving-pulley  turns  one  of  the  pulleys,  the  machine  will 
operate  in  one  direction,  and  when  the  belt  is  shifted  to  the 
other  pulley  it  will  operate  in  the  opposite  direction.  In  or- 
der to  make  this  action  automatic  I  employ  a  belt-shifter,  J, 
which  is  a  part  of,  or  attached  to,  a  sliding  bar,  K.  This  bar 
is  operated  by  a  lever,  L,  which  is  hinged  or  pivoted  at  M, 
and  works  in  a  slot  or  link,  K,  upon  the  bar,  so  that  when 
turned  from  side  to  side  it  will  slide  the  bar  in  one  direction 
or  the  other.  A  weight,  0,  is  secured  to  the  top  of  the  lever 
L,  so  that  as  soon  as  it  passes  the  centre  it  will  fall  by  its  own 
weight  and  shift  the  belt  suddenly. 

In  order  to  operate  this  lever  I  have  fitted  another  sliding  ■ 
bar,  P,  to  move  below  and  parallel  with  the  bar  K,  and  this. 
bar  has  pins  r  r  upon  each  side  of  the  lever  L,  so  that  when 
the  bar  is  moved  it  will  shift  the  lever.    The  bar  P  has  a 
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nut,  S,  projecting  downward  from  it,  and  a  horizontal  shafts 
T,  has  a  screw,  IT,  formed  apon  it,  so  as  to  fit  the  nat,  S.  A 
belt  from  the  pulley  V  upon  the  shaft  E  extends  to  the  pul- 
ley W  upon  the  shaft  T,  and  by  its  action  the  screw  will  be 
turned  in  one  direction  until  the  lever  L  has  passed  the  cen- 
tre and  fallen  over,  so  as  to  shift  the  belt  to  the  other  pulley, 
when  the  whole  mechanism  will  be  moved  in  an  opposite  di- 
rection until  the  screw  has  again  moved  the  bar  and  reversed 
the  lever.  By  this  construction  I  am  enabled  to  make  my 
machine  automatic  in  its  action,  and  it  can  be  left  until  the 
work  is  entirely  finished.  A  frictional  coupling  or  reversing- 
gear  might  be  used  in  place  of  a  belt,  but  they  would  not 
work  as  well. 

Having  thus  described  my  invention,  what  I  claim,  and  de- 
sire to  secure  by  letters  patent,  is — 

In  combination  with  the  drum  A  of  a  rawhide-fulling  ma- 
chine, operating  to  twist  the  leather  alternately  in  one  direc- 
tion and  the  other,  a  shifting  device  for  the  purpose  of  mak- 
ing the  operation  automatic  and  continuous,  substantially  a& 
described. 

HERMAN"  ROYER. 

Witnesses : 

Geo.  H.  Strong, 
Jno.  L.  Boone. 


Mr.  M.  A.  Whbaton,  for  appellant:  . 

We  contend  that  under  the  rules  of  construction  given  to 
the  patent  laws  by  the  courts,  Royer  has  invented  a  patent- 
able combination  and  that  his  patent  is  valid. 

The  law  is  well  established  that  whenever  two  or  more 
mechanical  devices  are  joined  together  so  that  they  create  a  new 
action^  due  to  their  joint  operation,  that  such  combination  is  new 
and  patentable,  notwithstanding  that  each  of  the  devices  was 
old  and  well  known. 

A  definition  containing  illustrations  and  showing  what  are 
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patentable  combinations,  is  furnished  by  this  court  in  the 
cases  of  Reckendorfer  v.  Faber,  92  U.  S.  847  [10  Am.  &  Eng. 
373] ;  Webster  Loom  C3o.  v.  Higgins,  105  U.  S.  580  [14  Am. 
&  Eng.  70] ;  Tilghman  v.  Morse,  5  Fish.  828 ;  Gallahue  v. 
Butterfield,  6  Fish.  .208 ;  W^atson  v.  Cunningham,  4  Fish. 
631 ;  (Consolidated  Valve  C3o.  v.  Crosby  Valve  Co.,  118  U.  S. 
157  [15  Am.  &  Eng.  460]. 

I  respectfully  submit  that  by  every  legal  test  which  the  rules 
of  law  furnish,  Royer's  combination  was  patentable.  It  was 
new.  It  was  useful  It  was  a  combination  in  which  the  two 
machines  operated  covjointly,  producing  a  Joint  action  and  re- 
suit  that  could  not  be  produced  by  using  them  separately. 

Royer  nowhere  calls  his  patent  an  attachment  for  rawhide- 
fulling  machines.  Neither  is  that  what  his  patent  is  for. 
The  claim  of  a  patent  alone  decides  what  the  patent  is  for  and 
what  it  covers.  Ko  matter  what  is  said  or  what  is  described 
in  the  specification  of  the  patent,  it  is  the  claim  alone  that 
covers  the  invention  and  tells  what  the  patent  is  for.  Every- 
thing described  in  the  patent  and  not  claimed,  is  therefore 
admitted  to  be  no  part  of  the  invention  which  the  patent 
covers. 

McMillan  v.  Rees,  5  Ban.  k  Ard.  269 ;  Delaware  Coal  and 
ice  Co.  V.  Packer,  5  Ban.  k  Ard.  296 ;  Miller  v.  Bridgeport 
Brass  Co.  104  XT.  S.  852  [18  Am.  k  Eng.  808] ;  Eeystone 
Bridge  Co.  v.  Phoenix  Iron  Co.  95  U.  8.  278  [11  Am.  k  Eng. 
364] ;  Merrill  r.  Yeoman,  94  U.  8.  568  [11  Am.  &  Eng.  208] ; 
RaUroad  Co.  v.  Mellon,  104  XT.  8. 118  [18  Am.  k  Eng.  200] ; 
Eadd  v.  Spence,  4  Fish.  87 ;  Johnson  v.  Root,  1  Fish.  851 ; 
McKesson  v.  Camrick,  9  Fed.  Rep.  44 ;  Brown  v.  Hinkley, 
6  Fish.  872 ;  Dennis  v.  Cross,  6  Fish.  141. 

The  claim  of  oiir  patent  is :  "in  combination  with  the  drum 
A  of  a  rawhide  fulling  machine  operating  to  twist  the  leather 
alternately  in  one  direction  and  the  other,  a  shifting  device  for 
the  purpose  of  making  the  operation  automatic  and  contin- 
uous, substantially  as  described.'' 

Had  Judge  Drummond  fixed  his  attention  upon  the  claim 
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alone,  he  must,  we  think,  have  said  that  the  patent  was  for 
this  combination^  instead  of  looking  at  it  as  an  ^^  attachment 
for  rawhide  falling  machines." 

Mr.  Manuel  Etre,  for  appellee : 

The  facts  as  to  the  making  of  the  Automatic  Reverser, 
patented  by  appellant,  and  for  the  infringement  of  which 
this  suit  was  brought,  are  these :  Peter  Clerc,  as  early  as 
1864,  made  a  shifting  device  which  he  attached  to  a  washing- 
machine,  and  continued  to  make  such  Automatic  Reverses, 
and  to  place  them  in  use ;  and  between  1866  and  1869  he 
made  the  shifting  device,  of  which  the  drawing  in  the  patent 
is  a  representation. 

This  the  complainant  and  appellant  admit 

Here  we  have  a  man,  Royer,  who  employs  another,  Clerc, 
in  1867,  to  make  and  attach  an  Automatic  Reverser  to  a  ma- 
chine in  his,  Royer's,  shop,  and  in  November,  1875,  after 
using  the  machine  eight  years,  he  applies  for  a  patent ;  and 
now  his  counsel  comes  into  the  courts  of  the  United  States 
and  gravely  asks  the  judges  and  justices  to  hold  that  his  client 
has  invented  a  combinationj  and  that  any  one  who  uses  this 
Automatic  Reverser,  attached  to  a  machine  to  make  fulled 
rawhide  infringes  this  patent,  because,  he  says,  it  is  an  im- 
provement in  machines  for  treating  rawhide,  although  the 
specification  distinctly  avers  that  the  automatic  reversing  de- 
vice is  the  invention. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court: 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  District  of  California,  by  Herman 
Royer  against  Solomon  Roth  and  L.  P.  Degen,  to  recover 
for  the  infringement  of  letters  patent  No.  172,346,  granted 
to  the  plaintiiff  January  18,  1876,  on  an  application  filed 
November  15,  1875,  for  an  improvement  in  machines  for 
treating  rawhides. 

The  bill  states  that  the  invention  consisted  in  ^'  combining 

188  V.  S.  801. 
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with  the  drum  of  a  rawhide-fulling  machine,  operating  to 
twist  the  hide  alternately  in  one  direction  and  then  in  the 
other,  a  shifting  device  for  the  purpose  of  making  the  oper- 
ation automatic  and  continuous." 

Each  defendant  put  in  a  separate  answer  denying  that  the 
plaintiff  was  the  inventor  of  such  shifting  device,  and  alleg- 
ing want  of  novelty,  with  proper  averments. 

After  a  replication  to  the  answers,  proofs  were  taken,  the 
case  was  hrought  to  a  hearing  and  the  Circuit  Court  dis- 
missed the  hill.  The  decree  states  that  the  plaintiff  first 
conceived  of  the  combination  of  an  automatic  reverser 
attached  to  the  drum  of  a  rawhide-fulling  machine,  operating 
to  twist  the  leather  in  one  direction  and  the  other,  for  the 
purpose  of  making  the  operation  automatic  and  continuous, 
as  described  and  claimed  in  the  patent ;  tbat,  at  the  request 
of  the  plaintiff,  one  Clerc,  a  mechanic,  made  the  automatic 
reverser  described  in  the  patent,  and,  in  October,  1867,  deliv- 
ered the  same  to  the  plaintiff,  who  attached  it  to  his  fulling 
machine ;  that  the  combination  was  new  with  the  plaintiff, 
and  was  useful,  and  his  use  thereof  was  secret  until  he 
applied  for  the  patent ;  that  it  was  not  obvious  and  was  not 
known  whether  the  new  combination  could  be  used  success- 
fully for  the  practical  treatment  of  rawhides,  which  was  the 
work  for  which  the  combined  machine  was  intended,  until 
after  it  had  been  tested  and  tried  by  the  plaintiff;  that  it 
was  obvious  to  any  skilled  mechanic  that  an  automatic 
reverser  could  be  applied  to  the  drum  of  a  rawhide-fulling 
machine  so  as  to  make  it  reverse  its  motion  automatically  at 
any  desired  fixed  intervals ;  that  the  patent  does  not  cover 
any  patentable  invention ;  and  that,  for  that  reason  alone, 
the  bill  is  dismissed. 

The  specification  says :  "  The  object  of  my  invention  is 
to  provide  an  improvement  in  a  rawhide-fulling  machine, 
for  which  letters  patent  were  granted  to  me,  and  it  consists 
in  an  automatic  device  by  which  I  am  enabled  to  run  the 
machine  in  one  direction  for  a  sufficient  length  of  time  and 

133  r.  8.  301*208. 
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tnen  reverse  it,  this  process  continuing  automatically  until 
the  leather  is  finished."'  The  drawings  show  the  machine 
as  operated  by  belts,  but  the  specification  states  that  gears 
or  friction  couplings  could  be  used  if  desired,  and  the  action 
of  the  machine  still  be  automatic.  The  machine  employed 
for  fulling  rawhides,  or  forming  them  into  leather,  has  a 
drum,  A,  the  central  shaft  of  which  has  upon  its  lower  end 
a  bevel  gear.  With  this  gear  two  pinions  mesh  at  opposite 
sides,  one  of  the  pinions  beins:  mounted  upon  a  solid  shaft, 
which  passes  through  the  hollow  shaft  of  the  other  pinion, 
and  has  a  driving-pulley  keyed  to  it.  Another  driving- 
pulley  is  keyed  to  the  hollow  shaft,  and  a  loose  pulley  runs 
between  them.  When  the  belt  turns  one  of  the  keyed  pul- 
leys, the  machine  will  operate  in  one  direction,  and  when 
the  belt  is  shifted  to  the  other  keyed  pulley,  it  will  operate 
in  the  opposite  direction.  In  order  to  make  such  action 
automatic,  there  is  a  belt-shifter,  which  is  a  part  of,  or 
attached  to,  a  sliding  bar.  That  bar  is  operated  by  a  lever, 
which  is  hinged  or  pivoted,  and  works  in  a  slot  or  link  upon 
the  bar,  so  that  when  turned  from  side  to  side  it  will  slide 
the  bar  in  one  direction  or  the  other.  A  weight  is  secured 
to  the  top  of  the  lever,  so  that  as  soon  as  the  lever  passes  the 
centre  it  will  fall  by  its  own  weight  and  suddenly  shift  the 
belt.  In  order  to  operate  this  lever,  there  is  another  sliding 
bar,  which  moves  below  and  parallel  with  the  sliding  bar 
first  mentioned,  the  second  bar  having  pins  upon  each  side  of 
the  lever,  so  that  when  the  second  bar  is  moved  it  will  shift 
the  lever.  The  second  bar  has  a  nut  projecting  downward 
from  it,  and  there  is  a  screw  formed  upon  a  horizontal  shaft 
so  as  to  fit  the  nut.  A  belt  from  a  pulley  on  the  solid  shaft 
extends  to  a  pulley  on  the  last-named  horizontal  shaft,  and  by 
its  action  the  screw  will  be  turned  in  one  direction  until  the 
lever  has  passed  the  centre  and  fallen  over  so  as  to  shift  the 
belt  to  the  other  pulley,  when  the  whole  mechanism  will  be 
moved  in  an  opposite  direction  until  the  screw  has  again 
moved  the  second  sliding  bar  and  reversed  the  lever.    The 
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specification  states  that  the  machine  is  thus  made  automatic 
in  its  action,  and  can  be  left  until  the  work  is  entirely  fin*- 
ished ;  and  that  a  frictional  coupling  or  reversing  gear  might 
be  used  in  place  of  a  belt,  but  would  not  work  as  well. 

The  claim  of  the  patent  is  as  follows :  ^  In  combination 
^ith  the  drum  A  of  a  rawhide-fulling  machine,  operating 
to  twist  the  leather  alternately  in  one  direction  and  the 
other,  a  shifting  device  for  the  purpose  of  making  the  opera- 
tion automatic  and  continuous,  substantially  as  described." 

The  evidence  is  conclusive  that  one  Clerc,  as  early  as  1864, 
in  San  Francisco,  made  an  automatic  shifting  device,  the 
same  as  that  described  in  the  patent,  and  attached  it  to  a 
washing  machine,  and  continued  from  that  time  to  make 
such  automatic  reversers  and  put  them  into  use;  and  that, 
in  1867,  at  the  request  of  the  plaintiff,  he  made  the  shifting 
device  described  in  the  patent,  which  the  plaintiff  attached 
to  his  falling  machine.  The  only  difference  between  the 
shifting  device  made  by  Clerc  for  the  washing  machines,  and 
that  made  by  him  for  the  plaintiff,  was,  that  in  the  washing 
machine  reverser  the  screw-shaft  was  driven  by  two  gears, 
one  on  each  end  of  it,  while  the  one  described  in  the  patent 
is  driven  by  a  belt ;  and  that  the  washing  machine  was  hori- 
zontal, while  the  plaintiff's  machine  was  upright,  in  conse- 
quence of  which  the  horizontal  machine  required  a  spur  gear, 
while  the  upright  machine  had  a  bevel  gear.  But  these 
changes  were  such  as  any  skilful  mechanic  could  make. 
The  plaintiff,  in  giving  his  order  to  Clerc  to  make  the  re- 
verser, gave  him  no  direction  as  to  how  to  construct  it^  and 
-only  gave  him  a  drawing  of  the  fulling  iftachine,  to  which  it 
w^as  to  be  attached. 

The  operation  of  the  automatic  reverser  in  connection 
with  the  fulling  machine  is  precisely  the  same  as  its  opera- 
tion in  connection  with  the  washing  machine,  or  with  any 
•other  machine  to  which  it  can  be  applied.  There  is  no  mod- 
ification of  its  action  produced  by  attaching  it  to  the  fulling 
machine. 
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The  plaintiff  testifies  that,  before  he  had  the  automatic 
reverser,  his  fulling  machine  would  run  in  one  direction  un« 
til  the  belt  was  shifted  by  hand ;  that  if  the  hides  got  too 
hot  he  had  to  stop  the  motion  and  reverse  it ;  and  that  he 
had  also  to  stop  the  action  of  the  machine  when  the  auto- 
matic reverser  was  attached  to  it,  if  the  hides  got  too  hot  It 
also  appears,  from  the  plaintiff's  testimony,  that  from  1867, 
when  he  attached  the  automatic  reverser  to  his  machine,  he 
was  occupied  for  four  years  in  experimenting  with  the  ma- 
chine, before  he  perfected  the  process  of  fulling  the  hides 
so  that  the  machine  would  turn  out  satisfatory  work  regu- 
larly and  smoothly ;  that  the  difficulty  was  not  with  the  auto- 
matic reverser,  because  that  worked  and  reversed  in  the  same 
manner  when  first  attached,  in  1867,  that  it  did  in  1871 ;, 
that  the  difficulty  with  the  machine,  which  caused  these  ex- 
periments occupying  four  years,  was  that  the  hides  would 
not  double  backward  uniformly ;  that  when  they  were  wedged 
or  packed  the  automatic  reversing  apparatus  would  not  stop 
the  machine  or  reverse  it  soon  enough  to  prevent  injury ;  that 
the  hides  would  double  twice,  and  would  tear  off  from  the 
shaft  before  the  machinery  could  be  stopped ;  that  the  mar 
chine  would  often  reverse  before  the  unwinding  was  com- 
pleted, and  thus  the  enlargements  of  the  two  folds  or  dou- 
bles would  meet,  and  the  hides  be  torn  from  the  shaft ;  that 
as  yet  he  had  not  perfected  any  process  for  satisfactorily  pro- 
ducing the  article  now  known  as  fulled  rawhide ;  that,  to  do 
so,  he  varied  the  condition  of  the  hides  as  to  moisture,  until 
he  found  that,  at  the  right  degree  of  dampness,  the  hides 
would  double  backwaixi  with  practical  regularity ;  that 
he  also  several  times  changed  the  means  by  which  he  fast- 
ened the  hides  to  the  shaft ;  that  to  make  the  article  in  ques- 
tion, the  hides  had  to  be  made  soft  and  pliable  by  being  sub- 
jected to  a  severe  and  long  continued  mechanical  operation, 
such  as  twisting  or  doubling  back  and  forth;  that,  to  do 
this,  the  hides  had  to  be  in  a  certain  condition  as  to  moist- 
ure, neither  too  dry  nor  too  wet;  that  he  had,  therefore,  to 
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experiment  by  changing  the  degree  of  moisture  by  slight 
variations,  mitil  he  fomid  the  proper  degree ;  that  he  had  to 
discover  some  mechanical  means  by  which  all  parts  of  every 
hide  could  be  subjected  to  an  equal  and  uniform  amount  of 
mechanical  action,  so  that  no  hard  spots  would  be  left  in  the 
hide ;  that,  some  parts  of  the  hide  being  three  times  as  thick 
as  other  parts  of  the  same  hide,  it  was  difficult  to  discover 
whether  there  was  a  degree  of  moisture  at  which  the  hides 
could  be  successfully  treated  in  the  machine,  because  it  took 
much  more  soaking  to  moisten  the  thick  parts  of  the  hide 
than  it  did  the  thin ;  that  he  finally  learned  how  to  moisten 
the  entire  hide  uniformly  by  peculiar  ways  of  folding  it 
while  being  moistened,  and  hanging  it  so  that  some  parts  of 
the  hide  would  be  longer  in  water  than  other  parts ;  that 
there  was  also  a  great  difference  in  the  texture  of  different 
parts  of  a  hide ;  that  no  two  hides  are  alike  as  to  thickness 
and  texture ;  and  that  he  did  not  overcome  these  difficulties 
until  1871. 

It  is  quite  apparent,  from  this  recital  of  the  difficulties  en- 
countered by  the  plaintiff,  none  of  which  are  alluded  to  in 
the  specification  of  the  patent,  that  if  he  invented  anything 
patentable,  it  consisted  in  some  process  of  treating  the  hides, 
so  as  to  produce  the  merchantable  article  of  fulled  rawhide. 
But  there  is  no  suggestion  of  any  such  invention  in  the  spec- 
ification or  the  claim. 

There  is  no  patentable  combination  of  the  automatic  shift- 
ing device  with  the  drum  of  the  fulling  machine.  It  is  a 
mere  aggregation  of  parts.  The  shifting  device  operates  au- 
tomatically to  reverse  the  action  of  the  fulling  machine  in 
precisely  the  same  way  that  it  operates  when  applied  to  any 
other  machine,  and  the  shifting  device  being  old,  its  applica- 
tion to  the  fulling  machine  did  not  require  the  exercise  of  in- 
vention. Doubled-Pointed  Tack  Co.  v.  Two  Rivers  Manu- 
facturing Co.  109  U.  S.  117  [14  Am.  &  Eng.  571]. 

The  same  view  was  taken  of  this  patent  by  Judge  Drum- 
MOND  in  the  case  of  Royer  v,  Chicago  Mfg.  Co.  20  Fed.  Rep. 
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8&3,  decidod  by  him  in  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  Illinois,  in  June,  1884,  in  which 
he  held  that  the  invention  was  not  patentable,  because  it  was 
merely  the  application  of  an  old  device  used  in  connection 
with  a  washing  machine  to  an  analogous  use. 

The  principle  has  been  applied  by  this  court  in  various 
cases.  Pomace  Holder  Co.  v.  Ferguson,  and  cases  there  col- 
lected, 119  U.  8.  835  [16  Am.  &  Eng.  441]  ;  Thatcher  Heat- 
ing Co.  V.  Burtis,  121  U.  S.  286  [17  Am.  &  Eng.  37] ;  Drey- 
fus  V.  Searle,  124  U.  8.  60  [17  Am.  &  Eng.  446] ;  Hendy  v. 
Golden  State  and  Miners'  Iron  Works,  127  IT.  8. 370  [18  Am. 
A  Eng.  688]. 

Decree  affirmed. 

IBS  v.  S.  906. 
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No.  172,^46.    H.  Royer,  January  18, 1876.      Machine  for 
treating  Rawhides. 
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Aignment  of  coansel. 

THE  OREGON  IMPROVEMENT  COMPANY,  PLAIN- 
TIFF  IN  ERROR,  v.  THE  EXCELSIOR  COAL  COM* 
PANY.* 

188  V.  S.  815-816.    Oef«1»er  Term,  18S9. 

[Bk.  33,  L.  ed.  344 ;  49  O.  G.  1694.] 
Submitted  November  11, 1889.    Decided  November  25,  1889. 

Certified  copy  of  original  patent  as  evidence  of  identity  of  reissue- 

and  original. 

1.  Where  the  complaint  averred  that,  on  the  surrender  of  the 
original  patent,  a  new  patent  was  issued  to  the  patentee  for 
the  same  invention,  for  the  residue  of  the  term  then  unex- 
pired, for  which  the  original  patent  was  granted ;  and  the  de- 
fendant, in  his  answer,  denied  each  and  every,  all  and  singular, 
the  allegations  contained  in  the  complaint ;  held,  that  a  duly- 
certified  copy  of  the  original  patent  was  relevant  evidence 
upon  the  question  whether  the  reissue  was  for  the  same  inven- 
tion as  the  original,  and  that  the  issue  was  sufficiently  raised 
by  such  averment  and  denial,    (p.  83.) 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  California  to  review  a  judgment  for  plain 
tiif  in  an  action  for  the  infringement  of  a  reissued  patent. 

The  facts  are  stated  in  the  opinion. 

Messrs.  Sydney  V.  Smith  and  John  A.  Wright,  for  plain- 
tiff in  error. 

The  court  cannot.see  affirmatively  and  beyond  doubt  that 
the  error  complained  of  worked  no  injury,  and  therefore  it 
will  reverse  the  judgment. 

Gilmer  v,  Higley,  110  TJ.  S.  47 ;  Maryland  r.  Baldwin, 
112  U.  S.  493 ;  Vicksburg  &  M.  R.  Co.  v.  O'Brien,  119  U* 
S.  108. 

*  See  Explanation  of  Notes,  page  IIL 


Oct.,1889.]    OREGON  Co.  v.  EXCELSIOR  Co.  83 

opinion  of  the  Court 

Mr.  J.  J.  ScRiYKER,  for  defendant  in  error : 

The  reissued  patent  is  prima  facie  evidence  that  it  is  for 
the  same  invention  as  that  of  the  original  patent,  and  any 
subsequent  inquiry  before  a  court  and  a  jury  is  limited  to  the 
question  of  fraud. 

Hussey  v.  Bradley,  6  Blatch.  134 ;  Philadelphia  &  T.  R. 
Co.  V.  Stimpson,  14  Pet.  448  [4  Am.  &  Eng.  824] ;  Stimpson 
V.  West  Chester  R.  Co.,  4  How.  880  [4  Am-  &  Eng.  398] ; 
O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483] ;  Battin 
V.  Taggart,  17  How.  74  [6  Am.  &  Eng.  248] ;  Woodworth  v. 
Stone,  8  Story,  749 ;  Doughty  v.  West,  2  Fish.  Pat.  Cas. 
653 ;  Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290]. 

Mr.  Justice  Blatchpori)  delivered  the  opinion  of  the  court: 

This  is  an  action  at  law  brought  by  the  Excelsior  Coal 
Company,  a  corporation,  against  the  Oregon  Improvement 
Company,  another  corporation,  in  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  California,  for  the 
infringement  of  a  reissued  patent. 

The  complaint  avers  that,  on  the  surrender  of  the  original 
patent,  a  new  patent  was  issued  to  the  patentee  "  for  the 
same  invention  for  the  residue  of  the  term  then  unexpired 
for  which  the  said  original  letters  patent  were  granted."  The 
answer  of  the  defendant  denies  ^^  each  and  every,  all  and  sin- 
gular, the  allegations"  contained  in  the  complaint.  The 
case  was  tried  before  a  jury,  and  resulted  in  a  verdict  of 
$7,000  for  the  plaintiff,  for  which,  with  costs,  judgment  was 
entered.  To  review  this  j  udgment  the  defendant  has  brought 
a  writ  of  error. 

There  is  a  bill  of  exceptions,  which  states  that  the  plain- 
tiff read  in  evidence,  without  objection,  the  reissued  patent, 
a  copy  of  the  specification  of  which,  with  the  drawings,  is 
set  forth,  and  put  in  other  evidence  tending  to  show  its  right 
to  recover  damages;  that  the  defendant,  ^Ho  sustain  the 
issues  on  its  part,"  offered  in  evidence  a  duly  certified  copy 
of  the  original  patent,  a  copy  of  which,  with  the  drawings, 
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is  set  forth ;  that  the  plaintiff  objected  to  the  introduction 
of  the  original  patent,  on  the  ground  that  the  same  was  im- 
material and  irrelevant  to  any  defence  raised  by  the  answer ; 
that  the  court  sustained  the  objection ;  and  that  the  defend- 
ant excepted  to  such  ruling. 

We  are  of  opinion  that  the  Circuit  Court  committed  an 
error  in  excluding  the  original  patent.  It  was  relevant  evi- 
dence upon  the  question  whether  the  reissue  was  ^^  for  the 
same  invention  "  as  the  original,  and  the  issue  on  that  sub- 
ject  was  sufficiently  raised  by  the  averment  of  the  complaint 
and  the  denial  in  the  answer.  The  defendant  was  entitled  to 
try  that  question  in  a  formal  manner,  and  it  could  not  do  so 
unless  the  original  patent  was  introduced  in  evidence. 

The  judgment  is  reversed^  and  the  case  is  remanded  to  the  Cir. 
cult  Courts  with  a  direction  to  award  a  ruw  trial. 

188  U.  S.  916. 
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Syllabos. 

WILLIAM  ROEMER,  APPELLANT,  v.  THOMAS  B. 

PEDDIE,  ET  AL  * 

SAME  APPELLANT  v.  ALBERT  0.  HEADLET. 

SAME  APPELANT  v.  CHARLES  KUPPER. 

SAME  APPELLANT  v.  RICHARD  C.    JENKIN'SON. 

189  r.  S.  818-817.     October  Term,  1889. 

[Bk.  33,  L.  ed.  382  ;  49  O.  G.  2151]. 

Affirming  Roemer  v.  Peddie,  27  Fed.  Rep.  702 ;  37  0.  Q.  388. 
Argued  November  18, 19, 1889.    Decided  December  9, 1889. 

Amendments  to  application.   Limited  construction  of  claim.   Par- 

ticular  patent  not  infringed. 

1.  Letters  patent,  No.  195,233,  William  Roemer,  September  18, 
1877,  Combined  Lock  and  Handle  for  Traveling  Bags,  con- 
strued in  view  of  amendments  made  to  the  application,  and 
held,  that  where  the  complainant,  after  the  rejection  of  his  ap 
plication,  had  inserted  a  statement  in  his  specification  to  the 
effect  that  in  his  lock-case  he  dispensed  with  an  extended 
bottom  plate,  and  in  his  patent  confined  his  claim  to  a  lock- 
case  with  sides  notched  near  its  ends  to  receive  and  hold  the 
handle-rings  of  a  traveling-bag;  and  the  defendants'  lock- 
case  did  not  have  notches  in  its  sides,  but  the  notches  were 
in  the  sides  of  an  extended  struck-up  bottom  plate,  that 
there  was  no  infringement,    (p.  95.) 

2.  Where  a  patentee,  on  the  rejection  of  his  application,  inserts 
in  his  specification,  in  consequence,  limitations  and  restric- 
tions for  the  purpose  of  obtaining  his  patent,  he  cannot, 
after  he  has  obtained  it,  claim  that  it  shall  be  construed  as 
it  would  have  been  construed  if  such  limitations  and  restric- 
tions were  not  contained  in  it.    (p.  95.) 

•  See  Explanation  of  Notes,  page  III. 
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[Citation*  in  the  opinion  of  the  court :] 

Chicago  A  N.  W.  R.  Co.  v.  Sayles,  97  U.  S.  554  [12  Am.  &  Eng.  121]. 

p.  95. 
Leggett  V.  Avery,  loi  U.  S.  256  [12  Am.  &  Eng.  369].     p.  96. 

Goodyear  Dental  Vulcanite  Co.  v.  Davis,  102  U.  S.  222  [12  Am.  & 

Eng.  524].    p.  96. 
Fay  V.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  i].    p.  96. 
Mahn  v,  Harwood,  112  U.  S.  554  [15  Am.  &  Eng.  322].    p.  96. 
Union  Met.  Cartridge  Co.  v,  U.  S.  Cartridge  Co.,  112  U.  S.  624  [15  Am. 

&  Eng.  364].    p.  96. 
Sargent  v.  Hall  Safe  and  lyock  Co.,  114  U.  S.  63  [15  Am.  &  Eng. 

573].    p.  96. 
Shepard  v,  Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235].    p.  96. 
White  V,  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397].    p.  96. 
Sutter  V.  Robinson,  119  U.  S.  530  [16  Am.  &  Eng.  481].    p.  96. 
Bragg  V.  Fitch,  121  U.  S.  478  [17  Am.  &  Eng.  54].    p.  96. 
Snow  V.  Lake  Shore  &  M.  S.  R.  Co.,  121  U.  S.  617  [17  Am.  &  Eng. 

76].    p.  96. 
Crawford  v.  Heysinger,  123  U.  S.  589  [17  Am.  &  Eng.  367].    p.  96. 

Appeals  from  decrees  in  the  two  first  above-named  cases  of 
the  Circuit  Court  of  the  United  States  for  the  Southern  Dis- 
trict of  New  York,  and  appeals  from  decrees  ii^  the  last  two 
above-named  cases  of  the  Circuit  Court  of  the  United  States 
for  the  District  of  New  Jersey,  dismissing  suits  in  equity  for 
the  infringement  of  letters  patent  No.  195,233,  granted  to 
William  Roemer,  September  18, 1887,  for  an  improvement 
in  a  combined  lock  and  handle  for  traveling  bags. 

The  facta  are  stated  in  the  opinion. 

Opinion  below,  27  Fed.  Rep.  702. 


Mr.  Arthur  v.  Briesen,  for  appellant : 

The  invention  which  constitutes  the  subject-matter  of  the 
patent  in  suit  has  met  with  general  approbation. 
■  It  appears  that  the  utility  and  the  validity  of  the  com- 
plainant's patent  have  been  fully  established,  and  that  the 
complainant  was  justified  in  assuming  at  the  time  he  brought 
these  suits,  that  his  patent  was  in  all  respects  valid,  and 
would  receive  the  most  favorable  interpretation  of  a  court  of 
equity. 
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The  defendant's  Btructure  has  the  characteristics  and  the 
advantages  of  complainant's  patent.  It  has,  as  Mr.  Drake 
very  properly  shows  (page  14  of  the  Record)  a  hox^haped 
structure  having  notched  cut  in  the  sides  near  the  ends  for 
the  reception  of  the  handle  rings,  thereby  enabling  the  flat 
lower  plate  of  the  Simon  patent  to  be  dispensed  with. 

It  seems  to  us  that  we  are  dealing  with  words  and  not 
with  the  substance  of  the  invention,  if  we  assume  that  the 
mere  insertion  of  a  partition  in  complainant's  patented  lock- 
box above  which  the  lock  mechanism  is  contained,  may  suf- 
fice to  avoid  the  charge  of  infringement. 

The  invention  clearly  was  a  long  box,  capable  of  contain- 
ing the  lock  mechanism,  and  having  at  each  of  its  two  ends 
in  the  vertical  side  walls .  the  notches  that  serve  as  handle 
rings.  That  these  notches  when  applied  to  the  vertical  walla 
are  an  important  improvement,  was  decided  in  the  Simon 
suit  in  which  they  were  fairly  contrasted  with  the  Simon 
prior  invention  and  with  the  prior  patent  of  Roemer,  No. 
190,907.  In  this  prior  Roemer  patent,  the  top  of  the  lock- 
case  had  a  cast  metal  extension  for  holding  the  handle  rings. 

In  the  Simon  suit  there  was  also  said  to  be  an  alleged  prior 
structure  termed  the  Havell  lock-box,  which  closely  re- 
sembled the  complainant's  patented  device ;  but  it  appeared 
in  that  suit  that,  although  the  Havell  lock-box  was  intro- 
duced as  an  original  structure,  actually  made  in  1866  or 
thereabouts,  it  was  in  fact  but  an  exhibit  especially  prepared 
by  the  defendant's  partner  Schwerin  for  the  purpose  of  thia 
suit. 

This  and  other  testimony  to  the  same  effect,  which  it  is 
needless  here  to  repeat,  discredited  in  Mo  the  allegation  that 
the  Havell  box  T^as  a  genuine  older  structure  than  complain- 
ant's patent,  and  led  to  the  result  already  referred  to,  namely,, 
a  decree  for  the  complainant. 

If  no  further  matter  of  an  anticipating  character  exists  in 
the  present  suit,  we  do  not  see  how,  on  the  question  of  in- 
fringement, the  court  below  could  have  arrived  at  the  con- 
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elusion  contained  in  its  opinion,  for  the  infringing  device  in 
this  case  shows  the  notches  in  the  vertical  walls  of  a  lock- 
box ;  the  mere  fact  that  the  lock-box  is  made  in  two  sections 
instead  of  one  piece  being  wholly  immaterial  for  the  pur- 
pose of  determining  the  character  of  complainant's  inven- 
tion. It  is  quite  clear  that  if  the  defendant's  structure  had 
existed  prior  to  the  date  of  the  issue  of  complainant's  patent 
it  would  have  constituted  a  complete  answer  to  that  patent ; 
and  on  the  maxim  that  that  which  would  anticipate,  infringes, 
it  is  equally  clear  that  the  defendant's  structure  does  infringe 
the  patent  if  valid. 

Messrs.  Fredebic  H.  Betts  and  J.  E.  Hindon  Htde,  for 
appellees : 

There  ie  no  invention  in  what  Eoemer  has  shown  in  his 
patent  in  suit,  in  view  of  what  he  himself  had  shown  in  his 
prior  patent,  and  in  consideration  of  other  prior  structures 
of  this  class. 

Winans  v.  Denmead,  15  How.  830  [6  Am.  &  Eng.  107] ; 
Evans  v.  Eaton,  8  Wheat.  454  [4  Am.  &  Eng.  16] ;  Smith  v. 
Nichols,  2  Pat.  Off.  Gaz.  649;  Tucker  v.  Spalding,  18  Wall. 
453  [8  Am.  &  Eng.  474] ;  Phillips  v.  Page,  24  How.  164  [7 
Am.  &  Eng.  97] ;  Hicks  v.  Kelsey,  18  Wall.  670  [9  Am.  & 
Eng.  150] ;  Rubber-Ooated  Harness  Trimming  Co.  v.  Welling, 
97  U.  S.  7  [11  Am.  &  Eng.  479] ;  Terhune  v.  Phillips,  99  U. 
8.  592  [12  Am.  &  Eng.  270] ;  Crouch  v.  Koemer,  108  U.  S. 
797  [13  Am.  &  Eng.  165] ;  Atlantic  Works  v.  Brady,  107  U. 
S.  192  [14  Am.  &  Eng.  380] ;  Yale  Lock  Mfg.  Co.  v.  Green- 
leaf,  117  U.  S.  654  [16  Am.  &  Eng.  808]. 

He  has  simply  taken  the  Havell  lock-box,  or  his  own  lock- 
box of  his  patent  of  May,  1887,  and  substituted  for  the 
forms  of  notch  or  ring-loop  in  those  structures  the  old  and 
well-known  form  of  ring-loop.  This  does  not  amount  to  in- 
vention. 

Stimpson  v.  A\  oodman,  10  Wall.  1x7  [8  Am.  &  Eng.  221] ; 
Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  59]  ;  Hall 
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V.  Macneale,  107  U.  S.  90  [14  Am.  &  Eng.  291]  ;  Slawson  v. 
Grand  Street  P.  P.  &  F.  R.  Co.,  107  U.  S.  649  [14  Am.  & 
Eng.  475] ;  Double  Pointed  Tack  Co.  v.  Two  Rivers  Mfg. 
Co.  109  XJ.  S.  117  [14  Am.  &  Eng.  571] ;  Bussey  v.  Excelsior 
Mfg.  Co.  110  U.  S.  131  [15  Am.  &  Eng.  77] ;  Stephenson  v. 
Brooklyn  Cross-Town  R.  Co.  81  Pat.  Off.  Gaz.  263, 114  U.  S. 
149  [16  Am.  &  Eng.  63]. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court : 
These  are  two  suits  in  equity,  brought  by  William  Roe- 
mer  in  the  Circuit  Court  of  the  United  States  for  the  South- 
ern District  of  New  York,  one  against  Thomas  B.  Peddie 
and  George  B.  Jenkinson,  and  the  other  against  Albert  0. 
Headley ;  and  two  suits  in  equity  brought  by  the  same  plain- 
tiff in  the  Circuit  Court  of  the  United  States  for  the  District 
of  New  Jersey,  one  against  Charles  Kupper,  and  the  other 
against  Richard  C.  Jenkinson.  All  four  of  the  suits  are 
brought  for  the  infringement  of  letters  patent  No.  195,233, 
granted  to  the  plaintiff  September  18, 1877,  for  an  improve- 
ment in  a  combined  lock  and  handle  for  traveling  bags. 

The  specification  says :  "  Be  it  known  that  I,  William  Roe- 
mer,  of  Newark,  in  the  coimty  of  Essex  and  State  of  New 
Jersey,  have  invented  a  combined  lock  and  handle-holder  for 
traveling  bags,  etc.,  of  which  the  following  is  a  specification  : 
Figure  1  is  a  top  view  of  my  improved  combined  lock  and 
handle-holder.  Fig.  2  is  a  vertical  longitudinal  section  of  the 
same.  Fig.  3  is  a  cross  section  on  the  line  c  c.  Fig.  2.  Sim- 
ilar letters  of  reference  indicate  corresponding  parts,  in  all  the 
figures.  This  invention  relates  to  a  new  construction  of 
lock-case  for  traveling  bags,  satchels  and  the  like,  whereby 
the  same  is  made  to  retain  the  rings  which  connect  with  the 
handle  [to  dispense  with  an  extended  bottom  plate],  and  yet 
to  leave  said  rings  movable  in  their  bearings.  The  invention 
consists  in  forming  notches  in  the  sides,  near  the  ends  of  the 
lock-case,  which  notches  engage  over  the  lower  parts  of  the 
handle-rings,  all  as  hereinafter  more  fully  described.    In  the 

133  v.  S.  8ia-814. 


W.  ROIKER. 

COXBXIED  LOCK  AVD  BAIDLE  FOR  TRAVSLIVQ-BAGS. 


Ho.  195,233. 


Patented  Sept.  18. 1877 


Vfitnessew: 


^<umm./i*^ 


<ket^ 


Inventor  • 


Oct.,  1889.]       EOEMER  v.  PEDDIE,  bt  al.  9S 

Opinion  of  the  Court. 

accompanying  drawing  the  letter  A  represents  the  lock-case^ 
the  same  being  of  suitable  construction,  shape  and  size,  and 
adapted  to  be  fastened  to  the  frame  of  the  satchel  or  bag  by 
rivets  or  other  suitable  means.  The  ends  of  the  lock-case 
are,  by  notches  a,  which  are  cut  into  or  formed  in  its  sides, 
made  hook-shaped,  as  clearly  shown  in  Fig.  2,  and  these 
hooks  by  thus  produced,  serve  to  retain  the  handle-rings  B  B 
in  place.  These  handle-rings  are,  as  indicated  in  Fig.  3,  pre- 
ferably flattened  at  their  lower  parts,  and  are,  with  these 
flattened  portions,  placed  under  the  hooks  b  of  the  lock-case, 
and  thereby  secured  to  the  satchel-frame,  to  which  the  lock- 
case  is  riveted,  as  already  described.  In  these  hooks,  how- 
ever, the  rings  are  free  to  vibrate,  and  free,  therefore,  to  move 
with  the  handles,  and  the  rings  constitute,  in  consequence,  a 
flexible  connection  between  the  handle  and  the  bag  or  satchel. 
[By  making  the  notches  in  the  side,  the  top  of  the  lock-case 
remains  smooth  and  offers  no  obstruction  to  the  free  move- 
ment of  handle  and  rings]." 

The  claim  of  the  patent  is  as  follows :  "  The  lock-case 
made  with  the  notched  sides  a  a  near  its  ends  to  receive  and 
hold  the  handle-rings  B,  substantially  as  herein  shown  and 
described." 

In  the  application  for  the  patent  as  filed,  the  parts  above 
put  in  brackets  were  not  contained  in  the  specification, 
and  the  proposed  claim  was  as  follows :  "  The  combination 
of  the  lock-case.  A,  having  the  hooks,  6,  at  its  ends,  with  the 
rings,  B  B,  which  are  held  in  place  by  said  hooks,  substan- 
tially as  herein  shown  and  described."  The  application  as 
thus  made  was  rejected,  by  a  reference  to  patent  No.  177,020, 
granted  May  2, 1876,  to  William  Simon,  for  improvements 
in  a  traveling-bag.  The  proposed  claim  was  then  stricken 
out,  and  the  following  claim  was  substituted :  "  The  lock- 
case,  A,  having  the  notches,  a  a,  at  its  under  side  and  com- 
bined with  the  rings,  B  B,  which  are  held  in  said  notches, 
substantially  as  and  for  the  purpose  specified."  The  appli- 
cation was  again  rejected,  by  a  reference  to  the  patent  to 
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Simon,  the  Patent  Office  saying:  "  The  difference  between 
the  two  devices  appears  to  be,  that  in  the  applicant's  device 
the  notches  are  cut  in  the  vertical  sides  of  the  lock-*case,  and 
in  the  reference  they  are  struck  up  from  the  bottom  plate." 
The  application  was  then  amended  by  inserting  in  the  speci- 
fication the  words  above  put  in  brackets,  and  by  altering  the 
claim  so  as  to  read  as  it  does  in  the  patent  as  issued. 

After  an  answer  and  a  replication  in  the  suit  against  Ped- 
dle and  Jenkinson,  proofs  were  taken  on  both  sides,  and  the 
court,  held  by  Judge  Wheeler,  made  a  decree  dismissing 
the  bill,  with  costs.  In  the  opinion  of  the  court  (27  Fed. 
Rep.  702)  it  was  said :  ^'  The  improvement  patented  consists 
essentially  in  extending  the  sides  of  the  lock-case  to  hold  the 
handle-rings  of  traveling-bags.  The  bottom  plate  of  the 
lock  had  before  been  extended  for  that  purpose.  By  the 
improvement  the  bottom  plate  could  be  dispensed  with,  and 
the  side  walls  of  the  lock-case  made  both  to  inclose  the  lock 
and  hold  the  handle-rings.  The  defendants  use  the  same 
thing  to  hold  the  handle-rings,  but  place  the  lock  above  it, 
and  do  not  use  it  for  the  side  walls  of  the  lock-case.  It  be- 
comes, by  the  use  which  they  make  of  it,  an  extended  bottom 
plate  to  the  lock,  of  an  improved  form.  If  this  piece  was 
patented  and  the  patent  is  valid  to  cover  it,  the  defendants 
do  infringe.  The  file-wrapper  and  contents  are  made  a  part 
of  the  case.  From  them  it  appears  that  the  orator,  in  his 
application  for  this  patent,  at  first  applied  for  a  patent  cov- 
ering the  combination  of  the  lock-case  with  the  handle-rings. 
His  claim  was  rejected  on  a  reference  to  patent  No.  177,020, 
granted  to  William  Simon,  which  covered  an  extended  bot- 
tom plate  to  the  lock  to  hold  the  handles.  The  claim  was 
amended,  and  again  rejected  on  the  same  reference,  and  was 
not  granted  until  the  specification  was  amended  to  dispense 
with  an  extended  bottom  plate  to  the  lock,  and  the  claim 
was  confined  to  a  lock-case  with  notched  sides  near  its  ends, 
to  receive  and  hold  the  handle-rings.  This  piece,  which  the 
defendants  use,  was  the  same  before  as  after  these  amend- 
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mentB.  The  Patent  Office  would  not  grant  a  patent  for  it 
generally  in  combination  with  the  handle-rings,  but  only 
specifically  when  used  for  the  sides  of  the  lock-case  and  for 
the  handle-rings.  The  orator  accepted  the  patent  narrowed 
in  that  manner,  and  cannot  now  be  heard  to  claim  that  it  is 
any  more  broad  than  that  in  its  scope.  He  invented  this 
particular  form  of  lock-case,  and  his  patent  is  for  that  only, 
and  it  cannot  be  construed  to  cover  anything  else.  Chicago  k 
N.  W.  R.  Co.  V.  Sayles,  97  U.  S.  554  [12  Am.  k  Eng.  121]. 
The  defendants  do  not  use  his  lock-case,  but  use  an  extended 
bottom  plate  like  this  lock-case.  It  has  been  argued  ingeni- 
ously and  with  plausibility  that  the  same  thing  is  used  under 
a  merely  different  name ;  but  this  argument  is  not  in  reality 
well  founded.  The  patent  was  for  a  lock-case  not  only  in 
name  but  in  substance.  The  defendants  do  not  use  this  lock- 
case.  They  evade  the  patent  not  by  a  mere  colorable,  but  by 
a  substantial,  evasion." 

As  the  patentee,  after  the  rejection  of  his  application,  in- 
serted in  his  specification  a  sitatement  that  his  invention  re- 
lated to  a  new  construction  of  lock-case,  whereby  it  was 
made  ^'to  dispense  with  an  extended  bottom  plate,"  he  can- 
not now  contend  that  his  specification  and  claims  are  to  be 
interpreted  so  as  to  cover  a  construction  which  has  an  ex- 
tended bottom  plate.  By  his  patent,  as  issued,  he  dispenses 
with  the  extended  bottom  plate,  and  confines  his  claim  to  a 
lock-case  with  sides  notched  near  its  ends  to  receive  and 
hold  the  handle-rings — an  arrangement  not  found  in  the  de- 
fendants' structure.  In  that,  the  lock  and  the  handle  fasten- 
ings are  combined  with  the  extended  bottom  plate,  as  in  the 
Simon  patent  of  May  2, 1876.  The  lock-case  of  the  defend- 
ants does  not  have  notches  in  its  sides,  but  the  notches  are 
in  the  sides  of  an  extended,  struck-up  bottom  plate,  such  ex- 
tended bottom  plate  being  expressly  excluded  from  the  con- 
struction by  the  specification  of  the  plaintiff's  patent. 

This  court  has  often  held  that  when  a  patentee,  on  the  re- 
jection of  his  application,  inserts  in  his  specification,  in  con- 
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sequence,  limitations  and  restrictions  for  the  purpose  of  ob- 
taining his  patent,  he  cannot,  after  he  has  obtained  it,  claim 
that  it  shall  be  construed  as  it  would  have  been  construed  if 
such  limitations  and  restrictions  were  not  contained  in  it. 
Leggett  V.  Avery,  101  U.  S,  256  [12  Am.  &  Eng.  369] ;  Good- 
year  Dental  Vulcanite  Co.  v.  Davis,  102  U.  S.  222  [12  Am. 
&  Eng.  624] ;  Fay  v.  Cordesman,  109  U.  S.  408  [15  Am.  & 
Eng.  1] ;  Mahn  v.  Harwood,  112  U.  S.  854  [15  Am.  &  Eng. 
322] ;  Union  Met.  Cartridge  Co.  v.  XJ.  S.  Cartridge  Co.,  112 
U.  8.  624  [15  Am.  &  Eng.  364];  Sargent  v.  Hall  Safe  & 
Lock  Co.,  114  U.  S.  63  [15  Am.  &  Eng.  573] ;  Shepard  v. 
Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235];  White  v. 
Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397] ;  Sutter  v.  Robin- 
son,  119  U.  S.  530  [16  Am.  &  Eng.  481] ;  Bragg  v.  Fitch,  121 
U.  S.  478  [17  Am.  &  Eng.  54] ;  Snow  v.  Lake  Shore  &  M.  S. 
R.  Co.,  121  U.  S.  617  [17  Am.  &  Eng.  76] ;  Crawford  v.  Hey- 
singer,  123  U.  S.  589  [17  Am.  &  Eng.  367]. 

It  is  contended  by  the  defendants  that,  in  view  of  the 
prior  state  of  the  art,  the  patent  is  invalid.  We  do  not  con- 
sider it  necessary  to  examine  that  question,  because,  for  the 
reasons  before  assigned,  we  are  of  opinion  that  the  decree 
must  be  affirmed ;  and  as,  in  each  of  the  other  three  cases, 
there  is  a  stipulation  that  the  suit  may  be  argued  here  on 
appeal,  on  the  record  in  the  Peddie  suit,  and  abide  the  result  of 
that  suit,  and  as  the  decree  in  each  of  those  other  three  cases 
was  a  decree  dismissing  the  bill  with  costs,  each  of  such  de- 
crees is  affirmed. 

182  U.  S.  317. 

2.  Construction  of  claim  in  view  of  amendments  to  application ; 
see  also — 
Watson  V.  Railway  Co.,  132  XJ,  S.  161,  [p.  22  ante.'] 
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No.  195,233.     William  Koemer.     September  18,  187T. 
Combined  Look  and  Handle  for  Trayeling-BagB. 

•• 

Othbb  Suits  on  Samb  Patent  : 

Roemer  u  Nenman,  1883.    19  Fed.  Bep.  98. 

Boemer  v.  Simon,  1884.    20  Fed.  Rep.  197 ;  28  O.  O.  194. 

Roemer  v.  Peddie,  1886.    27  Fed.  Rep.  702;  87  O.  O.  338. 


dtedt 

In  SUFKEBfl  COTTBT  IN  : 

Phoenix  Caster  Co.  v.  Spiegel,  1889.    133  TJ.  S.  360  [p.  151  po^i.'] 
Yale  Lock  Co.  v.  Berkshire  Bank,  1890.    135  TJ.  S.  342  [p.  267 

post,'] 
Dobeon  t;.  Lees,  1890.    137  TJ.  S.  268. 
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SAMUEL  HILL,  bt  al,  APPELLANTS  v.  DANIEL  B. 

WOOSTER* 

ISSIJ. 0. 6*S^01.   f^etober TeriB,  18S9. 

[Bk.  33,  L.  cd.  502;  50  O.  G.  560.] 
Beyersing  Wooster  v.  Hill,  22  Fed.  Rep.  830. 

Argued  Noyember  19,  20, 1889.    Decided  January  13, 1890. 

Bill  in  equity  to  obtain  patent.    E.  8.  §  4^15.    Judicial  notice. 

Invention.     Unpatentable  novelty. 

1.  In  a  suit  in  eqaity  to  obtain  a  patent  brought  under 
Reyised  Statutes,  section  4915,  no  adjudication  can  be 
made  in  fayor  of  the  applicant  unless  the  alleged  inyention 
for  which  a  patent  is  sought  is  a  patentable  inyention. 
(p.  126.) 

2.  Where  in  the  interference  litigation  both  in  the  Patent  Of- 
fice and  the  Circuit  Court,  the  sole  question  considered  was 
that  of  priority  of  inyention  on  the  assumption  that  the  in- 
yention was  patentable ;  heldy  that  neither  the  Circuit  Court 
nor  this  court  can  oyerlook  the  question  of  patentability, 
(p.  126.) 

3.  Where  certain  claims  were  construed,  in  yiew  of  the  state 
of  the  art,  and  of  disclaimer  in  the  specification,  to  be  for  ^ 
adding  a  lower  compartment  to  a  prior  open  box-creamery 
on  legs,  in  which  consisted  its  sole  noyelty ;  heldy  that  it 
did  not  amount  to  patentable  inyention.     (p.  128.) 

4.  It  is  not  enough  that  a  thing  shall  be  new  in  the  sense  that 
in  the  shape  or  form  in  which  it  is  produced  it  shall  not 
haye  been  known  before,  and  that  it  shall  be  useful,  but  it 
must,  under  the  Constitution  and  the  statute,  amount  to  an 
inyention  or  discovery,     (p.  129.) 

[Citations  in  the  opinion  of  the  court :] 

Wooster  v.  Hill,  32  Fed.  Rep.  830.  p.  125. 
«  See  ExpUnation  of  Notes,  page  III. 
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Thom|>8on  v,  Boiaaelier,  114U.  S.  i  [15  Am.  &  Bng.  549.]    p.  129. 
Stephenson  v.  Brooklyn  Crooatown  R.  Co.  114  U.  S.  149  [16  Am.  & 

Eng.  63.]    p.  129. 
Yale  Lock  Mfg.  Co.  v,  Greenleaf,  117  U.  S.  554  [16  Am.  &  Eng. 

303.]    p.  "9. 
Gardner!/.  Herz,  118U.  S.  180  [16  Am.  &  Eng.  368.]    p*  129. 
Pomace  Holder  Co.  v,  Ferguson,  119  U.  S.  335  [16  Am.  &  Eng.  441.} 

p.  129. 
Hendy  v.  Golden  State  and  Miners*  Irotf  Works,  127  U.  S.  370  [18 

Am.  &  Bng.  588.]    p.  129.      ^ 
Holland  v.  Shipley,  127  U.  S.  396  [18  Am.  &  Bng.  605.]    p.  129. 
Pattee  Plow  Co.  v.  Kingman,  129  U.  S.  294  [19  Am.  &  Bng.  355.} 

p.  129. 
Brown  v,  Dist.  of  Columbia,  130  U.  S.  87  [19  Am.  &  Eng.  473.  p.  129* 
Day  V.  Fairhaven  &  W.  R.  Co.,  132  U.  S.  98  [p.  i  ante}  p.  129. 
Watson  V.  Cincinnati  R.  Co.,  132  U.  S.  161  [p.  22  anie]  p.  129. 
Marchand  v.  Bmken,  132  U.  S.  195  [p.  53  ante}  p.  129. 
Royer  v.  Roth,  132  U.  S.  201  [p.  67  ante^  p.  129. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Vermont  that  Daniel  B.  Wooster 
was  the  original  and  first  inventor  of  the  improvement,  called 
a  "  Cabinet  Creamery/*  set  forth  in  his  claims,  and  was  en- 
titled to  receive  a  patent  therefor  as  set  forth  in  his  applica- 
tion filed  January  17, 1879,  and  that  Hill  A  Prentice  were 
not  the  original  and  first  inventors  of  such  improvement. 

This  was  a  suit  in  equity  brought  by  Daniel  B.  "Wooster 
against  Samuel  Hill,  Benjamin  B.  Prentice  and  the  Vermont 
Farm  Machine  Company,  under  section  4915  of  the  Revised 
Statutes,  which  provides  that  when  a  patent  on  application 
is  refused,  the  applicant  may  bring  a  suit  in  equity  to  pro- 
cure a  decree  that  the  plaintiff  i^  entitled  to  receive  a  patent 
for  his  invention,  and  authorizing  the  commissioner  to  issue 
such  patent.  The  bill  prays  for  a  decree  adjudging  Wooster 
to  be  the  first  inventor  of  the  invention  of  a  "  Cabinet 
Creamery,"  as  embraced  in  his  claims,  and  entitled  to  receive 
a  patent  for  his  invention.  The  answer  denies  that  Wooster 
was  the  first  inventor,  and  avers  that  Hill  and  Prentice  were 
the  first  inventors  and  entitled  to  a  patent. 
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The  Examiners  in  the  Patent  Office  and  the  Commis&ioner 
of  Patents  awarded  priority  of  invention  to  Hill  &  Prentice. 
The  Circnit  Court  decided  in  this  suit  that  Wooster  was  the 
first  inventor  of  the  improvement  called  a  "  Cabinet  Cream- 
ery/' and  entitled  to  receive  a  patent  therefor,  as  set  forth  in 
his  application.  From  this  decree  the  defendants  appealed 
to  this  court 

The  facts  are  fully  stated  in  the  opinion. 

Opinion  below,  22  Fed.  Rep.  880. 


The  application  papers  of  Daniel  B.  Wooster,  filed  Jan- 
wary  17, 1879,  for  a  patent  for  apparatus  for  cooling  milk, 
iuid  amendments  referred  to  in  the  opinion  are  as  follows : 

SPECIFICATION. 

Be  it  known  that  I,  Daniel  B.  Wooster,  of  Marshfield,  in 
the  county  of  Washington  and  State  of  Vermont,  have 
invented  certain  new  and  useful  improvements  in  apparatus 
for  cooling  milk ;  and  I  do  hereby  declare  the  following  to 
be  a  full,  clear,  and  exact  description  of  the  invention,  such 
as  will  enable  others  skilled  in  the  art  to  which  it  pertains 
to  make  and  use  it,  reference  being  had  to  the  accompanying 
drawings,  which  form  part  of  this  specification. 

My  invention  relates  to  an  improvement  in  apparatus  for 
•cooling  milk — ^the  object  being  to  provide  a  milk-cooler  of 
such  construction  that  a  milk  receptacle  of  a  depth  greater 
than  its  width  may  have  its  upper  portion  only  subjected  to 
•cold,  and  thus  cause  the  contained  milk  to  rise  and  descend 
in  reverse  vertical  currents.  The  upper  strata  of  milk,  be- 
ing subjected  to  cold,  will  part  in  whole,  or  in  part  with  its 
cream,  and  then  descend,  its  place  being  supplied  by  an  as- 
cending current  of  warmer  milk  from  the  lower  portion  of 
the  vessel.  A  further  object  of  my  invention  is  to  provide 
the  milk-cooler  with  a  combined  ventilator  and  filter,  where- 
by the  milk  may  be  kept  thoroughly  ventilated,  and  the  air 
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supply  be  thoroughly  filtered  before  entering  the  cooler.  A 
furtiier  object  of  my  invention  is  to  provide  a  milk-cooler 
with  a  transparent  eduction  tube,  to  be  attached  to  the  lower 
portion  of  the  cooling  vessel,  whereby  the  milk  can  be  read- 
ily inspected  while  being  drawn  from  the  cooler,  and  the 
milk  and  cream  accurately  separated  and  deposited  in  sepa- 
rate vessels,  and  to  these  ends  my  invention  consists : 

First. — A  milk-cooler,  consisting  essentially  in  a  box  or 
cabinet  provided  with  an  ice  or  water  receptacle  constructed 
of  metal,  in  combination  with  an  elongated  milk  receptacle 
secured  between  its  upper  and  lower  ends  to  the  bottom  of 
the  ice  or  cold-water  receptacle  of  the  cabinet.  My  inven- 
tion further  consists  in  the  combination,  with  a  cabinet  or 
box  provided  with  a  centrally  perforated  partition,  the  upper 
surface  of  said  partition  and  the  inner  surfaces  of  the  side^ 
of  the  cabinet  above  said  partition  being  lined  with  sheet 
metal,  of  an  elongated  milk  receptacle  secured  to  the  sheet- 
metal  lining  at  a  point  intermediate  with  its  upper  and  lower 
ends.  My  invention  further  consists  in  the  combination^ 
with  an  elongated  milk  receptacle,  provided  with  a  remova- 
ble ventilated  cover,  of  a  box  or  cabinet,  provided  with  an 
ice  or  water  receptacle,  which  surrounds  the  upper  portion 
only  of  said  milk  receptacle,  and  further  provided  with  a 
hinged  lid,  which  covers  the  top  of  said  ice  receptacle.  My 
invention  further  consists  in  the  combination,  with  an  elon- 
gated milk  receptacle  of  a  translucent  tube,  or  conduit,  at- 
tached to  the  lower  end  thereof.  My  invention  further  con- 
sists in  the  combination,  with  an  elongated  milk  receptacle,  of 
a  cover  provided  with  a  combined  ventilator  and  filter.  My 
invention  further  consists  in  the  several  details  in  construc- 
tion and  combinations  of  parts  as  will  hereinafter  be  de- 
scribed, and  pointed  out  in  the  claims. 

In  the  accompanying  drawings,  Figure  1  is  a  view,  in  per- 
spective, of  my  improved  milk-cooler.  Fig.  2  is  a  vertical 
section  of  the  same.  Fig.  8  represents  a  modification  of  the 
transparent  eduction  tube.    Fig.  4  is  a  modified  form  of  cab- 
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inet,  showing  its  adaptation  for  the  reception  of  two  or  more 
milk  receptacles.  A  represents  a  hox,  or  cabinet,  preferably 
xoade  of  wood,  and  provided  with  a  hinged  lid,  B,  and  a 
swinging  or  sliding  door,  C.  A  partition,  D,  having  a  cen- 
tral perforation,  E,  is  secured  within  the  cabinet.  F  repre- 
sents an  elongated  milk  receptacle,  the  upper  portion  of 
which  extends  above  partition  D,  and  the  lower  portion  de- 
pends below  the  same.  O  is  a  sheet-metal  ice  receptacle,  the 
upper  edges  of  which  are  secured  to  the  upper  edges  of  the  cab- 
inet, and  its  bottom,  H,  is  supported  upon  partition  D.  The 
central  portion  of  the  sheet-metal  bottom,  H,  is  cut  away  to 
correspond  to  the  outer  configuration  of  the  milk  receptacle, 
which  latter  is  attached  thereto  in  a  water-tight  manner. 
From  the  above  it  will  be  observed  that  a  water-tight  ice  re- 
ceptacle is  formed  within  the  cabinet  around  the  upper  end 
only  of  the  milk  receptacle.  The  top  a  of  the  milk  receptacle 
F  extends  slightly  above  the  top  of  the  body  of  the  cabinet, 
or  the  upper  edge  of  the  ice  receptacle,  so  that  should  cold 
water  be  poured  into  the  ice  receptacle,  and  the  latter  com- 
pletely filled,  the  water  is  prevented  from  entering  the  milk 
receptacle  F.  A  cover,  I,  provided  with  a  downwardly  pro- 
jecting fiange,  6,  is  secured  to  the  top  of  the  milk  receptacle. 
The  flange  b  does  not  fit  the  periphery  of  the  milk  recepta- 
cle snugly,  an  open  space,  c,  between  the  same  being  formed. 
As  the  water  rises  in  the  ice-box,  it  will  form  a  liquid  seal 
between  the  cover  and  the  milk  receptacle,  and  thus  prevent 
any  admission  or  escape  of  air  between  such  parts  of  the  ap- 
paratus. To  the  top  of  cover  I  is  secured  a  curb,  or  ring,  K, 
having  a  perforated  bottom,  rf,  and  within  said  curb  or 
ring,  is  placed,  loosely,  a  filling,  €,  of  cotton  or  other  porous 
material.  The  hinged  lid  B  is  provided  with  perforations 
/,  which  register  with  the  ventilating  ring  K. 

By  means  of  this  construction  and  arrangement  of  parts 
the  air  is  allowed  to  enter  through  the  perforations  in  the 
lid,  pass  through  the  porous  packing  and  into  the  milk  re- 
ceptacle, the  porous  material  serving  to  purify  the  air  by 
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filtering  all  germs  of  impuritj  therefrom  before  it  comes  in 
contact  with  the  milk. 

L  is  a  transparent  gauge  or  port  located  in  the  upper 
portion  of  the  milk  receptacle,  and  serves  to  admit  of  the 
ready  inspection  of  the  milk  for  the  purpose  of  ascertaining 
whether  or  not  all  the  cream  has  risen  to  the  surface  of  the 
milk.  K  desired,  another  similar  port  may  be  provided  in 
the  lower  portion  of  the  milk  receptacle.  To  the  lower  end 
of  receptacle  F  is  attached  a  transparent  tube,  M,  having  a 
8top-cock  or  spigot  connected  with  its  lower  end.  The  tube 
H  is  comparatively  small  relative  to  the  size  of  the  milk  re- 
ceptacle, and  enables  all  the  milk  to  be  drawn  off  without 
allowing  of  the  escape  of  the  cream  therewith. 

Heretofore  the  lower  ends  of  milk-coolers  have  been  pro- 
vided with-transparent  cream  gauges,  but  when  such  gauges 
are  attached  to  the  milk  receptacle  itself  it  is  found  very 
difficult,  if  not  impossible,  to  accurately  separate  the  milk 
from  the  cream.  By  forming  a  transparent  cream  gauge  in 
the  small  eduction  tube,  all  the  milk  can  be  drawn  off  before 
the  cream  makes  its  appearance,  and  then  the  spigot  is  closed 
and  the  cream  drawn  off  in  a  separate  vessel.  In  Fig.  1  the 
eduction  tube  is  represented  as  being  provided  with  a  section, 
^,  of  glassy  to  allow  of  the  ready  inspection  of  the  cream. 
Instead  of  such  construction  that  illustrated  in  Fig.  3  may 
be  employed  in  lieu  thereof.  In  Fig.  8,  If  is  a  glass  tube, 
and  O  an  open-work  casing,  one  end  of  which  is  attached  to 
the  milk  receptacle,  while  the  other  end  is  provided  with 
any  suitable  valve  or  spigot,  P.  I  have  shown  my  invention 
in  Fig.  1  as  consisting  of  a  single  milk  receptacle,  but  the 
cabinet  may  be  of  any  desired  size  and  any  number  of  milk 
receptacles  placed  therein,  as  shown  in  Fig.  4 ;  and  therefore 
I  would  have  it  understood  that  I  do  not  limit  myself  to  any 
particular  number  of  milk  receptacles  that  may  be  arranged 
within  a  suitably  constructed  cabinet.  Again,  the  milk  re- 
ceptacle and  cabinet  may  be  of  any  desired  form,  either 
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Tound^  square,  or  rectangolary  as  my  invention  is  not  con- 
fined  to  any  particular  shape  of  apparatus. 

When  ice  or  cold  water  is  placed  in  its  receptacle  around 
the  upper  end  of  the  receptacle,  the  milk  in  the  upper  portion 
•of  the  vessel  F  is  reduced  in  temperature,  and  the  cream  con- 
tained therein  is  separated,  in  whole  or  in  part. 

The  cold  milk  then  descends,  and  its  place  is  supplied  by  a 
<;urrent  of  warmer  milk  ascending  from  the  lower  end  of  the 
milk  receptacle.  The  cooling  of  the  milk  continues  and  the 
^ream  is  separated  therefrom.  The  action  of  the  milk  is 
<;onstant,  there  being  a  constant  downward  current  of  cold 
milk  and  an  upward  current  of  warmer  milk,  which  latter, 
when  it  reaches  the  top  of  the  milk  receptacle  is  reduced  in 
temperature  and  parts  with  its  cream.  This  action  of  the 
milk  insures  a  speedy  rising  of  the  cream,  as  every  particle 
of  the  contained  milk  is  subjected  to  a  continued  reduction 
of  temperature. 

The  ice-box  is  provided,  or  may  be  provided,  with  suitable 
inlet  and  outlet  pipes  for  running  water,  to  insure  a  constant 
stream  of  pure,  cold  water  in  direct  contact  with  the  milk 
receptacle. 

Having  fully  described  my  invention,  what  I  claim  as  new 
and  desire  to  secure  by  letters  patent  is : 

1.  An  apparatus  for  cooling  milk,  consisting  essentially  in 
A  cabinet  or  box  provided  with  a  sheet-metal  ice  or  water 
receptacle  in  combination  with  an  elongated  milk  receptacle, 
the  latter  being  secured  at  a  point  between  its  top  and  bottom 
to  the  bottom  of  the  sheet-metal  ice  receptacle  of  the  cabinet, 
substantially  as  set  forth. 

2.  An  apparatus  for  cooling  milk,  consisting  of  a  cabinet 
provided  with  a  partition  having  a  central  opening  therein, 
the  upper  surface  of  said  partition  and  the  sides  of  the  cab- 
inet above  the  partitions  being  lined  with  sheet-metal,  in  com- 
bination with  an  elongated  milk  receptacle  placed  within  the 
opening  in  the  partition,  and  secured  in  a  water-tight  manner 
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to  the  sheet-metal  lining  at  a  point  between  the  top  and  bot- 
tom of  said  milk  receptacle,  substantially  as  set  forth. 

8.  The  combination,  with  a  cabinet  furnished  with  a  water- 
tight  ice  receptacle  and  a  hinged  lid  to  cover  the  same,  of  an 
elongated  milk  receptacle  secured  to  the  bottom  of  the  water- 
tight ice  receptacle  at  a  point  intermediate  the  upper  and 
lower  ends  of  said  milk  receptacle,  and  a  ventilated  cover 
adapted  to  fit  upon  the  top  of  the  milk  receptacle,  substan- 
tially as  set  forth. 

4.  The  combination,  with  the  milk  receptacle  of  a  milk- 
cooling  apparatus,  of  a  combined  ventilator  and  filter  con- 
nected with  a  removable  cover  for  the  milk  receptacle,  sub- 
stantially as  set  forth. 

5.  The  combination,  with  the  milk  receptacle  of  a  milk- 
cooling  apparatus,  of  a  translucent  tube  attached  to  the  lower 
end  of  said  receptacle,  substantially  as  set  forth. 

6.  A  cabinet  provided  with  a  sheet-metal  ice  receptacle 
and  a  hinged  lid  to  cover  the  same,  in  combination  with  an 
elongated  milk  receptacle,  the  upper  end  of  which  projects 
over  the  upper  edges  of  the  cabinet,  substantially  as  set  forth. 

7.  A  cabinet  provided  with  a  sheet-metal  ice  receptacle 
and  a  hinged  lid  to  cover  the  same,  said  lid  having  perfora- 
tions formed  therein,  in  combination  with  an  elongated  milk 
receptacle  secured  intermediate  its  ends  to  the  bottom  of  said 
ice  receptacle,  and  a  removable  ventilated  cover  which  pro- 
jects into  the  recess-hinged  cabinet  lid,  substantially  as  set 
forth. 

8.  A  milk  receptacle  provided  with  a  translucent  cream 
gauge  in  its  upper  end,  substantially  as  set  forth. 

9.  A  cabinet  provided  with  a  hinged  lid,  a  perforated 
partition,  a  sheet-metal  ice  receptacle,  and  a  door,  the  latter 
located  below  the  perforated  partition,  in  combination  with 
an  elongated  milk  receptacle  which  is  secured  intermediate 
its  upper  and  lower  ends  to  the  bottom  of  said  ice  receptacle, 
substantially  as  set  forth. 
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In  testimony  that  I  claim  the  foregoing,  I  have  hereunto 
set  my  hand  and  seal  this  80th  day  of  December,  1878. 

DANIEL  B.  WOOSTER. 
Witnesses : 
C.  F.  Dudley, 

E.  M.  WOOSTBIU 


February  8, 1879,  the  application  was  amended  as  follows : 

"  Erase  all  matter  from  line  6,  p.  8,  to  the  word  *  consists,' 
inclusive,  line  19,  p.  4, 

^^  Erase  all  claims  and  insert  as  follows : 

"9.  The  combination,  with  a  milk  receptacle  of  a  milk- 
cooling  apparatus,  of  a  cover  provided  with  an  upwardly 
projecting  flange  and  a  perforated  bottom  therein,  and  suit- 
able filtering  material  enclosed  within  said  flange,  substan- 
tially as  set  forth. 

"  10.  The  combination,  with  a  milk  receptacle,  of  a  trans- 
parent tube  attached  to  the  lower  end  of  said  receptacle, 
substantially  as  set  forth. 

"11.  A  milk  receptacle  having  a  transparent  cream  gauge 
located  in  its  upper  end,  substantially  as  set  forth. 

"  12.  The  combination,  with  a  cabinet  provided  with  a  par- 
tition constructed  with  a  central  opening,  of  a  shcct-metal 
lining  attached  to  the  inner  sides  of  the  cabinet  and  upper 
surface  of  said  partition,  and  a  milk  receptacle  secured  interme- 
diate its  ends  to  the  said  sheet-metal  lining,  wherel)y  an  ice 
receptacle  is  formed  about  the  upper  end  of  the  milk  recep- 
tacle, and  the  metallic  walls  of  the  ice  receptacle  are  provided 
with  a  strong  and  durable  support, substantially  as  set  forth." 

March  6,  1879,  the  application  was  amended  as  follows: 

"  1.  An  apparatus  for  cooling  milk,  consisting  essentially  in 
a  cabinet  or  box  provided  with  a  sheet-metal  ice  or  water 
receptacle,  in  combination  with  an  elongated  milk  receptacle, 
the  latter  being  secured  at  a  point  between  its  top  and  bottom, 
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to  tho  bottom  of  the  sheet-metal  ice  receptacle  of  the  cabinet, 
substantially  as  set  forth. 

'^  2.  An  apparatus  for  cooling  milk,  consisting  of  a  cabinet 
provided  with  a  partition  having  a  central  opening  therein, 
the  upper  surface  of  said  partition  and  the  sides  of  the  cabinet 
above  the  partition  being  lined  with  sheet  metal,  in  combi- 
nation with  an  elongated  milk  receptacle  placed  within  the 
opening  in  the  partition,  and  secured  in  a  water-tight  manner 
to  the  sheet-metal  lining  at  a  point  between  the  top  and 
bottom  of  said  milk  receptacle,  substantially  as  set  forth. 

"  3.  The  combination  with  a  cabinet  furnished  with  a  water- 
tight ice  receptacle  and  a  hinged  lid  to  cover  the  same,  of  an 
elongated  milk  receptacle  secured  to  the  bottom  of  the  ice 
receptacle  at  a  point  intermediate  the  upper  and  lower  ends 
of  said  milk  receptacle,  and  a  ventilated  cover  adapted  to 
fit  upon  the  top  of  the  milk  receptacle,  substantially  as  set 
forth. 

"  4.  The  combination,  with  the  milk  receptacle  of  a  milk- 
cooling  apparatus,  of  a  transparent  tube  attached  to  the 
lower  end  of  said  receptacle,  said  milk  receptacle  being  se- 
cured between  its  upper  and  lower  ends  to  the  bottom  of  an 
ice  receptacle,  substantially  as  set  forth. 

"  5.  A  cabinet  provided  with  a  sheet-metal  ice  receptacle 
and  a  hinged  lid  to  cover  the  same,  in  combination  with  an 
elongated  milk  receptacle,  the  upper  end  of  which  projects 
above  the  upper  edges  of  the  cabinet,  substantially  as  set 
forth. 

"  6.  A  cabinet  provided  with  a  sheet-metal  ice  receptacle 
and  a  hinged  lid  to  cover  the  same,  said  lid  having  perfora- 
tions formed  therein,  in  combination  with  an  elongated  milk 
receptacle  secured  intermediate  its  ends  to  the  bottom  of  said 
ice  receptacle,  and  a  removable  ventilated  cover,  which  pro- 
jects into  the  recessed-hinged  cabinet  lid,  substantially  as 
set  forth. 

*'  7.  A  milk  receptacle  provided  with  a  transparent  cream 
gauge  in  its  upper  end  substantially  as  set  forth. 


\ 
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^^  8.  A  cabinet  provided  with  a  hinged  lid,  a  perforated  par- 
tition, a  sheet-metal  ice  receptacle,  and  a  door,  the  latter 
located  below  the  perforated  partition,  in  combination  with 
an  elongated  milk  receptacle,  which  is  secured  intermediate 
its  ends  to  the  bottom  of  said  ice  receptacle,  substantially  as 
set  forth. 

^^  Change  numerals  of  the  remaining  claims  to  the  9th,  10th, 
11th,  and  12th  claims. 

^^  An  interference  is  requested  with  the  patent  to  Hill  and 
Prentice,  No.  207,788,  dated  September  8, 1878." 

March  29, 1879,  the  application  was  amended,  as  follows : 

"'I  am  aware  that  long,  rectangular  milk  receptacles  have 
been  provided  with  a  water  chamber  extending  around  the 
upper  portion  thereof;  also,  that  water-coolers  have  been 
enclosed  within  a  box  or  casing  and  their  upper  ends  enclosed 
within  an  ice  receptacle  having  a  perforated  bottom;  also, 
that  a  milk  receptacle  has  been  provided  with  an  ice  recep- 
tacle extending  through  the  centre  of  the  same,  and  hence  I 
would  have  it  understood  that  I  do  not  claim  the  construc- 
tion above  referred  to,  but,'  " 

^^  Erase  all  claims  and  insert  as  follows : 

^^  1.  The  combination,  with  a  cabinet  or  box  furnished  with 
a  separate  water-tight  ice  receptacle,  and  a  lid  to  cover  the 
cabinet  and  ice  receptacle,  of  a  vertically  elongated  milk  re- 
ceptacle passing  centrally  through  the  bottom  of  the  ice  re- 
ceptacle, so  that  the  upper  portion  will  be  enclosed  within 
the  ice  receptacle  and  the  lower  end  project  below  the  same, 
and  a  ventilated  cover  fitting  upon  the  top  of  said  milk  re- 
ceptacle, substantially  as  set  forth. 

'^  An  interference  is  requested  with  the  patent  to  Hill  and 
Prentice." 

April  4, 1879,  the  application  was  amended,  as  follows : 

"P.  4,  erase  all  matter  from  the  words  *  in  the,*  line  19,  to 
the  word  ^  claims,'  inclusive,  line  23,  same  page,  and  insert 
as  follows : 

^^In  an  apparatus  for  cooling  milk,  the  combination,  with  a 
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cabinet  or  box  provided  with  a  separate  water-tight  ice  re- 
ceptacle and  a  lid  to  cover  the  cabinet  and  ice  receptacle,  of 
a  vertically  elongated  milk  receptacle  passing  centrally 
through  the  bottom  of  the  ice  receptacle,  so  that  the  upper 
will  be  enclosed  within  the  ice  receptable  and  the  lower  end 
project  below  the  same,  and  a  ventilated  cover  fitting  upon 
the  top  of  said  milk  receptacle." 

June  10, 1880,  the  application  was  amended  as  follows : 

^'  Insert  the  following  claims : 

''  2.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet,  of  a  vertically  elongated  milk  receptacle  (one  or 
more)  having  a  discharge  opening  at  its  lower  end  and  an 
ice  receptacle  surrounding  its  upper  end,  said  ice  receptacle 
being  secured  to  the  cabinet  and  milk  receptacle,  substanti- 
ally as  set  forth. 

^^  8.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet,  of  a  vertically  elongated  milk  receptacle  (one  or 
more)  provided  with  a  transparent  discharge  conduit  at  its 
lower  end,  and  an  ice  receptacle  surrounding  the  upper  por- 
tion of  the  milk  receptacle  and  attached  thereto  and  to  the 
cabinet,  substantially  as  set  forth. 

"  4.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet,  of  a  vertically  elongated  milk  receptacle  (one  or 
more),  an  ice  receptacle  surrounding  the  upper  portion  of  the 
milk  receptacle,  and  permanently  secured  thereto  and  to  the 
pabinet,  and  a  discharge  conduit  connected  with  the  lower 
end  of  the  milk  receptacle,  and  arranged  to  project  below 
the  bottom  of  the  ice  receptacle,  substantially  as  set  forth." 

July  13, 1880,  the  application  was  amended,  as  follows: 

*'  Erase  the  4th  claim  and  insert  as  follows : 
"  1.  The  combination,  with  a  cabinet  provided  at  its  top 
with  a  cover,  or  lid,  and  having  a  door  in  its  side,  of  an  ice 
receptacle  located  in  the  upper  portion  of  the  cabinet,  aiid  an 
elongated  milk  receptacle,  the  upper  portion  of  which  is  lot 
cated  within  the  ice  receptacle,  and  its  discharge  conduit  ar- 
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Tanged  to  extend  below  the  ice  receptacle,  substantially  as 
set  forth." 

December  28, 1880,  the  application  was  amended  as  fol- 
lows: 

"  Insert  the  following  claims : 

^^  2.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet  or  box,of  a  vertically  elongated  milk  receptacle  pro- 
vided with  a  transparent  cream  gauge  and  stop-cock  or 
valve,  at  its  lower  end,  and  an  ice  receptacle  having  an  open 
top,  and  located  in  the  cabinet,  or  box,  and  surrounding  the 
upper  portion  of  the  milk  receptacle,  substantially  as  set 
forth. 

'^3.  In  a' milk-cooling  apparatus,  the  combination,  with  a 
cabinet  or  box,  of  a  vertically  elongated  milk  receptacle  pro- 
vided with  a  contracted  discharge  conduit  at  its  lower  end, 
said  discharge  conduit  having  a  transparent  cream  gauge  in- 
serted therein,  or  connected  therewith,  and  a  stop-cock  or 
valve,  and  an  ice  receptacle  having  an  open  top,  and  located 
in  the  cabinet  or  box,  and  surrounding  the  upper  portion  of 
the  milk  receptacle,  substantially  as  set  forth. 

*/  4.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet  or  box,  having  its  top  and  side  provided  with  covers 
or  doors,  of  a  vertically  elongated  milk  receptacle  provided 
with  a  discharge  regulating  valve  or  stop-cock,  at  its  lower 
end,  and  an  ice  receptacle  having  an  open  top  and  Surround- 
ing the  upper  portion  of  the  milk  receptacle,  substantially  as 
set  forth. 

'*  5.  A  milk-cooling  apparatus,  consisting  essentially  of  a 
vertically  elongated  milk  receptacle,  provided  with  a  dis- 
charge opening  at  its  lower  end,  an  ice  receptacle  having  an 
open  top  and  surrounding  the  upper  portion  of  the  milk  re- 
ceptacle, and  a  cabinet  having  a  cover,  which  extends  over 
the  milk  and  ice  receptacles,  and  with  a  side  door  for  pre- 
venting admission  of  the  outer  air  to  the  lower  portion  of 
the  milk  receptacle,  when  desired,  substantially  as  set  forth. 

"  6.  A  milk-cooling  apparatus,  consisting  of  a  cabinet  pro- 
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vided  with  an  upper  and  lower  compartment,  an  ice  recepta- 
cle having  an  open  top  and  located  in  the  upper  compart- 
ment of  the  cabinet,  a  vertically  elongated  milk  receptacle, 
the  upper  portion  of  which  is  located  in  the  ice  receptacle,, 
and  its  lower  end  constructed  to  project  downward  into  the 
lower  compartment  of  the  cabinet,  and  a  valve,  or  stop-cock 
connected  with  the  lower  end  of  the  milk  receptacle,  sub- 
stantially as  set  forth." 

January  18,  1881,  the  application  was  amended  as  fol- 
lows: 

^^  Erase  all  matter  from  ^  the,'  line  8,  page  2,  to  bottom  of 
same  page. 

^^  Erase  all  matter  on  page  8. 

^'  Erase  all  matter  to  line  28,  inclusive,  page  4. 

"Erase  amendment  "  F,"  filed  April  4th,  1879. 

"Erase  the  second  and  third  claiiAs." 

May  7, 1881,  the  application  was  amended  as  follows : 

"  Insert  as  follows  before  the  claim : 

"  *  I  make  no  claim  in  this  patent  to  the  combination,with 
a  cabinet  or  box  furnished  with  a  separate  water-tight  ice  re- 
ceptacle, and  a  lid  to  cover  the  cabinet  and  ice  receptacle,  of 
a  vertically  elongated  milk  receptacle  passing  centrally 
through  the  bottom  of  the  ice  receptacle,  so  that  the  upper 
portion  will  be  incased  within  the  ice  receptacle  and  the 
lower  end  project  below  the  same,  and  a  ventilated  cover  fit- 
ting upon  the  top  of  said  milk  receptacle,  as  such  combina- 
tion of  parts  constitutes  subject-matter  of  a  separate  applica- 
tion, filed  May  8, 1881.'  " 

June  25, 1881,  the  application  was  amended  as  follows: 

"  Insert  the  following  claims : 

"7.  The  combination  with  a  cooler  tank  or  receptacle 
having  an  open  top,  of  a  milk  receptacle  extending  below 
the  bottom  of  the  cooler  tank  or  receptacle,  said  extension  of 
the  milk  receptacle  being  provided  with  a  discharge  outlet 
and  transparent  cream  gauge,  substantially  as  set  forth. 

"  8.  The  combination  with  a  cooler  tank  or  receptacle,  a 
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milk  receptacle  extending  below  the  cooler  tank  or  recepta- 
cle, an  outlet  at  the  lower  end  of  said  milk  receptacle,  a  cock 
in  said  outlet,  and  a  box  and  its  cover  for  enclosing  the  sides 
and  top  of  the  cooler  tank  or  receptacle,  the  whole  being 
mounted  in  a  suitable  supporting  frame,  substantially  as  set 
forth. 

^^  9.  The  combination  with  the  cooler  tank  or  receptacle, 
suitable  supporting  frame  therefor,  and  the  milk  recepta- 
cle extending  below  the  bottom  of  the  cooler  tank  or  re- 
ceptacle, and  terminating  in  an  outlet  located  at  the  front  of 
the  milk  receptacle,  and  a  stop-cock  located  in  said  outlet, 
substantially  as  set  forth.'' 

March  14, 1888,  the  application  was  amended  as  follows : 

^^ Insert  before  the  claims: 

^'  I  make  no  broad  claim  in  this  application  to  the  combina- 
tion of  a  cooler  tank,  open  at  its  top,  with  a  milk  receptacle 
extending  below  the  cooler  tank,  and  provided  with  a  dis- 
charge outlet  having  a  transparent  gauge,  nor  to  the  above 
combination  restricted  by  the  location  of  the  outlet  near  the 
front  of  the  milk  receptacle,  as  said  claims  are  embraced  in  a 
divisional  application,  filed  February  8, 1888. 

"Erase  the  7th  and  9th  claims." 

Mr.  William  Edgar  Simonds,  for  appellants : 

Illustrative  drawings  of  conceived  idea  do  not  constitute 
an  invention,  and  unless  they  are  followed  up  by  seasonable 
observance  of  the  requirements  of  the  Patent  Laws,  they 
have  no  effect  upon  a  subsequently  granted  patent  to  another. 

Reeves  v.  Keystone  Bridge  Co.,  1  Pat.  Off.  Gaz.  466 ;  Smith 
V.  O'Connor,  4  Pat.  Off.  Gaz.  638  ;  Electric  R.  R.  Signal  Co. 
V.  Hall  R.  R.  Signal  Co.,  6  Fed.  Rep.  603 ;  Detroit  Lubricator 
Mfg.  Co,  V.  Renchard,  9  Fed.  Rep.  293. 

In  attempting  to  defeat  patentees  on  the  ground  of  prior 
invention,  such  prior  invention  must  have  reached  a  practical 
result  before  the  patentees  made  their  invention. 

Union  Metallic  Cartridge  Co.  v,  U.  S.  Cartridge  Co.,  7  Fed. 
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Rep.  844 ;  U.  S.  Stamping  Co.  v.  Jewett,  7  Fed.  Rep,  869 ; 
Webster  Loom  Co.  v.  Higgins,  21  Pat  Off.  Gaz.  2031, 105 
U.  S.  680  [14  Am.  &  Eng.  70] ;  Atlantic  Works  v.  Brady,  28 
Pat  Off.  Gaz.  1880, 107  U.  S.  192  [14  Am.  &  Eng.  880]. 

Amid  conflicting  evidence  the  first  maker  of  the  embodied 
invention  is,  in  default  of  preponderating  proof  to  the  con- 
trary, the  inventor. 

Edwards  v.  Requa,  Com.  Dec,  1869,  p.  28 ;  Jennings  r.  Win- 
ters, Com.  Dec.,  1869, p.  38 ;  Holman  v. Foley,  Com.  Dec.,  1870, 
p.  97 ;  Clark  v.  Osbom, Com.  Dec.,  1874,  p.  220 ;  Ware  v.  Bul- 
lock, Com.  Dec,  1875,  p.  11. 

He  who  claims  to  have  imparted  the  invention  to  his  op- 
ponent takes  upon  himself  the  burden  of  proof. 

Mowbray  v.  SchaflQier,  Com.  Dec,  1870,  p.  35. 

As  against  a  patentee,  an  applicant  must  show  conclusively 
that  he  reduced  to  practice  and  completed  form  prior  to  in- 
vention by  the  patentee. 

McKnight  v.  Van  Wagenen,  Com.  Dec,  1869,  p.  126 ;  Sar- 
gent V.  Burge,  Com.  Dec,  1877,  p.  62 ;  Hallidie  v.  Paine,  Com. 
Dec,  1877,  p.  112 ;  Wyman  v.  Knowles,  13  Pat  Off.  Gaz.  820 ; 
James  v.  Campbell,  21  Pat  Off.  Gaz.  337,' 104  U.  S.  356  [18 
Am.  &  Eng.  841]. 

Mr.  Stephen  C.  Schurtlefp,  for  appellee : 
'  At  the  time  Hill  and  Prentice  made  the  preliminary  state-- 
ment  of  1880  they  were  the  owners  of  the  invention  in  con- 
troversy, and  their  declarations  are  entitled  to  full  weight; 
and  any  person  who  takes  the  invention  afterwards,  takes  it 
subject  to  the  liability  of  its  being  defeated  by  the  declara- 
tion of  the  former  owner. 

Miller  v.  Bingham,  29  Vt  82;  Downs  v.  Belden,  46  Vt 
674 ;  Alger  v.  Andrews,  47  Vt.  238  ;  Batchelder  v.  Kinney, 
44  Vt  150. 

The  omission  of  a  witness  to  testify  to  material  facts  on  a 
former  trial,  which  he  now  relates,  is  admissible. 

Briggs  V.  Taylor,  35  Vt  57. 
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Something  more  than  the  uncorroborated  stAtement  of  par- 
ties should  be  shown,  in  order  for  the  court  to  find  a  disputed 
&ct. 

Bering  v.  Haworth,  14  Pat  Off.  Qaz.  117. 

It  is  immaterial  whether  the  patentee  is  the  inventor  of 
Any  one  or  more  of  the  elements  of  the  combination ;  these 
may  all  be  old ;  but  if  the  patentee  was  the  first  to  combine 
for  the  purpose  specified  in  his  patent,  his  patent  will  be  good. 

Carr  v.  Rice,  1  Fish.  Pat.  Gas.  198 ;  Hovey  v.  Stevens,  1 
Woodb.  &  M.  290 ;  Buck  v.  Hermance,  1  Blatch.  898 ;  Gray 
17.  James,  Pet  C.  C.  894 ;  Furbush  v.  Cook,  2  Fish.  Pat  Gas. 
668 ;  Buck  v.  Gill,  4  McLean,  174 ;  Evans  r.  Eaton,  8  Wheat 
454  [4  Am.  &  Eng.  16] ;  Swift  v.Whisen,  8  Fish.  Pat  Gas.  848. 

The  presumption  arising  from  silence  is  &r  stronger  than 
preponderance  in  the  number  of  witnesses. 
Smith  V.  Fay,  6  Fish.  Pat  Gas.  446. 

The  witness'  attention  must  be  called  to  the  subject-matter 
with  reasonable  certainty  as  to  time  and  place,  but  the  say- 
ings of  a  party  are  always  admissible,  whether  his  attention 
ha^  been  called  to  the  substance  of  his  declarations  or  not 

May  V.  Brownell,  8  Vt.  463 ;  Alger  v.  Andrews,  47  Vt  238 ; 
Downs  V.  Belden,  46  Vt.  674 ;  Hay  ward  Rubber  Go.  v.  Dunck- 
lee,  80  Vt  29 ;  Miller  v.  Bingham,  29  Vt  82 ;  Davis  t;.Wind. 
flor  Sav.  Bank,  48  Vt.  582. 

The  rule  is  that  a  plaintiff  is  entitled  to  rest  on  making 
ont  e.  prima  facie  case,  and  afterwards  to  adduce  additional 
as  well  as  rebutting  testimony ;  that  the  defendant  is,  in  gen- 
eral, required  to  go  through  with  his  evidence  before  resting. 

This  rule  supposes,  however,  that  the  case  as  first  made  out 
by  the  plaintiff  fairly  apprises  the  defendant  of  the  ground 
on  which  the  right  of  recovery  is  finally  to  be  supported. 

Glayes  v.  Ferris,  10  Vt  112 ;  Kent  v.  Lincoln,  32  Vt  598; 
Thayer  v.  Davis,  88  Vt  163. 

The  appellee's  exhibit,  Lamson  letter,  is  admissible  to  show 
that  the  appellants  have  been  trying  to  manufacture  evidence. 
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This  is  always  admissible  in  evidence,  and  raises  a  presomp* 
tion  against  the  party  making  such  attempt. 

Winchell  v.  Edwards,  67  111.  41 ;  The  Tillie,  7  Ben.  888  ; 
Moriarty  v.  London,  C.  &  D.  B.  Co.,  L.  B.  6  Q.  B.  814. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity,  brought  in  the  Giix^uit  C!ourt  of 
the  United  States  for  the  District  of  Vermont,  by  Daniel  B, 
Wooster  against  Samuel  Hill,  Benjamin  B.  Prentice  and  the 
Vermont  Farm  Machine  Company,  under  section  4915  of  the 
Bevised  Statutes,  which  reads  as  follows :  ^^  Whenever  a  pat- 
ent on  application  is  refused,  either  by  the  Commissioner  of 
Patents  or  by  the  Supreme  Court  of  the  District  of  Columbia 
upon  appeal  from  the  Commissioner,  the  applicant  may  have 
remedy  by  bill  in  equity  ;  and  the  court^having  cognizance 
thereof,  on  notice  to  adverse  parties  and  other  due  proceed- 
ings had,  may  adjudge  that  such  applicant  is  entitled,  accord- 
ing to  law,  to  receive  a  patent  for  his  invention,  as  specified 
in  his  claim,  or  for  any  part  thereof,  as  the  facts  in  the  case 
may  appear.  And  such  adjudication,  if  it  be  in  favor  of  the 
right  of  the  applicant,  shall  authorize  the  Commissioner  to 
issue  such  patent  on  the  applicant  filing  in  the  Patent  Office 
a  copy  of  the  adjudication,  and  otherwise  complying  with 
the  requirements  of  law.  In  all  cases,  where  there  is  no  op- 
posing party,  a  copy  of  the  bill  shall  be  served  on  the  Com- 
missioner ;  and  all  the  expenses  of  the  proceeding  shall  be 
paid  by  the  applicant,  whether  the  final  decision  is  in  his 
favor  or  not." 

The  substance  of  the  allegations  of  the  bill  is  as  follows : 
Wooster,  on  the  17th  of  January,  1879,  filed  in  the  Patent 
Office  an  application  for  a  patent  for  an  "  improvement  in 
milk-coolers."  The  Commissioner  of  Patents  declared  an 
interference  between  that  application  and  letters-patent  No. 
207,738,  granted  September  3, 1878,  to  said  Hill  &  Prentice, 
for  an  "  improvement  in  milk-coolers,"  an  interest  in  which  pat- 
ent had  been  assigned  to  the  defendant  The  Vermont  Farm 
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Machine  Company.  Testimony  was  taken,  and  priority  of 
invention  was  adjudged  by  the  Patent  Office  in  favor  of 
Wooster,  in  respect  to  the  claim  in  issue  in  the  interference ; 
and  Wooster,  by  a  separate  application  for  that  purpose,  was 
granted  a  patent  containing  that  claim,  on  the  14th  of  June, 
1881,  No.  242,805,  for  an  "  improvement  in  milk-coolers." 
On  the  30th  of  March,  1880,  Hill  &  Prentice  filed  an  applica- 
tion for  a  patent  for  an  "  improvement  in  milk-setting  appara- 
tus." They  also,  on  the  10th  of  November,  1880,  filed  an 
application  for  a  reissue  of  their  patent  No.  207,738.  Both 
of  the  last-mentioned  two  applications  were  declared  to  be 
in  interference  with  the  application  of  Wooster,  of  January 
17,  1879.  Testimony  was  taken  by  both  parties,  and  the 
Commissioner  of  Patents  decided  to  grant  a  patent  for  cer- 
tain of  the  claims  to  Hill  &  Prentice,  or  to  The  Vermont 
Farm  Machine  Company  as  their  assignee,  and  refused  to 
grant  a  patent  for  them  to  "Wooster.  Four  of  those  claims 
arose  on  the  application  filed  by  Hill  &  Prentice  on  the  80th 
of  March,  1880,  and  were  as  follows : 

"  1.  The  combination,  with  a  cabinet  provided  at  its  top 
with  a  cover  or  lid,  and  having  a  door  in  its  side,  of  an  ice 
receptacle  located  in  the  upper  portion  of  the  cabinet,  and 
an  elongated  milk  receptacle,  the  upper  portion  of  which  is 
located  within  the  ice  receptacle,  and  its  discharge  conduit 
arranged  to  extend  below  the  ice  receptacle. 

^''2.  In  a  milk-cooling  apparatus,  the  combination,  with  a 
cabinet  or  box  having  its  top  and  side  provided  with^  covers 
or  doors,  of  a  vertical  elongated  milk  receptacle  provided 
with  a  discharge-regulating  valve  or  stop-cock  at  its  lower 
«nd,  and  an  ice  receptacle  having  an  open  top  and  surround- 
ing the  upper  portion  of  the  milk  receptacle. 

^*  8.  A  milk-cooling  apparatus  consisting  essentially  of  a 
vertically  elongated  milk  receptacle,  provided  with  a  dis- 
charge opening  at  its  lower  end,  an  ice  receptacle  having  an 

open  top  and  surrounding  the  upper  portion  of  the  milk  recep- 
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tacle,  and  a  cabinet  having  a  cover  which  extends  over  the 
milk  and  ice  receptacles,  and  with  a  side  door  for  preventing 
admission  of  the  outer  air  to  the  lower  portion  of  the  milk 
receptacle,  when  desired. 

"  4.  A  milk-cooling  apparatus,  consisting  of  a  cabinet  pro- 
vided with  an  upper  and  lower  compartment,  an  ice  recep- 
tacle having  an  open  top  and  located  in  the  upper  compartment 
of  the  cabinet,  a  vertically  elongated  milk  receptacle,  the 
upper  portion  of  which  is  located  in  the  ice  receptacle  and 
its  lower  end  constructed  to  project  downward  into  the  lower 
compartment  of  the  cabinet,  and  a  valve  or  stop-cock  con- 
nected with  the  lower  end  of  the  milk  receptacle." 

The  decision  against  Wooster  and  in  favor  of  Hill  &  Pren- 
tice covered  three  other  claims  which  arose  on  Hill  &  Pren- 
tice's application  for  a  reissue,  filed  November  10, 1880 ;  but 
it  is  not  necessary  further  to  allude  to  them,  as  there  is  no 
contest  in  this  court  in  regard  to  them. 

The  bill  contains  the  following  statement  as  to  the  inven- 
tion of  Wooster :  "  The  object  of  your  orator's  invention 
being  to  provide  a  milk-cooler  of  such  construction  that  a 
milk  receptacle  of  a  depth  greater  than  its  width  may  have 
its  upper  portions  only  subjected  to  cold,  and  thus  cause  the 
contained  niilk  to  rise  and  descend  in  reverse  vertical  currents. 
The  upper  strata  of  milk,  being  subjected  to  cold,  will  part 
in  whole  or  in  part  with  its  cream,  and  then  descend,  its 
place  being  supplied  by  an  ascending  current  of  warmer  milk 
from  the  lower  portion  of  the  vessel.  And,  further,  to  pro- 
vide the  milk-cooler  with  a  combined  ventilator  and  filter, 
whereby  the  milk  may  be  thoroughly  ventilated.  And, 
further,  to  provide  a  milk-cooler  with  a  transparent  eduction 
tube,  to  be  attached  to  the  lower  portion  of  the  cooling  vessel, 
whereby  the  milk  can  be  easily  or  readily  inspected  while 
being  drawn  from  the  cooler,  and  the  milk  and  cream  accu- 
rately separated  and  deposited  in  separate  vessels." 

The  bill  prays  for  a  decree  adjudging  "Wooster  to  be  the 
first    inventor  "of  the  invention  embraced  in  the  claims 
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hereinbefore  set  forth,  and  entitled,  according  to  law,  to  re- 
ceive a  patent  for  said  invention." 

The  answer  of  the  defendants  denies  that  Wooster  was 
the  first  inventor  of  either  of  the  claims  marked  1, 2, 8,  and  4, 
and  avers  that  Hill  &  Prentice  were  the  first  inventors  thereof, 
and  are  entitled  to  a  patent  for  those  claims.  * 

The  cause  was  put  at  issue  by  a  replication,  voluminous 
proofs  were  taken,  and  the  case  was  heard  by  Judge  "Wheeler. 
His  opinion  is  reported  in  "Wooster  v.  Hill,  22  Fed.  Rep.  880. 

In  the  Patent  Office,  the  Examiner  of  Interferences  awarded 
priority  of  invention  to  Hill  &  Prentice,  in  regard  to  the 
above  claims  1, 2,  3,  and  4.  On  appeal  to  the  Examiners-in- 
Chief  by  "Wooster,  they  affirmed  such  decision  of  the  Exami- 
ner of  Interferences.  On  an  appeal  by  Wooster,  to  the  Com- 
missioner of  Patents,  the  latter  affirmed  the  decision  of  the 
Examiners-in-Chief,  and  afterwards  denied  a  motion  for  a  re- 
consideration of  his  decision. 

The  opinion  of  the  Circuit  Court  discusses  the  questions 
involved  solely  as  questions  of  fact  as  to  priority  of  invention, 
as  between  Wooster  on  the  one  side  and  Hill  &  Prentice  on 
the  other,  and  states  that  considerable  evidence  was  produced 
before  the  court  which  was  not  before  the  Patent  Office.  The 
court  was  of  opinion  that  Hill  &  Prentice  were  the  first  in- 
ventors of  an  open-box  creamery  standing  on  legs,  with  the 
lower  part  of  the  cans  extending  through  the  bottom  of  the 
box  downward,  and  the  upper  part  surrounded  by  water  in 
the  box,  for  cooling  the  top  of  the  milk  in  the  cans,  as  shown 
in  the  patent  No.  207,738,  granted  to  them  on  September  3, 
1878.  The  "  cabinet "  mentioned  in  the  four  claims  before 
recited  applied  to  a  cabinet  creamery  closed  all  the  wfty  down, 
but  having  a  door  in  front,  for  access  to  the  lower  part  of 
the  can,  in  contradistinction  to  an  open-box  creamery  stand- 
ing on  legs.  The  court  was  of  opinion,  on  the  evidence,  that 
"Wooster  was  the  first  inventor  "  of  the  cabinet  creamery  as 
an  improvement  upon  the  box  creamery,  as  that  is  shown  in 
the  patent  of  Hill  &  Prentice."    It  thereupon  entered  a  decree 
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adjudging  that  Hill  &  Prentice  were  not  the  original,  first 
and  joint  inventors  of  the  improvements  set  forth  in  the  four 
claims  before  recited,  and  that  Wooster  was  the  original  and 
first  inventor  of  the  improvement  called  a  cabinet  creamery, 
set  forth  in  those  four  claims,  and  was  entitled  to  receive  a 
patent  therefor,  as  set  forth  in  his  application  filed  January 
17, 1879.  From  this  decree  the  defendants  have  appealed  to 
this  court. 

The  provision  of  section  4915  is  that  the  Circuit  Court 
may  adjuge  that  the  applicant  "  is  entitled,  according  to  law, 
to  receive  a  patent  for  his  invention,  as  specified  in  his  claim, 
or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear ; " 
and  that,  if  the  adjudication  is  in  favor  of  the  right  of  the 
applicant,  it  shall  authorize  the  Commissioner  to  issue  the 
patent  It  necessarily  follows  that  no  adjudication  can  be 
made  in  favor  of  the  applicant,  unless  the  alleged  invention 
for  which  a  patent  is  sought  is  a  patentable  invention.  The 
litigation  between  the  parties  on  this  bill  cannot  be  con- 
cluded by  solely  determining  an  issue  as  to  which  of  them 
in  fact  first  made  a  cabinet  creamery.  A  determination  of 
that  issue  alone,  in  favor  of  the  applicant,  carrying  with  it, 
as  it  does,  authority  to  the  Commissioner  to  issue  a  patent  to 
him  for  the  claims  in  interference,  would  necessarily  give 
the  sanction  of  the  court  to  the  patentability  of  the  inven- 
tion involved. 

The  parties  to  the  present  suit  appear  to  have  been  willing 
to  ignore  the  question  as  to  patentability  in  the  present  case, 
and  to  have  litigated  merely  the  question  of  priority  of  in- 
vention, on  the  assumption  that  the  invention  was  patent- 
able. But  neither  the  Circuit  Court  nor  this  court  can 
overlook  the  question  of  patentability.  The  bill  claims  a 
patent  for  what  it  alleges  was  invented  by  Wooster  as  a 
patentable  invention ;  and  the  answer  of  the  defendants  is 
founded  upon  the  view  that  Hill  &  Prentice  were  the  first 
inventors  of  the  improvements  covered  by  the  four  claims 
in  question,  as  patentable  inventions. 
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We  are  of  opinion  that  nothing  in  those  four  claims  con- 
stitutes  a  patentable  invention.  A  cabinet  constitutes  an 
element  in  each  of  the  combinations  covered  by  the  four 
claims.  This  cabinet  is  nothing  more  than  a  boxing  or  cov- 
ering in  of  the  open  space  forming  the  lower  part  of  the 
prior  open*box  creamery  standing  on  legs.  In  the  application 
of  Wooster,  filed  January  17, 1879,  in  an  amendment  filed 
by  him  March  29, 1879,  he  says :  "  I  am  aware  that  long  rectan- 
gular milk  receptacles  have  been  provided  with  a  water- 
chamber  extending  around  the  upper  portions  thereof;  also, 
that  water-coolers  have  been  inclosed  within  a  box  orcasing, 
and  their  upper  ends  inclosed  within  an  ice  receptacle  having 
a  perforated  bottom ;  also,  that  a  milk  receptacle  has  been 
provided  with  an  ice  receptacle  extending  through  the  centre 
of  the  same ;  and  hence  I  would  have  it  understood  that  I  do 
not  claim  the  construction  above  referred  to." 

In  the  application  of  Hill&  Prentice,  filed  March  80, 1880, 
they  say  in  the  specifications:  "The  lower  chamber  or  com- 
partment serves  to  protect  that  part  of  the  milk  vessel  which 
is  in  contact  with  this  chamber  from  free  contact  with  the 
outer  air,  preventing  the  temperature  from  unduly  varying ; 
and  it  also  serves  as  a  suitable  place  wherein  to  store  butter, 
milk  or  dairy  appliances,  this  being  practically  a  refriger- 
ating chamber." 

In  the  decision  of  the  Examiners-in-Chief  on  appeal,  made 
July  12, 1882,  they  say :  "  The  idea  of  applying  a  cooling 
medium  to  the  top  of  milk  cans  while  the  bottom  should  be 
exposed  to  the  ordinary  temperature  of  the  dairy-room  was 
old,  and  Wooster  expressly  disclaims  any  broad  pretension  to 
such  method,  and  says  that  he  is  aware  that  milk  receptacles 
have  been  provided  with  a  water-chamber  around  the  upper 
portion,  and  that  water-coolers  have  been  boxed  and  liieir 
upper  parts  enclosed  in  ice  receptacles  and  the  lower  end  per- 
forated, and  milk  receptacles  been  provided  with  an  ice 
receptacle  extending  through  the  centre  of  the  same.  So,  to 
etart  with,  we  find  that  whatever  either  has  done  is  merely 
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to  improve  upon  means  for  more  effectually  carrying  out 
this  mode  of  treating  milk,  to  obtain  the  best  results  in  rais*^ 
ing  and  securing  cream.  As  a  structure,  the  cabinet  would 
seem  almost  anticipated  by  the  water-cooler  of  which  the 
parties  made  a  double  use ;  but  this  is  not  before  us,  except 
so  far  as  showing  us  to  what  a  limited  extent  the  examiner 
conceded  patentability  of  matter  included  in-  the  claims 
allowed  and  put  in  interference."  The  Examiners-in-Chief 
seem,  therefore,  not  to  have  considered  that  the  question  of 
patentability  was  before  them,  but  that  they  were  limited  to 
considering  the  question  as  to  which  of  the  two  parties  first, 
made  the  structure  in  the  form  in  which  it  was  presented. 

The  Examiners-in-  Chief  proceed :  "  When  the  parties  came 
to  the  office  they  undoubtedly  supposed,  each  for  himself,  that 
they  had  made  a  great  discovery  in  keeping  the  top  of  the 
milk  cool  and  the  bottom  warm.  So  we  find  that  both  of 
them  seem  to  have  obtained  new  light  in  regard  to  the  state 
of  the  art,  and,  by  repeated  amendments,  come  down  to  quite 
restricted  claims.  We  now  come  down  to  the  material  matter : 
Which  of  the  parties  devised  and  first  reduced  to  practice 
the  box,  with  lid,  inclosing  the  cooler  tank,  having  the  elon- 
gated can  extending  through  the  bottom,  etc.  ?  The  idea  of 
drawing  off  the  milk  from  the  bottom  was  old,  and  the  glass 
to  afford  inspection  was  old.  And  which  of  them  conceived 
of  and  first  reduced  to  practice  the  cabinet  form,  or  the  above 
box  and  tank  and  can  construction,  with  the  lower  part  of 
the  can  also  inclosed  ?  It  is  certainly  a  very  small  matter  of 
invention,  this  inclosing  the  bottom  part,  after  the  inclosing 
of  the  cooler  tank,  and  after  what  has  been  done  in  refrig- 
erators and  water-coolers." 

In  the  brief  of  the  defendants,  who  are  the  appellants 
here,  it  is  stated  that  the  four  claims  in  question  '*  are  con- 
fined to  a  cabinet  creamery,"  and  ^'  are  simply  for  adding 
the  lower  compartment  to  a  box  creamery  on  legs."  We 
are  of  opinion  that  they  are  entitled  to  have  the  decree  be* 
low  reversed,  on  the  ground  that  it  was  not  a  patentable  in- 
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ventioQ  to  add  a  lower  compartment  to  a  box  creamery  on 
legs.  The  only  albision  to  this  question  in  the  brief  for 
Wooster,  the  plaintiff  and  appellee,  is  the  remark  that  no 
question  is  made  in  the  answer  but  that  one  party  or  the 
other  is  entitled  to  a  patent,  and  that,  therefore,  evidence 
which  does  not  tend  to  show  which  party  is  entitled  to  the 
patent  is  irrelevant  and  should  be  suppressed.  This  court, 
however,  has  repeatedly  held  that,  under  the  Constitution 
and  the  Acts  of  Congress,  a  person,  to  be  entitled  to  a  pat- 
ent, must  have  invented  or  discovered  some  new  and  useful 
art,  machine,  manufacture  or  composition  of  matter,  or  some 
new  and  useful  improvement  thereof,  and  that  ''it  is  not 
enough  that  a  thing  shall  be  new,  in  the  sense  that  in  the 
shape  or  form  in  which  it  is  produced  it  shall  not  have  been 
before  known,and  that  it  shall  be  useful,  but  it  must,  under  the 
Constitution  and  the  statute,  amount  to  an  invention  or  dis- 
covery.'* The  cases  on  this  subject  are  collected  in  Thompson 
V.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549.]  To  them 
may  be  added  Stephenson  v.  Brooklyn  Crosstown  R.  Co., 
114  U.  8. 149  [16  Am.  &  Eng.  63] ;  Yale  Lock  Mfg.  Co.  v. 
Greenleaf,  117  U.  S.  554  [16  Am.  &  Eng.  303] ;  Gardner  v. 
Herz,  118  U.  8. 180  [16  Am.  &  Eng.  868] ;  Pomace  Holder 
Co.  V.  Ferguson,  119  U.  8.  335  [16  Am.  &  Eng.  441]  ;  Hendy 
V.  Golden  State  &  Miners'  Iron  Works,  127  U.  S.  370  [18 
Am.  &•  Eng.  588] ;  Holland  v.  Shipley,  127  U.  S.  896  [18 
Am.  &  Eng.  605] ;  Pattee  Plow  Co.  v.  Kingman,  129  U.  S. 
294  [19  Am.  &  Eng.  355] ;  Brown  v.  District  of  Columbia, 
180  U.  8.  87  [19  Am.  &  Eng.  473] ;  Day  v.  Fair  Haven  & 
Westville  Railway  Co.,  132  U.  S.  98  [p.  1,  ante] ;  Watson  v. 
Cincinnati,  Lidianapolis,  etc..  Railway  Co.,  132  U.  S.  161 
[p.  22  ante]  ;  Marchand  v.  Emken,  132  U.  S.  195  [p.  53 
ante] ;  Royer  v.  Roth,  182  U.  8.  201  [p.  67  ante.] 

The  decree  of  the  Circuit  Court  is  reversed,  and  the  case 
is  remanded  to  that  court  with  a  direction  to  disnftss  the 
bill  with  costs. 
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1.  Act  1839,  Sec.  10 ;  Act  1870,  Sec.  52;  R.  S.,  Sec.  4915. 
Bill  in  equity  to  obtain  patent — other  cases. 

Bntterworth  u  Hoe,  112  U.  S.  50  [15  Am.  &  Eng.  282]. 
Butterworth  v.  Hill,  114  IT.  S.  128  [16  Am.  &  Eng.  51]. 
Gandj  v.  Marble,  122  U.  S.  432  [17  Am.  &  Eng.  184]. 


2.  The  question  of  patentability  is  always  open  to  the  court. 
Brown  v.  Piper,  91  U.  S.  44  [10  Am.  &  Eng.  272]. 
Siawson  v.  Railroad  Co.,  107  U.  S.  649  [14  Am.  &  Eng. 

475] ;  and  see 
Anderson  v.  Miller,  129  U.  S.  70  [19  Am.  &  Eng.  224]. 


S.  The  defence  of  want  of  patentability  can  be  availed  of  without 

setting  it  up  in  an  answer. 
Dunbar  v.  Myers,  94  U.  S.  187  [11  Am.  &  Eng.  59]. 
Siawson  v.  Railroad  Co.,  107  U.  S.  649  [14  Am.  &  Eng. 

475]. 
Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322]. 
Hendy  v.  The  Golden  State  &  Miners'  Iron  Works  127 

U.  S.  370  [18  Am.  &  Eog.  588] ;  and  see 
Anderson  v.  Miller,  129  U.  S.  70  [19  Am.  &  Eng.  224]. 


4.  Oonfbercial  and  patentable  novelty  distinguished. 

MiUigan  &  Higgins  Glue  Co.  u  Upton,  97  U.  S.  8  [U 
Am.  &  Eng.  458]. 
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CHtedt 

In  Suprxmx  Cottbt  tn: 

Burt  V.  Evory,  1889.     133  U.  8.  849  [p.  133  post^ 
Fond  du  Lax;  Coontj  v.  May,  1890.     137  U.  S.  395. 
ConBoHdated  Roller  Mill  Co.  v.  Walker,  1891.    138  U.  S.  124. 


In  Circuit  Courts  in: 

Brush  Electric  Co.  v.  Julien  Electric  Co.,  March,  1890.    41  Fed. 

Rep.  679. 
Johnson  Co.  v.  Pacific  Rolling  Mills  Co.,  July,  1891.    47  Fed. 

Rep.  586. 
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Syllabna. 

JOHN  W.  BURT  KT  AL,  APPELLANTS,  v 
ALEXANDER  F.  EVORY  kt  al.* 

ISS  V.  S.  S4»-S09.   October  T«rm,  1M9. 

[Bk.  33,  I^.  cd.  647 ;  50  O.  G.  1294.] 

Reyersing  Evory  v.  Bart,  15  Fed.  Bep.  112. 

Argued  December  16, 1889.    Decided  February  3, 1890. 

Particular  patent  construed  to  be  for  product^  not  process.    Ar- 
ticle of  manufacture.     Change  in  degree.    Invention. 

1.  The  claims  of  letters  patent,  No.  59,375,  A.  F.  Evory  and 
A.  Heston,  November  6, 1886,  Boots  and  Shoes,  construed 
to  be  for  an  article  of  manufacture  and  not  for  the  mode  of 
producing  it ;  and  Jield,  in  view  of  the  state  of  the  art,  to  be 
for  a  change  in  form  and  arrangement  in  certain  old  parts 
of  a  water-tight  shoe,  performing  no  new  function  and  sub- 
serving the  same  purposes  as  in  the  shoes  constructed  under 
earlier  patents,  being  merely  a  carrying  forward  of  the  orig- 
inal idea  of  the  earlier  patents  on  the  same  subject,  amount- 
ing to  an  improvement  in  degree  only,  not  involving  inven- 
tion,   (p.  146.) 

%  Not  every  improvement  in  an  article  is  patentable.  The 
test  is  that  the  improvement  must  be  the  product  of  an 
original  conception,    (p.  146.) 

3.  It  is  not  invention  to  combine  old  devices  into  a  new  article, 
without  producing  any  new  mode  of  operation,    (p.  147.) 

^Citations  in  the  opinion  of  the  conrt :] 

Evory  v.  Burt,  15  Fed.  Rep.  112.    p.  137. 

Bvory  v,  Candee,  2  Fed.  Rep.  542.    p.  141. 

Pearce  v.  Mulford,  102  U.  S.  112  [12  Am.  &  Bng.  495.]    p.  146. 

SlawBon  V.  Grand  Street,  etc.  R.  Co.,  107  U.  S.  649  [14  Am.  &  Bng. 

475.]    p.  146. 
Mnnson  v.  New  York  City,  124  U.  S.  601  [17  Am.  &  Eng.  466.]  p.  146. 
Smith  V.  Nichols,  21  Wall.  112  [9  Am.  &  Eng.  425.]    p.  146. 
*8ee  Sxplaiuttioii  of  Notes,  page  III. 
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Stunpson  v.  Woodman,  lo  WalL  117  [8  Am.  &.  Eng.  321.]    p.  147. 
Heald  v.  Rice,  104  U.  S.  737  [13  Am.  &  Eng.  460.]    p.  147. 
Hall  V.  Macneale,  107  U.  S.  90  [14  Am.  &  Bng.  391.]    p.  147. 
Hill  V.  Wooeter,  132  U.  S.  693  [p.  99  anU."]    p.  147. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  in  favor  of  plain- 
tiffs, for  damages  for  the  amount  of  royalty  found  due  by  the 
master  for  infringement  of  letters  patent,  No.  59,375,  issued 
to  Evory  and  Heston,  November  6, 1866,  for  an  improve- 
ment in  boots  and  shoes. 

The  facts  are  stated  in  the  opinion. 

Mr.  George  D.  Notes,  for  appellants : 

The  practice  of  maintaining  bills  nominally  for  injunction 
and  account,  but  really  for  the  purpose  of  compelling  pay- 
ment of  license  fees,  has  been  condemned  and  virtually  over- 
ruled by  this  court. 

Eureka  Co.  v.  Bailey  Co.  11  Wall.  488  [8  Am  &  Eng.  £80] ;. 
Root  V.  Lake  Shore  &  M.  S.  R.  Co.  105  TJ.  S.  205  [18  Am.  &. 
Eng.  556] ;  Sanders  v.  Logan,  2  Fish.  Pat  Cas.  168. 

The  right  to  profits  depends  on  the  right  to  an  injunction. 

Parker  v.  Winipisiogee  Lake  C.  &  W.  Co.  2  Black,  545  ;. 
New  York  Guaranty  Co.  v.  Memphis  "Water  Co.  107  XJ  S. 
205 ;  Wright  v.  Ellison,  1  Wall.  16. 

The  law  does  not  recognize  a  right  of  the  patentee  either 
to  compensation  or  to  profits  when  he  has  not  lost  anything 
and  when  the  infringer  has  not  made  a  profit. 

Rude  V.  Westcott,  130  U.  S.  152  [19  Am.  &  Eng.  517]. 

A  court  of  equity  is  governed  by  the  same  evidence  of" 
damages  as  is  a  court  of  law. 

Parks  V.  Booth,  102  U.  S.  96  [12  Am.  &  Eng.  470] ;  Philp 
V.  Nock,  17  Wall.  460  [9  Am.  &  Eng.  84] ;  Teese  v.  Hunting- 
don,  28  How.  2  [7  Am.  &  Eng.  72] ;  Whitney  v.  Emmett,  1 
Baldw.  308. 

This  court  has  affirmed  decrees  for  nominal  damages,  but 
the  matter  does  not  appear  to  have  been  brought  to  the  atten- 
tion of  the  court. 
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Garretaon  v.  Clark,  111  XT,  S.  120  [15  Am.  &Eng.  194]; 
Black  V.  Thome,  111  IT.  S.  122  [15  Am.  &  Eng.  201] ;  Rude 
V.  Westcott,  180  U.  S.  152  [19  Am.  &  Eng.  517]. 

The  statute  does  not  authorize  a  recovery  of  a  defendant's 
profits. 

Whitney  v.  Emmett,  1  Baldw.  808 ;  Hogg  v.  Emerson,  11 

How.  587  [5  Am.  &  Eng.  279 J ;  Seymour  v.  McCormick,  16 

How.  480  [6  Am.  &  Eng.  200] ;  Root  v.  Lake  Shore  &  M.  S. 

.  R.  Co.  105  U.  S.  205  [18  Am.  &  Eng.  566] ;  Tilghman  v. 

Proctor,  125  U.  g.  186  [17  Am.  &  Eng.  552]. 

The  statute  was  intended  to  supply  the  ohvious  defect  in 
equity  jurisdiction  illustrated  in  Livingston  v.  Woodworth, 
15  How.  446  [6  Am.  &  Eng.  167] ;  or  Dean  v.  Mason,  20  How. 
198  [6  Am.  &  Eng.  861] ;  Whittemore  v.  Cutter,  1  Gall.  478 ; 
Silshy  V.  Foote,  20  How.  878  [6  Am.  &  Eng.  892] ;  Littlefield 
V.  Perry,  21  Wall.  205  [9  Am.  A  Eng.  446] ;  Birdsall  v.  Cool- 
idge,  98  U.  S.  64  [10  Am.  &  Eng.  445]. 

Li  the  ahsence  of  all  other  evidence,  the  law  presumes  a 
nominal  .d&niage. 

Whitney  v.  Emmett,  1  Baldw.  808 ;  Seymour  v.  McCor- 
mick, 16  How.  480  [6  Am.  &  Eng.  200] ;  Birdsall  v.  Coolidge, 
93  U.  S.  64  [10  Am.  &  Eng.  445] ;  New  York  v.  Ransom,  23 
How.  487  [7  Am.  &  Eng.  88]. 

Mr.  Frbbebio  H.  Betts,  for  appellees : 

The  changes  introduced  by  the  plaintiff,  apparently  slight 
in  themselves,  are  yet  important  as  adapting  the  shoes  to  a 
proper  fulfillment  of  their  uses,  and  hence  are  properly  de- 
serving of  protection. 

Emerson  v.  Howe,  8  Fed.  Rep.  827 ;  Treadwell  v.  Parrott, 
'5  Blatch.  869, 878. 

The  grant  of  royalties  m  a  number  of  instances,  in  which 
the  license  fees  were  paid,  is  sufficient  to  justify  recovery 
against  an  infringing  defendant. 

Burden  v.  Denig,  92  U.  8.  716-720  [10  Am.  &  Eng.  420]; 
Sanders  v.  Logan,  2  Fish.  Pat.  Cas.  167-170 :  Livingston  r. 
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Jones,  2  Fish.  Pat  Cas.  207-210 ;  Judson  v.  Bradford,  16 
Pat  Off:  Gaz.  171-174 ;  Clark  v.  Wooster,  119  U.  6.  828- 
£26  [16  Am.  &  Eng.  426]. 

Mr.  Justice  Lamar  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity  hrought  in  the  Circuit  Court  of  the 
United  States  for  theDistrict  of  Massachusetts,  by  Alexander 
F.  Evory,  Alonzo  Heston  and  J.  B.  Belcher  against  John  W. 
Burt  and  Fred.  Packard,  composing  the  firm  of  Burt  ft 
Packard,  for  the  alleged  infringement  of  letters  patent  No. 
59,375,  issued  to  said  Evory  and  Heston.  November. 6, 1866^ 
for  an  ^^  improvement  in  boots  and  shoes." 

The  bill,  filed  December  9, 1880,  alleged  the  issue  of  said 
letters  patent  to  the  plainti£&  Evory  and  Heston ;  the  assign- 
ment of  a  one-half  interest  therein  to  the  plaintiff  Belcher ; 
the  granting  of  an  exclusiv  e  license  to  the  National  Rubber 
Company  to  manufacture  rubber  goods  containing  the  inven- 
tion patented ;  and  the  infringement  by  the  defendants,  which 
was  said  to  consist  in  their  having  made  and  sold  shoes  and 
gaiters  constructed  in  accordance  with  the  specification  and 
drawings  contained  in  letters  patent,  No.  205,129,  granted  to 
the  defendant,  Packard,  June  18, 1878,  and  also  other  shoes 
and  gaiters,  all  of  which  contained  the  invention  in  the 
plaintiffs'  patent  The  bill  prayed  an  injunction,  an  account- 
ing and  damages. 

The  defences  pleaded  in  the  answer  were  non-infringement ; 
an  anticipation  of  the  plaintiffs'  invention  by  certain  English 
patents  dated  in  1856  and  1860,  respectively ;  and  want  of 
novelty  in  the  invention,  because,  long  prior  to  the  issue  of 
plaintiffs'  patent,  one  Jacob  0.  Patten,  of  Philadelphia,  had 
manufactured  anH  sold  shoes  constructed  on  the  same  plan  as 
described  in  that  patent.  Issue  was  joined,  proofs  were 
taken,  and  on  the  8d  of  February,  1888,  the  Circuit  Court 
entered  a  decree  sustaining  the  plainti£b'  patent,  and  adjudg- 
ing that  there  had  been  an  infringement  of  it  by  the  defend- 
ants ;  and  accordingly  referred  the  case  to  a  master  for  an 
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account  of  profits,  and  for  the  determination  of  damages,  if 
any,  by  reason  of  such  infringement.  Evory  v.  Burt,  IS  Fed. 
£ep.  112.  October  13, 1884,  the  master  filed  his  report,  in 
which  he  found  that  the  defendants  had  made  and  sold  41,297 
pairs  of  shoes  which  infringed  the  plaintiffs'  patent,  but  that, 
as  they  made  no  difference  in  price  between  shoes  containing 
the  invention  of  the  plaintiffs  and  those  without  it,  they 
therefore  made  no  profit  from  such  infringement;  that 
Belcher  was  the  only  one  of  the  plaintiffs  who  was  engaged 
in  making  or  selling  shoes,  and,  as  he  made  and  sold  less  than 
1,000  shoes  containing  the  invention  in  the  patent,  he  was 
not  damaged  by  reason  of  defendants'  infringement;  but 
that,  as  the  evidence  sjiowed  that  the  plaintiffs  had  an  estab- 
lished royalty  of  three  cents  a  pair,  for  shoes  made  under  that 
patent,  and  had  issued  licenses  and  sold  stamps  to  persons 
desiring  to  use  their  patent,  the  licensees  paying  sach  roy- 
alty, the  defendants  should  pay  the  plaintiffs  that  royalty  on 
the  number  of  shoes  made  by  them  containing  the  infring- 
ing device,  to  wit,  41,297  pairs,  that  is,  the  sum  of  three  cents 
a  pair,  or  $1,288.91.  Exceptions  were  filed  to  this  report, 
but  they  were  overruled  by  the  court,  and  on  the  29th  of 
January,  1886,  a  final  decree  was  entered  confirming  it,  and 
assessing  damages  in  the  sum  of  |1,288.91,  that  being  the 
amount  of  the  royalty  found  due  by  the  master.  An  appeal 
from  that  decree  brings  the  case  here. 

The  material  parts  of  the  specification  of  the  plaintiffs' 
patent  and  the  drawings  are  as  follows :  '^  Our  said  inven- 
tion consists  in  a  novel  mode  of  constructing  shoes  and 
gaiters,  whereby  the  ordinary  elastic  goring  at  the  sides  and 
the  tedious  lacing  up  at  the  front  are  both  dispensed  with, 
while  at  the  same  time  the  tops  will  expand  to  receive  the 
foot,  and  fit  neatly  afld  closely  around  the  ankle  when  the 
shoe  is  on,  being  also  water-tight  to  the  extreme  top  of  the 
shoe. . .  •  Figure  1  represents  a  side  elevation  of  our  inven* 
tion ;  Fig.  2  a  plan  or  top  view  of  the  same ;  and  Figs.  8  and 
4  represent  detached  views  or  patterns  of  the  several  parts. 
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Similar  letters  of  reference  in  the  several  figures  indicate 
like  parts  of  our  invention.  A  represents  the  front  of  the 
shoe,  and  has  attached  to  its  rear  edge  a,  as  shown,  a  gore 
flap  (marked  D).  B  represents  the  back  of  the  shoe,  and  has 
attached  to  its  front  edge  6,  as  shown,  a  corresponding  gore 
flap  (marked  C).  The  front  and  back  are  sewed  together  at 
those  parts  of  their  contiguous  edges  marked  a'  and  b%  and 
the  flap  C  is  arranged  upon  the  flap  D,  bringing  their  cor- 
responding  edges  c  and  d  upon  each  other,  which  are  then 
sewed  together,  the  two  flaps  thus  arranged  forming  a  double 
extension  gore  upon  each  side  of  the  shoe,  which  readily  ex- 
pands to  admit  the  foot,  and  which  may  then  be  folded  for- 
ward over  the  instep,  and  be  secured  by  a  buckle  or  knot,  or 
by  a  suitable  lacing,  as  desired. . .  .  We  do  not  claim  broadly, 
for  an  extension  gore  flap  inserted  in  the  ankle  of  gaiter 
shoes,  for  this  is  fully  covered  by  the  broad  claim  of  Samuel 
Babbit's  patent,  issued  March  7, 1865,  to  which  our  patent 
will  be  subject ;  but  our  mode  of  construction  is  an  improve* 
ment  upon  that,  and  all  the  other  modes  since  patented,  in 
the  following  particulars,  viz. :  first,  it  requires  less  stock  in 
its  construction,  and  is  therefore  cheaper  than  those  in  which 
the  gore  is  inserted  in  the  heel ;  second,  it  is  neater  in  appear- 
ance, and,  being  adjustable  to  the  ankle,  it  may  be  fitted  even 
where  there  is  a  variation  in  the  size  of  the  shoe,  thus  ren- 
dering it  more  available  in  the  construction  of  shoes  for  sale 
at  wholesale;  third,  it  avoids  the  wrinkle  in  the  heel  in 
Babbit's  construction  of  shoes,  which,  being  exposed  to  the 
friction  of  the  leg  of  the  pantaloon,  soon  wears  into  a  hole ; 
fourth,  by  giving  expansion  forward  to  the  vamp  in  front  of 
the  ankle  it  admits  of  the  more  easy  introduction  of  the  foot 
and  allows  a  neater  fit  than  is  attainable  when  the  gore  is  in 
the  heel.  What  we  do  claim  as  our  invention,  and  desire  to 
secure  by  letters  patent,  is — a  shoe  when  constructed  with  an 
expansion-gore  fiap,  C  D,  the  external  fold,  C,  of  which  is 
attached  to  and  in  front  of  the  quarter,  B,  and  the  internal 
fold,  D,  of  which  is  attached  to  and  in  the  rear  of  the  varnp^ 
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A,  the  said  several  parts  and  pieces  being  respectively  con- 
structed and  the  whole  arranged  for  use  substantially  in  the 
manner  and  for  the  purpose  set  forth." 

In  construing  this  patent,  the  court  below  followed  the  de- 
cision of  the  Circuit  Court  of  the  United  States  for  the  Dis- 
trict of  Connecticut  (Judge  Shipman)  in  Evory  v.  Candee,  2 
Fed.  Rep.  542 ;  and  seemed  to  assume  that  no  question  was 
presented  here  touching  its  validity.  After  referring  to  the 
fact  that  the  patent  had  been  held  valid  in  Evory  v.  Candee, 
supraj  the  court  said :  "  Its  validity  is  not  now  assailed,  un- 
less a  wide  construction  is  given  to  the  claim ;  and  this,  as  is 
most  usual,  is  the  difficult  point.^' 

The  assignments  of  error  are  seven  in  number;  but  in  the 
view  we  take  of  the  case,  it  is  necessary  to  examine  only  the 
first  three  of  them,  which  are  that  the  court  erred  (1)  in 
holding  that  the  patent  is  valid  ;  (2)  in  holding  that,  in  view 
of  the  antecedent  state  of  the  art,  the  patent  had  been  in- 
fringed by  the  defendants ;  and  (8)  in  construing  the  patent. 

These  assignments  may  be  properly  considered  together. 
In  construing  the  patent  it  will  be  necessary  to  consider  the 
state  of  the  art  when  the  application  for  it  was  made.  The 
object  sought  to  be  accomplished  was  to  make  improvements 
upon  ordinary  shoes  so  that  they  would  be  water-tight  and 
would  exclude  dirt.  It  is  shown  by  the  record  that  long 
prior  to  the  time  when  the  application  for  the  patent  was 
made  there  had  been  a  number  of  efforts  made  in  the  direc- 
tion of  accomplishing  the  same  result.  As  early  as  1856, 
Stephen  Norris,  of  England,  received  a  patent  there  for  "  im- 
provements in  the  manufacture  of  boots  and  shoes  and  other 
-coverings  for  the  human  feet;"  and  in  1860,  Norris  and 
Robert  Rogers  obtained  another  patent  in  England  relating  to 
the  same  subject-matter,  and  intended  to  be  an  improvement 
upon  the  invention  in  the  prior  patent.  These  patents  were 
broad  in  their  claims,  and  were  intended  to  cover  any  de- 
vice by  which  boots  and  shoes  could  be  made  water-tight  by 
means  of  the  cut  of  the  various  pieces  composing  them.  Var- 
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ious  designs  were  adopted  and  used  by  the  patentees  in  those 
patents  for  the  manufactured  article  to  which  the  patents  re- 
lated. 

In  his  specification  to  the  patent  of  1856,  Norris  says: 
"  My  improvements  consist  in  adapting  to  boots,  shoes  and 
other  coverings  for  the  human  feet,  gussets  of  novel  and  im- 
proved construction,  in  combination  with  ordinary  fasten- 
ings, for  the  purpose  of  enabling  boots,  etc.,  to  be  readily 
adapted  and  secured  to  and  detached  from  the  feet,  and  at 
the  same  time  preserved  water-tight   at  such  parts  when 
necessary.    The  following  are  a  few  examples  of  the  mode 
of  adapting  my  said  improvements  to  certain  descriptions  of 
boots,  shoes  and  other  coverings  for  the  human  feet.    First, 
as  regards  ladies'  boots,  I  propose  to  employ  side  gussets  of 
cloth  or  leather,  so  combined  with  elastic  material  as  that 
the  said  gussets  shall  always  be  preserved  flat,  instead  of 
wrinkling  or  overlapping,  as  heretofore.    Another  mode  is 
to  secure  folding  side  gussets  and  fastenings,  composed  either 
by  interlacing  into  two  rows  of  hooks  strips  of  elastic  or 
eyelets.    The  openings  for  the  gussets  I  propose  to  make  at 
each  side  of  the  boot,  and  to  extend  it  from  the  top  in  an  or- 
namental direction,  either  towards  the  toe  of  the  boot  or  the 
sole  thereof,  or  towards  the  heel.    And  as  regards  gentle- 
men's boots,  and  other  similar  coverings,  I  propose,  in  man- 
ufacturing boots  known  and  distinguished  as  Bluchers,  to 
form  the  side  seams  thereof,  or  close  the  '  fore  *  and  *  back* 
parts,  somewhat  after  the  manner  of  Wellington  boots,  so  as 
to  resemble  the  same  when  on  the  feet,  and  to  enable  Blucher 
boots  to  be  more  readily  put  on  and  taken  oft'  than  here- 
tofore, by  employing  the  aforesaid  gussets  in  combination 
with  boots  of  the  above  description.    In  order  to  explain  my 
said  invention  as  completely  as  possible,  I  now  proceed  to  de- 
scribe the  best  means  I  am  acquainted  with  for  carrying  the 
^ame  into  practical  effect,  reference  being  had  to  the  illustra- 
tive drawings  hereunto  annexed,  and  to  the  numeral  figures 
and  letters  of  reference  marked  thereon  respectively,  as  fol- 
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lows.*'  Then  follows  the  description  of  the  drawings  relat- 
ing to  the  patent,  and,  in  conclusion,  the  specification  says : 
"  I  would  remark  that  the  principal  points  to  be  attended  to 
in  these  improvements  are  to  have  the  gussets  the  proper 
size,  and  to  connect  them  to  the  front  and  back  parts  of  the 
boot,  or  to  the  back  part  only  thereof,  by  sewing  and  stab- 
bing, or  other  known  means,  so  that  they  may,  when  neces- 
sary, be  rendered  water-proof;  and  this  applies  more  particu- 
larly to  men's  boots.  And  as  regards  the  fastenings  for  secur- 
ing the  boots  on  the  feet,  I  employ  any  of  the  known  means 
for  that  purpose."  And  again  he  says:  "I  hereby  declare 
that  I  claim  as  my  invention :  firstly,  the  modes  above  par- 
ticularly described,  set  forth,  and  represented  at  Figs.  1,  2, 
8,  4,  10,  11,  12, 13,  18,  19,  of  sheet  1,  of  manufacturing 
Blucher  boots,  and  more  particularly  the  cutting  of  the  back 
part  of  such  boots  in  the  manner  exhibited  at  Figs.  5,6,15, 16, 
18,  for  the  purpose  set  forth ;  secondly,  the  inserting  of  the 
gusset  at  the  back  part  of  the  boot,  as  at  Fig.  14.  And 
lastly,  as  regards  the  boots  exhibited  at  the  several  other  fig- 
ures of  the  drawings,  I  claim  the  adapting  thereto  of  two  gus- 
sets, as  above  described." 

In  the  patent  of  1860  some  minor  changes  were  made  in 
the  shape  of  several  of  the  parts  composing  the  boot  or  shoe, 
but  the  object  of  the  invention  remained  the  same,  namely, 
to  make  the  boots  and  shoes  to  which  it  related  water-tight 
and  capable  of  excluding  dirt,  etc. 

An  examination  of  the  drawings  accompanying  the  appli- 
cations for  those  patents  shows  that  several  of  their  shoes  dif- 
fer very  little,  if  any,  in  their  essential  features  from  those 
manufactured  under  the  Evory  and  Ileston  patent.  The 
shoes  under  the  English  patent,  as  do  those  under  the  Ev- 
ory and  Heston  patent,  consist  of  quarters,  the  vamp,  and  a 
folding  gusset  or  gore  flap  uniting  the  vamp  and  the  quar- 
ters. It  is  contended  on  behalf  of  the  appellees,  and  the  tes- 
timony of  their  expert,  Mr.  Brevoort,  is  to  the  same  effect,  that 
the  material  point  of  difference  between  their  shoe  and  thd 
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ITorriB  shoe  is,  that  in  the  latter  the  gusset  or  gore  flap  folds 
in  such  a  manner  that  it  lies  within  the  shoe  proper  next  to 
the  foot,  while  in  their  shoe  the  gore  or  gusset  folds  outside 
of  the  shoe,  thus  rendering  their  shoe  more  comfortable  to 
the  foot  and  more  easily  worn  than  the  English  shoe.  But 
we  do  not  think  it  can  be  safely  averred  that  the  specifica- 
tions and  drawings  of  the  English  patents  require  the  gore 
or  gusset  to  be  folded  so  that  it  will  lie  inside  of  the  vamp, 
next  to  the  foot.  It  is  true  that  Norris  does  not  say  in  so 
many  words  that  the  folds  of  the  gore  will  lie  wholly  out- 
side of  the  shoe  proper ;  but  neither  does  he  say  that  they 
shall  lie  wholly  within  the  shoe.  We  think  a  fair  construc- 
tion of  Norris'  patents  leaves  the  question  of  where  the 
folds  of  the  gussets  of  his  shoes  shall  lie  within  the  discre- 
tion of  the  manufacturer  of  them,  who,  if  he  be  a  skilful  me- 
chanic, will  be  enabled  to  so  arrange  the  gores  or  gussets 
that  they  will  accomplish  their  object  without  interfering 
with  the  comfort  of  the  wearer  of  them. 

On  the  7th  of  March,  1865,  Samuel  Babbit,  of  Kokomo, 
Indiana,  obtained  a  patent,  No.  46,622,  for  an  "  improve- 
ment in  gaiter  boots."  In  his  specification  Babbit  says: 
"  The  object  of  this  invention  is  to  dispense  with  the  use  of 
the  ordinary  gore  or  elastic  webbing  in  the  manufacture  of 
gaiter  boots,  and  at  the  same  time  so  construct  the  s}ioe  as 
that  the  purposes  of  such  webbing  shall  be  subserved.  To 
this  end  the  invention  consists  in  forming  that  part  of  the 
shoe  which  covers  the  ankle  with  an  extension  which  en- 
larges the  opening  to  such  a  degree  as  to  permit  the  foot  to 
be  readily  inserted,  and  which,  after  the  shoe  is  on  the  foot, 
is  folded  and  buckled  or  fastened  against  the  ankle,  after  the 
manner  of  a  flap ;  and  this  shoe  is  made  without  the  forma- 
tion of  a  joint,  a^d  is  perfectly  water-tight."  Babbit'g  shoe 
had  the  quarters  extended  at  the  heel,  about  one-half  the 
width  of  the  shoe  at  the  ankle,  thus  enlarging  the  opening 
in  the  top  of  the  shoe  through  which  the  foot  is  inserted  to  an 
extent  commensurate  with  such  extension.    When  the  shoe 
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was  on  the  foot  those  elongated  quarters  were  folded  against 
the  side  of  the  shoe  and  huttoned  to  it,  and  the  shoe  was  thus 
rendered  water-tight  clear  to  the  top. 

Another  patent,  No.  49,076,  for  the  same  sort  of  an  inven- 
tion, was  granted  to  David  Brown  and  William  S.  "Wooton, 
of  Kokomo,  Indiana,  on  the  1st  of  August,  1865.  That  in- 
vention is  thus  described  in  the  specification :  *'  The  present 
invention  consists  in  attaching  to  the  back  portion  of  the 
boot  or  shoe  in  which  a  vertical  slit  or  opening  has  been 
made  a  folding  flap  or  piece  of  sufiScient  size  and  shape 
that,  when  the  boot  or  shoe  is  put  on  the  foot;  it  can 
be  folded  or  passed  entirely  around  the  instep,  and  there 
fastened  by  buckling,  buttoning  or  in  any  other  proper  man- 
ner, said  flap  being  connected  therewith  by  means  of  two 
wings  or  sectional  pieces,  each  fastened  by  sewing,  or  in  any 
other  suitable  way,  at  one  edge  to  one  side  of  opening  or  slit 
in  the  boot  or  shoe,  and  at  the  other  to  the  inner  surface  of 
the  folding  flap,  and  which  wings,  when  the  folding  flap  has 
been  buttoned,  as  described,  lie  and  are  held  between  it  and 
the  exterior  surface  of  the  boot  or  shoe  upper."  The  advan- 
tages claimed  for  the  Brown  and  "Wooten  patent  were  the 
•ease  with  which  the  shoe  could  be  put  on  and  taken  oflf,  the 
absence  of  eyelet  holes  or  any  kind  of  apertures  communicat- 
ing with  the  interior  of  the  shoe,  and  the  peculiar  construc- 
tion and  arrangement  of  the  flap,  whereby  the  counter  of  the 
shoe  was  prevented  from  being  broken  down. 

Such  was  the  state  of  the  art  when  Evory  and  Heston 
made  their  application  for  the  patent  in  suit.  Let  us  now 
carefully  examine  the  Evory  and  Heston  patent  to  see  what 
patentable  improvements  are  embraced  by  it.  In  the  first 
part  of  the  specification  it  would  seem  that  they  were  seek- 
ing a  patent  for  a  mode  of  constructivg  a  shoe,  for  they  say : 
**  Our  said  invention  consists  in  a  novel  mode  of  construct- 
ing shoes  and  gaiters,"  etc.  And  in  another  part  of  their 
specification  they  say :  "  Our  mode  of  construction  is  an  im- 
provement upon  the  Babbit  patent,"  etc.     But  the  conclud- 
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ing  part  of  their  specification  would  seem  to  negative  the 
idea  that  they  were  claiming  a  patent  for  a  mode  of  con- 
struction, and  not  for  a  manufactured  article;  for  they  say: 
"  What  we  do  claim  as  our  invention  and  desire  to  secure  by 
letters  patent  is  a  shoe  when  constructed  with  an  expansion 
gore  flap,"  etc.  In  the  brief  of  counsel  for  appellees  it  is 
conceded  that  the  patent  is  for  a  shoe,  and  not  for  a  mode  of 
constructing  it.  Counsel  says,  after  quoting  the  concluding 
paragraph  of  the  specification :  "  This  is  a  claim  for  a  shoe 
having  on  each  side  an  expansion-gore  flap,"  etc. 

We  think,  therefore,  the  claim  in  this  case  must  be  re- 
garded as  being  for  a  manufactured  article,  and  not  for  a 
mode  of  producing  it.  This  being  true,  it  is  difficult  to  see 
any  patentable  device  or  function  in  the  Evory  and  Heston 
shoe.  It  is  a  mere  aggregation  of  old  parts  with  only  such 
changes  of  form  or  arrangement  as  a  skilful  mechanic  cpuld 
readily  devise — ^the  natural  outgrowth  of  the  development 
of  mechanical  skill  as  distinguished  from  invention.  The 
changes  made  by  Evory  and  Heston  in  the  construction  of  a 
water-tight  shoe  were  changes  of  degree  only,  and  did  not 
involve  any  new  principle.  Their  shoe  performed  no  new 
function.  In  the  construction  of  it,  the  vamp,  the  quarters- 
and  the  expansible-gore  flap  were  cut  somewhat  differently^ 
it  is  true,  from  like  parts  of  the  shoes  constructed  under  the 
earlier  patents  referred  to,  but  they  subserve  the  same  pur- 
poses. 

It  is  well  settled  that  not  every  improvement  in  an  article 
is  patentable.  The  test  is  that  the  improvement  must  be  the 
product  of  an  original  conception.  Pearce  v.  Mulford,  102  U. 
S.  112  [12  Am.  &Eng.  495] ;  Slawsont;.  Grand  Street, etc.,  R. 
Co.  107  U.  8. 649  [14  Am.  &  Eng.  475] ;  Munson  v.  New  York 
City,  124  U.  S.  601  [17  Am.  &  Eng.  466]  and  many  other  cases. 
And  a  mere  carrying  forward  or  more  extended  application  of 
an  original  idea — a  mere  improvement  in  degree — ^is  not  inven- 
tion. In  Smith  v.  Nichols,  21  Wall.  112  [9  Am.  &  Eng. 
425],  Mr.  Justice  Strong,  delivering  the  opinion  of  the  court, 
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said :  *^  A  patentable  invention  is  a  mental  result.  It  milst 
be  new  and  shown  to  be  of  practical  utility.  Everything 
within  the  domain  of  the  conception  belongs  to  him  who 
conceived  it  The  machine,  process,  or  product  is  but  its 
material  reflex  and  embodiment.  A  new  idea  may  be  in- 
grafted upon  an  old  invention,  be  distinct  from  the  concep- 
tion which  preceded  it,  and  be  an  improvement.  In  such 
case  it  is  patentable.  The  prior  patentee  cannot  use  it  with* 
out  the  consent  of  the  improver,  and  the  latter  cannot  use  the 
original  invention  without  the  consent  of  the  former.  But 
a  more  carrying  forward  or  new  or  more  extended  applica- 
tion of  the  original  thought,  a  change  only  in  form,  pro- 
portions or  degree,  the  substitution  of  equivalents,  doing 
substantially  the  same  thing  in  the  same  way,  by  substan- 
tially the  same  means,  with  better  results,  is  not  such 
invention  as  will  sustain  a  patent.  These  rules  apply 
alike,  whether  what  preceded  was  covered  by  a  patent  or 
rested  only  in  public  knowledge  and  use.  In  neither  case 
can  there  be  an  invasion  of  such  domain  and  an  appropria- 
tion of  anything  found  there.  In  one  case  everything  be- 
longs to  the  prior  patentee ;  in  the  other,  to  the  public  at 
large." 

Neither  is  it  invention  to  combine  old  devices  into  a  new 
article  without  producing  any  new  mode  of  operation. 
Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221] ; 
Heald  v.  Eice,  104  U.  S.  737  [13  Am.  &  Eng.  460] ;  Hall  v. 
Macneale,  107  U.  S.  90  [14  Am.  &  Eng.  291.] 

In  the  recent  case  of  Hill  v.  Wooster,  decided  January 
18,  of  this  year,  [p  99  ante]^  it  is  said :  "  This  court,  how- 
ever, has  repeatedly  held  that,  under  the  Constitution  and  the 
Acts  of  Congress,  a  person,  to  be  entitled  to  a  patent,  must 
have  invented  or  discovered  some  new  and  useful  art,  ma- 
chine, manufarCture  or  composition  of  matter,  or  some  new 
and  useful  improvement  thereof,  and  that  it  is  not  enough 
that  a  thing  shall  be  new,  in  the  sense  that  in  the  shape  or 
fbrm  in  which  it  is  produced  it  shall  not  have  been  before 
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known,  and  that  it  shall  be  useful,  but  it  must,  under  the 
Constitution  and  the  statute,  amount  to  an  invention  or  dis- 
covery,*' citing  a  long  list  of  authorities. 

We  are  of  the  opinion  that  the  patent  in  suit  does  not 
meet  the  requirements  of  the  rules  deduced  from  the  deci- 
sions to  which  we  have  referred.  We  do  not  think  there  is 
any  patentable  invention  in  it ;  but,  on  the  contrary,  that  it  is 
merely  a  carrying  forward  of  the  original  idea  of  the  earlier 
patents  on  the  same  subject — simply  a  change  in  form  and 
arrangement  of  the  constituent  parts  of  the  shoe,  or  an  im- 
provement in  degree  only. 

For  these  reasons  the  decree  of  the  court  below  is  reversed, 
with  a  direction  to  dismiss  the  bilL 
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THE  PHCENIX  CASTER  COMPANY,  APPELLANT, 

V.  AUGUSTUS  SPIEGEL  et  al.« 

[Bk.  33,  I#.  ecL,  636 ;  50  O.  G.  1591.] 

Affirming  Ibii^  26  Fed.  Rep.  272. 
Argued  December  10. 1889.  Decided  March  3, 1890. 

Particular  vateni  limiied  and  not  infringed.     Amendment  to  op- 

plication  a  limitation. 

h  Letters  patent,  No.  190,152,  Alexander  C.  Martin,  May  1, 
1817,  Fiunitnre  Casters,  construed  in  view  of  the  applica* 
tion  file-wrapper  and  contents  and  Jieldy  that  whereas  appli- 
cant had  first  claimed  a  combination  of  merely  three  elements 
in  a  caster, ....  namely,  the  housing,  the  anti-friction  wheel, 
and  the  floor  wheels,  and  in  obedience  to  the  requirements 
of  the  Patent  Office  had  finally  limited  the  combination  by 
adding  to  those  three  elements  the  elliptical  housing-open- 
ing, the  collar  and  the  rocker-formed  collar-bearing,  that  it 
was  not  infringed  by  a  caster  in  which  the  collar  and  the 
rocker-formed  collar-bearing  were  absent     (p.  162.) 

2.  Where  a  patentee  has  modified  his  claim  in  obedience  to  the 
requirements  of  the  Patent  Office,  he  cannot  have  for  it  an 
extended  construction  which  has  been  rejected  by  the  Pat- 
ent Office ;  and  in  a  suit  on  his  patent,  his  claim  must  be 
limited,  where  it  is  a  combination  of  parts,  to  a  combination 
of  all  the  elements  which  he  has  included  in  his  claim  as 
necessarily  constituting  that  combination,    (p.  163.) 

8.  Eeldj  in  yiew  of  the  state  of  the  art,  that  the  words  '^  the 
rocker-formed  collar-bearing,  or  its  equivalent,"  could  not 
embrace  aU  the  modes  of  affording  vertical  support  between 
the  floor-wheel  housing  and  the  furniture  plate,  whereby 
lateral  oscillation  of  such  housing  is  permitted,  but  must  be 

•See  KzpluMftlOQ  of  Notas,  page  IIL 
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restricted  to  such  a  bearing  resting  on  a  collar  beneath  the 
floor-wheel  housing,  as  Is  shown  iu  his  patent,    (p.  163.) 

[Citations  in  the  opinion  of  the  court] 

Roemer  v,  Peddie,  132  U.  S.  313.    [p.  86  ante]  p.  163. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Indiana  to  review  a  decree  dismis- 
sing a  suit  for  an  infringement  of  letters  patent  granted  to 
Alexander  C.  Martin,  for  an  improvement  in  furniture 
casters. 

The  facts  are  stated  in  the  opinion. 

Opinion  below,  26  Fed.  Rep.  272. 

Mr.  Charles  P.  Jacobs,  for  api>ellant: 

I  insist  that  Martin's  patent  must  be  so  construed,  in  view 
of  the  state  of  the  art,  as  to  cover  all  mere  changes  of  form 
wherein  the  principle  of  operation  embodied  in  his  device  is 
not  departed  from,  and  that  he  must  be  regarded,  as  to  this 
pai*ticular  sort  of  caster,  a  pioneer  in  the  art. 

The  rule  by  which  such  cases  are  to  be  adjudicated  is  so 
well  understood,  and  so  frequently  applied  by  the  courts, 
that  very  few  citations  are  necessary. 

Winans  t;.  Denmead,  15  How.  830  [6  Am.  &  Eng.  107;] 
Sewell  V.  Jones,  91  tJ.  S.  171  [10  Am.  &  Eng.  886.] 

It  is  insisted  by  the  defendants  that  Martin  is  confined  to 
the  particular  form  which  he  has  named,  and  they  have  set 
forth  a  certified  copy  of  the  record  of  his  application  in  the 
Patent  Office. 

The  claims  of  Martin,  as  originally  presented,  were  all  of 
them  defective ;  not  setting  forth  the  peculiar  discovery  he 
had  made,  which  is  w^ll  presented  in  the  claim  as  finally 
allowed.  There  is  nothing  in  this  record  to  indicate  that  the 
real  invention  of  Martin  Ijad  ever  been  anticipated  by  any 
previous  caster,  or  that  his  real  invention  was  abandoned  or 
modified  in  the  Patent  Office ;  on  the  contrary,  the  claim,  as 
finally  allowed,  is  much  stronger  than  any  claim  which  he 
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liad  previously  filed.  In  fact,  the  examiner,  himself,  admits 
that  the  claims,  as  they  had  been  presented,  were  so  worded 
that  a  dozen  inventions  might  fulfil  the  claims  and  yet  not 
be  the  equivalents  of  applicant's  arrangement  of  devices,  ta 
which  alone  he  was  entitled,  (see  examiner's  letter  of  Oc* 
tober  26, 1879.  Record),  and  the  case  was  finally  passed  for 
issue ;  the  claim,  as  now  presented,  which  is  broader  in  fact 
than  any  claim  that  had  heretofore  been  presented,  and  its  pecu^ 
liar  and  novel  combination^  which  expresses  Martinis  invention^ 
is  not  found  in  any  preceding  device  or  letters  patent. 

In  reference  to  the  rear  friction-wheel  found  in  the  Tale 
caster,  which  is  a  mere  duplicate  of  the  front  one,  it  appears 
that  the  examiner  in  the  Patent  Office,  when  Schenck  ap- 
plied for  his  patent,  embodying  two  friction  wheels,  stated 
that  the  use  of  one  or  more  anti-friction  wheels  did  not  con- 
stitute invention ;  and  Mr.  Knight  states  that  he  submitted  an 
argument  to  the  examiner  in  that  case,  in  which  he  insisted 
that  the  second  friction-wheel  was  a  bearing  for  oscillar 
tion,  and  not  merely  an  anti-friction  wheel.  This  reduces 
the  rear  friction  wheel  in  the  Yale  caster  to  the  precise 
equivalent  of  the  rear  bearing  point  in  the  Martin  caster. 

(No  counsel  for  appellees.) 

Mr.  Justice  Blatchpord  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the 
United  States  for  the  District  of  Indiana,  by  the  Phoenix 
Caster  Company,  an  Indiana  corporation,  against  Augustus 
Spiegel,  Henry  Frank  and  Frederick  Thoms,  to  recover  for 
the  alleged  infringement  of  letters  patent,  No.  190,152, 
granted  May  1, 1877,  on  an  application  filed  September  16, 
1876,  to  Alexander  C.  Martin,  for  an  "  improvement  in  fur- 
niture casters/' 

The  specification,  claim  and  drawings  of  the  patent  are  aa 

follows :    "  This  invention  relates  to  swiveling  casters,  and 

the  objects  of  the  invention  are  to  secure  in  such  casters  free* 
X  I8S  17.  s.  agoi6l> 
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dom  from  pivotal  wear  of  carpet  or  floor  and  increased  mo- 
bility in  swiTeling.  The  first  object  is  attained  bj  the  use 
of  two  floor-wheels  whose  axes  are  coincident,  in  connection 
with  devices  which  insure  the  contact  of  both  wheels  with 
the  floor,  regardless  of  ordinary  irregularities  of  floor  sur- 
face. The  second  object  of  the  inventioQ  is  a  natural  result 
of  the  suppression  of  floor  friction.  In  the  accompanying 
drawing,  Figure  1  is  an  elevation  of  my  improved  caster.  Part 
*of  Fig.  1  is  a  vertical  section.  Fig.  2  is  a  side  elevation,  and 
I'ig.  3  is  a  part  elevation,  exhibiting  the  portion  cut  away  in 
Pig.  1.  Common  casters,  in  swiveling,  pivot  upon  the  floor. 
The  point  of  pivot  motion  is  the  point  of  contact  between 
wheel  and  floor.  Such  pucker  and  wear  carpets,  and  are 
sluggish  in  their  swiveling  action.  Two  rollers  side  by  side 
will,  in  swiveling,  turn  in  opposite  directions,  and  it  will  be 
found  that  they  roll  upon  the  floor  instead  of  pivoting,  as 
does  the  single  wheel ;  but  if  the  floor  should  be  irregular,  as 
is  often  the  case,  one  wheel  of  the  pair  would  not  touch  the 
floor,  and  the  two-wheeled  caster  would  become  practically  a 
one-wheeled  caster.  My  improvement  consists  in  making 
the  axis  of  the  two  wheels  oscillatory  with  reference  to  the 
article  to  which  the  furniture  caster  is  attached.  The  axis 
of  oscillation,  being  at  right  angles  to  the  floor-wheels'  axis, . 
allows  the  wheels  to  accommodate  themselves  to  ordinary  in- 
equalities of  floor.  Referring  to  the  drawing,  A  is  a  flange, 
from  which  depends  the  stem  or  boss  C.  This  stem  serves  as 
a  pivot  for  the  swiveling  motion,  as  a  draft  pin  for  the  wheel- 
hoasing,  and  as  a  means  of  uniting  the  parts.  The  housing 
B  furnishes  bearing  supports  for  the  two  floor-wheels  E  E, 
and  the  anti-friction  pivot-wheel  F.  The  latter  wheel  is 
situated  centrally  between  and  vertically  above  the  floor- 
wheels.  The  housing  swivels  upon  the  stem  in  the  usual 
manner.  Were  only  a  swiveling  motion  of  the  housing  de- 
diied,  its  fit  upon  the  central  pivot  might  be  close,  allowing 
tn.lj  looseness  enough  for  the  swiveling  action;  b«t  the 

olfject  sought  by  my  improvement  demands  that  the  housing 
v.  8.  set. 


i.  I.  XASTIK. 

FURVITtlBl  CASTIH. 

Pktiit*d  Xty  I,  1877. 
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should  Lave  a  compound  motion  with  reference  to  the  cen- 
tral pivot  It  must  revolve  upon  a  vertical  axis  and  Oscillate 
iipon  a  homontal  axis.  This  compound  bearing  i^  formed 
hy  making  the  housing  bearing  slightly  elliptical  and  the 
housing  collar  bearing  in  rocker  form,  as  shown  in  Fig.  3. 
The  rocker  may  be  on  the  side  of  the  hole  nearest  the  anti- 
friction  wheel  or  on  the  opposite  side,  and  the  axis  of  the 
rocker  should  be  in  line  with,  and  a  continuation  of,  the  axis 
of  the  anti-friction  wheel  F,  so  that  the  anti-friction  wheel 
may  not  impede  the  oscillating  motion.  By  means  of  the 
relief  resulting  from  the  elliptic  nature  of  the  housing  open- 
ing and  the  rocker-bearing,  freedom  for  oscillation  is  secured 
without  interfering  with  the  functions  of  the  central  pivot 
as  a  bearing  of  rot^ion,  draft-pin  and  means  of  union.  I 
claim,  as  my  invention,  a  furniture-caster  composed  of  the 
following  elements :  The  floor-wheels  E  E,  the  anti-friction 
pivot  wheel  F,  the  housing  B,  the  elliptical  housing  opening 
or  its  mechanical  equivalent,  and  the  rocker-formed  collar- 
bearing  or  its  mechanical  equivalent,  all  combined  so  as  to 
allow  the  floor-wheel  axis  to  oscillate  horizontally,  substan- 
tially as  and  for  the  purpose  specified.*' 

The  answer  sets  up  as  defences  want  of  novelty  and  non- 
infringement. After  a  replication,  proofs  were  taken  on 
both  sides.  The  case  was  heard  before  Judge  Woods,  and 
a  decree  was  entered  which  stated  that  the  court  found 
that  there  had  been  no  infringement  of  the  patent,  and  that 
the  bill  was  dismissed,  with  costs.  From  this  decree  the 
plaintiff  has  appealed.  The  opinion  of  the  court  is  reported 
in  26  Fed.  Rep.  272. 

The  caster  used  and  sold  by  the  defendants  was  known  as 
**  the  Yale  caster,"  and  was  made  at  New  Haven,  Connecti- 
cut. The  opinion  of  the  court  stated  that  the  prior  art  was 
shown  by  reference  to  numerous  earlier  patents,  both  Ameri- 
can and  English,  *^  which,  it  is  alleged,  anticipated  the  Mar- 
tin combination  entirely,  or,  at  least,  in  so  far  ^  to  impose 
wpOftL  it  a  fitriet  cotistructioKif,  limiting  it  to  the  {){eifticular  ar-^ 
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rangement  of  parts  described  and  excluding  any  pretence  of 
infringement  by  tbe  defendants."  The  opinion  then  pro- 
ceeds as  follows :  ^^ After  a  painstaking  consideration  of  the 
evidence  and  accompanying  models,  the  opinions  of  the  ex- 
perts, and  the  arguments  and  briefs  of  counsel,  which  upon 
both  sides  have  been  quite  exhaustive,  I  am  compelled  to  the 
conclusion  that  infringement  has  not  been  shown,  and  conse- 
quently that  the  bill  must  be  dismissed.  The  combination 
of  the  patent  in  question  accomplished  no  new  result  in  me- 
chanics, and  differed  from  previous  known  combinations^ 
designed  for  the  same  and  like  purposes,  only  in  the  con- 
struction of  one  or  two  of  the  parts,  whereby,  perhaps,  a- 
better  but  certainly  not  a  different  kind  of  result  was  accom- 
plished than  had  been  before  effected.  More  than  this  can- 
not be  justly  claimed,  as  it  seems  to  me.  Besides,  it  appears 
that  Martin's  application  for  a  patent  was  rejected,  and  with- 
drawn  two  or  more  times,  the  examiner  insisting,  upon  cer- 
tain  references,  *  that  all  applicant's  novelty  in  entire  device 
is  only  expressed  by  words  as  specified.'  In  obedience  to 
this  ruling,  the  claim,  and  perhaps  the  specification,  was^ 
modified  and  the  patent  granted.  It  follows  that  the  patent 
cannot  now,  by  a  liberal  construction,  be  made  to  include 
anything  so  denied  by  the  Patent  OflSce,  and  without  this- 
the  device  of  the  defendants  cannot,  I  think,  be  said  to  in- 
fringe.'* 

The  claim  of  the  patent  is  for  a  combination  of  the  follow- 
ing elements :  (1)  the  floor-wheels  E  E  ;  (2)  the  anti-friction 
pivot-wheel  F  ;  (3)  the  housing  B  ;  (4)  the  elliptical  housing- 
opening,  or  its  mechanical  equivalent ;  (6)  the  collar ;  (6)  the 
rocker-formed  collar-bearing,  or  its  mechanical  equivalent. 
All  these  are  to  be  so  combined  as  to  allow  the  axis  of  the* 
two  floor-wheels  to  oscillate  horizontally  with  reference  to 
the  article  to  which  the  paster  is  attached.  The  floor-wheels 
E  E  are  mounted  in  a  housing.  This  housing  also  furnishes 
bearing  supports  for  an  anti-friction  pivot-wheel  F,  which 
latter  wheel  constitutes  the  principal  bearing-surface  between 

18S  U.  S.  S6S-364. 
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the  floor-wheels'  housing  and  the  plate  at  the  bottom  of  the 
piece  of  furniture,  on  which  plate  the  anti-friction  pivot- 
wheel  travels  in  the  swiveling  movement  of  the  caster.  The 
collar,  which  is  not  referred  to.by  letter  in  the  specification, 
is  marked  D  in  Fig.  8  of  the  drawings.  It  sustains  the 
downward  pressure  at  the  heel  of  the  housing,  which  is  that 
part  most  remote  from  the  floor-wheels.  The  convex  surface 
of  the  rocker-formed  collar-bearing,  which  is  between  the 
heel  of  the  housing  and  the  collar,  is  formed  on  the  housing 
itself.  There  is  an  elliptical  opening  in  the  housing,  in  which 
the  entire  caster  swiveb,  so  as  to  permit  its  lateral  oscillation. 
ISo  one  of  the  six  elements  above  mentioned  can  be  dispensed 
with,  without  departing  from  the  invention  specified  in  the 
claim  of  the  patent  The  collar  is  a  necessary  element  in 
the  combination  specified  in  the  claim,  because  there  cannot 
be  a  rocker-formed  collar-bearing  unless  there  be  a  collar. 

A  copy  of  the  file  wrapper  and  its  contents,  in  the  matter 
of  the  patent,  is  found  in  the  record.  The  claims  in  the 
specification  originally  filed  were  as  follows : 

"  1.  The  housing  B,  in  combination  with  the  anti-friction 
wheel  F,  and  two  or  more  floor-wheels,  E,  substantially  as 
described. 

"  2.  The  combination  of  the  housing  B,  flange  A,  boss  C, 
BO  arranged  that  the  axis  of  rotation  and  oscillation  of  the 
housings  shall  intersect  below  the  flange  A,  substantially  as 
and  for  the  purpose  specified. 

"3.  The  combination  of  the  flange  A,  boss  C  and  screw  G, 
fiubstantially  as  and  for  the  purpose  specified.^' 

The  application  was  rejected  on  the  27th  of  September, 
1876,  by  a  reference  to  four  United  States  patents,  the  exam- 
iner saying  that  the  invention  claimed  lacked  apparently  any 
clement  of  patentable  novelty,  and  adding,  that,  in  view  of 
those  references,  **  and  in  the  absence,  as  far  as  is  perceived, 
of  any  new  formation  or  showing  of  patentable  improvement 
over  them,"  the  application  was  rejected. 

The  applicant  then  cancelled  said  three  claims,  and  substi- 
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tuted  for  tbem  the  following,  leaving  the  text  of  the  specific 
cation  to  stand : 

'^  In  a  furniture-caster,  the  combination  of  the  above-de* 
scribed  housing  B  with  the  anti-friction  wheel  F,  and  floor- 
wheels  E  E,  when  the  anti-friction  wheel  F  is  situated  above 

• 

and  centrally  between  the  floor-wheels  E  E,  substantially  a» 
and  for  the  purpose  specified." 

On  the  5th  of  October,  1876,  the  Patent  Office  informed 
the  applicant  that  it  was  not  patentable  to  double  the  number 
of  wheels  which  before  existed,  the  examiner  adding :  *^  It 
would  not,  of  course,  be  possible  to  repatent  all  our  devices 
used  with  a  single  wheel  to  every  one  who  should  put  in  twa 
wheels  instead  of  one." 

The  applicant  then  made  amendments  in  his  specificatioa 
and  drawing,  and  submitted  his  case  again,  with  an  argu* 
ment,  to  which  the  Patent  Office  replied,  on  the  19th  of  Oc- 
tober, 1876,  that  if  the  applicant  would  define,  in  his  claim^ 
his  "  housing  B  "  as  «  having  an  elliptical  opening  bearing- 
upon  a  point  opposite  to  and  farthest  from  the  anti-friction 
wheel  F,"  the  case  would  pass  all  reference. 

In  reply  to  this,  the  applicant,  on  the  2Sd  of  October,. 
1876,  substituted  a  new  specification  and  claims  fot*  those  al- 
ready presented.     The  new  claims  were  as  follows : 

"  In  a  caster,  the  combination  of  the  housing  B,  anti-fric- 
tion wheel  F  and  floor-wheels  E  E,  when  the  anti-friction 
wheel  is  located  centrally  between  and  verticalUy  above  the 
floor  wheels,  for  the  purpose  and  substantially  as  specified. 

"  In  a  caster,  the  combination  of  the  flange  A,  stem  0^ 
housing  B  and  floor-wbeels  E  E,  so  arranged  that  the  axis 
of  the  floor- wheels  may  oscillate  with  reference  to  the  plane 
ef  the  flange  A." 

On  the  26th  of  October,  1876,  the  examiner  wrote  to  the 
applicant  as  follows:  "The  examiner,  in  official  letter  of 
19th  inst.,  suggested  all  he  felt  that  he  could  possibly  allow, 
considering  the  state  of  the  art.  Applicant's  present  amended 
first  claim  could  not  be  allowed,  as  it  is  for  just  what  ia 

las  17.  S.  S65-3M, 
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every  letter  the  Office  has  stated  that  it  could  not  allow,  vis,: 
^  adding  the  usual  friction  roller  in  the  usual  way  to  two 
wheels,  also  old/  This  is  a  mere  double  use.  The  2d 
amended  claim  could  not  be  allowed,  even  were  applicant  the 
first  to  use  two  wheels,  for  it  is  not  for  devices,  but  for  a  re- 
sult or  function  (never  patentable),  applicant  claims,  ^  so  ar- 
ranged that  the  axis  may  oscillate/  etc.  A  dozen  inventions 
may  do  this,  and  yet  not  be  equivalents  of  applicant's  arrange- 
ment of  devices,  to  which  alone  he  is  entitled.  Just  as  stated 
in  letter  of  19th,  the  examiner  thinks  that  in  granting  the 
claim  there  suggested  he,  if  anything,  errs  on  the  liberal 
side.'* 

In  reply,  the  applicant,  on  the  81st  of  October,  1876^ 
amended  his  specification  and  claim.  The  following  para- 
graph was  inserted  in  the  specification  :  "  It  is  also  necessary 
that  the  housing  should  be  capable  of  having  a  compound 
motion  upon  the  central  pivot.  It  must  revolve  upon  a  ver- 
tical axis  and  oscillate  upon  a  horizontal  axis.  This  com- 
pound bearing  is  formed  by  making  the  housing-bearing 
slightly  elliptical  and  making  its  collar-bearing  in  rocker 
form,  as  shown  in  Fig.  8.  The  rocker  may  be  on  the  side  of 
the  hole  nearest  the  anti-friction  wheel,  or  on  the  opposite 
side.  By  means  of  the  described  relief  and  rocker-bearing, 
freedom  for  oscillation  is  secured,  without  interfering  with 
the  function  of  the  pivot  as  a  bearing  of  rotation,  draft-pin 
and  means  of  union.''  The  following  claim  was  substituted 
for  all  previous  claims:  "  In  a  caster,  the  floor-wheels  E  E, 
and  an  anti-friction  wheel  F,  in  the  relative  positions  speci- 
fied, when  combined  with  the  housing  B,  having  its  pivot- 
bearing  relieved  as  specified,  or  its  mechanical  equivalent, 
substantially  as  and  for  the  purpose  specified." 

In  reply,  the  examiner  said,  in  a  letter  to  the  applicant 
dated  November  15,  T876 :  "  Part  of  applicant's  claim  reads 
as  follows:  *  having  its  pivot  bearing  relieved  as  specified,  or 
its  mechanical  equivalent.'  Applicant  will  see  at  once  that 
all  applicant's  novelty  in  entire  device  is  only  expressed  by 

ISS  U.  8.  S66.MT* 
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^ords  ^as  specified.'     This  sort  of  claim  has  never  been 

a,llowed,  save  through  some  error,  since  1870 Again, 

^its  mechanical  equivalent'  refers  to  no  specified  devices. 
One  cannot  say  ^having  a  thing  done  so  and  so,  or  its 
mechanical  equivalent'  Again,  the  specification  says, '  One 
important  feature  of  my  invention  is  so  and  so,'  and,  *  a  fur- 
ther improvement  consists  in,'  etc.  Applicant  has  one  nov- 
elty only,  and  should  be  well  aware  that  he  should  not  still 
claim,  in  his  nature  of  invention,  the  anti-friction  wheel. 
Applicant  should  claim  definitely  his  devices  (which  he 
includes  in  ^  relieved  as  specified ')  and  their  equivalents,  and 
change  specification  to  correspond,  as  suggested.  An  appeal 
from  the  examiner  is,  of  course,  proper  at  any  time,  but  he 
can  issue  no  patent  unless  the  specification  and  claims,  fairly 
and  without  ambiguity,  only  cover  the  novel  device." 

The  applicant  then,  on  November  17, 1876,  withdrew  his 
existing  specification  and  claim,  and  substituted  those  which 
are  in  the  patent  as  issued,  and  it  was  granted. 

It  therefore  appears  that,  while  the  applicant  at  first 
claimed  a  combination  of  merely  three  elements,  namely, 
the  housing,  the  anti-friction  wheel,  and  the  floor-wheels,  he 
finally  limited  that  combination  by  adding  to  those  three 
elements  the  elliptical  housing-opening,  the  collar  and  the 
rocker-formed  collar-bearing.  When  the  applicant  presented 
his  original  application,  he  evidently  supposed  that  he  was 
the  first  inventor  of  a  two-wheeled  caster  in  which  the  axis 
of  the  floor-wheels  could  oscillate  relatively  to  the  furniture 
leg.  In  his  letter  of  October  26, 1876,  the  examiner  criti- 
cized the  second  amended  claim,  namely,  "  in  a  caster,  the 
combination  of  the  flange  A,  stem  C,  housing  B  and  floor- 
wheels  E  E,  so  arranged  that  the  axis  of  the  floor-wheels 
may  oscillate  with  reference  to  the  plane  of  the  flange  A," 
as  not  being  for  devices,  but  for  an  arrangement  so  made 
that  the  axis  of  the  floor-wheels  could  oscillate,  while  the 
applicant  was  entitled  only  to  his  arrangement  of  devices. 
The  combination  of  specified   elements  constituting  such 
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arrangement,  selected  by  the  applicant  after  all  the  corre- 
spondence between  him  and  the  Patent  Office,  is  contained  in 
the  claim  as  granted. 

It  is  well  settled  that  where  a  patentee  has  modified  his 
<;Iaim  in  obedience  to  the  requirements  of  the  Patent  Office, 
he  cannot  have  for  it  an  extended  construction  which  has 
been  rejected  by  the  Patent  Office;  and  that,  in  a  suit  on  his 
patent,  his  claim  must  be  limited,  where  it  is  a  combination 
of  parts,  to  a  combination  of  all  the  elements  which  he  has 
included  in  his  claim  as  necessarily  constituting  that  combi- 
nation. The  authorities  on  the  subject  are  collected  in  the 
<5ase  of  Roemer  v.  Peddie,  132  U.  S.  813  [p.  86,  ante.] 

The  defendants'  caster  is  a  two-wheeled  caster,  with  two 
floor-wheels  and  two  anti-friction  wheels,  one  of  the  latter 
located  on  each  side  of  the  vertical  plane  of  the  axis  of  the 
floor-wheels,  the  attachment  of  the  floor-wheel  housing  to 
the  furniture-plate  being  through  the  medium  of  a  pivot-pin 
which  turns  in  the  furniture-plate  and  is  secured  to  the  floor- 
wheel  housing  by  the  horizontal  axis-pin  of  the  anti-friction 
wheels,  which  axis-pin  thus  becomes  the  centre  of  oscillation 
for  the  caster.  It  is  provided  also  with  a  hollow  stud, 
formed  in  one  piece  with  the  furniture-plate  and  projecting 
downward  therefrom,  within  which  hollow  stud  the  vertical 
«wiveling-pin  turns.  It  is  wanting  entirely  in  the  collar  of 
the  Martin  patent,  at  the  bottom  of  the  attaching  stud,  by 
which  the  caster-housing  is  secured  to  the  furniture  leg,  to 
prevent  its  dropping  when  the  furniture  is  lifted ;  and  it  is 
wanting  also  in  Martin's  "rocker-formed  collar-bearing," 
which  rests  upon  the  collar  beneath  it  and  forms  one  point 
of  the  axis  of  oscillation.  The  expert  for  the  plaintiff  con- 
cedes that  he  does  not  find  in  the  Yale  caster  anything  that 
in  terms  might  be  called  a  rocker-formed  collar-bearing, 
•except  so  far  as  the  pivot-pin,  being  permanent  in  the  hous- 
ing, might  be  said  to  be  a  part  thereof. 

In  view  of  the  state  of  the  art,  as  shown  by  the  various 
patents  put  in  evidence,  the  words  "  the  rocker-formed  col- 

ISS  V.  tt.  868. 


164         PH(ENIX  CASTER  Co.  v..  SPIEGEL.     [Sup.  Ct. 

opinion  of  the  Court 

lar-bearing,  or  its  mechanical  equivalent,"  in  the  claim  of  the 
Martin  patent,  cannot  embrace  all  modes  of  affording  vertical 
support  between  the  floor-wheel  housing  and  the  furniture* 
plate,  whereby  lateral  oscillation  of  such  housing  is  permit- 
ted ;  and  those  words  must  be  restricted  to  such  a  bearing 
resting  on  a  collar  beneath  the  floor-wheel  housing,  as  is 
shown  in  the  Martin  patent  The  housing  in  the  Yale  caster 
is  not  of  a  construction  similar  to  that  described  by  Martin  ; 
and  there  is  not  in  the  Yale  caster  any  equivalent  for  such 
"rocker-formed  collar-bearing;"  nor  is  there  any  collar 
beneath  the  housing  on  which  such  collar-bearing  can  rest. 
The  housing  of  the  Martin  patent  has  an  opening  from  top 
to  bottom,  through  which  the  vertical  swiveling-stud  of  the 
furniture-plate  passes;  while  the  Yale  caster  has  no.  such 
opening,  but  only  a  recess  or  cavity  in  the  top  of  the  housings 
an  arrangement  which  results  from  the  use  in  the  Yale  cas- 
ter of  a  different  mode  from  that  of  Martin,  of  attaching  the 
housing  to  the  furniture-plate,  by  the  substitution  for  the 
Martin  stud  and  screw,  and  a  collar  held  by  the  screw 
beneath  the  housing,  of  a  horizontal  pin  passing  entirely 
through  the  swiveling  pintle  of  the  housing,  which  pintle 
is  thus  made  to  revolve  with  the  housing,  and  turns  in  the 
fixed  furniture-plate,  the  horizontal  pintle  of  the  anti-friction 
wheels  being  used  for  the  attachment  of  the  housing. 

For  these  reasons  we  concur  with  the  Circuit  Court  in  its 
view  that  infringement  has  not  been  established. 

It  is  to  be  regretted  that  while  this  case  was  orally  argued 
on  the  part  of  the  appellant,  it  was  not  so  argued  on  the  part 
of  the  appellees,  nor  have  we  been  furnished  with  any  brief 
on  their  part.  This  leads  to  the  conclusion  that,  although 
the  decree  dismissing  the  bill  states  that  the  plaintiff  claimed 
his  appeal  in  open  court  and  gave  good  and  sufficient  surety^ 
and  that  the  appeal  was  accordingly  allowed,  the  defendants, 
for  some  reason,  have  not  sufficient  interest  in  the  questions 
involved  to  endeavor  to  sustain  the  decree.  Perhaps  the 
case,  as  presented  to  us,  is  substantially  a  moot  case;  stilly 
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there  is  nothing  to  show  it,  fuxd  the  appellant,  on  the  record, 
has  a  right  to  have  the  questions  he  presents  decided. 
Decree  affirmed. 

Its  IT.  B.  M9. 

TUaftmmt 

2.  On  rejection  by  the  Patent  Office,  limitations  and  restric* 
tions  imposed  on  an  application  for  the  parpose  of  obtaining 
the  patent  are  binding  on  its  construction.  # 

Leggett  V.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  369.] 
Goodyear  D.  Y.  Co.  v.  Davis,  102  IT.  S.  222  [12  Am.  &  Eng. 

524.] 
Fay  V.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  1.] 
Mahn  v.  Harwood,  112  TJ.  S.  354  [15  Am.  &  Eng.  322.] 
Cartridge  Co.  v.  Cartridge  Co.,  112  TJ.  S.  624  [15  Am.  & 

Eng.  864.] 
Sargent  v.  Hall  Safe  &  Lock  Co.,  114  U.  S.  63  [15  Am.  & 

Eng.  573.] 
Shepard  v.  Carrigan,  116  TJ.  S.  593  [16  Am.  &  Eng.  235.] 
White  v.  Dunbar,  119  TJ.  S.  47  [16  Am.  &  Eng.  397.] 
Sutter  V.  Robinson,  119  TJ.  S.  530  [16  Am.  &  Eng.  481.] 
Bragg  V.  Pitch,  121  TJ.  S.  478  [17  Am.  &  Eng.  54.] 
Snow  V.  Lake  Shore  Railway  Co.,  121  TJ.  S.  617  [17  Am.  & 

Eng.  76.] 
Crawford  v.  Heysinger,  123  TJ.  S.  589  [17  Am.  &  Eng.  367.] 
Roemer  v.  Peddie,  132  TJ.  S.  13  [p.  86,  ante.'] 
Electric  Oas  Lighting  Co.  v,  Boston  Electric  Co.,  139  TJ.  S. 

481  [po9t.'] 
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EMTLE  BOESCH  bt  al,  APPELLAITrS,  v.  ALBERT 

GRAPE  BT  AL,» 
Its  IT.  B.  697-T«9.   Oetober  Tent,  ISSt. 

[Bk.  33,  h.  cd.,  787 ;  51  O.  G.  477-] 

Reyerslng  Graff  t;.  Boesch,  33  Fed.  Rep.  279. 

Sabmitted  Janoaiy  10,  1890.    Decided  March  3, 1890. 

Assignmeni*  Contract  Damages.  Sale  of  imported  article 
patented  in  the  United  States.  Infringement*  Measure  of 
damages.    Master^s  report. 

1.  Schwintzer,  by  an  absolate  aBsignment,  transferred  for  a  cer« 
tain  consideration,  title  to  a  patent,  and  on  the  following 
day  he  and  the  assignee  entered  into  a  contract,  reciting 
that,  instead  of  the  consideration  mentioned  in  the  assign- 
ment, the  assignee  shovldpay  certain  snms  on  future  dates, 
and  if  he  should  fail  to  do  so  the  title  of  the  patent 
should  return  to  Schwintzer.  Heldj  that  by  this  transaction 
the  legal  title  to  the  patent  Tested  in  the  assignee,  but  was 
liable  to  be  defeated  in  ftiture,  on  finilure  of  the  condition 
subsequent,    (p.  114.) 

2.  A  dealer  residing  in  the  TTnited  States  cannot  purchase  in  an- 
other  country  articles  patented  there,  from  a  person  author- 
ized to  sell  them,  and  import  them  to  and  sell  them  in  the 
United  States,  without  the  license  of  the  owners  of  the 
United  States  patent,    (p.  177.) 

3.  Where  it  was  conceded  that  certain  exceptions  to  a  mas* 
ter's  report  raised  two  points, — ^namely ,  that  the  inMngement 
was  not  wilful,  and  that  the  reduction  of  prices  in  the 
sale  of  complainant's  patented  device  was  not  caused  solely 
by  it,  held  that  it  was  quite  sufficient  to  permit  the  real 
.question — ^that  the  damages  awarded  were  excessiye,  to  be 
passed  upon.    (p.  178.) 

•See  SxpIanatJon  of  Notes,  page  IIL 
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4.  In  ft  tfiiit  for  the  infringement  of  a  patent  on  lamp-bimimiy 
the  eyidence  showed  that  complainants,  during  the  time  of 
the  infringement,  sold  6000  of  the  burners,  after  reducing 
the  price,  and  that  defendants  sold  only  114  of  thenu  In 
competition  with  complainants,  defendants  sold  various 
other  kinds  of  burners,  not  protected  bj  complainants'  patr 
ent.  Held^  that  the  eyidence  was  not  sufficient  to  show 
that  the  redaction  of  price  by  complainants  watf  caused  by 
defendants'  infringement,  and  they  should  recover  only  for 
the  profits  made  by  the  defendants  in  the  infringing  tales, 
(p.  179.) 

5.  The  report  of  a  master  is  merely  advisory  to  the  ooait» 
which  it  may  accept  and  act  upon,  either  in  whole  or  in 
part,  according  to  its  own  Judgment,  as  to  the  weight  of  evi- 
dence ;  yet  the  conclusions  of  the  master,  depending  upon 
the  weight  of  conflicting  testimony,  have  every  reasonable 
presumption  in  their  favor,  and  are  not  to  be  set  aside 
or  modified  unless  there  clearly  appears  to  have  been  a  mis- 
take or  an  error  on  his  part.    (p.  179.) 

6.  When  a  plaintiff  seeks  to  recover  because  he  hae  been 
compelled  to  lower  his  prices  to  compete  with  an  infring- 
ing defendant,  he  must  show  that  his  reduction  in  {prices 
was  due  solely  to  the  acts  of  the  defendant,  or  to  what  ex- 
tent it  was  due  to  such  acts.  There  must  be  sonie  data 
fh)m  which  the  actual  damages  may  be  calulated.    (p.  180.) 

[Citations  in  the  opinion  of  the  court] 
Buffington  v,  Harvey,  95  U.  S.  99.    p.  173. 
Steines  v,  Franklin  County,  14  Wall.  15.    p.  173. 
Pittsbmg,  C,  &  St  L.  R.  Co.  v.  Heck,  loa  U.  8.  120.   p.  173. 
Kennon  v.  Gilmer,  131  U.  S.  22.    p.  173. 
Wilson  V,  Rosseau,  4  How.  646  [4  Am.  &  Bng.  436.]    p.  176. 
Bloomer  v.  McQuewan,  14  How.  646  [5  Am.  &  Eng.  434.]    p.  176. 
Adam*  v.  Burka^  17  Wall.  453  [9  Am.  &  Eng.  67].    p.  177 
Kimberly  v.  Armes,  129  U.  S.  512.    p.  179. 
TilghMan  v.  Pxoctor,  125  U.  S.  136  [17  Am.  &  Bng.  552.]    p.  179. 
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Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Iforthem  District  of  California  in  favor  of 
complainant  in  an  action  to  recover  damages  for  infringement 
of  letters  patent  for  an  improvement  in  lamp  burners. 

The  facts  are  stated  in  the  opinion. 

Mr.  J.  J.  SciovNXB,  for  appellants : 

This  case  should  be  dismissed  for  want  of  jurisdiction,  on 
the  ground  that  the  title  to  the  patents,  sufficient  to  main- 
tain a  suit  for  infringement,  was  not  vested  in  the  complain- 
ants. 

Dibble  v.  Augur,  7  Blatch.  90 ;  Gayler  v.  Wilder,  10  How. 
477  [5  Am.  &  Eng.  188] ;  Sanford  v.  Messer,  1  Holmes,  149 ; 
Blanchard  v.  Eldridge,  1  Wall.  Jr.  837. 

All  parties  having  title  to  the  patent  are  necessary  parties, 
either  as  plaintiffs  or  as  defendants;  and  those  who  dispute 
the  title  should  be  made  defendants. 

Edgarton  v.  Brock,  5  Ban.  &  Ard.  42 ;  Jordan  v.  Dobson, 
2  Abb.  U.  8.  898. 

A  patentee  may  maintain  a  suit  at  law  upon  his  patent  in 
his  own  name,  although  he  is  under  contract  to  assign  it  to 
others,  if  the  contract  has  not  been  executed. 

Wheeler  v.  McCormick,  11  Blatch.  334;  Potter  v.  Wilson, 
2  Fish,  Pat.  Cas.  102;  Gamewell  Fire  Alarm  Teleg.  Co.  v. 
Brooklyn,  22  Pat.  Off.  Gaz.  1978. 

This  is  not  a  case  in  which  the  complainant  can  waive 
profits  and  demand  damages. 

Root  V.  R.  Co.  105  U.  S.  189  [13  Am.  &  Eng.  556] ;  Liv- 
ingston V.  Woodworth,  15  How.  546  [6  Am.  &  Eng.  167] ; 
Seymour  v.  McCormick,  16  How.  480  [6  Am.  &  Eng.  200]  ; 
Goulds  Mfg.  Co.  V.  Cowing,  12  Blatch.  248. 

Messrs.  Jko.  H.  Millbr  and  J.  P.  Lakohorne,  for  appel- 
lees: 

Here  the  assignment  to  Graff,  being  on  condition  flmbse^ 
quent,  the  title  vested  in  him  at  the  tim#  of  the  exeeatioci  of 
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the  assignment.     4  Kent,  Com.  125  et  seq. ;  Littlefield  9» 
Perry,  21  Wall.  205  [9  Am.  &  Eng.  446]. 

The  unrestricted  sale  of  a  patented  article  by  a  territorial 
grantee  confers  on  the  purchaser  the  right  to  use,  not  to  re- 
sell, that  particular  article  in  any  other  territory  of  the 
United  States. 

Adams  v.  Burks,  1  Holmes,  40 ;  4  Fish.  Pat.  Cas.  392;  17 
Wall.  453  [9  Am.  &  Eng.  67] ;  McE^y  v.  Wooster,  2  Sawy.  873. 

A  difference  in  degree,  not  in  kind — a  difference  in  form^ 
not  in  substance — cannot  avoid  a  charge  of  infringement 

Winans  v.  Denmead,  15  How.  880  [6  Am.  &  Eng.  107]  ; 
Morey  v.  Lockwood,  8  Wall.  280  [8  Am.  &  Eng.  78] ;  Gould 
i;.  Rees,  15  Wall.  187  [9  Am.  &  Eng.  89] ;  Eddy  v.  Dennis,  95 
U.  S.  560  [11  Am.  &  Eng.  400] ;  CTnion  Paper  Bag  Machine 
Co.  V.  Murphy,  97  U.  S.  120  [11  Am.  &  Eng.  494] ;  Heald  v. 
Rice,  104  U.  S.  784  [18  Am.  &  Eng.  460] ;  Brush  v.  Condit^ 
182  U.  S.  89  [19  Am.  &  Eng.  582]. 

The  granting  and  refusing  of  rehearings  are  matters  en* 
tirely  in  the  discretion  of  the  trial  court. 

Buffington  v.  Harvey,  95  U.  S.  99 ;  Hall  v.  Weare,  92  U.  S. 
728 ;  Mandeville  t;.  Wilson,  5  Cranch,  15 ;  Welch  v.  Mande* 
ville,  7  Cranch,  152 ;  U.  S.  v.  Evans,  5  Cranch,  280 ;  Breed- 
love  V.  Nicolet,  7  Pet.  413. 

A  master's  report  is  of  the  same  solemnity  as  the  verdict 
of  a  jury,  and  will  not  be  interfered  with,  except  for  a  plain 
and  palpable  abuse  of  power  or  discretion. 

Tilghman  v.  Proctor,  125  XT.  S.  186  [17  Am.  &  Eng.  552]; 
Callaghan  v.  Myers,  128  U.  S.  617 ;  Metsker  v.  Bonebrake,. 
108  U.  S.  66 ;  Bates  v.  St  Johnsbury  &  L.  C.  R.  Co.  32  Fed. 
Rep.  628 ;  Welling  v.  LeBau,  82  Fed.  Rep.  293, 84  Fed.  Rep. 
41 ;  Wooster  v.  Thornton,  26  Fed.  Rep .  274 ;  Bridges  v. 
Sheldon,  7  Fed.  Rep.  17 ;  Greene  v.  Bishop,  1  Cliff.  186 ; 
Donnell  v.  Columbian  Ins.  Co.  2  Sumn.  66  ;  Mason  v.  Crosby y. 
3  Woodb.  &  M.  268. 

Exceptions  to  a  master's  report  should  be  precise  and  raise 
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well-defined  issues.  General  allegations  of  error,  without 
pointing  to  any  particulars,  are  clearly  insufficient 

Dexter  v.  Arnold,  2  Bumn.  125;  Mason  v.  Crosby,  8 
Woodb.  &  M.  258;  Harding  v.  Handy,  11  Wheat  126; 
Wilkes  V.  Rogers,  6  Johns.  592 ;  Da  Costa  v.  Da  Costa,  3  P. 
Wms.  140 ;  Dubourg  de  St  Colombe  v.  TJ.  S.  7  Pet.  625. 

Exceptions  to  a  master's  report  cannot  be  made  for  the 
first  time  in  this  court . 

Wilson  V.  McNamee,  102  TJ.  S.  574  ;  Kinsman  v.  Park- 
hurst,  18  How.  289  [6  Am.  &  Eng.  278]  ;  Springer  v.  TJ.  S. 
102  U.  S.  586 ;  Belk  v.  Meagher,  104  U.  S.  279 ;  Clark  v. 
Fredericks,  105  TJ.  S.  4 ;  Pittsburg,  C.  &  St  L.  R.  Co.  r. 
Heck,  102  TJ.  S.  120 ;  Canal  &  C.  St  R.  Co.  v.  Hart,  114  TJ. 
S.  654 ;  Bell  v.  Bruen,  1  How.  169 ;  Doe  v.  Watson,  8  How. 
263 ;  Barrow  v.  Reab,  9  How.  866 ;  Hudgins  v.  Kemp,  20 
How.  54. 

If  the  profits  eCre  found  to  equal  the  damages,  the  court 
will  enter  a  decree  for  the  profits. 

Emigh  V.  Baltimore  &  0.  R.  Co.  6  Fed.  Rep.  288. 

Where  it  appears  on  the  accounting  that  the  infringer  has 
realized  no  profits,  but  that  the  complainant  has  sustained 
damages,  then  a  decree  will  be  entered  for  such  damages. 

Marsh  v.  Seymour,  97  TJ.  S.  848  [12  Am.  &  Eng.  63]. 

Wh^  the  accounting  shows  both  damages  and  profits, 
and  that  the  profits  do  not  amount  to  so  much  as  complain- 
ant's damages,  the  court  will  allow  him  to  waive  all  claim  to 
profits  and  take  a  decree  for  the  damages. 

Birdsall  v.  Coolidge,  93  U.  S.  64  [10  Am.  &  Eng.  445] ; 
Tale  Lock  Co.  v.  Sargent,  117  TJ.  S.  552  [16  Am.  &  Eng. 
275] ;  Child  v.  Boston  &  F.  Iron  Works,  19  Fed.  Rep.  259 ; 
Simpson  v.  Davis,  22  Fed.  Rep.  444 ;  Star  Salt  Caster  Co.  v. 
CroBsman,  4  Ban.  &  Ard,  566. 

One  element  of  such  damages  is  the  loss  accruing  from  the 
enforced  reductions  of  the  complainant's  selling  prices. 

Yale  Lock  Co.  v.  Sargent,  117  TJ.  S.  552  [16  Am.  &  Eng. 
275] ;  Philp  v.  Nock,  17  Wall.  460  [9  Am.  &  Eng.   84] ; 
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McComb  V.  Brodie,  1  Woods,  158 ;  Fitch  v.  Bragg,  16  Fed. 
Eep.  247 ;  Hobbie  v.  Smith,  27  Fed.  Rep. .  663 ;  Creamer 
V.  Bowers,  35  Fed.  Rep.  207 ;  Goulds  Mfg.  Co.  v.  Cowing, 
105  U.  S.  253  [14  Am.  &  Eng.  1.] 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the 
court :  I 

Albert  Graff  and  J.  F.  Donnell  filed  their  bill  in  the  Cir- 
cuit Court  of  the  United  States  for  the  Northern  District  of 
California  against  Smile  Boesch  and  Martin  Bauer,  to  recover 
for  infringement  of  letters  patent,  No.  289,571,  for  an  improve- 
ment in  lamp  burners,  granted  on  December  4, 1888,  to  Carl 
Schwintzer  and  Wilhelm  Graff,  of  Berlin,  Germany,  assign- 
ors of  one-half  to  J.  F.  Donnell  &  Co.,  of  New  York,  all 
rights  being  averred  to  be  now  vested  in  the  complainants. 
Claim  1,  alleged  to  have  been  infringed,  reads  as  follows : 

^^  In  a  lamp-burner  of  the  class  described,  the  combination, 
with  the  guide-tubes,  of  a  ring-shaped  cap  provided  with 
openings  for  the  wicks,  said  cap  being  applied  to  the  upper 
ends  of  the  guide-tubes,  so  as  to  close  the  intermediate  spaces 
between  the  same,  substantially  as  set  forth." 

The  patent  was  granted  December  4, 1883,  but  prior  to 
that,  November  14, 1879,  January  13, 1880,  and  March  26, 
1880,  letters  patent  had  been  granted  to  Carl  Schwinteerand 
Wilhelm  Graff  by  the  Government  of  Germany  for  the  same 
invention.  After  a  hearing  on  the  merits,  an  interlocutory 
decree  was  entered,  finding  an  infringement,  and  referring 
the  case  to  a  master  for  an  accounting.  The  opinion  will  be 
found  reported  in  33  Fed.  Rep.  279.  A  petition  for  a  re- 
hearing was  filed  and  overruled.  The  case  then  went  to 
the  master,  who  reported  that  the  infringement  was  wilful, 
w&nton  and  persistent ;  that  the  appellees  had  sustained  dam- 
ages to  the  extent  of  $2,970.50 ;  and  that  they  waived  all 
claims  to  the  profits  realized  by  the  infringement.  Excep- 
tions were  filed  to  this  report  and  overruled,  and  a  final  de- 
cree entered  in  favor  of  Graff  and  Donnell  for  $2,970.50, 
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with  interest  and  costs,  from  which  decree  this  appeal  has 
been  prosecuted. 
Appellants  urge  three  grounas  for  reversal : 

1 .  That  a  title  to  the  patent  sufficient  to  maintain  a  suit 
for  infringement  was  not,  at  the  date  of  filing  the  bill,  vested 
in  the  complainant. 

2.  That  Boesch  and  Bauer  could  not  be  held  for  infringe- 
ment, because  they  purchased  the  burners  in  Germany  from 
A  person  having  the  right  to  sell  them  there,  though  not  a 
licensee  under  the  German  patents. 

3.  That  the  damages  awarded  were  excessive. 

These  propositions  are  presented  by  some  of  the  errors  as- 
signed, and  are  the  only  errors  alleged  which  require  atten- 
tion, that  which  questions  the  infringement  not  being  argued 
by  counsel,  and  that  which  goes  upon  the  refusal  of  the  Cir- 
-cuit  Court  to  grant  a  rehearing  not  being  open  to  consider- 
ation here. 

Buffington  v.  Harvey,  95  TJ.  8.  99, 100 ;  Steines  v.  Franklin 
€ounty,  14  Wall.  15,  22;  Pittsburg,  C,  &  St  L.  R.  Co.  v. 
Heck,  102  U.  8. 120 ;  Kennon  v.  Gilmer,  131  U.  8.  22,  24. 

The  assignment  by  8chwintzer  to  Albert  Graff  was  dated 
the  22d  day  of  April,  1885,  was  absolute  in  form,  and  trans- 
ferred title  to  six  twenty-fourths  of  the  patent  for  the  ex- 
pressed consideration  of  ^^  the  sum  of  one  hundred  dollars 
imd  for  other  valuable  considerations ; ''  but  a  contract  be- 
tween Schwintzer  and  Albert  Graff  was  produced  by  the  lat- 
ter upon  his  examination  by  the  respondents,  which  read  as 
follows : 

"  8.  1.  Mr.  Albert  Graff  binds  himself  to  pay  to  Mr. 
Carl  8chwintzer,  instead  of  the,  in  the  patent  letter  men- 
tioned, one  hundred  dollars  for  the  first  year,  the  sum  of  two 
hundred  and  fifty  marks,  payable  on  February  1,  1886, 
and  each  following  year  on  the  same  date  the  sum  five  hun- 
dred marks  (not  less)  till  the  amount  of  four  thousand  marks 
iure  paid  in  all. 

"  8.  2.  8hould  Mr.  Albert  Graff,  of  San  Francisco,  not  be 
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able  to  sell  more  than  one  thousand  burners,  called  Diamond 
or  Mitrailleuse  burners,  No.  10,621,  manufactured  by  Messrs. 
Schwintzer  &  Qraff,  of  Berlin,  he  reserves  to  himself  to  make 
up  a  new  agreement  with  Mr.  Carl  Schwintzer. 

"  S.  3.  Should  not  Mr.  Albert  GraflF,  San  Francisco,  against 
all  expectations,  stick  to  the  agreements  mentioned  in  S.  1 
and  2,  all  titles  of  the  patent  letter  ceded  to  him  by  Carl 
Schwintzer  shall  him  return. 

"  S.  4.  Mr.  Carl  Schwintzer,  partner  of  the  firm  Schwint- 
zer &  Graff,  engages  to  deliver  to  Mr.  Albert  Graff  the  said 
burners  at  the  same  price  as  before,  if  the  market  price  of 
the  metal  does  not  exceed — make  150  per  cent,  kos.,  and 
promise  likewise  to  effect  any  order  promptly,  if  in  his 
power." 

Albert  Graff  testified  in  respect  to  the  words, "  instead  of 
the,  in  the  patent  letter  mentioned,  one  hundred  dollars  for 
the  first  year,"  etc.,  that  they  meant  that,  instead  of  the  one- 
hundred  dollars  mentioned  in  the  assignment,  he  was  to  pay 
two  hundred  and  fifty  marks  the  first  year,  and  that  the  con- 
tract was  made  one  day  later  than  the  assignment.  Counsel 
contends  that  the  two  documents  must  be  construed  together,, 
and  amount  simply  to  an  executory  contmct  to  assign  when 
Graff  shall  have  paid  the  sum  of  4,000  marks ;  that,  there- 
fore, Graff  could  at  most  only  be  regarded  as  a  licensee  of 
the  interest  under  the  patent,  until  such  time  as  his  contract 
should  be  executed  according  to  its  terms;  and  the  legal 
right  as  to  six  twenty-fourths  of  the  patent  remained  in 
Schwintzer,  who  was  therefore  a  necessary  party.  It  is  evi- 
dent that  the  agreement  was  not  drawn  by  parties  well  versed 
in  English,  but  their  intention  is  sufficiently  apparent.  The 
assignment  being  absolute  in  form,  conveyed  the  legal  title, 
and  on  the  next  day  the  parties  signed  this  contract,  relating 
to  the  consideration,  probably,  to  enable  Albert  Graff  to  pay 
the  4,000  marks  out  of  the  sales  of  the  burners  ;  at  all  events,, 
it  provides  that  if  Graff  failed  to  carry  out  his  covenants, 
then  the  title  was  to  return  to  Schwintzer,  which  provision 
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was  in  the  nature  of  a  security  to  him  that  he  should  be  paid. 
The  condition  that  if  Mr.  Albert  Graff  did  not,  "against  all 
expectations,  stick  to  the  agreements  mentioned  in  S.  1  and 
2,  all  titles  of  the  patent  letter  ceded  to  him  by  Carl  Schwint- 
zer  shall  him  return,"  is  a  condition  subsequent.  '  The  title 
had  already  vested,  but  was  liable  to  be  defeated  infuturo  on 
failure  of  »the  condition.  There  has  been  no  such  failure, 
but  on  the  contrary  Albert  Graff  has  paid  the  4,000  marks  in 
full.  We  shall,  therefore,  not  reverse  the  decree  on  the  ground 
£r8t  referred  to. 

Letters  patent  had  been  granted  to  the  original  patentees 
for  the  invention  by  the  government  of  Germany  in  1879 
and  1880.  A  portion  of  the  burners  in  question  were  pur- 
chased in  Germany  from  one  Hecht,  who  had  the  right  to 
make  and  sell  them  there.  By  section  5  of  the  Imperial 
Patent  Law  of  Germany,  of  May  25, 1877,  it  was  provided 
that, "  the  patent  does  not  affect  persons  who,  at  the  time  of  the 
patentee's  application,  have  already  commenced  to  make  use  of 
the  invention  in  the  country,  or  made  the  preparations  requi- 
site for  such  use  "  (12  Pat.  Off.  Gaz.  183).  Hecht  had  made 
preparations  to  manufacture  the  burners  prior  to  theai)plica- 
tion  for  the  German  patent.  The  official  report  of  a  prose- 
cution against  Hecht  in  the  first  criminal  division  of  the 
Eoyal  District  Court,  No.  1,  at  Berlin,  in  its  session  of  March 
1, 1882,  for  an  infringement  of  the  patent  law,  was  put  in  evi- 
dence, wherefrom  it  appeared  that  he  was  found  not  guilty, 
and  judgment  for  costs  given  in  his  favor  upon  the  ground 
**  that  the  defendant  has  already  prior  to  November  14,1879, 
— that  is  to  say,  at  the  time  of  the  application  by  the  pat- 
entees for  and  within  the  State — made  use  of  the  invention 
in  question,  especially,  however,  had  made  the  necessary  prep- 
arations for  its  use.  §5,  eodem.  Thus  Schwintzer  &  Graff's 
patent  is  of  no  effect  against  him,  and  he  had  to  be  acquitted 
accordingly." 

It  appears  that  appellants  received  two  invoices  from  Ger- 
many, the  burners  in  one  of  which  were  not  purchased. from 
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Hecht,  but,  in  the  view  which  we  take  of  the  case,  that  cir^- 
cumstance  becomes  immaterial.  The  exact  question  pre- 
sented is  whether  a  dealer  residing  in  the  United  States  can 
purchase  in  another  country  articles  patented  there,  from  a 
person  authorized  to  sell  them,  and  import  them  to  and  sell 
them  in  the  United  States,  without  the  license  or  consent  of 
the  owners  of  the  United  States  patent. 

In  Wilson  v.  Rosseau,  4  How.  646  [4  Am.  &  Eng.  486],  it 
was  decided  that  a  party  who  had  purchased  and  was  using 
the  Woodworth  planing  machine  during  the  original  term 
for  which  the  patent  was  granted,  had  a  right  to  continue 
the  use  during  an  extension  granted  under  the  Act  of  Con- 
gress of  1886  ;  and  Mr.  Chief  Justice  Taney,  in  Bloomer  v. 
McQuewan,  14  How.  539  [5  Am.  &  Eng.  432]  says,  in  refer- 
ence to  it,  that  ^^  the  distinction  is  there  taken  between  the 
grant  of  the  right  to  make  and  vend  the  machine  and  the 
grant  of  the  right  to  use  it."  And  he  continues :  "  The  dis- 
tinction is  a  plain  one.  The  franchise  which  the  patent 
grants  consists  altogether  in  the  right  to  exclude  every  one 
from  making,  using  or  vending  the  thing  patented  without 
the  permission  of  the  patentee.  This  is  all  he  obtains  by  the 
patent.  And  when  he  sells  the  exclusive  privilege  of  making 
or  vending  it  for  use  in  a  particular  place,  the  purchaser  buys 
a  portion  of  the  franchise  which  the  patent  confers.  He  ob- 
tains a  share  in  the  monopoly,  and  that  monopoly  is  derived 
from,  and  exercised  under,  the  protection  of  the  United 
States.  And  the  interest  he  acquires  necessarily  terminates 
at  the  time  limited  for  its  continuance  by  the  law  which 
created  it.  .  •  •  But  the  purchaser  of  the  implement  or 
machine  for  the  purpose  of  using  it  in  the  ordinary  pursuits 
of  life  stands  on  different  ground.  In  using  it  he  exercises 
no  rights  created  by  the  act  of  Congress,  nor  does  he  derive 
title  to  it  by  virtue  of  the  franchise  or  exclusive  privilege 
granted  to  the  patentee.  The  inventor  might  lawfully  sell 
it  to  him,  whether  he  had  a  patent  or  not,  if  no  other  pat- 
tentee  stood  in  his  way.     And  when  the  machine  passes  to 
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the  hands  of  the  purchaser  it  is  no  longer  within  the  limits 
of  the  monopoly.  It  passes  outside  of  it,  and  is  no  longer  un- 
der the  protection  of  the  act  of  Congress. 

In  Adams  v.  Burks,  17  Wall.  458  [9  Am.  &  Eng.  67]  it  was 
held  that  '^where  a  patentee  had  assigned  his  right  to  manufac- 
ture, sell  and  use  within  a  limited  district  an  instrument, 
machine  or  other  manufactured  product,  a  purchaser  of  such 
instrument  or  machine,  when  rightfully  bought  within  the 
prescribed  limits,  acquires  by  such  purchase  the  right  to  use  it 
anywhere,  without  reference  to  other  assignments  of  territo- 
rial rights  by  the  same  patentee ; "  and  that  "  the  right  to 
the  use  of  such  machines  or  instruments  stands  on  a  different 
ground  from  the  right  to  make  and  sell  them,  and  inheres 
in  the  nature  of  a  contract  of  purchase,  which  carries  no  im- 
plied limitation  to  the  right  of  use  within  a  given  locality/' 
Mr.  Justice  Bradley,  with  whom  concurred  Mr.  Justice 
SwATNB  and  Mr.  Justice  Strgnq,  dissented,  holding  that  the 
assignee's  interest  '^  was  limited  in  locality,  both  as  to  man- 
ufacture and  use."  The  right  which  Hecht  had  to  make 
and  sell  the  burners  in  Germany  was  allowed  him  under  the 
laws  of  that  country,  and  purchasers  from  him  could  not  be 
thereby  authorized  to  sell  the  articles  in  the  United  States  in 
defiance  of  the  rights  of  the  patentees  under  a  United  States 
patent  A  prior  foreign  patent  operates  under  our  law  to 
limit  the  duration  of  the  subsequent  patent  here,  but  that  is 
all.  The  sale  of  articles  in  the  United  States  under  a  United 
States  patent  cannot  be  controlled  by  foreign  laws.  This  dis- 
poses of  the  second  error  relied  on. 

This  brings  us  to  the  consideration  of  the  damages  reported 
by  the  master,  which  report  was  confirmed  by  the  court; 
and  we  are  met  on  the  threshold  by  the  objection  that  the 
exceptions  taken  in  the  Circuit  Court  were  not  sufficiently 
specific  to  entitle  appellants  to  raise  the  questions  here  upon 
which  they  submit  argument. 

These  exceptions  are  as  follows : 

"  First  exception.    For  that  the  said  master  has  in  and  by 
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his  said  report  certified  on  page  six  thereof  that  *the  cap  was 
the  esssential  feature  of  the  Graff  burner.  The  respondent 
adopted  Graff's  arrangement,  and  then  reduced  the  price  of 
thebunier,  forcing  Graff  to  do  the  same  in  order  to  hold  his 
trade.  The  evidence  shows  that  the  reduction  in  prices  by 
Graff  was  solely  due  to  the  respondent's  infringement.  So 
far  as  the  evidence  shows,  the  only  competitor  with  Graff  in 
the  use  of  his  cap  arrangement  during  the  period  covered  by 
the  accounting,  was  the  respondent ; '  whereas  the  said  mas- 
ter ought  to  have  certified  that  respondent  came  innocently 
into  possession  of  the  burners  by  purchase  in  the  ordinarj'^ 
course  of  business  from  legitimate  manufacturers  thereof  in 
Germany,  and  that  immediately  upon  being  notified  that 
they  were  claimed  to  be  an  infringement  he  ceased  to  sell 
the  same.  The  evidence  shows  that  at  about  the  time  Graff 
made  the  alleged  reduction  in  the  price  of  his  burners  there 
were  thrown  upon  the  market  lamp-burners  of  other  kinds 
of  equal  or  greater  power,  which  came  directly  in  competition 
with  the  Graff  burner,  and  that  the  reduction  in  price  was 
the  result  of  such  competition ;  that  the  sale  of  14  infringing 
burners  by  respondent  in  the  course  of  three  years'  trade 
could  not  have  been  a  sufficient  competition  to  plaintiff's 
business  to  cause  him  to  make  a  reduction  of  price,  where 
the  testimony  shows  that  during  the  period  from  March  1, 
1886,  when  complainant  reduced  the  price  of  burners,  until 
October  81, 1887,  he  sold  about  6,000  of  said  burners. 

"  Second  exception.  For  that  the  said  master  has  certified 
*  that  the  amount  of  damages  which  the  complainant  has  suf- 
fered and  sustained  from  and  by  reason  of  said  infringement 
is  two  thousand  nine  hundred  and  seventy  dollars  and  fifty 
cents  ; '  whereas  he  should  have  reported  nominal  damages. 

"  In  all  which  particulars  the  report  of  the  said  master  is, 
as  the  said  respondent  is  advised,  erroneous,  and  the  said  re- 
spqndent  appeals  therefrom  to  the  judgment  of  this  honora- 
ble court." 

It  is  conceded  that  these  exceptions  raise  two  points, 
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namely,  that  the  infringement  was  not  wilful,  and  that  the  re- 
duction of  prices  was  not  caused  solely  by  it.  And  this,  as 
it  seems  to  us,  is  quite  sufficient  to  permit  the  real  question 
involved  to  be  passed  upon.  The  master  awarded  $2,970.50 
as  damages  for  the  reduction  in  price,  which,  he  holds,  was 
caused  by  the  respondent's  infringement.    He  says : 

"  After  the  reduction  in  his  prices,  complainant  sold,  at 
wholesale,  one  thousand  three  hundred  and  twelve  ten-wick 
burners,  at  a  price  twenty-five  cents  less  on  each  than  his 
original  price ;  four  hundred  and  fifty  twelve-wick  burners, 
at  fifty  cents  less  ;  five  hundred  and  ninety-two  sixteen-wick 
burners,  at  seventy-five  cents  less ;  and  seven  hundred  and 
sixteen  twenty-wick  burners,  at  seventy-five  cents  less,  a  total 
difference  between  the  original  and  the  reduced  prices  of  one 
thousand  five  hundred  and  thirty-five  dollars  and  fifty  cents. 

^^  In  addition,  he  sold  at  retail,  on  an  average,  five  burners 
on  each  of  the  five  hundred  and  seventy-four  business  days 
between  the  time  when  his  prices  were  first  reduced  and  Octo- 
ber 31, 1887 ;  the  number  of  burners  thus  sold  being  two  thou- 
sand eight  hundred  and  seventy,  which  were  sold  at  a  mini- 
mum reduction  of  fifty  cents  each  under  original  prices — a 
total  difference  between  the  original  and  the  new  prices  of 
fourteen  hundred  and  thirty-five  dollars ;  which  sum,  added 
to  the  said  sum  of  one  thousand  five  hundred  and  thirty-five 
dollars  and  fifty  cents,  gives  an  aggregate  amount  of  two 
thousand  nine  hundred  and  seventy  dollars  and  fifty  cents." 

The  report  of  a  master  is  merely  advisory  to  the  court, 
which  it  may  accept  and  act  upon  in  whole  or  in  part,  accord- 
ing to  its  own  judgment  as  to  the  weight  of  the  evidence. 
Kimberly  v.  Arms,  129  U.  S.  512,  528.  Yet  in  dealing  with 
exceptions  to  such  reports,  ^'  the  conclusions  of  the  master, 
depending  upon  the  weighing  of  conflicting  testimony,  have 
every  reasonable  presumption  in  their  favor,  and  are  not  to 
be  set  aside  or  modified  unless  there  clearly  appears  to  have 
been  error  or  mistake  on  his  part."    Tilghman  v.  Proctor, 
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125  U.  S.  186  [17  Am.  &  Eng.  562].    We  think  there  waa 
error  here  within  that  rule. 

Where  the  patentee  granted  no  licenses,  and  had  no  estab- 
lished license  fee,  but  supplied  the  demand  himself,  and  was 
able  to  do  so,  an  enforced  reduction  of  price  is  a  proper  item 
of  damages,  if  proven  by  eatisfactory  evidence.  Tale  Lock 
Mfg.  Co.  V.  Sargent,  117  U.  S.  636  [16  Am.  &  Eng.  275].  The 
damages  must  be  actual  damages,  but  where  the  patented 
feature  is  the  essential  element  of  the  machine  or  article,  as 
in  the  case  just  cited,  if  such  damages  can  be  ascertained  they 
may  be  awarded.  When,  however,  a  plaintiff  seeks  to  re- 
cover because  he  has  been  compelled  to  lower  his  prices  to 
compete  with  an  infringing  defendant,  he  must  show  that 
his  reduction  in  prices  was  solely  due  to  the  acts  of  the  defend- 
ant, or  to  what  extent  it  was  due  to  such  acts.  CJomely  t?. 
Marckwald,  181  U.  S.  159  [19  Am.  &  Eng.  577].  There  must 
be  some  data  by  which  the  actual  damages  may  be  calculated. 
New  York  v.  Ransom,  23  How.  487  [7  Am.  &  Eng.  88]* 
Rude  V.  Westcott,  ISO  U.  S.  152  [19  Am.  &  Eng.  517]. 

The  master  reported  "  that  the  number  of  lamp  burners 
proven  to  have  been  sold  by  respondents,  containing  the  in- 
vention claimed  in  and  by  the  first  claim  of  complainants*^ 
letters  patent,  is  fourteen,  provided  that  only  the  capped 
burners  sold  contain  said  invention,  and  that  the  number  is 
one  hundred  and  fourteen,  if  the  half-capped  burners  so  sold 
are  to  be  held  to  contain  said  invention." 

The  evidence  established  that  the  first  invoice  of  lamp 
burners  contained  fifty  20-wick  burners  with  caps,  of  which 
respondents  sold  four ;  and  fifty  12-wick  burners  with  half 
caps,  of  which  respondent  sold  twelve;  and  fifty  16-wick 
burners  with  half  caps,  of  which  respondent  sold  forty-four ;. 
and  that  respondents  altered  the  forty-six  remaining  20-wick 
burners  by  changing  their  caps  to  half  caps,  and  sold  forty- 
four.  This  makes  the  one  hundred  with  half  caps,  referred 
to  by  the  master.  Of  the  second  invoice,  the  respondent* 
sold  four  20-wick  capped  burners  and  six  16-wick  capped 
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burners,  making,  with  tour  20-inch  burners  with  caps  sold 
out  of  the  first  invoice,  the  fourteen  capped  wick  burners  re- 
ported as  thus  disposed  of.  The  original  bill  in  this  case 
was  filed  September  17, 1886.  It  had  been  preceded  by  an- 
other suit,  which  had  been  dismissed.  The  goods  in  the 
second  invoice,  it  is  testified,  had  been  ordered  before  this 
suit  was  commenced,  but  the  invoice  is  dated  October  16, 1886. 
This  invoice  contained  one  hundred  20  and  one  hundred  16-wick  i 

burners  with  caps,  of  which  respondents  sold  four  20-wick  and 
six  IB-wick  burners  unchanged,  as  before  stated.  Most  of  this 
lot  were  still  on  hand  at  the  time  the  testimony  was  taken, 
though  some  had  been  altered  into  what  was  called  the 
^^Boesch  burner,"  which  had  no  caps  at  all,  and  sold  as  such. 
The  evidence  tends  to  establish  a  profit  of  $1.85  on  the  20- 
wick  burners ;  $1.50  on  the  16-wick,  and  75  cents  on  the  12- 
wick.  This  would  show  a  profit  of  $28.80  on  the  fourteen 
capped  burners,  being  eight  20-wick  and  six  16-wick  burners ; 
and  a  profit  of  $156.40  on  the  one  hundred  half-capped 
burners,  being  forty-four  20-wick,  forty-four  16-wick  and 
twelve  12-wick  burners.  Respondents  had  been  advised  by 
their  counsel  that  the  burners  with  half  caps  were  not  an 
infringement.  The  cap  was  the  invention  in  question.  The 
claim  infringed,  as  already  seen,  was  a  combination,  with 
the  guide  tubes,  of  a  ring-shaped  cap  provided  with  openings 
for  the  wicks,  said  cap  being  applied  to  the  upper  ends  of  the 
guide  tubes,  so  as  to  close  the  intermediate  spaces  between 
the  same.  The  half  cap  admitted  the  air  directly  to  each 
wick,  and  in  that  respect  differed  from  the  claim  of  the  pat- 
ent. It  is  argued,  however,  with  much  force,  on  behalf  of 
the  appellees,  that  the  difference  was  a  difference  in  degree 
and  not  in  kind,  as  the  air  reached  the  wick  when  the  full  ^ 
cap  was  used,  and  the  functions  of  the  latter  as  a  strengthening 
band,  a  protector  of  the  tops  of  the  tubes,  and  in  other  par- 
ticulars, were  performed  by  the  half  cap ;  and  this  position 
is  not  resisted  by  counsel  for  appellants.  But  assuming  that 
the  sale  of  one  hundred  burners  with  half  caps  was  an  in- 
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fringement,  we  are  not  prepared  to  concede  that  the  sale  of 
one  hundred  and  fourteen  burners  under  the  circumstances 
detailed  could  have  had  the  effect  in  compelling  a  reduction 
of  price  which  has  been  ascribed  to  it. 

It  is  remarked  by  the  master  that  "  it  is  a  fact  of  common 
knowledge  that  there  is  to  be  found  on  sale  in  the  market  a 
great  variety  of  lamp  burners,  among  which,  as  shown  by 
the  evidence,  have  been  for  many  years  burners  of  the  same 
general  class  as  complainants."  This  being  so,  and  Boesch 
&  Bauer  being  dealers  in  burners  generally,  it  is  not  to  be 
presumed  that  Graff  reduced  his  prices,  for  nineteen  months, 
on  six  thousand  burners,  not  on  account  of  competition  in 
burners,  but  because  of  the  effect  upon  his  particular  burner 
created  by  the  sale  of  fourteen  of  the  same  kind,  and  of  one 
hundre<l  differing  but  the  same  in  principle.  Conceding  that 
as  Graff  granted  no  licenses,  and  had  no  established  license 
fee,  but  supplied  the  demand  for  his  burner  himself,  and  was 
able  to  supply  that  demand,  and  that,  therefore,  if  he  was 
compelled  to  lower  the  price  by  the  infringement  he  could 
recover  for  the  loss  thus  sustained,  does  the  evidence  satisfac- 
torily establish  that  the  reduction  in  prices  was  due  solely 
to  the  acts  of  the  defendants  in  infringing  ?  The  opinion  of 
Mr.  and  Mrs.  Graff  to  that  effect  is  not  sufficient,  and  even 
that  is  so  qualified  as  to  fall  far  short  of  expressing  it.  The 
master  allowed  upon  3,070  burners  sold  at  wholesale,  and  on 
2,870  sold  at  retail,  by  the  complainants,  between  March  1, 
1886,  and  October  31, 1887,  or  5,940  in  all.  The  sales  of  one 
hundred  and  four  out  of  the  one  hundred  and  fourteen  sold 
by  the  respondents  apparently  took  place  prior  to  the  filing 
of  the  bill.  Boesch  had  been  in  the  business  for  twenty  years. 
The  firm  of  Boesch  &  Bauer  carried  a  large  stock  of  lamps, 
embracing  a  hundred  varieties  in  styles  and  sizes,  under  a 
very  large  variety  of  names. 

Graff's  burner  was  a  "mitrailleuse"  burner,  and  called 
**  Diamond,"  as  the  Miller  burner  was.  Boesch  testified  that 
there  was  no  difference  between  the  selling  price  of  the  Hecht, 
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the  Miller  and  the  Boesch  burners ;  that  there  was  no  de- 
mand in  their  trade  for  a  mitrailleuse  burner  with  a  cap; 
and  that  in  his  judgment  the  Boesch  burner  was  better  than 
the  Hecht.  This  evidence  may  properly  be  considered  in 
connection  with  the  fact  that  but  one  hundred  and  fourteen 
were  sold. 

"We  cannot  concur  with  the  conclusion  that  the  result  of 
the  sales  of  the  one  hundred  and  fourteen  burners  was  to  keep 
Graff's  prices  for  his  particular  burner  down  from  March  1,. 
1886,  to  October  31,  1887.  If  Boesch  and  Bauer  had  a 
burner  which  satisfied  the  public  just  as  well  as  Graff's,  and 
which  they  could  sell  cheaper,  Graff  cannot  complain  of  the 
consequences.  If  Graff 's  burner  was  so  much  better  than  any 
other  that  the  public  must  have  it  he  could  make  his  own 
price,  and,  if  within  the  bounds  of  reason,  find  a  sufiicient 
market. 

In  the  state  of  the  case  disclosed  by  this  record,  the  com- 
plainants must  be  content  with  the  protection  of  an  injunc- 
tion and  a  recovery  of  the  profits  realized  from  the  infring- 
ing sales. 

The  decree  is  reversed  and  the  cause  remanded  for  further 
proceedings  in  conformity  with  this  opinion. 

ISS  17.  B.  70»-70«» 

Motes  t 

I.  Assignment  liable  to  be  defeated  infuturo  on  performance  of 
condition  subsequent. 
Waterman  v.  Makenzie,  138  U.  S.  252  Ipost."] 


2.  Right  of  domestic  patentee  does  not  extend  to  foreign  vessel 
entering  United  States  port  fitted  with  an  improvement 
lawfully  placed  on  her  in  a  foreign  port. 
Brown  v.  Duchesne,  19  How.  183  [6  Am.  &  Eng.  310.] 
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CARL  POHL  KT  AL,  APPELLANTS,  v.  THE  ANCHOR. 

BREWING  COMPANY.* 

1S41J.S.381.SS7.   October  Term,  1889. 

[Bk.  33,  L,.  ed.  953 ;  51  O.  G.  156.] 

Beversing  Ibid,  39  Fed.  Bep.  782. 

Submitted  January  10, 1890.    Decided  March  24, 1890. 

Limitation  of  term  of  United  States  patent  by  foreign  patent 
previously  granted.    B,  S.  Sec.  4^87  construed. 

1.  Heldy  that  the  term  of  letters  patent,  No.  213,447,  Carl 
Pohl,  March  18, 1879,  Barrel  and  Cask  Scrubbing  Machine,, 
for  which  there  was  a  prior  French  and  German  patent,, 
each  of  which  had  become  forfeited ;  was  not  limited  by 
such  forfeitures,  but  expired  December  12, 1891,  with  that 
having  'Hhe  shortest  term,"  viz. :  The  German,  granted  on  its 
face  for  a  term  extending  from  September  6,  1877,  to  De- 
cember 12, 1891 ;  the  French  patent  being  for  a  term  ex- 
ceeding fifteen  years,     (p.  190.) 

2.  The  ground  of  the  decision  in  Bate  Refrigerating  Co.  v. 
Hammond,  129  U.  S.  151  [19  Am.  &  Eng.  231]  was  that  the- 
^'term  "  of  the  Canadian  patent  granted  in  January,  1877, 
was  by  the  Canadian  statute  at  all  times  a  term  of  fifteen 
years'  duration,  made  continuous  and  uninterrupted  by  the 
action  of  the  patentee,  as  a  matter  entirely  of  right,  at  his 
own  option,     (p.  195.) 

3.  There  is  nothing  in  the  statute  (Revised  Statutes,  ^ec. 
4887)  which  admits  of  the  view  that  the  duration  of  the^ 
United  States  patent  is  to  be  limited  by  anything  but  the 
duration  of  the  legal  term  of  the  foreign  patent  in  force  at 
the  time  of  the  issuing  of  the  United  States  patent,  or 
that  it  is  to  be  limited  by  any  lapsing  or  forfeiture  of  any 
portion  of  the  term  of  such  foreign  patent,  by  means  of  th» 

*See  Explanation  of  Notes,  page  IIL 
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operation  of  the  condition  snbseqxient,  according  to  the 
foreign  statute,  (p.  195.) 
4.  Section  4887,  Revised  Statutes,  is  to  be  read  as  if  it  said 
that  the  United  States  patent  is  to  be  so  limited  as  to  ez* 
pire  at  the  same  time  with  the  expiration  of  the  term  of 
the  foreign  patent,  or,  if  there  be  more  than  one,  at  the  same 
time  with  the  expiration  of  the  term  of  the  one  having  the 
shortest  term.    (p.  196.)     , 

[Citations  in  the  opinion  of  the  court :] 

Bate  Refrigerating  Co.  v.  Hammond,  129  U.  S.  151  [19  Am.  &  Eng: 

231-]    P-  193- 
Holmes  l^lectrical  Protective  Co.  v.  Metropolitan  Burglar  Alarm  Co.» 

21  Fed.  Rep.  458.    p.  193. 

Faillard  v.  Bruno,  29  Fed.  Rep.  864.    p.  193. 

Bate  Refrigerating  Co.  v.  Gillett,  31  Fed.  Rep.  809.    p.  194. 

Hubert/.  N.  O  Nelson  Mfg.  Co.,  38  Fed.  Rep.  830.    p.  194. 

Oaklej  V.  Shoonmaker,  15  Wend.  226.    p.  196. 

Beach  v.  Nixon,  9  N.  Y.  35.    p.  196. 

Pamum  v.  Piatt,  8  Pick.  338.    p.  196. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing  a 
suit  in  equity  for  the  infringement  of  letters  patent,  No.  218,- 
447,  granted  March  18, 1879,  to  Carl  Pohl,  for  an  improve- 
ment in  barrel  and  cask  scrubbing  machines. 

The  facts  are  stated  in  the  opinion. 

Opinion  below,  89  Fed.  Rep.  782. 

Messrs.  Qrosvbnoe  P.  Lowret,  B.  F.  Thurston,  Clarbncb 
A.  Seward,  J.  M.  Denel  and  Noah  Davis,  for  appellants : 

A  careful  study  of  the  provisions  of  the  section  (4887)  in 
connection  with  our  general  statute  limiting  terms  of  patents, 
seems  to  us  to  leave  no  question  that  the  intent  of  Congress, 
in  enacting  that  section,  was  simply  to  provide  that  a  patent 
issued  under  it  shall  in  all  cases  be  limited  by  the  unexpired 
term  of  the  foreign  patent,  if  but  one ;  but  if  more,  then  by  the 
unexpired  term  of  the  shortest,  and  shall  expire  therewith — 
imless  in  any  case  such  term  would  give  the  American  patent 
I4 
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more  than  seventeen  years,  in  which  case  seventeen  years  shall 
be  the  limit. 

The  court  below  recognized  that  the  Circuit  Courts  in 
•  Holmes  Electric  Co.  v.  Metropolitan  Co.  22  Blatch.  471 ; 
Paillard  v.  Bruno,  29  Fed.  Rep.  86  4 ;  Bate  Refrigerating  Co. 
t7.  Gillett,  31  Fed.  Rep.  809,  had  held  on  all  occasions  prior 
"to  the  decision  in  Bate  v.  Hammond,  that  the  term  of  a 
United  States  patent  was  not  shortened  by  the  failure  to  per- 
form a  condition  subsequent  contained  in  some  previously 
obtained  foreign  patent  for  the  same  invention. 

In  fact,  at  the  bar  no  doubt  or  question  was  ever  enter- . 
tained  upon  this  subject  before  the  view  taken  by  the  court 
below  in  the  present  case,  and  by  Judge  Thaybr  in  Huber  v. 
Nelson  Mfg.  Co.  38  Fed.  Rep.  830,  as  the  result  of  the  inter- 
pretation which  has  been  given  by  these  courts  to  the  decision 
of  this  court  in  Bate  v.  Hammond,  129  U.  S.  161  [19  Am.  & 
Eng.  231]. 

It  was  supposed  by  the  court  below  that  a  new  rule  of  de- 
cision on  this  question  had  been  introduced  by  this  court, 
and  that  the  doctrine  of  the  cases  cited  had  been  overruled. 

This  conclusion  is  derived  from  certain  passages  found  in 
the  opinion  of  the  court,  which  are  entirely  consistent  with 
the  subject  involved  in  the  decision  of  that  case,  but  are  not 
necessarily  decisive  of  the  present  question.  The  question 
now  under  consideration  was  in  no  respect  under  review  be- 
fore this  court  in  the  Bate  case,  and  it  is  not  to  be  inferred 
that  this  court  intended  by  anticipation  to  decide  the  present 
question. 

The  doctrine  of  Henry  v.  Providence  Tool  Co.  has  not 
been  overruled  by  this  court.  Its  principle  stands  unaffected 
by  the  decision  in  the  Bate  case,  and  the  sound  doctrine  on 
which  it  rests,  to  the  effect  that  the  then  existing  term  of 
the  foreign  patent  measures  the  period  of  duration  of  the 
-subsequently  obtained  United  States  patent,  is  the  doctrine 
xelied  upon  by  the  appellants  in  this  case,  and  this  doctrine  is 
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not  inconsistent  at  all  with  the  doctrine  of  the  Bate  case, 
but  in  fact  is  in  entire  harmony  with  it. 

Mr.  William  J.  Townsbnd,  for  appellee: 

Prior  to  the  decision  in  the  Bate  Refrigerating  Co.  v. 
Hammond  &  Co.  129  TJ.  S.  151  [19  Am.  &  Eng.  231]  theques- 
tion  had  arisen  several  times  Id  the  Circuit  Court,  and  in  each 
case  it  had  been  held  that  a  United  States  patent  granted  for 
the  same  invention  as  a  prior  foreign  patent  would  not  expire 
upon  the  terminatian  by  forfeiture  of  such  foreign  patent, 
but  WQuld  continue  in  life  until  the  expiration  of  the  time 
for  which  the  foreign  patent  was  originally  granted. 

There  are  too  classes  .of  cases  which  touch  the  question — . 
the  one  passes  directly  upon  the  point  at  issue,  holding  as 
above  stated ;  the  other  passes  upon  a  cognate  question,  hold- 
ing that  the  life  of  the  domestic  patent  is  limited  to  the  term 
for  which  the  foreign  patent  was  originally  granted,  and  is 
not  lengthened  by  an  extension  of  the  foreign  patent,  under 
a  statutory  provision  giving  the  patentee  the  right  to  such 
extension  upon  the  payment  of  an  additional  fee. 

The  appellee  insists  that  these  two  classes  of  cases  are  not 
only  cognate  but  mutually  dependent. 

The  first  proposition  was  decided  by  Judge  Wheeler  in 
Holmes  Electric  Protective  Co.  v.  Metropolitan  Burglar 
Alarm  Co.,  21  Fed.  Rep.  458 ;  also  by  Judge  Wallace  in  1886, 
in  Paillard  v.  Bruno,  26  Fed.  Rep.  864.  The  second  propo- 
sition was  held  in  the  second  circuit  by  Mr.  Justice  Blatch- 
FORD,  in  1879,  in  Reissner  v.  Sharp,  16  Blatch.  883 ;  also  by 
Judge  Clifford,  in  1878,  in  Henry  v.  Providence  Tool  Co., 
8  Ban.  &  Ard.  501 ;  also  by  Judge  Nixon,  in  1882,  in  the  Bate 
Refrigerating  Co.  v.  Qillett,  13  Fed.  Rep.  553. 

In  the  same  circuit  and  in  the  same  case  in  1877,  81  Fed. 
Rep.  809,  Mr.  Justice  Bradley  followed  with  reluctance 
the  construction  of  the  statute  given  by  Judge  Nixon,  upon 
the  ground  that  the  prior  decision  of  Judge  Nixon  had  estab- 
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lished  the  law  of  the  case,  and  the  question  was  no  longer 
open. 

That  the  two  classes  of  cases  are  mutually  dependent  is^ 
shown  by  the  fact  that  both  find  support  in  the  same  argur 
ments,  and  rest  upon  the  same  construction  of  the  statute^ 
namely,  that  the  term  of  the  domestic  patent  is  controlled  by 
the  term  of  the  original  grant  of  the  foreign  patent. 

Mr.  Justice  Blatchpobd  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity,  brought  on  the  16th  of  April, 
1889,  in  the  Circuit  Court  of  the  United  States  for  the  South- 
em  District  of  New  York,  by  Carl  Pohl  and  Charles  ZoUer 
against  The  Anchor  Brewing  Company,  a  corporation,  for 
the  infringement  of  letters  patent,  No.  213,447,  granted  March 
18,  1879,  on  an  application  filed  January  8,  1879,  to  Carl 
Pohl,  for  an  ^^  improvement  in  barrel  and  cask  scrubbing 
machines." 

The  patent  is  granted  on  its  face  for  the  term  of  seventeen 
years  from  March  18, 1879,  "  subject  to  the  limitation  pre- 
scribed  by  sec.  4887,  Rev.  Stat.,  by  reason  of  German  patent 
dated  September  6, 1877,  and  French  patent  dated  September 
8,  1877."  It  appears,  by  translations  into  English  of  the 
German  and  French  patents,  annexed  to  the  bill,  that  the 
German  patent  began  to  run  September  6,  1877,  and  its 
longest  duration  was  until  December  12, 1891,  and  that  the* 
French  patent  began  to  run  from  September  8, 1877,  and  ran 
for  fifteen  years. 

The  defendant  put  in  a  plea  to  the  bill,  setting  forth  that, 
at  the  time  when  Pohl  applied  for  the  United  States  patent, 
and  at  the  time  it  was  issued,  he  was  a  citizen  of  the  Empire 
of  Germany ;  that,  on  the  6th  of  September,  1877,  a  Ger- 
man patent  was  issued  to  him  for  the  same  invention,  for  the 
term  of  fifteen  years ;  that,  under  the  German  Patent  Law 
of  May  25, 1877,  he  was  required  to  pay  certain  annuities  on 
the  German  patent,  and  to  work  the  invention  in  the  Empire 
of  Germany  in  the  manner  and  for  the  term  specified  by  that 
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law ;  that  in  defftnlt  thereof,  the  term  of  the  German  patent 
would  expire,  and  the  rights  and  privileges  of  the  patentee 
under  it  would  become  forfeited  and  cease ,  that  Pohl  neg- 
lected and  failed  to  pay  the  annuities^  and  to  work  the  in- 
vention in  the  Empire  of  Germany  in  the  manner  and  time 
required  by  that  law,  whereby  and  under  the  provisions  of 
that  law  the  German  patent  became  forfeited  in  1880,  and 
the  term  thereof  expired  ;  that,  by  reason  thereof,  and  under 
the  provisions  of  section  4887  of  the  Revised  Statutes,  the 
United  States  patent  expired  and  the  term  thereof  ended 
in  1880,  and  prior  to  the  commencement  of  this  suit^  and,  at 
the  time  it  was  brought,  the  plaintiff  had  no  title  to  the 
patent  and  no  right  under  it ;  that,  on  the  8d  of  September, 
1877,  a  patent  was  issued  to  Pohl  for  the  same  invention  by 
the  proper  authorities  of  the  government  of  France,  for  the 
term  of  fifteen  years,  and  subject  to  the  provisions  of  the 
French  Patent  Law  of  July  5, 1844 ;  that,  under  those  pro- 
visions, a  patentee  who  failed  to  pay  his  annuity  as  required 
by  that  law,  before  the  beginning  of  each  year  of  the  dura- 
tion of  his  patent,  or  who  &iled  to  put  his  invention  in 
working  order  in  France  within  two  years  from  the  signature 
of  the  patent,  or  who  ceased  such  working  during  two  con- 
secutive years,  would  forfeit  all  right  under  the  patent ;  that 
Pohl  neglected  and  failed  to  pay  his  annuity  as  required  by 
such  law,  and  failed  to  put  his  alleged  invention  in  working 
order  in  France  within  two  years  from  the  signature  of  the 
patent,  and  ceased  such  working  during  two  consecutive 
years,  whereby,  under  the  provisions  of  the  French  Patent 
Law,  the  French  patent  was  forfeited  and  the  time  and  term 
thereof  expired,  and  the  rights  of  Pohl  thereunder  ceased ; 
and  that,  under  the  provisions  of  section  4887  of  the  Revised 
Statutes,  the  United  States  patent  expired  and  the  term 
thereof  ended  prior  to  the  commencement  of  this  suit,  and  at 
that  time  the  plaintiffs  had  no  title  to  the  patent  and  no  ex- 
clusive rights  thereunder. 
The  plea  was  set  down  for  argument,  and  the  Circuit  Court, 
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held  by  Judge  Wallace,  sustained  the  plea  and  dismissed 
the  bill.    To  review  that  decree  the  plaintiffs  have  appealed. 

Section  4887  of  the  Revised  Statutes,  on  which  the  ques- 
tion involved  in  this  case  arises,  reads  as  follows :  "  No  per- 
son shall  be  debarred  from  receiving  a  patent  for  his  inven- 
tion or  discovery,  nor  shall  any  patent  be  declared  invalid, 
by  reason  of  its  having  been  first  patented  or  caused  to  be 
patented  in  a  foreign  country,  unless  the  same  has  been  in- 
troduced into  public  use  in  the  United  States  for  more  than 
two  years  prior  to  the  application.  But  every  patent  granted 
for  an  invention  which  has  been  previously  patented  in  a 
foreign  country  shall  be  so  limited  as  to  expire  at  the  same 
time  with  the  foreign  patent,  or,  if  there  be  more  than  one, 
at  the  same  time  with  the  one  having  the  shortest  term,  and 
in  no  case  shall  it  be  in  force  more  than  seventeen  years." 
The  particular  question  involved  is  as  to  the  meaning  of  the 
language  of  the  second  paragraph  of  the  section. 

The  United  States  patent  in  the  present  case,  granted 
March  18, 1879,  .was  granted  for  an  invention  which  had 
been  patented  previously  in  September,  1877,  in  Germany 
and  in  France.  It  must  be,  therefore,  by  the  terms  of  sec- 
tion 4887,  so  limited  as  to  expire  at  the  same  time  with  that 
of  the  two  patents,  German  and  French,  "having  the  short- 
est term."  The  German  patent  on  its  face  appears  to  have 
been  granted  for  a  term  extending  from  September  6, 1877, 
to  December  12, 1891 ;  and  the  French  patent  for  a  term  ex- 
tending for  fifteen  years  from  September  8, 1877,  that  is,  un- 
til September  3, 1892.  If  the  United  States  patent  does  not 
expire  until  the  end  of  the  term  expressed  on  the  face  of  that 
one  of  the  two  patents,  German  and  French,  which  has  the 
shortest  term  so  expressed  on  its  face,  it  does  not  expire  un- 
til the  end  of  the  term  so  expressed  on  the  face  of  the  Ger- 
man patent,  namely,  December  12, 1891;  and  so  it  had  not 
expired  when  this  suit  was  commenced,  and  has  not  yet  ex- 
pired. On  the  other  hand,  if  it  expired  when  the  German 
patent  became  forfeited  by  reason  of  the  facts  alleged  in  the 
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pica  in  regard  to  it,  or  when  the  French  patent  became  for- 
feited by  reason  of  the  facts  alleged  in  the  plea  in  regard  to 
it,  the  United  States  patent  expired  prior  to  the  commence- 
ment of  this  suit. 

The  opinion  of  the  Circuit  Court  in  the  present  case,  89  Fed. 
Rep.  782,  proceeded  upon  the  view  that  the  "  term  "  of  the  for- 
eign patent,  referred  to  in  section  4887,  was  not  the  original 
term  expressed  in  it,  but  its  period  of  actual  existence;  and 
that  the  United  States  patent  expired  when  the  foreign  patent 
having  the  shortest  term  was  terminated  by  its  lapsing  or  be- 
coming forfeited  in  consequence  of  the  fa*  hi  re  of  the  patentee 
to  comply  with  the  requirements  of  the  foreign  patent  law. 
The  Circuit  Court  regarded  the  decision  of  this  court  in  Bate 
Refrigerating  Co.  v.  Hammond,  129  U.  S.  151  [19  Am.  & 
Eng.  231]  made  in  January ,  1889,  as  requiring  such  decision. 

The  question  involved  in  the  present  case  has  been  decided 
by  several  of  the  Circuit  Courts. 

In  Holmes  Electrical  Protective  Co.  v.  Metropolitan  Burg- 
lar Alarm  Co.,  21  Fed.  Rep.  458,  in  the  Circuit  Court  for  the 
Southern  District  of  New  York,  in  August,  1884,  it  was  held 
by  Judge  Wheeler  that  section  4887  meant  that  the  term 
of  the  United  States  patent  should  be  as  long  as  the  re- 
mainder of  the  term  for  which  the  foreign  patent  was 
granted,  without  reference  to  incidents  occurring  after  the 
grant  of  the  foreign  patent ;  that  that  section  referred  to  the 
fixing  of  the  term  of  the  foreign  patent,  and  not  to  the  keep- 
ing of  it  in  force ;  and  that  the  term  of  the  United  States 
patent  was  not  affected  by  the  fact  that  a  prior  English  pat- 
ent had  been  suffered  to  lapse  by  the  non-payment  of  a  tax. 

In  Paillard  v.  Bruno,  29  Fed.  Rep.  864,  in  the  Circuit 
Court  for  the  Southern  District  of  New  York,  in  December^ 
1886,  it  was  held  by  Judge  Wallace,  that,  under  section 
4887,  a  United  States  patent,  for  an  invention  which  had 
been  patented  previously  in  England  for  the  term  of  four- 
teen years,  did  not  expire  until  fourteen  years  from  the  date 
of  the  English  patent,  notwithstanding  the  grant  of  the  lat- 
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ter  patent  had  terminated  by  the  failure  of  the  patentee  to 
pay  a  stamp  duty  required  to  be  paid  as  a  condition  of  the 
continuance  of  the  grant  beyond  the  term  of  three  years. 

In  Bate  Refrigerating  Co.  v.  Gillett,  81  Fed.  Rep.  809,  in 
the  Circuit  Court  for  the  District  of  Kew  Jersey,  in  August, 
1887,  before  Mr.  Justice  Bradley,  it  was  held  that  where  an 
English  patent  was  granted  for  a  term  certain,  provided  that, 
if  the  patentee  should  not  pay  a  stamp  duty  within  a  certain 
time,  the  patent  should  cease  and  determine,  a  United  States 
patent  afterwards  granted  for  the  same  invention  was  not 
affected  by  a  forfeiture  of  the  foreign  patent  subsequently  in- 
curred by  a  failure  to  perform  such  condition ;  that  the  term  of 
the  English  patent  fixed  the  term  of  the  United  States  patent ; 
that  the  subsequent  fate  of  the  English  patent  had  no  effect 
upon  the  United  States  patent ;  and  that  the  life  of  each,  after 
its  inception,  proceeded  independently  of  the  life  of  the  other. 
As  authority  for  this  view,  Mr.  Justice  Bradley  cited  the 
cases  above  referred  to,  of  Holmes  Electrical  Protective  Co. 
V.  Metropolitan  Burglar  Alarm  Co.,  and  Paillard  v.  Bruno. 

Prior  to  the  decision  of  the  Circuit  Court  in  the  present 
case,  and  in  May,  1889,  in  Huber  v.  N.  0.  Kelson  Mfg.  Co. 
88  Fed.  Rep.  830,  in  the  Circuit  Court  for  the  Eastern  Dis- 
trict of  Missouri,  before  Judge  Thayer,  it  was  held  that  a 
United  States  patent,  granted  after  an  English  patent  for  the 
same  invention,  had  lapsed  and  become  void  by  reason  of  the 
non-payment  of  a  stamp  duty,  was  granted  without  authority 
of  law.  This  decision  was  made  on  the  interpretation  which 
the  court  gave  to  the  case  of  Bate  Refrigerating  Co.  v.  Ham- 
mond. 

But  we  think  that  the  question  involved  in  the  present 
case  is  not  the  same  as  that  decided  in  Bate  Refrigerating 
Co.  V.  Hammond,  and  is  not  controlled  by  the  decision  in 
that  case.  There,  a  United  States  patent  was  granted  in 
November,  1877,  for  seventeen  years.  A  patent  for  the 
same  invention  had  been  granted  in  Canada  to  the  same  pat- 
entee for  five  years  from  January,  1877.     The  Canadian  pat- 
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«nt  was,  in  December,  1881,  extended  for  five  years  from 
January,  1882,  and  also  for  five  years  from  January,  1887, 
under  a  Canadian  Statute  passed  in  1872.  The  question  in- 
volved was  whether,  under  section  4887,  the  United  States 

*  

patent  expired  in  January,  1882,  or  in  January,  1892.  This 
•court,  limiting  itself  to  the  precise  question  involved,  said 
that  it  was  ^'  of  opinion  that,  in  the  present  case,  where  the 
Oanadian  Statute  under  which  the  extensions  of  the  Cana- 
•dian  patent  were  granted,  was  in  force  when  the  United  States 
patent  was  issued,  and  also  when  that  patent  was  applied 
for,  and  where,  by  the  Canadian  Statute,  the  extension  of 
the  ;)atent  for  Canada  was  a  matter  entirely  of  right,  at  the 
option  of  the  patentee,  on  his  payment  of  a  required  fee,  and 
where  the  fifteen  years'  term  of  the  Canadian  patent  has 
been  continuous  and  without  interruption,  the  United  States 
patent  does  not  expire  before  the  end  of  the  fifteen  years' 
•duration  of  the  Canadian  patent."  This  was  said  on  the 
view,  expressed  elsewhere  in  the  opinion,  that  the  Canadian 
patent  did  not  expire,  and  it  never  could  have  been  said 
properly  that  it  would  expire,  before  January,  1892.  The 
ground  of  this  conclusion  was,  that  the  "  terra  "  of  the  Cana- 
dian patent  granted  in  January,  1877,  was  by  the  Canadian 
Statute  at  all  times  a  terra  of  fifteen  years'  duration,  made 
•continuous  and  uninterrupted  by  the  action  of  tte  patentee, 
as  a  matter  entirely  of  right,  at  his  own  option. 

By  parity  of  reasoning,  as  applied  to  the  present  case,  sec- 
tion 4887  requires  that  the  United  States  patent  shall  be  so 
limited  as  to  expire  at  the  same  time  with  the  term  limited 
by  the  foreign  patent  issued  prior  to  the  issuing  of  the  United 
States  patent,  having  then  the  shortest  time  to  run.  There 
is  nothing  in  the  Statute  which  admits  of  the  view  that  the 
duration  of  the  United  States  patent  is  to  be  limited  by  any- 
thing but  the  duration  of  the  legal  term  of  the  foreign  patent 
in  force  at  the  time  of  the  issuing  of  the  United  States  pat- 
ent, or  that  it  is  to  be  limited  by  any  lapsing  or  forfeiture  of 
any  portion  of  the  terra  of  such  foreign  patent,  by  means  of 
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the  operation' of  a  condition  subs^uent,  according  to  the  for- 
eign statute.  In  saying  that  "  every  patent,  granted  for  an 
invention  which  has  been  previously  patented  in  a  foreign 
country  shall  be  so  limited  as  to  expire  at  the  same  time  with 
the  foreign  patent,"  the  Statute  manifestly  assumes  that  the 
patent  previously  granted  in  a  foreign  country  is  one  granted 
for  a  definite  term ;  and  its  meaning  is,  that  the  United 
States  patent  shall  be  so  limited  as  to  expire  at  the  same  * 
time  with  such  term  of  the  foreign  patent.  Such  term  was 
held,  in  Bate  Refrigerating  Co.  v.  Hammond,  to  be  fifteen 
years  and  not  five  years. 

This  view  is  made  conclusive  by  the  requirement  of  sec- 
tion 4887,  that  if  there  be  more  than  one  prior  foreign  pat- 
ent, the  United  States  patent  shall  be  so  limited  as  to  expire 
at  the  same  time  with  that  one  of  such  foreign  patents  "  hav- 
ing the  shortest  term."  This  means  the  foreign  patent 
which,  at  the  time  the  United  States  patent  is  granted,  has 
then  the  shortest  term  to  run,  irrespective  of  the  fact  that  the 
foreign  patent  may  afterwards  lapse  or  become  forfeited  by 
the  non-observance  of  a  condition  subsequent  prescribed  by 
the  foreign  statute. 

In  the  view  that  section  4887  is  to  be  read  as  if  it  said  that 
the  United  States  patent  is  to  be  so  limited  as  to  expire  at  the 
same  time  with  theexpirationof  the  termof  the  foreign  patent, 
or  if  there  be  more  than  one,  at  the  same  time  with  the  ex- 
piration of  the  term  of  the  one  having  the  shortest  term,  the 
interpretation  we  have  given  to  it  is  in  harmony  with  the 
interpretation  of  the  words  "  expiration  of  term  "  in  analo- 
gous cases.  Oakley  v,  Schoonmaker,  15  Wend.  226  ;  Beach 
V.  Nixon,  9  N.  Y.  85 ;  Farnum  v.  Piatt,  8  Pick.  888.  In 
those  cases  it  was  held  that  the  words  "  expiration  of  term  " 
do  not  mean  expiration  of  term  through  a  forfeiture  by 
breach  of  a  condition,  but  mean  expiration  by  lapse  of  time. 

TTie  decree  of  the  Circuit  Court  is  reversed,  and  the  case  is  re- 
manded to  that  court  with  a  direction  to  overrule,  with  costs,  the 
plea  of  the  defendant,  to  assign  it  to  answer  the  bill,  and  to  take 

1S4  V.  S.  387. 


Oct,  1889.]  POHL  V.  ANCHOR  BREWING  Co.  197 

Notes  and  citations. 
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Cotuiructionofelaim.    PxrticvUar  patent  eonstnted.    Anahgoua 

use.    Substitution  of  material. 

« 

L  Though  a  claim  is  to  be  construed  in  connection  with  the 
ezpbmation  contained  in  the  specification,  and  it  may  be  bo 
drawn  as  in  effect  to  make  the  specification  an  essential 
part  of  it,  yet  the  specification  and  drafrings  are  usually 
looked  at  only  for  the  purpose  of  better  understanding  the 
meaning  of  the  claim  and  certainly  not  for  the  purpose  of 
changing  it  and  making  it  different  from  what  it  is.     (p.  212.) 

SL  Letters  Patent,  No.  23,957,  granted  May  10, 1859,  to  Charles 
and  Andrew  Spring,  for  an  Improvement  in  Lathes  for  turning 
Irregular  Forms,  for  '^  the  combination  of  a  gripping-chuck, 
by  which  an  article  can  be  so  held  by  one  end  as  to  present 
the  other  free  to  be  operated  upon,  with  a  rest  preceding 
the  cutting  tool,  when  it  is  combined  with  a  guide-cam  or  its 
equivalent,  which  modifies  the  movement  of  the  cutting-tool, 
all  operating  together  for  the  purpose  set  forth,"  construed, 
(p.  212.) 

S.  JSeldy  in  view  of  the  prior  state  of  the  art  which  showed  a  lathe 
for  turning  pointed  skewers  of  wood  containing  all  of  the 
elements  of  the  combination  claimed  to  be  old,  and  as  there 
was  nothing  in  the  specification  as  to  the  nature  of  the 
material  to  be  used,  nor  a  restriction  to  the  production  of 

•  See  Bxplanation  of  Notes,  page  III. 
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awls  and  needles,  that  the  combination  claimed  was  for  Bik 
analogous  or  double  use,  and  not  patentable.  ^e2<2,  further 
that  the  art  of  turning  was  the>  art  of  turning  whether  ap- 
plied to  wood  or  metal ;  and  it  would  seem  that  there  was 
here  nothing  more  than  the  substitution  of  one  material  for 
another,  without  involving  an  essentially  new  mode  of  con- 
struction, (p.  214.) 
4.  The  application  of  an  old  process  or  machine  to  a  similar 
or  analogoua  subject,  with  no  change  in  the  manner  of  ap- 
plying it,  and  no  result  substantially  distinct  in  its  nature, 
will  not  sustain  a  patent,  even  if  the  new  form  of  result  has 
not  before  been  contemplated,    (p.  215.) 

[Citations  in  the  opinion  of  the  court :  ] 
White  V.  Dunbar,  119  U.  S.  47  [16  Am.  &  Bng.  397.]    p.  212. 
Pennsylvania  R.  Co.  v.  Locomotive  B.  S.  Truck  Co.  no  U.  8.  490 

[15  Am.  &  Eng.  148.]    p.  215. 
Thompson  v.  Boisselier,  114  U.  S.  i  [15  Am.  &  Eng.  549.]    p.  215. 
Peters  v.  Active  Mfg.  Co.  129  U.  S.  530  [19  Am.  &  Eng.  39a]  p.  215. 
Peters  v,  Hanson,  129  U.  S.  542  [19  Am.  &  Bng.  408.]    p.  215. 
Axon  V.  Manhattan  Railway  Co.  132  U.  S.  84  [19  Am.  &  Eng.  609.] 

P215. 
Watson  V.  Cincinnati,  132  U.  S.  161.     [p.  22  ante,}    p.  215. 
HoUister  v,  Benedict  Mfg.  Co.  113  U.  S.  59  [15  Am.  &  Bng.  417.] 

p.  216. 

Appeals  from  decrees  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  dismissing  suits  iu 
equity  for  the  infringement  of  letters  patent  granted  May 
10,  1859,  to  Charles  and  Andrew  Spring,  for  an  improve- 
ment in  lathes,  the  patent  having  been  extended  for  seven 
years  from  May  10, 1873. 

Opinion  below,  21  Fed.  Rep.  630. 

Statement  by  Mr.  Chief  Justice  Puller  : 

These  are  appeals  from  decrees  of  the  Circuit  Court  of  the 
United  States  for  the  District  of  Massachusetts,  dismissing 
bills  in  equity  brought  on  account  of  alleged  infringement 
of  letters  patent  granted  May  10,  3859,  to  Charles  and  An- 
drew Spring,  for  an  "  Improvement  in  Lathes  for  Turning 
134  v.  B.  sas. 
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Irregular  Forms."    The  patent  was  extended  for  seven  years 
from  May  l"0, 1878.    The  bills  were  filed  May  27, 1879. 

The  opinion  of  the  Circuit  Court  was  announced  September 
30, 1884,  but  by  reason  of  the  interposition  of  petitions  for  re- 
hearing, the  final  decree  was  not  entered  until  April  17, 1886. 

The  specification  is  as  follows : 
"  To  all  whom  U  may  concern: 

"  Be  it  known  that  we,  Charles  and  Andrew  Spring,  both 
of  Boston,  in  the  county  of  Suffolk,  and  State  of  Massachu- 
setts, have  invented  a  new  combination  designed  for  turning 
such  articles  as  are  to  be  brought  to  a  point,  or  are  to  be  fin- 
ished or  turned  at  one  end,  and,  therefore,  cannot  conve- 
niently be  held  to  be  operated  upon  otherwise  than  by  the 
opposite  end ;  and  we  do  hereby  declare  that  the  following, 
taken  in  connection  with  the  accompanying  drawings  which 
form  part  of  this  specification,  is  a  clear,  full  and  exact  de- 
scription of  our  invention  and  sufficient  to  enable  those 
skilled  in  the  art  to  practice  it.  Fig.  2  is  a  perspective  view 
embodying  our  invention,  and  Fig  1  is  a  plan  exhibiting 
more  in  detail  some  of  its  parts,  c  represents  the  head  stock 
and  h  the  tail  stock  of  a  lathe  fixed  upon  a  bed  d.  The  spin- 
dle a  is  supported  and  rotated  in  the  manner  usual  in  lathes, 
and  carries  a  chuck  which  seizes  and  holds  by  one  end  the 
article  o  to  be  operated  upon.  The  spindle  I  in  the  tail  stock 
k  is  capable  of  traversing  backwards  and  forwards  in  the  axial 
line  of  the  lathe's  rotation,  but  does  not  itself  rotate.  This 
movement  may  be  accomplished  by  the  means  usual  for  this 
purpose  in  lathes.  The  carriage  m  is  raised  from  the  lathe 
bed  d  in  the  support  n,  on  which  it  is  guided  in  movements 
towards  and  from  o  by  means  of  the  usual  *  way.'  Rotation 
of  the  screw  j)  causes  the  movements  of  the  carriage  m,  and 
the  set-screw  b  is  used  to  gauge  the  diameter  of  the  article 
operated  upon,  which  it  does  by  striking  on  n,  which  is  fixed 
to  the  lathe  bed  and  arrests  further  onward  movement  of  m. 

1S4  U.  B.  S88-389. 
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Fixed  upon  m  and  partaking  of  its  movements  is  the  aiv 
rangement  which  modifies  the  movement  of  the  tool -carrier. 
This  arrangement  consists  of  two  principal  parts,  q  and  r;  q  ia 
pivoted  to  n  by  screw  tj  and  is  held  in  any  desired  position 
by  the  screws  u,  q  being  slotted  where  these  screws  pass 
though  it  into  m.  It  may  here  be  mentioned  that  thia 
provision  for  the  adjustment  of  q  is  for  the  purpose  of  giving 
any  required  taper  to  o,  and  that  the  screws  v  aid  in  the  ad- 
justment of  q.  The  piece  r  is  connected  with  q  by  the  guide 
rods  w  passing  through  the  latter  and  fixed  in  the  former. 
Compressed  spiral  springs  around  w  act  to  draw  r  and  the 
roll  shown  in  dotted  lines,  Fig.  1,  towards  q.  The  carriage 
z  rests  upon  and  slides  over  q  and  r,  and  bears  with  it  the 
tool-holder  y,  which  is  of  angular  form  and  can  slide  within 
X  toward  and  from  o.  It  is  to  y  that  the  roll  before  men- 
tioned, as  shown  in  dotted  lines,  Fig.  1,  is  fixed,  x  being 
slotted  where  it  passes  through  to  admit  of  movement  of  y. 
A  portion  of  x  extends  upward,  and  .is  made  to  fit  in  a  hole 
bored  for  that  purpose  in  the  spindle  L  To  admit  of  nice  ad- 
justment of  the  tool  c  the  piece  z  is  pivoted  to  y,  and  raised 
and  lowered  by  operating  at  the  end  opposite  the  pivot,  the 
set-screw  a',  and  holding  screw  b';  z  is  extented  above  and 
over  the  tool  c',  so  that  by  the  action  of  the  set-screw  d/  the 
tool  is  confined  to  or  released  from  y.  On  that  side  of  x  pre- 
ceding the  tool  in  its  cutting  movement  toward  the  chuck,, 
and  forming  a  part  of  or  fixed  to  a:,  is  a  yoke  arranged  to 
contain  a  die,  y.  This  die  is  made  in  two  parts,  having  a 
hole  through  them,  half  in  each  part,  of  just  the  diameter  of 
the  material  from  which  the  finished  article  is  to  be  formed. 
This  hole  in  the  die  is  made  and  kept  concentric  with  the 
axis  of  the  lathe's  rotation  by  set-screws,  one  of  which  acts 
on  opposite  sides  of  each  half,  and  also  one  from  the  top  and 
another  from  beneath.  The  sides  of  q  and  r,  with  which  the 
roll  fixed  in  y  comes  into  contact,  should  conform  nearly  to 
the  general  outline  of  the  article  to  be  turned.    A  slot  is 
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made  in  q  from  that  side  touching  the  roll,  and  in  about  the 
centre  of  its  thickness.  Within  this  slot  may  be  placed  any 
desirable  pattern  projecting  beyond  the  acting  face  of  ;,  and 
this  pattern  may  be  adjustable.  In  the  particular  instance 
illustrated  q  and  r  are  formed  for  turning  awls  or  machine 
needles.  The  pattern  e',  which  is  adjustable  by  means  of  the 
set-screw  n',  is  pivoted  in  q  and  serves  to  shape  the  shank  of 
the  awl  or  needle,  while  the  pattern  o^  which  is  adjustable 
along  the  length  of  q  as  well  as  outward  from  it,  serves  to 
form  and  shape  the  point.  A  groove  is  formed  in  ^,  as  shown 
in  dotted  lines,  Fig.  1,  in  which  the  pivot  o'  is  permitted 
to  slide,  and  the  pattern  is  held  in  position  by  the  pinch  pro- 
duced by  the  action  of  the  screws  u  u.  The  material  from 
which  any  article  is  to  be  turned  by  the  use  of  our  invention 
must  be  cylindrical  and  straight,  and  the  hole  in  the  die 
must  be  of  its  diameter.  The  carriage  x  is  forced  forward 
and  drawn  back  by  the  spindle  Ij  and  the  direction  of  its 
movement  is  at  all  times  parallel  with  the  axis  of  the  lathe's 
rotation.  The  tool-holder  y  partakes  of  the  movement  x, 
and  is  at  the  same  time  moved  toward  and  from  the  piece  to 
be  turned  by  the  action  of  the  shaping  mechanism  described 
as  existing  in  y,  r,  e^  and  o'  upon  the  roll  or  pin  fixed  in  y 
and  passing  through  x.  The  arrangement  of  the  shaping 
mechanism  illustrated  by  the  drawing  is  that  designed  and 
adapted  to  the  formation  of  awls  or  machine  needles.  The 
action  of  the  springs  upon  the  guide  rods  w  draws  r  against 
the  roll  fixed  in  y,  and  keeps  it  constantly  pressed  against  q 
and  the  projecting  parts  of  the  adjustable  formers  e'  and  o' 
therein  arranged.  The  form  and  adjustment  of  ef  govern  the 
shape  of  that  part  of  the  awl  between  its  haft  and  shaft,  and 
the  form  and  adjustment  o\  the  shape  of  the  point,  and,  as  o' 
is  adjustable  along  the  length  of  q^  any  length  of  awl  or 
needle  within  the  limits  of  the  machine  can  be  brought  to  a 
point.    Provision  is  made  for  giving  any  desired  amount  of 

taper  to  the  shape  of  the  needle  or  awl  bv  the  inclination  of 
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J,  obtainable  by  pivoting  on  ty  and  adjustable  by  the  screws  v. 
The  tool  is  adjusted  and  held  in  the  best  position  for  cutting 
by  the  screws  d'  a'  6',  and  the  diameter  of  the  article  to  be  turned 
is  varied  by  the  action  of  the  screwy  and  gauged  by  the  screws 
s.  The  chuck  used  to  hold  the  material  to  be  operated  on 
may  be  any  of  the  well-known  forms  of  griping  or  holding 
chucks  that  hold  fast  by  one  end  the  article  which  is  to  be 
turned.  We  prefer  to  use  such  a  chuck  as  we  have  fully  de- 
scribed in  an  application  for  letters  patent  bearing  even  date 
herewith.  Prior  to  our  invention,  awls  and  needles  have 
been  brought  to  a  point  by  grinding  by  hand,  a  process  which 
evidently  is  apt  to  leave  the  point  out  of  the  centre-  of  the 
needle,  and  the  part  near  the  haft  has  either  been  left  with  a 
square  shoulder  or  else  curved  by  the  action  of  a  separate 
tool  from  that  which  formed  the  shaft,  sometimes  used  as  a 
hand  tool.  Amongst  the  advantages  derived  from  the  use  of 
our  invention  may  be  mentioned  that  the  article  is  turned 
perfectly  true  at  one  operation,  and  no  time  is  lost  by  re- 
chucking,  hand  tooling  or  grinding. 

"  Having  described  our  invention,  what  we  claim  therein 
as  new  and  desire  to  secure  by  letters  patent  of  the  United 
States  is — 

"  The  combination  of  a  griping  chuck,  by  which  an  article 
can  be  so  held  by  one  end  as  to  present  the  other  free  to  be 
operated  upon,  with  a  rest  preceding  the  cutting  tool,  when 
it  is  combined  with  a  guide  cam,  or  its  equivalent,  which 
modifies  the  movement  of  the  cutting  tool,  all  operating  to- 
gether for  the  purpose  set  forth.'* 

The  causes  were  heard  before  Mr.  Justice  Gray  and  the 
district  judge,  and  the  opinion  of  the  court  was  delivered  by 
the  latter  as  follows  (21  Fed.  Rep.  630): 

"  Nelson,  J. :  These  suits  are  bills  in  equity  for  the  in- 
fringement of  patent,  Xo.  23,957,  granted  to  Charles  and  An- 
drew Spring  May  10, 1859,  for  an  improvement  in  lathes  for 
turning  irregular  forms.     The  invention,  as  described  in  the 
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specification,  is  a  new  combination  designed  for  taming  such 
articles  as  are  to  be  brought  to  a  point,  or  are  to  be  finished 
or  tamed  at  one  end,  and,  therefore,  cannot  conveniently  be 
held  to  be  operated  upon  otherwise  than  by  the  opposite  end. 
It  consists  (1)  of  a  griping  chuck,  by  which  the  article  is 
held  by  one  end  so  as  to  present  the  other  end  free  to  be 
operated  upon ;  (2)  a  rest  preceding  the  cutting  tool,  to  afford 
support  to  the  article  in  the  operation  of  turning ;  (3)  a  cut- 
ting tool ;  and  (4)  a  guide  cam,  or  its  equivalent,  which  mod- 
ifies the  movement  of  the  cutting  tool.  The  chuck  may  be 
of  any  of  the  well-known  forms  of  griping  or  holding  chucks, 
which  hold  the  article  to  be  turned  fast  by  one  end.  The 
material  to  be  turned  must  be  cylindrical  and  straight.  In 
the  drawings  annexed,  the  guide  cam  is  of  a  form  suitable 
for  turning  awls  or  machine  needles,  and  the  plaintiffs  con- 
tend that  their  machine,  as  patented,  was  intended  to  be  and 
is  a  lathe  for  turning  sewing-machine  needles  or  awls.  The 
claim  is  for  the  '  combination  of  a  griping  chuck,  by  which 
an  article  can  be  so  held  by  one  end  as  to  present  the  other 
free  to  be  operated  upon,  with  a  rest  preceding  the  cutting 
tool,  when  it  is  combined  with  a  guide  cam,  or  its  equivalent, 
^hich  modifies  the  movement  of  the  cutting  tool,  all  operat- 
ing together  for  the  purpose  set  forth.' 

"  The  defendants  have  proved,  by  testimony  which  we  can- 
not doubt,  that  as  long  ago  as  the  year  1845,  and,  perhaps,  still 
earlier,  a  machine  was  in  use  in  the  shop  of  William  Mur- 
dock,  in  Winchendon,  Massachusetts,  which  contained  all  the 
elements  and  the  precise  combination  of  the  Spring  patent. 
It  had  the  griping  chuck,  the  rest  preceding  the  cutting  tool, 
the  cutting  tool,  and,  instead  of  the  guide  cam,  its  equiva- 
lent, a  pattern,  all  the  parts  arranged,  combined  and  operat- 
ing in  the  same  manner  as  in  the  Spring  machine.  It  had,  in 
addition,  a  fixed  cutting  tool  preceding  the  rest,  which  served 
to  reduce  the  material  to  the  cylindrical  form  in  which  it  is 
first  received  in  the  Spring  lathe.  But  this  extra  tool  formed 
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no  part  and  was  wholly  independent  of  the  other  combina- 
tion. The  machine  still  had  all  the  elements  of  the  Spring 
lathe  in  the  same  combination.  The  Murdock  lathe  was  nsed 
for  turning  tapering  wooden  skewers  or  spindles  for  use  in 
spinning  yarn.  It  was  not  constructed  so  as  to  be  capable  of 
turning  awls  or  machine  needles  from  metal. 

*'  It  has  been  decided  by  the  Supreme  Court  that  *  the  ap- 
plication of  an  old  process  or  machine  to  a  similar  or  analo- 
gous subject,  with  no  change  in  the  manner  of  application,  and 
no  result  substantially  distinct  in  its  nature,  will  not  sustain  a 
patent,  even  if  the  new  form  of  result  has  not  before  been 
contemplated.'  Pennsylvania  R.  Co.  v.  Locomotive  E.  S^ 
Truck  Co.,  110  U.  S.  490  [15  Am.  &  Eng.  148.] 

"  Applying  this  rule  to  the  present  case,  we  are  of  opin- 
ion that  the  application  to  the  turning  of  machine  awls  and 
needles  from  metal,  of  mechanism  old  and  familiar  in  the 
art  of  wood  turning,  is  not  invention,  and  is  not  patentable. 

"  We,  therefore,  decide  that  the  Murdock  lathe  was  an  an- 
ticipation of  the  Spring  invention,  and  that  the  complain- 
ants' patent  is  void  for  want  of  novelty.  This  view  of  the 
case  renders  it  unnecessary  for  us  to  consider  the  other 
matters  urged  in  defence  of  the  complainants'  suit  at  the  ar- 
gument. 

"  The  entry  in  each  case  will  be :  bill  dismissed,  with  costs. "^ 

Mr.  Harvey  D.  Hadlock,  for  appellants  : 

The  discovery  for  which  letters  patent  are  granted,  when 
it  produces  new  and  useful  results,  is  invention. 

Leroy  v.  Tatham,  22  How  132  [7  Am.  &  Eng.  29]  ;  Smith 
V.  Goodyear  Dental  Vulcanite  Co.,  93  U.  S.  486  [11  Am,  & 
Eng.  1] ;  Niles  Tool  Works  v.  Betts  Machine  Co.,  27  Fed. 
Rep.  301 ;  Kent  v.  Simons,  39  Fed.  Rep.  607 ;  Peninsular 
Novelty  Co.  v.  American  Shoe  Co.,  39  Fed.  Hep.  791 ;  Root  v. 
Third  Ave.  R.  Co.,  39  Fed.  Rep.  281;  Curtis  Law  of 
Patents,  §227;  Ames  v.  Howard,  1  Sumn.  482,  485. 
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The  invention  is  for  turning  awls  and  machine  needles 
from  metal. 

Bloxam  v.  Elsee,  1  Car.  &  P.  558  [1  Am.  &  Eng.  873] ; 
Hogg  V.  Emerson,  11  How.  578  [5  Am.  &  Eng.  279] ;  Haworth 
V.  Hardcastle,  1  Bing.  N.  C.  182,  Web.  Pat  Gas.  480  [2  Am.  & 
Eng.  19];  Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng. 
290]. 

Rules  of  construction  for  patents  and  specifications  must  be 
reasonable. 

Bates  V.  Coe,  98  TJ.  S.  81  [12  Am.  &  Eng,  150]. 

In  construing  letters  patent  the  whole  instrument  should 
be  taken  together. 

Hudson  V.  Draper,  4  CliflPl  178  ;  Geier  v.  Goetinger,  7  Pat. 
Off.  Gaz.  563  ;  Heinrich  v.  Luther,  6  McLean,  845. 

The  drawings  and  models  should  be  considered  as  well  as 
the  specification. 

Hoffheins  v.  Brandt,  8  Fish.  Pat.  Gas.  218 ;  Stephens  v. 
Salisbury,  1  MacArth.  Pat.  Gas.  879. 

An  invention  consists,  primarily,  in  finding  out  what  me- 
chanical operation  is  necessary  to  produce  the  practical  result 
arrived  at,  and  must  be  capable  of  producing  such  results, 

Wooster  v.  Blake,  8  Fed.  Rep.  429 ;  Putnam  v.  HoUender, 
6  Fed.  Rep.  882 ;  Wood  v.  Packer,  17  Fed.  Rep.  650 ;  Stewart 
V.  Mahoney,  5  Fed.  Rep.  802;  Spill  v.  Gelluloid  Mfg.  Go.,  2 
Fed,  Rep.  707 ;  Shedd  v.  Washburn,  9  Fed.  Rep.  904 ;  Davis 
V.  Fredericks,  19  Fed,  Rep.  99 ;  Roberts  v,  Dickey,  4  Brewst. 
260 ;  Isaacs  v.  Abrams,  8  Ban.  &  Ard.  616 ;  Miller's  Falls  Go. 
V.  Backus,  17  Pat.  Off,  Gaz.  852. 

The  Murdock  machine  is  not  an  anticipation  of  the  Spring 
patent. 

Glough  V.  Gilbert  &  B.  Mfg.  Go.,  106  U.  S.  166  [14  Am. 
A  Eng,  211] ;  Blake  v.  Robertson,  94  U.  S,  728  [11  Am.  & 
Eng.  266]  ;  Fuller  v.  Yentzer,  94  U.  S.  305  [11  Am,  &  Eng. 
176] ;  Bragg  v.  Fitch,  121  U.  S.  478 ;  Snow  v.  Lake  Shore  & 
M.  S.  R.  Go,,  121  U.  S.  617  [17  Am.  &  Eng.  76] ;  Parker  v. 


210         HOWE  MACHINE  Ck).  v.  NATIONAL  '[Sup.  Ct. 

NEEDLE  Co. 

Argnment  of  coutuiel. 

Btiles,  5  McLean,  44 ;  Nathan  v.  New  York  Elev.  R.  Co.,  2 
Fed.  Rep.  225. 

The  dissimilarity  in  the  two  machines  is  apparent. 

Chicago  &  K  W.  R.  Co.  v.  Sayles,  97  U.  S.  654  [12  Am. 
ft  Eng.  121] ;  Union  Sugar  Refinery  v.  Mathiesson,  8  Cliff. 
146 ;  Jennings  v.  Kibbe,  10  Fed.  Rep.  669 ;  Prouty  v.  Rug- 
gles,  16  Pet.  336  [4  Am.  &  Eng.  851] ;  Stimpson  v.  Bait  ft 
8.  R.  Co.,  10  How.  329  [5  Am.  &  Eng.  129] ;  McCormick  v. 
Talcott,  20  How.  402  [6  Am.  ft  Eng.  410] ;  Eames  v.  God- 
frey,  1  Wall.  78  [7  Am.  ft  Eng.  158] ;  Sands  v.  Wardwell,  8 
Cliff.  277 ;  Foster  v.  Moore,  1  Curt  279 ;  Storrs  v.  Howe,  4 
Cliff.  888 ;  Howe  v.  Neemes,  18  Fed.  Rep.  40 ;  Matteson 
V.  Caine,  17  Fed.  Rep.  525 ;  Bates  v.  Coe,  98  U.  8.  81  [12 
Am.  ft  Eng.  150] ;  Parks  v.  Booth,  102  U.  S.  96  [12  Am.  ft 
Eng.  470] ;  Parham  v.  Am.  Button  Hole  Co.,  4  Fish.  Pat 
Cas.  468 ;  Hawes  v.  Antisdell,  8  Pat.  Off.  Gaz.  685. 

Messrs.  John  E.  Abbott  and  G.  P.  Lowrby,  for  appellees: 

The  construction  of  a  patent  is  for  the  court,  and  a 
liberal  construction  should  be  given  so  far  as  the  state  of  the 
art  and  the  language  of  the  patent  will  permit. 

Rubber  Co.  v.  Goodyear,  9  Wall.  795  [8  Am.  ft  Eng. 
150];  Merrill  i\  Teomans,  94  U.  8.  568  [11  Am.  ft  Eng. 
203] ;  Ransom  v.  New  York,  1  Fish.  Pat  Cas.  252 ;  Pitts  v. 
Wemple,  2  Fish.  Pat.  Cas.  10 ;  Agawam  Co.  v,  Jordan,  7 
Wall.  697  [8  Am.  ft  Eng.  24] ;  Mitchell  i\  Tilghman,  19 
Wall.  395  [9  Am.  ft  Eng.  174] ;  White  v.  Dunbar,  119  XJ.  S. 
47  [16  Am.  ft  Eng.  897] ;  Del.  Coal  ft  Ice  Co.  v.  Packer,  1 
Fed.  Rep.  852 ;  Roemer  v.  Bemheim,  132  U.  S.  103  [p.  14  ante]  \ 
HoUiday  v.  Pickhardt,  29  Fed.  Rep.  853,  859. 

The  claim  of  the  patentees  is  so  broad  that  their  patent  iA 
utterly  void. 

Parker  v.  Sears,  1  Fish.  Pat  Cas.  99 ;  Winans  v.  Boston  ft 
P.  R.  Co.,  2  Story,  412. 
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Reduction  or  increase  of  size  of  old  device  for  new  use  is 
not  invention. 

Woodbury  Planing  Machine  CJo.  v.  Keith,  101  U.  8.  479 
[12  Am.  k  Eng.  404]. 

Mechanical  adaptation  is  not  patentable. 

Dunbar  v.  Meyers,  94  U.  8. 187  [11  Am.  &  Eng.  59] ;  At- 
lantic Works  V.  Brady,  107  U.  8. 192  [14  Am.  k  Eng.  880]. 

Change  of  form,  proportions  or  degree  is  not  such  an  in- 
vention as  will  sustain  a  patent. 

Smith  V.  Nichols,  21  Wall.  115  [9  Am.  &  Eng.  426]. 

The  application  of  an  old  process  or  machine  to  a  similar 
or  analogous  subject  will  not  sustain  a  patent. 

Pennsylvania  It.  Co.  v.  Locomotive  E.  8.  Truck  Co.,  110 
TJ.  8.  490  [15  Am.  &  Eng.  148];  Morris  v.  McMillin,  112 
XT.  8.  244  [15  Am.  &  Eng.  810];  Blake  v.  8an  Francisco,  113 
XJ.  8.  679  [15  Am.  k  Eng.  535];  Stephenson  v.  Brooklyn 
Croes-Town  R.  Co.,  114  U.  S.  149  [16  Am.  k  Eng.  68] ;  Mil- 
ler  V.  Force,  116  U.  8. 22  [16  Am.  k  Eng.  193] ;  Clark  Pomace 
Holder  Co.  v.  Ferguson,  119  U.  8.  835  [16  Am.  k  Eng.  441] ; 
Peters  v.  Active  Mfg.  Co.,  129  TJ.  S.  530  [19  Am.  k  Eng. 
890];  Peters  v.  Hanson,  129  TJ.  S.  542  [19  Am.  k  Eng.  408]; 
Aron  V.  Manhattan  R.  Co.,  132  TJ.  8. 84  [19  Am.  k  Eng.  609] ; 
Watson  V.  Cincinnati,  I.,  St.  L.  k  C.  R.  Co.,  132  TJ.  8. 161 
[p.  22  ante] ;  Goodyear  v.  Hartford  Spring  Axle  Co.,  23  Fed. 
Rep.  86. 

A  machine  is  the  equivalent  of  another  when  it  operates 
on  the  same  principle  and  performs  the  same  functions  by 
analogous  means,  or  equivalent  combinations. 

McCormick  v.  Talcott,  20  How.  402  [6  Am.  k  Eng.  410j ; 
Blanchard's  Gun-Stock  Factory  v.  Warner,  1  Blatch.  278 ; 
Wyeth  V.  Stone,  1  Story,  273 ;  Bovill  r.  Moore,  2  Marbh. 
211 ;  Blanchard  v.  Beers,  2  Blatch.  411 ;  Seymour  v.  Osborne, 
11  Wall.  516  [8  Am.  k  Eng.  290] ;  Mason  v.  Graham,  23 
Wall.  275  [10  Am.  k  Eng.  107]. 

XJse  in  a  factory  is  a  public  use. 
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McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  882] ; 
Perkins  v.  Nashua  Card  &  Q.  P.  Co.,  5  Ban.  &  Ard.  897. 

A  single  instance  of  successful  use  is  sufficient. 

Coffin  V.  Ogden,  18  "Wall.  120  [9  Am.  &  Eng.  125] ;  Egbert 
t?.  Lippman,  14  Pat.  Off.  Qaz.  822 ;  Henry  v.  Providence 
Tool  Co.,  14  Pat.  Off.  Qa^.  855 ;  McMillan  v.  Barclay,  5 
Fish.  Pat.  Cas.  189 ;  McNish  v.  Everson,  5  Ban.  &  Ard.  485. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the  court : 

Doubtless  a  claim  is  to  be  construed  in  connection  with 
the  explanation  contained  in  the  specification,  and  it  may  be 
so  drawn  as  in  effect  to  make  the  specification  an  essential 
part  of  it ;  but  since  the  inventor  must  particularly  specify 
and  point  out  the  part,  improvement  or  combination  which 
he  claims  as  his  own  invention  or  discovery,  the  specification 
and  drawings  are  usually  looked  at  only  for  the  purpose  of 
better  understanding  the  meaning  of  the  claim,  and  certainly 
not  for  the  purpose  of  changing  it  and  making  it  different 
from  what  it  is,  As  remarked  by  Mr.  Justice  Bradley,  in 
White  V.  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397] :  "  The 
claim  is  a  statutory  requirement,  prescribed  for  the  very 
purpose  of  making  the  patentee  define  precisely  what  his  in- 
vention is,  and  it  is  unjust  to  the  public,  as  well  as  an  evasion 
of  the  law,  to  construe  it  in  a  manner  different  from  the  plain 
import  of  its  terms." 

The  patentees ' state  that  they  "have  invented  a  new  com- 
bination designed  for  turning  such  articles  as  are  to  be 
brought  to  a  point  or  are  to  be  finished  or  turned  at  one  end, 
and  therefore  cannot  conveniently  be  held  to  be  operated  upon 
otherwise  than  by  the  opposite  end."  In  the  drawings  at- 
tached to  the  patent,  q  and  r  are  the  guide  cam  or  pattern 
specially  referred  to  in  the  specification,  and  it  is  said  that 
"  in  the  particular  instance  illustrated  q  and  r  are  formed  for 
turning  awls  or  machine  needles,"  and  that  "  the  arrange- 
ment of  the  shaping  mechanism  illustrated  by  the  drawing 
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18  that  designed  and  adapted  to  the  formation  of  awls  or 
machine  needles."  They  also  say  that  ^^  the  material  from 
which  any  article  is  to  be  turned  by  the  use  of  our  invention 
must  be  cylindrical  and  straight,"  and  that  "  the  chuck  used 
to  hold  the  material  to  be  operated  on  may  be  any  of  the 
well-known  forms  of  griping  or  holding  chucks  that  hold 
fast  by  one  end  the  article  which  is  to  be  turned." 

The  claim  is  couched  in  plain  and  unambiguous  language, 
and  is  "  The  combination  of  a  griping  chuck,  by  which  an 
article  can  be  so  held  by  one  end  as  to  present  the  other  free 
to  be  operated  upon,  with  a  rest  preceding  the  cutting  tool, 
when  it  is  combined  with  a  guide  cam,  or  its  equivalent, 
which  modifies  the  movement  of  the  cutting  tool,  all  oper- 
ating together  for  the  purpose  set  forth."  The  alleged  im- 
provement is  in  the  mode  of  producing  turned  articles  of 
"•irregular  forms,"  and  the  purpose  set  forth  is  the  turning 
of  such  articles  as  are  to  be  brought  to  a  point  or  to  be  turned 
or  finished  at  one  end,  and  which  ought,  therefore,  to  be  held 
by  the  opposite  end  in  order  to  be  operated  upon.  The  ma- 
terial is  not  specified,  but  it  must  be  cylindrical  and  straight. 

The  complainant's  expert  testifies  on  cross-examination : 
"  The  patent  is  for  a  combination.  The  new  part  consists 
of  elements,  each  and  all  of  them  old  and  familiar  in  pre- 
existing combinations.  They  are  therefore  the  griping 
chuck;  the  supporting  rest  preceding  the  cutting  tool;  a 
cutting  tool  having  the  reciprocating  motion  towards  and 
from  the  axis  of  the  piece  to  be  operated  upon,  under  the 
control  of  a  guide  cam  or  former,  so  organized  as  to  be  also 
under  the  constant  control  of  delicate  adjusting  apparatus, 
by  which  the  required  diameter  of  a  piece  to  be  operated 
upon  may  be  constantly  preserved  without  disturbing  the 
functional  performance  of  former  and  cutting  tool,  substan- 
tially as  set  forth  and  described,  all  operating  together  for 
the  purpose  set  forth.  It  is,  then,  the  combination  of  these 
several  elements,  as  organized,  which  constitutes  the  new 
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part"  Bat  the  combination  claimed  ia  the  combination  of 
a  griping  chack,  a  rest  preceding  the  catting  tool,  a  catting 
tool  and  a  guide  cam  or  its  equivalent ;  and  complainants 
cannot  now  be  permitted  to  read  into  it  any  delicate  adjust- 
ing apparatus  not  originally  included  in  the  claim,  and  then 
insist,  in  the  words  of  the  witness,  that  there  is  '^  a  margin 
of  patentable  novelty." 

The  Springs  completed  their  first  machine  in  September  or 
October,  1857.    Their  patent  was  issued  May  10, 1859. 

As  found  by  the  Circuit  Court,  the  testimony  leaves  na 
doubt  that,  as  early  as  1845,  William  Murdock  used  a  lathe^ 
at  Winchendon,  Massachusetts,  for  turning  pointed  skewers 
of  wood.  This  had  a  chuck,  a  cutting  tool,  a  rest  preceding 
the  cutting  tool,  and  a  pattern  governing  the  movement  of 
the  cutting  tool,  to  shape  the  skewer  to  the  desired  form ;  or, 
in  other  words,  all  the  elements  of  the  Spring  combination, 
as  claimed. 

Defendants'  expert,  Brevoort,  correctly  says :  "  This  Mur- 
dock device  shows  the  combination  of  a  holding  chuck^ 
which  holds  the  material  at  one  end  while  the  other  end  ia 
left  free ;  a  rest  preceding  a  cutting  tool,  which  latter  is  con- 
trolled in  its  movements  by  guide  or  former,  so  that  the 
parts  operating  together  will  produce  irregular  forms.  Now 
this  is  the  invention  referred  to  in  the  claim  of  the  Spring 
patent,  and  this  Murdock  lathe  undoubtedly  contains  the 
invention  recited  in  the  Spring  patent,  with  the  exception 
that  in  the  Murdock  lathe  the  parts  arc  adapted  for  turning 
wood,  while  in  the  Spring  device  they  are  more  especially 
adapted  for  turning  metal."  And  he  continues:  "I  under- 
stand that  this  Murdock  lathe  was  used  for  turning  large 
numbers  of  yarn  skewers,  such  as  were  used  at  one  time  in 
mills  where  cotton  goods  were  manufactured.  *  Defendants' 
Exhibit,  Murdock  Skewer,  W.  Q.  H.,  Sp.  Ex'r,'  shows  one  of 
these  skewers,  and  when  I  compare  this  skewer  with  a  sew- 
ing-machine needle,  as  the  question  requested  me  to  do,  I  find 
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that  both  the  needle  and  the  ekewer  are  brought  to  a  point, 
the  Mardock  lathe,  the  Spring  device  and  the  Pemot  lathe 
all  being  adapted  for  prodacing  points  apon  the  articles  sub- 
jected to  their  action,  the  only  difference  being  that  the  Per- 
not  and  Spring  lathes  were  adapted  for  making  points  on 
metal,  while  the  Mardock  lathe  is  adapted  for  making  points 
on  wooden  blanks,  all  of  the  three  lathes  referred  to,  as  well 
as  the  Wright  lathe  and  the  Waymoth  lathe,  being  so  con- 
stracted  as  to  produce  the  desired  configuration  upon  the 
surface  of  the  turned  blank  by  using  a  pattern  or  former  of 
the  desired  shape.  In  all  the  lathes  referred  to  by  me  in  this 
testimony  the  irregular  form  of  the  article  turned  is  reached 
by  the  former,  guide,  or  pattern,  causing  the  cutting  tool,  as 
it  was  slid  toward  the  holding  or  griping  chuck,  to  approach 
or  recede  from  the  axial  line  of  the  work,  and  in  all  these 
lathes  the  cutting  tool  is  preceded  by  a  rest  through  a  hole 
in  which  the  work  revolves,  leaving  one  end  of  the  work 
free,  while  the  other  is  held  and  turned  by  the  chuck/* 

There  is  nothing  in  the  specification  about  the  nature  of 
the  material  to  be  used,  nor  is  the  device  limited  to  the  pro- 
duction of  awls  and  needles,  although  the  drawings  show 
that  mode  of  applying  the  invention,  and  *^  the  particular 
instance  illustrated "  is  that  ^*  designed  and  adapted  to  the 
formation  of  awls  or  machine  needles."  But  the  invention 
claimed  is  not  restricted  to  lathes  for  turning  sewing-machine 
needles,  nor  did  the  patentees  by  disclaimer  place  any  such 
limit  upon  the  construction  of  the  patent. 

The  rule  laid  down  in  Pennsylvania  R.  Co.  v.  Locomotive 
E.  S.  Truck  Co.,  110  U.  S.  490  [15  Am.  &  Eng.  148],  that  the 
application  of  an  old  process  or  machine  to  a  similar  or  anal- 
ogous subject,  with  no  change  in  the  manner  of  applying  it, 
and  no  result  substantially  distinct  in  its  nature,  will  not 
sustain  a  patent,  even  if  the  new  form  of  result  has  not  before, 
been  contemplated,  has  been  applied  in  very  many  cases  by 
this  court.    Thompson  v.  Boisselier,  114  U.  S.  1  [15  Am.  & 
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Ehg.  649] ;  Peters  v.  Active  Mfg.  Co.  129  IT.  S.  580  [19  Am. 
&  Eng.  890] ;  Peters  v.  Hanson,  129  U.  S.  542  [19  Am.&  Eng. 
408] ;  Aron  v.  Manhattan  Railway  Co.  182  IT.  S.  84  [19  Am. 
&  Eng.  609] ;  Watson  v.  Cincinnati,  I.,  St.  L.  &  C.  R.  Co.  132 
IT.  S.  161  [p.  22  ante]. 

In  "the  employment  of  the  chuck,  the  rest,  the  cutting  tool, 
and  the  guide  cam,,  in  the  making  of  awls  and  needles,  the 
patentees  displayed  the  skill  of  their  calling,  which  involved 
"  only  the  exercise  of  the  ordinary  faculties  of  reasoning  upon 
the  materials  supplied  by  a  special  knowledge,  and  the 
facility  of  manipulation  which  results  from  its  habitual  and 
intelligent  practice."  Hollister  v.  Benedict  Mfg.  Co.  118 
IT.  S.  59  [15  Am.  &  Eng.  417].  The  purpose  of  Murdock,  in 
reference  to  the  wooden  skewer,  was  the  same  as  the  purpose 
of  the  Springs  in  reference  to  articles  of  any  material  which 
could  be  worked  up  on  their  machines.  The  claim  was  cer- 
tainly broad  enough  to  include  Murdock's  invention,  and  no 
disclaimer  was  ever  filed  ;  and  even  with  a  limitation  as  to 
the  article,  patentable  novelty  was  not  present,  within  the 
rule  upon  that  subject.  The  art  of  turning  is  the  art  of  turn- 
ing, whether  applied  to  wood  or  metal ;  and  it  would  seem 
that  there  was  here  nothing  more  than  the  substitution  of 
one  material  for  another,  without  involving  an  essentially 
new  mode  of  construction.  And  be  that  as  it  may,  there 
was  no  restriction  as  to  material.  Operation  in  metal  would, 
of  course,  demand  variations  in  organization,  but  not  neces- 
sarily anything  more  than  would  result  from  the  experience 
of  the  intelligent  mechanic. 

The  Springs  did  not  claim  a  combination  of  a  slotted 
guide  cam,  an  adjusting  screw,  a  spring,  guiding  rods,  etc., 
with  a  former,  a  cutting  tool,  a  rest  and  a  griping  chuck,  and 
as  it  stands  the  claim  was,  in  the  existing  state  of  the  art,  for 
an  analogous  or  double  use,  and  not  patentable. 

The  Circuit  Court  was  clearly  right,  and  its  decree  is 

Affirmed, 
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THE  COMMERCIAL  MANUFACTURING  COMPANY, 
CONSOLIDATED,  kt  al,  APPELLANTS,  v.  THE  FAIR- 
BANK  CANNING  COMPANY.* 

ISS  V.  B.  176-lVS.    October  Tern,  1889. 

[Bk.  34,  L.  ed.,  88;  51  O.  G.  965.] 

Affirming  Ildd,  27  Fed.  Rep.  78. 

Argued  and  submitted  April  11, 1890.     Decided  April  21, 

1890. 

Limitation  of  United  States  patents  by  foreign  patents  previously 
obtained.  Sec,  4887  ^  Revised  Statutes.  Identity  of  patented 
processes. 

1.  In  a  suit  for  an  infringement  of  reissued  letters  patent,  No. 
10,137,  granted  June  13,  1882,  to  the  Commercial  Manu- 
facturing Company,  Consolidated,  as  assignee  of  Hippoljte 
Mege  (original  Mo,  146,012,  December  13, 1873),  for  an  Im- 
provement in  treating  Animal  Fats ;  held^  that  the  invention 
covered  by  this  patent  was  substantially  the  same  as  that 
described  in  a  'Bavarian  patent  which  expired  April  8, 
1876,  and  in  an  Austrian  patent  which  expired  May  26, 
1876,  both  granted  to  said  M^ge,  and  that  the  United  States 
letters  patent  expired  with  said  foreign  patents  prior  to  the 
beginning  of  this  suit.     (p.  221.) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Northern  District  of  Illinois,  dismissing  a  suit 
for  the  infringement  of  reissued  letters  patent,  No.  10,187, 
granted  June  13, 1882,  on  an  application  filed  May  20, 1882, 
for  an  improvement  in  treating  animal  fats. 

The  facts  are  stated  in  the  opinion. 

Opinion  below,  27  Fed.  Rep.  78. 

*  See  Explanation  of  Notes,  page  HI. 
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Argument  of  counsel. 

Messrs,  C.  K.  Offield,  B.  P.  Thurston,  and  T.  D.  Lik- 
coLNy  for  appellants : 

The  clear  statements  of  Professors  Wheeler  and  Morton 
as  to  the  diflference  between  the  several  foreign  patents  and 
the  United  States  patent  will  be  found  to  be  exhaustive,  and 
the  attention  of  the  court  is  respectfully  requested  to  the 
reasoning  made  by  these  eminent  authorities  in  support  of 
the  essential  importance  of  the  differences  which  exist  be- 
tween the  foreign  patents  and  the  United  States  patent  as 
exhibited  in  the  tabulated  analysis  and  comparison  which 
they  present  on  page  236  of  the  Record. 

I  submit  that  I  have  established  by  incontrovertible  testi- 
mony that  there  exists  radical  differences  between  the  procesa 
of  the  foreign  patents  and  the  process  of  the  United  States  pat- 
ent. In  fact,  the  expert  witness  for  the  defendant,  Professor 
Barker,  does  not  pretend  to  say  that  the  several  steps  set  forth 
in  the  United  States  patent  are  the  same  as  to  their  execu- 
tion as  the  methods  described  in  the  foreign  patents. 

We  respectfully  insist  that  the  patent  of  Mege  here  in 
suit  is  for  an  improvement  in  the  art  of  transforming  ani- 
mal fats  into  butter.  As  to  this  patent,  all  that  is  described 
and  contained  in  the  prior  Bavarian  and  Austrian  patents 
was  public  property  at  the  date  of  the  commencement  ot 
this  suit,  and  at  the  present  date,  the  French  patent  having 
expired,  it  too  has  fallen  into  the  common  domain.  The  im- 
proved process  covered  by  the  patent  in  suit  is  independent 
of  anything  contained  in  the  foreign  patents  of  Mege. 

Messrs.  Lysander  Hill  and  T.  S.  E.  Dixon  for  appellee : 
The  following  facts  are  clearly  established,  not  only  by 
Mege 's  affidavit  of  December,  1873,  but  by  the  weight  of  the 
evidence  which  fully  corroborates  his  sworn  statement. 
Mege  in  all  his  patents  aimed  to  produce  an  artificial  butter 
which  should  be  the  full  equivalent  of  natural  dairy  butter. 
When  taking  out  his  latest  patent  he  declared  under  oath 
that  the  American  process  and  product  are  the  same  as  that 
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of  the  foreign  patenla.  This  statement  was  repeated  under 
oath  by  the  complainant's  assignor  in  its  bill  in  equity 
against  Mr.  Fairbank  in  August,  1876,  and  was  also  re* 
]>eated  by  ite  expert  chemist,  Professor  Mott,  in  his  report 
in  November,  1876. 

Mr.  Justice  Blatghfobd  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  Illinois,  on  the 
11th  of  December,  1882,  by  the  Commercial  Manufacturing 
Company,  Consolidated,  a  Kew  York  corporation,  and  the 
National  Dairy  Company,  an  Ohio  corporation,  against  the 
Fairbank  Canning  Company,  an  Illinois  corporation,  for  the 
infringement  of  reissued  letters  patent.  No.  10,137,  granted 
June  13, 1882,  on  an  application  filed  May  20, 1882,  to  The 
Commercial  Manufacturing  Company,  Consolidated,  for  an 
improvement  in  treating  animal  fats.  The  original  patent. 
No.  146,012,  was  granted  December  80,  1873,  having  been 
applied  for  December  18, 1873,  to  Hippolyte  Mege  as  inven* 
tor.  It  was  assigned  to  the  United  States  Dairy  Company, 
and  was  reissued  to  that  company  as  No.  8,424,  September 
24, 1878.  That  reissue  was  then  assigned  to  one  Bemsen, 
who  assigned  it  to  the  Commercial  Manu£Bicturing  Company, 
Consolidated,  to  which  reissue,  No.  10,187,  was  granted.  The 
National  Dairy  Company  was  the  exclusive  licensee  for  the 
State  of  Illinois,  in  which  State  the  infringement  was  alleged 
to  have  taken  place. 

The  answer  set  up  among  other  defences,  that  the  United 
States  patent  had  expired  before  the  last  reissue  thereof  was 
granted,  by  reason  of  the  expiration  of  certain  foreign  patents 
granted  to  M%e  for  the  same  invention ;  that  the  last  reissue 
was  invalid ;  and  that  the  defendant  did  not  infringe. 

So  much  of  the  specification  of  reissue,  No.  10,137^  as  ia 
important  in  the  present  case,  is  as  follows : 

**  Be  it  known  that  Hippolyte  Mege,  of  Paris,  France,  now 
dficeased,  chemist  manufacturer,  did  invent  an  improved 
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means  for  transforming  animal  fat  into  butter,  of  which  the 
following  is  a  specification :  This  invention,  which  is  the 
result  of  physiological  investigations,  consists  of  artifically 
producing  the  natural  work  which  is  performed  by  the  cow 
when  it  reabsorbs  its  fat  in  order  to  transform  the  same  into 
butter.  The  improved  means  he  employed  for  this  purpose 
«re  as  follows : 

^  1.  Neutralization  of  the  ferments.  In  order  to  prevent 
'the  greasy  substance  which  is  settled  in  the  tissue  of  the 
•animals  from  taking  the  disagreeable  taste  of  the  fat,  it  is 
necessary  that  the  ferments  which  produce  this  taste  shall  be 
completely  neutralized.  For  this  effect,  as  soon  as  possible 
after  the  death  of  the  animal,  he  plunged  the  raw  fats,  called 
^graisses  en  branches^^  into  water  containing  fifteen  per  cent. 
t)f  sea' salt  and  one  per  cent,  of  sulphite  of  soda.  He  began 
thus  the  transformation  an  hour,  at  least,  after  the  immersion, 
«nd  twelve  hours,  at  most,  afterward. 

*'  2.  Crushing.  A  complete  crushing  is  necessary  in  order 
to  obtain  rapid  work  without  alteration.  For  this  purpose, 
when  the  substance  is  coarsely  crushed,  he  let  it  fall  from 
the  cylinders  under  millstones  which  completely  bruise  all 
the  cells. 

^^  3.  Concentrated  digestion.  The  crushed  fat  falls  mto 
a  vessel  which  is  made  of  well-tinned  iron  or  enameled  iron 
or  baked  clay.  This  vessel  must  be  plunged  in  a  water  bath 
of  which  the  temperature  is  raised  at  will.  "When  the  fat 
has  descended  in  the  vessel  he  melted  it  by  means  of  an 
artificial  digestion,  so  that  the  heat  does  not  exceed  103^ 
Fahrenheit,  and  thus  no  taste  of  fat  is  produced.  For  this 
purpose  he  threw  into  the  washtub  containing  the  artificial 
gastric  juice  about  two  liters  perhundred  kilograms  of  greasy 
substance.  This  gastric  juice  is  made  with  the  half  of  a 
Btomach  of  a  pig  or  sheep,  well  washed,  and  three  liters  of 
water  containing  thirty  grams  of  biphosphate  of  lime.  After 
a  maceration  during  three  hours,  he  passed  the  substance 
through  a  fine  sieve,  and  obtained  the  two  liters,  which  are 
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necessary  for  a  hundred  kilograms.  He  slowly  raised  the 
temperature  to  about  103^  Fahrenheit,  so  that  the  matter 
shall  completely  separate.  This  greasy  matter  must  not  have 
any  taste  of  &t.  It  must,  on  the  contrary,  have  the  taste  of 
molten  butter.  When  the  liquid  does  not  present  any  more 
lumps  he  threw  into  the  said  liquid  one  kilogram  of  sea  salt 
(reduced  to  powder)  per  hundred  kilograms  of  greasy  mat- 
ter. He  stirred  during  a  quarter  of  an  hour  and  let  it  set 
until  obtaining  a  perfect  limpidness.  This  method  of  ex- 
traction has  a  considerable  advantage  over  that  which  has 
been  previously  essayed.  The  separation  is  well  made,  and 
the  organized  tissues  which  do  deposit  are  not  altered. 

"  4.  Crystallization  in  a  mass.  In  order  to  separate  the 
oleomargarine  from  the  stearine,  separated  crystallizers  or 
crystallizations  at  unequal  temperatures  have  been  already  em- 
ployed. He  contrived  for  this  purpose  the  following  method, 
which  produces  a  very  perfect  separation,  and  is  as  follows : 
He  rendered  the  molten  fat  in  a  vessel  which  must  be  suffi- 
cient for  containing  it.  This  vessel  is  placed  in  a  wash  tub  of 
strong  wood,  which  serves  as  a  water  bath.  In  this  wash- 
tub  he  put  water  at  the  fixed  temperature  of  86^  Fahrenheit, 
for  the  soft  fats  proceeding  from  the  slaughter-house,  and 
98°  for  the  harder  fats,  such  as  mutton  fat.  Afterward,  the 
wash  tubs  are  covered,  and  after  a  certain  time,  more  or  less 
long,  according  to  the  fats,  the  stearine  is  deposited  in  the 
form  of  teats  in  the  middle  of  the  oleomargaric  liquid. 

"  5.  Separation  by  centrifugal  force.  In  order  to  avoid 
the  numerous  inconveniences  of  the  employment  of  the 
presses,  which  have  been  hitherto  used,  he  caused  the  mix- 
ture of  stearine  and  oleomargarine  to  flow  into  a  centrifugal 
machine  called  *  hydro-extractor.'  The  greasy  liquid  passes 
through  the  cloth  and  the  stearine  is  collected.  When  all  the 
liquid  is  passed  he  put  the  machine  in  motion,  and  the  crys- 
tals of  stearine  are  entirely  exhausted  without  the  auxiliary 
of  the  presses.  However,  during  certain  seasons,  there  are 
animals  which  produce  crystals  of  stearine  soft  enough  for 
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rendering  necessary  the  stroke  of  a  press  as  a  last  operation^ 
bat,  in  this  case,  this  operation  has  little  importance,  because 
it  is  applied  only  to  a  fraction  of  the  product  In  all  cases,, 
the  oleomargarine  is  separated  from  the  stearine  when  it  is- 
cold,  and  passed  to  the  cylinder,  constituting,  especially  if 
its  yellow  color  has  been  raised,  a  greasy  matter  of  veiy  good 
taste  and  which  mskj  replace  the  butter  in  the  kitchen,  where 
it  is  employed  under  the  name  of  ^margarine ; '  but,  if  it  is 
desired  to  transform  it  into  more  perfect  butter,  he  employed 
the  following  means : " 

The  claims  in  that  reissue  are  as  follows:. 

"  1.  The  improved  material  herein  described,  produced  by 
treating  animal  fats  so  as  to  remove  the  tissues  and  other 
portions  named,  with  or  without  the  addition  of  substances 
to  change  the  flavor,  consistency  or  color,  as  set  fortti. 

^^  2.  The  process  herein  described  of  treating  animal  £ftta 
in  the  production  of  oleomargarine. '* 

The  claims  of  reissue  No.  6,868  ^^ere  six  in  number,  and 
those  of  reissue,  No.  8,424,  were  nine  in  number ;  while  the 
claims  of  the  original  patent  and  of  reissue.  No.  10,187,  were 
identical  in  number  and  language. 

After  a  replication  to  the  answer,  proofs  were  taken,  and 
the  case  was  heard  before  Judges  Gresham  and  Blodgett. 
The  opinion  of  the  court,  delivered  by  the  latter,  is  found  in 
27  Fed.  Bep.  78  ;  and,  in  accordance  with  its  conclusions,  a 
decree  was  entered,  on  the  22d  of  March,  1886,  dismissing 
the  bill.    From  that  decree  the  plaintifib  have  appealed. 

The  ground  for  the  dismissal  was,  that  the  Bavarian  pat- 
ent, which  was  granted  April  8,  1878,  expired  April  8^ 
1876  ;  that  the  Austrian  patent,  which  was  granted  October 
81,  1869,  expired  May  26,  1876 ;  and  that,  therefore,  re- 
issue. No.  10,187,  was  invalid,  because  the  application  on 
which  it  was  granted  was  not  made*  until  May  20,  1882. 
Mege  also  took  out  a  patent  in  France  for  his  invention,  July 
15,  1869,  for  fifteen  years.  The  defendant  contends  that 
the  Bavarian  and  the  Austrian  patents  were  granted  for  the 
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fuune  invention  as  reiasne,  Ko.  10,137»  while  the  plaintiffs 
allege  the  contrary. 

The  text  of  the  specification  of  the  Bavarian  patent  is  as 
fellows : 

*^  The  crude  fats  and  the  crude  tallow  have,  until  the  pres- 
ent time,  been  used  in  a  very  imperfect  manner  for  the  prep- 
aration of  edible  fat  or  soaps,  or  the  fabrication  of  melted 
tallow  for  the  preparation  of  fatty  acids  by  means  of  chem- 
ical modes  of  saponification  or  other  purposes. 

**  The  new  modes  of  procedure  described  herein  consist 
both  of  chemical  and  physiological  processes ;  they  are  not 
intended  to  improve  the  former  method  of  fabrication,  but, 
on  the  contrary,  on  account  of  their  natures  and  better  prop- 
erties, furnish  neutral  and  new  products.  They  are  especially 
intended  to  benefit  the  navy  and  the  less  wealthy  classes,  by 
fumising  excellent  edible  and  preservable  fats  at  a  price  con- 
siderable lower  than  that  of  present  similar  products — ^for 
instance,  butter  and  the  finer  grades  of  fats. 

^^The  reduction  in  the  price  of  butter  will,  in  a  large  meas- 
ure, contribute  to  the  general  wealth,  for  stock  raisers,  instead 
of  making  butter,  will  feed  their  milk  to  calves  and  thereby 
get  more  stock,  thus  furnishing  more  cattle  for  slaughtering 
purposes  and  at  a  lower  price.  The  new  procedure  is  also  of 
considerable  importance,  from  a  hygienic  point  of  view,  in 
doing  away  with  the  emanation  of  bad  odors  inevitable 
with  the  former  chemical  methods,  and  due  to  the  excessive 
high  temperature  to  which  fats  had  been  exposed.  The  new 
procedure  depends  upon  the  following  conclusions  of  modem 
science : 

*^  1.  That  the  malodorous,  colored,  acid  and  rancid  ingre- 
dients are  not  originally  contained  in  the  crude  fats  as  they 
occur  in  nature. 

*^  2.  That  these  harmful  substances  are  developed  by  the 
activity  of  the  organized  tissues  under  the  influence  of  fer- 
mentation, heat  and  chemical  agents. 

*'  8.  That  the  fats  of  milk,  termed  butter,  consist  only  of 
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the  immediate  fat,  which  is  altered  first  by  a  cellular  tissue, 
and  then  by  the  organized  tissue  of  the  udder. 

"  By  utilizing  these  principles  in  industrial  pursuits,  or  in 
domestic  economy,  there  is  obtained  from  the  crude  fats  and 
the  tallow — 

"A.  A  pure  fat,  without  the  customary  fatty  smell  and 
taste,  which  does  not  stick  to  the  palate  and  which  resembles 
the  fatty  bodies  most  desired  for  eating  purposes. 

"  B.  Stearine  for  candles. 

"  C.  As  a  residue,  common  tallow. 

"  D.  This  fat,  really  identical  with  the  fat  of  butter,  taken 
from  its  source  before  it  has  been  changed  in  the  milk  gland, 
can  be  made  into  different  kinds  of  butter,  which,  although 
prepared  by  an  artificial  process,  is  really  butter,  and  differs 
only  from  the  ordinary  butter  by  keeping  fresh  for  a  much 
longer  length  of  time. 

"  The  means  employed  in  the  new  preparation  of  these 
partly  new,  partly  known,  products  constitute,  in  their  de- 
tails and  in  their  entirety,  the  invention  which  we  claim  as 
our  property.    They  are  as  follows : 

"  1.  Washing  and  crushing.  The  crude  fat  is  exposed  to  a 
jet  of  cold  water  between  the  conical  cogs  on  two  iron  cylin- 
ders ;  it  is  finely  subdivided  by  the  current  of  water  and  the 
pressure,  and  falls  thence  into  a  tank  where  a  current  of  cold 
water  completes  the  washing. 

"  2.  Artificial  digestion.  This  fat,  now  freed  from  all  sol- 
uble animal  substances,  is  mixed  with  artificial  gastric  juice 
(stomach  of  the  pig  or  sheep  in  acidulated  water),  to  the  ex- 
tent of  immersing  it  completely,  or,  to  1,000  kilo  of  fat,  800 
kilo  of  water,  1  kilo  bicarbonate  of  sodium  and  two  stomachs 
(pig  or  sheep)  are  added.  This  mixture  is  then  kept  at  the 
temperature  of  the  animal  body  (by  means  of  steam-pipes,  or 
otherwise),  until  all  the  molten  fat  has  been  dissolved  by  the 
pepsin  of  the  stomachs,  and  appears  in  a  clear  layer  on  the 
surfaca  It  is  allowed  to  settle,  or  it  is  decanted,  and  the 
process  repeated  in  order  to  extract  all  the  fatty  constituents, 
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which  now  have  lost  the  odor  of  animal  fat,  hut  have  obtained 
a  particular  taste.    The  residue  is  tallow. 

^^  8.  Cooling.  The  fluid  fat  is  poured  into  vessels  which 
have  an  opening  at  the  bottom  and  contain  a  layer  of  tepid 
water.  Thej  are  covered,  and  when  crystallization  has 
occurred  in  consequence  of  cooling,  the  water  is  drawn  oS 
through  the  opening,  the  vessel  is  inverted,  and  the  cake  ia 
allowed  to  fall  on  a  table. 

^^  4.  Pressure.  This  operation  is  intended  to  separate  the 
hard  constituent  which  makes  the  fat  granular,  congeal  rap- 
idly, and  stick  to  the  palate.  The  cooled  fat  is  cut  into  slices 
about  one  inch  thick,  and  put  into  a  cloth  between  hot  plates 
of  a  press.  The  portion  which  runs  off  is  a  mixture  of  mar- 
garine  and  oleine,  resembling  lard  in  composition  and  of 
about  the  taste  of  fresh  butter.  It  melts  in  the  mouth  like 
butter  and  does  not  stick  to  the  palate  like  beef  fat.  The 
solid  residue  taken  out  of  the  cloth  is  good  stearine,  fit  for 
ntiaking  candles  immediately. 

"5.  Uniformity  and  ductility.  In  order  to  remove  the 
granular  appearance  of  the  margarine  produced  by  congela- 
tion and  to  give  it  the  solid  and  uniform  appearance  usually 
possessed  by  fats,  and  in  order,  also,  to  remove  any  air  which 
may  have  entered  and  might  interfere  with  its  preservation 
without  admitting  air  again,  a  vessel  is  filled  with  the  £it^ 
completely  closed,  and  a  churning  or  stirring  apparatus  in  its 
interior  is  set  into  motion.  The  margarine  is  thus  kept  in 
motion,  and  is  then  withdrawn  from  the  vessel  before  cool- 
ing. It  is  now  hard  or  even  brittle,  according  to  the  temper- 
ature. It  is  rendered  soft  and  ductile  by  rolling  it  between 
wooden  cylinders.  It  is  put  into  the  form  of  plates  or  filled 
in  tubs  to  be  put  in  the  market. 

"  6.  Decolorization.  The  first  fat  is  ordinarily  of  a  light 
yellow  color.  If  it  is  desired  to  remove  this  color  without 
attacking  the  fat,  the  property  which  the  fat  possesses  of  re- 
maining fluid  for  some  time  before  cooling  can  be  utilized. 
In  this  state  an  acid — for  instance,  muriatic  acid — is  added 
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in  sufficient  quantity  to  remove  the  color,  and  it  is  then 
washed  with  tepid  water  until  the  last  trace  of  acid  has  dis- 
appeared. 

^^  This  entire  procedure,  with  or  without  pressure,  can  be 
applied  to  all  crude  fats. 

^^  The  white  or  faintly  yellowish  fat  obtained  by  means  of 
the  described  procedure  is  remarkably  pure  and  has  a  taste 
of  almonds,  hitherto  not  known  of  any  animal  fat.  It  is 
especially  available  for — 

^'  A.  Food,  as  a  substitute  for  animal  fiEits  and  lard. 

^'  B.  For  the  fabrication  of  fine  toilet  soaps. 

^^  C.  The  manufEkcture  of  ordinary  soaps  to  replace  the  olive 
oil. 

"  D.  The  lubrication  of  machinery,  which  is  never  attacked 
if  the  one-hundredth  part  of  calcined  magnesia  be  added  to 
the  fat. 

"  E.  The  artificial  production  of  butter. 

"  7.  Transformation  into  butter.  The  pure  fat  which  has 
undergone  no  change  by  heat  or  chemical  agents  is  the.same 
substance  which  the  cow  consumes  in  its  organism  in  order 
to  have  it  pass  through  the  udder  in  the  form  of  milk  fat  or 
butter.  The  fat  is  therefore  but  butter  in  its  original  form. 
This  observation,  and  the  observation  that  the  milk  gland  of 
a  cow  contains  a  kind  of  pepsin  possessing  the  property  of 
making  a  milky  emulsion  of  fat  and  water,  are  the  basis  of 
the  industrial  procedure  of  changing  fat  into  butter,  a  phy- 
siological operation  to  be  carried  out  as  follows : 

"At  the  temperature  of  the  animal  body,  one  part  of  fat  is 
mixed  with  the  same  quantity  of  water,  to  which  one-fiftieth 
part  (2  per  cent,  milk  cheese,  or  milk  without  water,  or  cream, 
in  water)  has  been  added,  and  with  one-hundredth  part  of  bi- 
carbonate of  sodium,  and  one-fiftieth  part  of  the  tissue  of  the 
mammary  gland.  The  mixture  is  kept  at  the  temperature  of 
the  body  and  allowed  to  work.  When  the  fat  becomes  milky 
it  appears  at  first  like  a  thick  milky  cream ;  later  on  it  changes 
into  butter,  which  is  allowed  to  cool  with  the  precautiaos  ez- 
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plained  in  articles  3  and  5.  The  gland  tissue  of  the  mixture 
oan  also  be  replaced  by  artificial  products,  but  with  a  less  satis- 
fEkctoij  result.  Butter  thus  prepared  keeps  longer  than  milk 
batter,  and  does  not,  like  the  latter,  acquire  the  pungent  odor 
[due]  to  butyric  acid,  or  it  contains  less  casein,  insoluble  in 
-ether,  and  may  contain  less  water  or  buttermilk,  as  may  be  de- 
sired, than  butter  obtained  in  the  usual  manner. 

"  Since  tho  above-described  modes  of  procedure,  dependent 
on  known  and  on  unknown  methods,  are«new  in  their  indus- 
trial entirety  .and  furnish  new  products,  we  claim  them  as 
our  exclusive  property  for  the  entire  term  of  the  patents/' 

The  text  of  the  specification  of  the  Austrian  patent  is  as 
follows : 

**  My  invention  consists  in  the  production  of  neutral  fatty 
bodies  of  hitherto  unknown  natural  appearance  and  excellent 
properties.  By  means  of  special  treatment  of  the  crude  tal- 
low I  obtain  a  pure  fat  devoid  of  smell  and  taste,  which  does 
not  become  rancid  and  which  keeps  for  a  long  time.  This 
substance  I  obtain  through  procedures  partly  known,  partly 
new,  the  entirety  of  which  constitutes  the  following  methods: 

"  1.  Perfect  washing.  This  is  done  by  crushing  the  fresh 
fat  just  taken  from  the  animal  between  rollers  under  a  spray 
of  fresh  water.  The  fat,  subdivided  finely  by  the  action  of 
the  water  and  the  pressure,  falls  into  a  tub,  where  the  wash- 
ing is  completed  by  a  current  of  water. 

"  2.  Artificial  digestion.  This  fat,  from  which  all  soluble 
animal  substances  have  been  removed,  is  mixed  with  artificial 
gastric  juice  (maceration  of  a  pig's  stomach  in  acidulated 
water),  in  sufficient  quantity  to  immerse  it,  and  the  mixture 
is  kept  at  the  temperature  of  the  animal  body  until  the  fat 
apppears  as  a  clear  layer  on  the  surface.  The  mixture  is  al- 
lowed to  settle,  and  the  sediment  is  subjected  to  another 
operation,  in  order  to  extract  all  fatty  matter,  which  in  this 
case  has  no  longer  the  odor  of  animal  fat,  but  the  taste  of  the 
finest  fats. 

**  3.  Pressure.   This  operation  separates  the  hard  constituent, 
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which  makes  the  fat  granular  and  causes  it  to  congeal  rapidly. 
This  work,  hitherto  very  difficult,  is  carried  out  on  a  com* 
mercial  scale,  in  the  following  manner:  The  fluid  clear  &,t 
is  poured  into  vessels  with  an  opening  at  the  hottom  and  con* 
taining  a  layer  of  tepid  water.  They  are  covered,  and  when 
the  cooling  and  the  crystallization  have  taken  place,  the  water 
is  drawn  off  through  the  opening,  the  vessel  is  inverted,  and 
the  mass  allowed  to  fall  upon  a  tahle.  It  is  cut  into  cakes 
one  or  two  centimeters  thick.  These  are  put  into  canvas  and 
pressed  between  two  warm  plates.  By  this  method  there  i& 
obtained  about  60  per  cent,  of  a  fatty  body  resembling  but- 
ter, and  identical  in  composition  with  lard,  but  free  from 
odor  and  of  a  perfectly  pure  taste.  The  solid  portion  remains 
in  the  canvas. 

"  4.  Uniform  solidity  is  given  to  this  fatty  body  in  the  lol- 
lowing  manner :  In  order  to  make  it  hard  and  not  granular, 
without  admitting  air,  it  is  poured  into  a  tinned-iron  vessel 
filled  thus  completely.  This  well-closed  vessel  contains  a 
stirring  apparatus  kept  in  motion  from  the  outside.  The 
vessel  is,  beside,  kept  surrounded  by  cold  water,  so  tliat  the 
fat  which  is  being  stirred,  while  cooling  without  the  admis- 
sion of  air,  becomes  thick  and  uniform.  It  is  then  put  into 
another  vessel,  where  it  becomes  completely  solid  and  hard. 

"  This  hard  fat  is  finally  cut  or  sliced  into  thin  slices  by 
some  cutting  machine  similar  to  the  mechanical  arrangement 
used  for  cutting  fine  soaps,  the  blades  being  set  to  furnish 
thin  slices.  This  work,  giving  the  fat  the  proper  ductility^ 
can  also  be  done  by  hand. 

"  5.  Decolorization  can  be  employed  or  omitted  as  desired. 
This  fat  is  usually  of  a  yellow  tinge.  This  color  can  be  re- 
moved easily  and  without  damage,  by  utilizing  the  property 
of  the  fat  of  remaining  fluid  for  some  time  in  cooling.  In 
this  state  it  is  mixed  with  enough  fine  acid — for  instance^ 
muriatic  acid — ^to  remove  the  color.  It  is  then  repeatedly 
washed  with  warm  water  until  the  last  trace  of  the  acid  has 
been  removed. 
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"  This  entire  procedure,  with  or  without  pressure,  can  be 
employed  in  the  case  of  any  fresh  fat  just  taken  from  the 
animal.  By  means  of  the  same  I  obtain  partly  solid,  partly 
soft,  white  or  faintly  yellowish  perfectly  pure  fatty  bodies, 
which  have  a  faint  flavor  of  almonds.  These  new  fatty 
bodies  are  applicable  to  various  industrial  purposes,  accord- 
ing to  their  degree  of  consistency,  especially  to — 

"1.  The  febrication  of  toilet  soap,  particularly  fine  and 
beneficial  to  the  skin. 

"  2.  The  jGEtbrication  of  ordinary  soaps,  to  replace  the  olive 
oil  and  give  a  large  yield. 

"  8.  The  lubrication  of  machinery,  which  is  never  attacked 
by  this  excellent  lubricating  material,  especiallv  when  one- 
thousandth  part  of  calcined  magnesia  has  been  added. 

"  I  claim,  therefore,  as  my  invention,  the  above-described 
mode  of  preparation  of  a  wholly  new  fatty  body.  The  pecu- 
liar points  of  importance  of  my  procedure  consist  in  washing, 
digesting,  pressing,  solidifying  and  decolorizing." 

It  is  contended  by  the  plaintiffs  that  they  have  shown,  by 
the  testimony  of  experts,  that  reissue,  No.  10,137,  differs  from 
the  foreign  patents  in  these  particulars :  (1)  the  neutraliza- 
tion of  the  ferments  is  entirely  lacking  in  each  foreign  patent ; 
(2)  complete  crushing  is  provided  for  in  the  United  States 
patent,  so  as  to  bruise  all  the  fat  cells,  while  the  foreign 
patents  do  not  provide  *for  such  complete  crushing,  but  do 
provide  for  coarse  crushing  and  washing,  both  of  which 
actions  render  difficult,  if  not  impossible,  the  production  of 
the  article  which  is  the  result  of  the  United  States  patent 
and  involve  a  different  process ;  (8)  each  of  the  foreign  patents 
makes  vital  the  use  of  an  artificial  digestion,  produced  by  a 
large  proportion  of  gastric  juice,  while  the  United  States 
patent  practically  dispenses  with  this  gastric  juice  as  an 
operative  element  in  the  process  and  product,  and  relies  upon 
the  slow  increase  of  temperature  to  produce  complete  sepa- 
ration ;  (4)  each  foreign  patent  directs  the  cooling  «f  the  pro- 
duct to  solidification,  so  as  to  be  sliced  into  pieces  to  be 
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pressed,  while  the  United  States  patent  directs  a  crystalliza- 
tion at  a  uniform  temperature,  about  86^,  leaving  the  oil 
fluid ;  and  (5)  each  foreign  patent  provides  for  the  separar 
tion  of  oil  from  the  stearine  by  pressing  the  cold  sliced  or 
solidified  cakes  between  hot  or  warm  plates,  while  the  United 
States  patent  separates  the  oil  from  the  stearine  with  the 
product  at  the  temperature  of  uniform  crystallization,  namely 
86^.  The  contention  is,  that  no  step  of  the  foreign  patents 
is  found  in  the  United  States  patent,  nor  any  equivalent  there- 
for ;  and  that  the  artificial  digestion,  the  cooling  to  solidifi- 
cation, and  the  pressing  between  hot  plates,  found  in  each  of 
the  foreign  patents,  is  an  absolute  bar  to  the  production  of 
the  article  which  is  the  result  of  the  United  States  patent 

Professor  fienry  Morton,  an  expert  witness  for  the  plaintiffis, 
says :  "There  is,  of  course,  a  difference  in  the  improved 
product  described  and  claimed  in  the  M6ge  patent,  according 
as  it  is  made  with  or  without  the  addition  of  materials  affect- 
ing its  color,  consistency  and  flavor.  I  will  therefore  refer  to 
each  of  these  conditions  separately.  When  the  improved 
product  of  Mege,  without  these  additions  referred  to,  is  com- 
pared with  ordinary  dairy  butter,  we  fijid  it  to  be  substantially 
identical  therewith,  as  regards  its  main  constitutents  and  its 
general  consistency  and  character.  Both  products  then  con- 
sist ^substantially  of  mixtures  in  nearly  the  same  proportions, 
in  either  case  of  stearine,  margarine  and  oleine,  and  both  are 
unctuous  solids  varying  in  consistency,  being  quite  solid  near 
the  melting  point  of  ice,  quite  fluid  at  a  temperature  of  about 
90°,  and  more  or  less  soft  and  plastic  at  intermediate  tempera- 
tures. The  Mege  product,  however,  differs  from  dairy  but- 
ter, in  the  first  place,  as  to  its  composition,  by  reason  of  the 
presence  in  the  dairy  butter  of  several  substances  not  found 
in  the  Mege  product.  Thus,  the  dairy  butter  contains  about 
five  per  cent,  to  six  per  cent,  of  the  peculiar  fat  known  as  buty- 
rine  ;  it  also  contains  a  smaller  amount  of  casein,  some  trace  of 
albumen ;  also  extremely  minute  quantities  of  caprilin,  ca^ 
proilin  and  caprylin.     None  of  these  substances  would  be 
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present  in  the  M6ge  product^  as  above  referred  to^  which 
would  therefore  lack  the  peculiar  flavor  due  to  the  presence 
of  these  products.  The  amount  of  water  and  of  salt  would 
also,  as  a  rule,  be  greater  in  dairy  butter  than  in  the  M^e 
product.  There  would  also  be  a  difference  in  consistency, 
inasmuch  as  the  dairy  butter  would  not  constitute  a  homo- 
genous mass  of  fatty  substance,  but  would  be  a  solid  emulsion 
of  such  fifttty  substance  in  which  the  same  existed  as  minute 
spheroids  or  particles  of  the  said  &tty  substance,  separated 
from  each  other  by  an  aqueous  fluid  consisting  of  water,  hold- 
ing in  solution  salt  and  traces  of  albumen  and  casein.  When 
the  Mege  product  has  been  converted  into  a  more  perfect 
butter,  as  he  calls  it,  by  the  addition  of  certain  substances^ 
as  indicated  by  him,  it  will  then  contain  all  or  nearly  all  t]^e 
materials  found  in  dairy  butter,  though  not  in  exactly  the 
same  proportions,  all  these  distinctive  matters  being,  as  a  rule, 
present  in  smaller  proportions  in  the  M6ge  product  than  in 
the  dairy  butter.  As  regards  the  water  and  salt,  the  relative 
proportions  may  vary  either  way  in  different  samples,  depend- 
ing upon  the  amount  of  salt  added  and  the  amount  of  work- 
ing to  which  the  butter  of  the  M^ge  product  has  been  sub- 
jected. As  regards  consistency  of  the  more  perfect  butter 
of  the  Mege  patent  and  ordinary  dairy  butter,  there  will 
be  a  substantial  identity,  both  being  solid  emulsions  of  fatty 
matter  with  an  aqueous  fluid.  ...  As  articles  of  food,  the 
M^ge  product  and  ordinary  dairy  butter  are  only  distin- 
guishable by  characteristics  which  are  variations  of  degree. 
Thus  the  M%e  product,  in  its  simplest  form,  would  have  less 
flavor  and  a  less  agreeable  consistency  than  good  dairy  butter, 
while,  on  the  other  hand,  its  freedom  from  disagreeable 
flavor  would  render  it  superior  to  a  low  or  poor  grade  of 
dairy  butter.  When  the  flavoring  materials  were  added  the 
Mege  product  would  then  be  extremely  diflicult  to  distinguish 
from  the  best  dairy  butter,  but,  as  compared  with  a  very  fine 
and  highly  flavored  dairy  butter,  would  be  lacking  in  flavor. 

As  r^ards  wholesomeness,  I  do  not  think  there  would  be 
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any  difference  between  the  Mege  product  in  either  of  its  con- 
ditions and  ordinary  good  dairy  butter,  though  the  M6ge 
product  would  be  better  in  this  respect  than  a  strong  or  ran- 
cid quality  of  dairy  butter.  The  same  remark  applies  to  the 
nutritiousness  of  the  materials  compared,  while  as  regards 
palatableness  the  Mkge  product  would,  I  think,  hold  an  inter- 
mediate place  between  the  highest  and  the  lower  grades  of 
dairy  butter,  being  better  than  the  low  grades  and  not  quite 
equal  to  the  highest  in  this  respect." 

On  the  question  of  the  identity  of  the  Bavarian  patent 
with  reissue,  No.  10,187,  the  opinion  of  the  Circuit  Court, 
after  quoting  the  text  of  the  specification  of  the  Bavarian 
patent,  says  :  "  Here  we  have  the  directions  of  the  Bavarian 
patent  for  producing  the  Mege  product,  consisting,  first,  of 
crushing  between  cogged  cylinders  and  washing,  by  which  it 
is  *  finely  subdivided.'  The  American  patent,  says :  *  A  com- 
plete crushing  is  necessary  under  millstones.'  So  that  it 
would  seem  there  is  only  a  difference  in  degree  in  the  Bavarian 
and  American  processes,  as  to  the  crushing.  The  American 
process  says  the  fat  must  be  completely  crushed  so  as  to 
bruise  all  the  cells.  The  Bavarian  patent  says  it  is  to  be  finely 
subdivided  by  the  current  of  water  and  by  crushing  between, 
the  conical  cogs  of  iron  cylinders.  In  both  patents  Mege 
uses  the  word  ^  crushing '  as  a  title  or  heading  for  his  direc- 
tions. The  directions  for  the  artificial  digestion  are  the 
same  for  the  two  patents,  except  that  in  the  Bavarian  he 
does  not  instruct  specifically  how  to  make  the  artificial  gastric 
juice.  He  simply  says  it  is  *  the  stomach  of  the  pig  or  sheep 
in  acidulated  water ; '  but  the  proof  in  this  case  shows  that 
the  mode  of  making  artificial  gastric  juice  was  well  known 
in  the  arts  before  the  date  of  Mage's  invention,  and  he  un- 
doubtedly assumed  that  the  person  who  would  attempt  to 
use  the  process  covered  by  his  patent  would  have  sufiicient 
physiological  and  chemical  knowledge  and  skill  to  make 
artificial  gastric  juice.  The  American  patent  also  states  that 
the  fat,  while  in  the  process  of  digestion,  is  to  be  kept  at  a 

185  v.  S.  188-lM. 


Oct.,  1889.]  COMMERCIAL  Co.  v.  FAIRBANK  Co.      285 

Opinion  of  the  Court. 

temperature  of  103°  P.,  while  the  Bavarian  patent  says  it  is 
to  he  the  temperature  of  the  animal  hodj ;  hut  the  proof  in 
this  case  shows  that  108°  F.  is  the  temperature  of  the  animal 
hodj,  so  it  would  seem  there  is  no  substantial  difference  be- 
tween the  processes  of  digestion  described  in  the  two  patents. 
The  third  step  in  the  Bavarian  patent  is  entitled  ^  Cooling/ 
the  process  of  which  is  pouring  the  clear  liquid  fat  into 
vessels  which  have  an  opening  at  the  bottom,  and  containing 
a  layer  of  tepid  water,  where  they  are  covered  and  remain 
until  crystallization  has  occurred  in  consequence  of  the  cool- 
ing. He  does  not  give  specific  directions  as  to  the  tempera- 
ture at  which  the  fat  is  to  be  kept  during  the  crystallizing 
process,  but  evidently  leaves  that  to  the  skill  of  the  operator, 
assuming  that  he  will  sufficiently  understand  by  the  use  of 
the  word  *  crystallization '  what  the  process  must  be.  The . 
next  step  after  crystallization  is  the  separation  of  the  oleo 
and  margarine  from  the  crystallized  stearine ;  and  this  in  the 
Bavarian  patent  is  accompanied  by  pressure  between  the  hot 
plates  of  a  press.  Inasmuch  as  the  centrifugal  machine,  or 
the  hydro-extractor,  and  the  press  are  analogous  devices  for 
accomplishing  the  same  results — that  is,  of  expelling  the 
liquid  or  fluid  contents  from  the  mass — there  is  no  essential 
difference  between  the  Bavarian  and  American  patents  in 
this  step  of  the  process.  The  Bavarian  patent  is  also  silent 
as  to  the  neutralization  of  the  ferments  or  germs  of  decay, 
but  it  can  hardly  be  possible  that  any  person  would  enter 
upon  the  manipulation  of  animal  fat  without  sufficient  common 
knowledge  and  skill  to  know,  without  instruction  by  the 
specific  terms  of  the  patent,  that,  in  order  to  produce  sweet  and 
pure  oil  or  fat,  the  process  of  fermentation  and  decay  must  be 
prevented.  So  that,  taking  the  Bavarian  patent  as  a  whole, 
there  would  seem  to  be  such  an  identity  in  the  processes  de- 
scribed as  to  make  them  essentially  the  same.  Probably  be- 
cause Mege  assumed  that  whoever  would  attempt  the  trans- 
formation of  crude  fats  under  his  process  in  Bavaria  would 
possess  more  knowledge  or  experience  in  regard  to  the  hand- 
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ling  of  fats  than  he  assumed  would  be  known  in  this  country^ 
as  a  matter  of  general  knowledge,  he  deemed  it  necessary  in 
his  American  patent  to  give  more  minute  and  specific  direc- 
tions in  regard  to  some  of  the  steps  of  the  process  than  he 
did  in  his  foreign  patents.  Yet  we  think  there  can  be  no 
doubt  that  he  has  substantially  described  the  same  process 
in  both  patents." 

In  regard  to  the  Austrian  patent,  the  opinion  of  the  Circuit 
Court  says :  *^  In  the  Austrian  patent  issued  to  Mege,  October 
31,  1869,  he  describes  the  first  process  under  the  title  of 
^  Perfect  washing,'  which  he  says  is  done  ^  by  crushing  the 
fresh  fat  just  taken  from  the  animal  between  rollers  under  a 
spray  of  fresh  water.'  The  second  step,  ^Artificial  digestion/ 
consists  in  mixing  the  crushed  fat  '  with  artificial  gastric 
juice  (maceration  of  a  pig's  stomach  in  acidulated  water),  in 
sufficient  quantity  to  immerse  it,  and  the  mixture  is  kept  at 
the  temperature  of  the  animal  body  until  the  fat  appears  as 
a  clear  layer  on  the  surface.'  Here  we  have  the  same  pro- 
cess as  in  the  American  patent,  except  that  the  directions  for 
crushing  do  not  include  grinding  or  crushing  under  mill- 
stones, and  he  gives  no  recipe  for  making  artificial  gastric 
juice,  except  that  o^  the  maceration  of  a  pig's  stomach  in 
acidulated  water,  which  we  must  infer  he  assumed  was  a 
sufficient  direction  to  enable  an  ordinarily  intelligent  person, 
skilled  in  the  art  of  manipulating  or  handling  fats,  to  make 
the  gastric  juice.  The  directions  for  crystallization  require 
the  clear  fluid  fat  to  be  poured  into  a  vessel  with  an  opening 
at  the  bottom,  and  containing  a  layer  of  tepid  water.  The 
vessel  is  then  covered,  and,  when  the  cooling  and  crystalliza- 
tion have  taken  place,  the  cooled  mass  is  turned  out,  cut  in 
slices  and  placed  in  canvas  bags  and  pressed  between  warm 
plates,  by  which  method  he  says  there  is  obtained  about 
sixty  per  cent,  of  a  fatty  body  resembling  butter,  and  identi- 
cal in  composition  with  lard,  but  free  from  odor  and  of  a 
perfectly  pure  taste." 

The  opinion  then  proceeds :    '^  The  French  and  the  English 
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patents  give  substantiallj  the  same  description  for  the  pro- 
cess as  is  contained  in  the  Austrian  and  Bavarian  patents^ 
All  the  steps  of  the  American  patent,  with  the  exception 
of  the  neutralization  of  the  ferments,  are  specifically  called 
for  and  described,  although,  perhaps,  not  with  all  the  min- 
ute directions,  which  are  found  in  the  American  patent. 
All  the  proo&  agree  that  Mege  was  a  man  of  inventive  genius 
and  high  scientific  acquirements,  and  it  can  hardly  be  possi- 
ble that  if,  between  the  time  he  took  out  the  French,  English, 
and  Austrian  patents,  in  1869,  and  the  Bavarian  patent,  in 
April,  1873,  and  the  time  when  he  applied  for  his  American 
patent,  in  December,  1873,  he  had  discovered  any  substantia 
ally  new  and  material  addition  to  the  process  covered  by  those 
foreign  patents,  he  would  not  have  specifically  named  and 
stated  wherein  the  American  differed  from  the  foreign  patents. 
As  already  said,  it  seems  clear,  from  Mage's  own  statements, 
and  those  of  his  solicitors,  that  the  purpose  was  to  cover  by 
the  American  patent  what  had  been  covered  by  his  French 
patent  of  1869,  and  we  cannot  believe  that,  if  anything  in  ad- 
dition to  this  foreign  patent  had  been  intended  to  be  intro- 
duced into  the  American  patent,  it  would  not  have  been 
stated  in  some  explicit  terms ;  and  there  can  be  no  doubt  that 
the  French,  Austrian  and  Bavarian  patents  are  substantially 
identical." 

In  regard  to  the  foreign  patents,  the  opinion  of  the  Circuit 
Court  says :  "  The  scientific  experts  called  by  the  complainant. 
Professors  Morton,  Chandler  and  Wheeler,  have  testified  that 
they  do  not  think  the  invention  described  in  the  American 
patent  is  found  in  either  of  the  foreign  patents.  Their  rea- 
sons for  such  conclusion,  briefly  summarized,  are:  (1)  that 
the  crushing  spoken  of  in  the  foreign  patents  is  not  so  com- 
plete and  thorough  as  that  called  for  by  the  American  patent, 
where  the  fat  is  to  fall  from  cylinders  under  millstones,  which 
shall  completely  bruise  all  the  cells ;  (2)  that  in  the  American 
patent  the  digestion  is  to  be  accomplished  with  a  less  quan- 
tity of  gastric  juice  than  is  called  for  by  the  foreign  patents, 
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Bs  the  foreign  patents  say  the  crashed  fat  is  to  be  immersed 
in  the  artificial  gastric  juice ;  (8)  that  by  the  American  pat- 
ent the  temperature  may  be  raised  above  103^  F.,  ^  so  that 
the  matter  shall  completely  separate/  while  the  foreign  pat- 
ents limit  the  degree  of  heat  to  the  temperature  of  the  animal 
body ;  (4)  that  in  the  foreign  patents  the  process  of  cooling 
is  allowed  to  proceed  to  such  a  point  that  the  mass  can  be 
<;at  in  pieces  or  slices,  while  in  the  American  patent  the  pro^ 
duct  is  not  allowed  to  cool  so  as  to  become  rigid,  but  is  re- 
tained at  a  temperature  of  about  86^. 

^^  With  all  due  respect  to  the  opinions  of  these  eminent 
^chemists,  we  must  say  that  the  points  of  difference  suggested 
by  their  testimony  are  purely,  wholly  differences  in  degree. 
The  necessity  of  crushing  is  stated  in  all  the  patents,  both 
American  and  foreign.  The  degree  of  crushing  would 
obviously  affect  the  quantity  of  oil  extracted  from  the  fat  by 
the  process  of  digestion,  as  the  only  object  of  the  crushing  is 
to  release  the  fat  from  the  tissues  in  which  it  is  held  in  its 
natural  condition.  The  necessity  for  thorough  and  minute 
comminution  is  one  that  would  suggest  itself  from  any  opera- 
tive's common  knowledge.  Any  man  who  had  intelligence 
enough  to  know  the  uses  of  his  own  teeth  would  know  the 
necessity  of  the  complete  comminution  of  any  article  to  be 
subjected  to  the  process  of  digestion  or  the  action  of  the  gafr- 
tric  juice.  It  would  hardly  require  a  scientist  to  instruct  an 
operative  that  the  more  finely  a  substance  is  comminuted 
the  more  direct  and  prompt  would  be  the  action  of  the  gas- 
tric juice  and  the  process  of  digestion. 

**  As  to  the  differences  in  the  process  of  digestion  between 
the  American  and  foreign  patents,  it  would  seem  to  be  true 
that  the  measured  quantity  of  gastric  juice  directed  to  be  used 
in  the  American  patent  is  less  than  that  called  for  in  the  foiv 
«ign  patents,  because  he  gives  specific  directions  as  to  the 
number  of  liters  of  gastric  juice  for  100  kilogrammes  of  fat 
in  the  American  patent,  while  in  the  foreign  patent  be  says 
the  fat  must  be  immersed  in  the  gastric  juice ;  but  the  proof 
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shows  that  the  formula  for  the  gastric  juice  in  the  American 
patent  gives  a  more  potent  and  effective  product,  and  we  pre- 
sume Mege  may,  by  his  experience  and  practice  under  his 
patents,  have  ascertained  at  the  time  he  took  the  American 
patent  that  the  process  of  digestion  could  be  accomplished 
with  a  less  quantity  of  gastric  juice  than  was  described  in 
his  first  patents ;  but  this  is  only  a  difference  in  degree,  and 
with  a  larger  quantity  of  gastric  juice  and  not  so  complete 
comminution,  about  the  same  result  would  probably  be  ob- 
tained, as  with  complete  and  thorough  crushing  of  all  the 
fat  cells,  and  a  smaller  quantity  of  gastric  juice,  especially  if 
made  stronger  or  more  potent ;  so  that  the  difference  in  the 
American  and  foreign  patents  in  that  regard  seems  to  us 
wholly  immaterial  and  unsubstantial. 

^*  As  to  the  claim  that  these  witnesses  find  in  the  Ameri- 
<»n  patent  permission  to  raise  the  temperature  above  103^ 
F.,  we  do  not  think  it  is  well  founded  when  the  whole  of 
Mege's  specifications  in  his  American  patent  are  considered. 
Under  the  third  head,  *  Concentrated  digestion,'  M6ge  says: 
^  When  the  fat  has  descended  in  the  vessel  he  melted  it  by 
means  of  artificial  digestion,  so  that  the  heat  does  not  exceed 
103®  F.'  Further  on,  in  the  same  paragraph,  he  says :  *  He 
fllowly  raised  the  temperature  to  about  103®  F.,  so  that  the 
matter  shall  completely  separate/  Taking  these  two  expres- 
sions together,  it  seems  to  us  the  first  limits  the  second,  and 
that  the  directions  of  the  patent  are  specific  not  to  raise  the 
temperature  above  103®  F.  Certainly  the  language,  *  I  slowly 
raise  the  temperature  to  about  103®,'  does  not  authorize  rais- 
ing the  temperature  above  that  point.  "When  the  distinction 
immediately  before  is  that  it  must  not  exceed  103®  F. ;  and 
when  we  consider  this  language  of  the  specifications  in  the 
light  of  the  testimony  in  the  case,  which  shows  that  gastric 
juice  is  destroyed  whenever  its  temperature  is  raised  much 
Above  108®  F.,  we  think  there  can  be  no  doubt  that  the  emi- 
nent Bcientist  who  devised  this  process  intended  to  keep 
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within  the  limits  in*  Which  his  gastric  juice  would  be  opera* 
tive  for  the  purposes  of  digestion. 

*^  The  last  and  final  distinction,  that  the  foreign  patenta 
contemplated  a  cooling  of  the  mass  below  86^,  or  until  it  had 
become  stiff,  so  that  it  could  be  handled  and  cut,  before  the 
pressure  was  applied  for  the  purpose  of  separating  the  oleo-^ 
margarine  from  the  stearine,  is  a  distinction,  as  it  seems  to  us,, 
without  a  difference.  If  the  stearine  had  become  crystallized 
in  the  mass,  although  it  might  at  one  time  have  been  cooled 
below  86^,  when  it  was  sliced  and  placed  between  the  warm 
plates  in  the  press,  the  oleomargarine  would  again  become 
liquid,  and  flow  out  under  the  action  of  the  warm  plates  and 
the  press,  so  as  to  secure  the  separation ;  and  that  such  was 
the  result  is  sufficiently  established  by  the  statements  in  the 
foreign  patents,  notably  the  Austrian  and  English,  that 
about  60  per  cent,  of  a  mixture  of  the  margarine  and  oleine^ 
of  a  composition  identical  with  lard,  but  of  superior  flavor,, 
was  obtained  by  the  pressure,  and  would  seem  to  show,  in 
the  light  of  the  proof  in  this  case,  that  he  obtained  as  large  a 
product  as  is  obtained  by  the  process  of  the  American  patent* 

^^  A  fair  test  of  the  question  as  to  whether  the  American 
patent  is  anticipated  by  the  foreign  patents,  or  is  included  in 
them,  we  think  would  be :  Were  a  person  in  this  country^ 
after  the  issue  of  the  present  American  patent,  to  commence 
the  manufacture  of  oleomargarine  by  the  precise  process  de» 
scribed  in  the  Bavarian  or  Austrian  patents,  supposing  that 
process  had  not  been  patented  abroad,  would  the  courts  re* 
fuse  an  injunction  to  restrain  the  use  of  the  process  on  the 
ground  that  it  infringed  that  covered  by  the  American  patent? 
We  can  hardly  deem  it  possible  that  any  intelligent  court 
would  deny  an  injunction  if  applied  for  under  such  circum- 
stances, and  we  tiiink  this  fairly  illustrates  the  lelation  of 
the  foreign  to  the  American  patent." 

The  conclusion  of  the  Circuit  Court  was  that  the  plain- 
tiff's patent  expired  by  the  expiration  of  the  Bavarian  and 
Austrian  patents. 
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We  have  carefully  considered  the  arguments  urged  in 
the  briefs  of  the  counsel  for  the  plaintiffs,  in  connection  with 
the  testimony  of  their  experts,  and  are  of  opinion  that  the 
views  of  the  Circuit  Court,  above  quoted,  are  correct.  Its 
decree  is  affirmed^ 
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Kotest 

1.  Limitation  of  term  of  United  States  patent  by  foreign  patent 
previously  obtained : 
See  Pohl  v.  Anchor  Brewing  Co.,  134  XT.  S.  381,  p.  186  ante 
.    and  note. 


Patent  in  auit  t 

Reissue,  No.  10,173.  Hippolyte  M^ge,  June  13, 1882  (Orig. 
No.  146,012,  December  30,  1873 ;  Reissue,  No.  8,424, 
September  24, 1878),  Treating  Animal  Fats. 

Othsr  Suits  on  Sami  Patent  : 

United  States  Dairy  Co.  v.  Smith,  1880.     19  Fed.  Rep.  97. 
In  re  Brosnahan,  1883.    4  McOrary  6  ;  18  Fed.  Rep.  62.      ^ 
Commercial  Mfg.  Co.  v.  Fairbank  Canning  Co..  1886.    27  Fed. 
Rep.  78 ;  36  0.  G.  1473. 
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SyllsboA. 

FERDINAND  DE  ST.  GEBMAIW,  APPELLANT,  p. 

EMANUEL  BRUNSWICK .♦ 

IS  v.  8.  9»7-tSl.    Oot^ber  Twm,  lftS9w 

fBk.  34,  L.  ed.,  I39 ;  51  O.  G.  1129.] 

Argued  April  11, 1890.    Decided  April  28, 1890. 
Fariicular  patent  conttrued.    Analogous  use. 

1.  The  application  of  an  old  process,  or  macbinci  or  apparatus 
to  a  similar  or  analogous  subject,  with  no  change  in  the 
manner  of  application  and  no  result  substantially  distinct 
in  its  nature,  will  not  sustain  a  patent,  although  the  new 
form  of  result  may  not  have  before  been  contemplated* 
(p.  249.) 

2.  Letters  patent,  No.  72,969,  granted  to  Emanuel  Brunswick^ 
January  7,  1868,  for  a  revolving  Cue-rack,  consisting  of 
two  circular  discs,  having  the  perforations  and  the  rim,  se* 
cured  to  a  vertical  shaft,  and  each  provided  with  a  metallio 
pivot  entering  into  and  revolving  in  a  metallic  socket,  in« 
serted  in  ordinary  brackets  attached  to  the  wall,  or  any  other 
object  for  the  support  of  the  rack,  construed,     (p.  249.) 

8.  In  view  of  the  state  of  the  art  which  showed  the  ordinary 
cue-rack  made  with  the  upper  part  perforated  with  holes  to 
receive  the  small  ends  of  the  cues  when  put  in  the  rack,  and 
with  a  ledge  or  molding  along  the  Aront  of  the  lower  part» 
on  which  the  cues  stood,  so  as  to  prevent  them  from  slip- 
ping off,  to  be  old ;  and  revolving  contrivances,  such  as 
table-casters  and  the  like,  for  the  reception  and  carriage  of 
articles  to  be  old ;  Jteld,  that  the  application  of  such  a  con* 
trivance  to  the  holding  and  carrying  of  cues,  was  but  the 
application  of  an  old  device  to  a  new  and  analogous  use. 
(p.  249  ) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  California  in  favor  of  complainant 
Sot  an  infringement  of  letters  patent. 

*  See  Bxplanation  of  Notes,  page  IIL 


244  ST.  GERMAref  v.  6RUNSWICK;      [Sup.  Ct 

Statement  of  the  case. 

Statement  by  Mr.  Chief  Justice  Fulleb: 

This  was  a  bill  filed  by  Emanuel  Brunswick  against  Fer- 
dinand de  St.  Germain  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  California,  October  25, 1880,  for 
an  alleged  infringement  of  letters  patent,  Ko.  72,969,  granted 
to  Brunswick,  January  7,  1868,  for  a  revolving  cue-rack. 

The  defendant  demurred  to  the  bill  February  16,  1881, 
and,  among  o.ther  causes  of  demurrer,  assigned  that  ^^  the  said 
complaint  does  not  describe  or  set  forth  any  new  or  useful 
invention  or  discovery,  or  any  invention  or  discovery  patent- 
able under  the  Patent  Laws  of  the  United  States,  but,  on  the 
contrary,  the  descriptions  of  the  alleged  inventions  contained 
in  said  complaint  show  that  the  same  is  not  patentable." 
The  demurrer  was  overruled,  whereupon  the  defendant  an- 
swered, denying,  among  other  things,  that  the  alleged  inven- 
tion was  of  any  utility  or  value.  Replication  having  been 
filed,  proofs  were  taken,  and  an  interlocutory  decree  was 
entered  on  the  12th  of  May,  1884,  in  favor  of  the  complain- 
ant, sustaining  the  patent,  finding  that  there  had  been  in- 
fringement, and  referring  the  case  to  a  master  to  take  and 
state  an  account  of  the  gains  and  profits,  and  also  the  dam- 
ages. The  master  subsequently  reported  that  the  defendant 
had  realized  $1,176  profits  from  the  manufacture  and  sale  of 
the  cue-rack,  but  that  no  damages  had  been  sustained  by 
complainant,  by  reason  of  respondent's  sales,  over  and  above 
the  profits.  Exceptions  were  filed  by  both  complainant  and 
defendant  and  were  overruled  by  the  court,  and  on  the  27th 
of  May,  1886,  a  final  decree  in  complainant's  favor  was  en- 
tered in  the  case,  for  the  amount  reported  by  the  master, 
with  interest  and  costs,  and  an  appeal  duly  taken  to  this 
court  by  the  defendant. 

The  first  error  assigned  is  ^^  that  the  court  erred  in  holding 
that  the  said  letters  patent  were  valid."  The  specification, 
drawings  and  claim  are  as  follows : 

"  Be  it  known  that  I,  E.  Brunswick,  of  the  city  of  Chica- 
go, in  the  county  of  Cook,  State  of  Illinois,  have  invented 
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new  and  useful  improvements  in  billiard  cue-racks,  and  I  do 
hereby  declare  that  the  following  is  a  full  and  exact  de- 
scription thereof,  reference  being  had  to  the  accompaning 
drawings,  making  a  part  of  this  specification,  in  which — 

"  Drawing  No,  1  represents  the  plain  revolving  cue-rack ; 
and 

"  Drawing  No.  2  represents  the  lock-up  rack  for  private  use. 

"  The  nature  of  my  invention  consists  in  making  the  bil- 
liard cue-rack  so  arranged  that  it  may  revolve  and  be  de- 
tached from  the  wall. 

'^  To  enable  others  skilled  in  the  art  to  make  and  use  my 
invention,  I  will  proceed  to  describe  its  construction  and 
operation. 

"  Two  circular  plates,  A  and  B  (drawing  No.  1),  are  firmly 
secured  to  a  vertical  shaft,  C.  The  lower  plate  A  is  provided 
with  a  rim,  a,  at  its  outer  edge  to  prevent  the  butt  ends  of 
the  cues  from  slipping  off  the  plate,  and  the  upper  plate  B  is 
provided  with  several  openings  through  which  the  points  of 
the  cues  are  passed.  Each  plate  is  provided  with  a  metallic 
pin,  D,  which  enters  a  metallic  socket,  E,  inlaid  in  the  sta- 
tionary brackets,  F  F,  and  revolve  in  it.  The  brackets  are 
secured  to  a  wall,  a  pillar,  or  any  other  object,  and  support 
the  rack. 

"  I  make  private  cue-racks  (drawing  No.  2)  in  which  the 
lower  plate  A  forms  a  bottom  to  a  round  box,  B,  open  on 
top,  and  divided  into  compartments,  C  G,  by  partitions,  p  p^ 
each  compartment  having  a  door,  D,  hung  on  hinges,  and 
provided  with  a  lock  and  key.  The  upper  plate  E  forms  a 
bottom  to  the  box  B,  and  is  provided  with  several  holes. 
The  rack,  being  revolving,  is  very  convenient  for  handling 
the  cues. 

"  What  I  claim  as  my  invention  and  desire  to  secure  by 
letters  patent  is — 

"  The  revolving  billiard  cue-rack,  constructed  and  oper- 
ated substantially  as  and  in  the  manner  herein  described  and 
specified." 
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Mr.  M.  A.  Wheaton,  for  appellant : 

There  is  nothing  described  in  the  patent  in  this  case  ex* 
eept  the  idea  of  applying  old  devices  to  a  new  and  analogous 
use,  and  the  exercise  of  the  most  ordinary  kind  of  mechani- 
cal knowledge  in  nuiking  such  application. 

Brown  v.  Piper,  91  TJ.  S.  37  [10  Am.  &  Eng.  272] ;  Ter* 
hune  V.  Phillips,  99  U.  S.  592  [12  Am.  &  Eng.  270] ;  Curtis^ 
Patents,  §§  41, 44,  49,  62,  58,  55, 56,  66 ;  Walker,  Patents,  § 
25  et  seq.;  Atlantic  Works  v.  Brady,  107  U.  8. 192  [14  Am* 
&  Eng.  880] ;  Vinton  v.  Hamilton,  104  U.  S.  492  [18  Am.  & 
Eng.  894] ;  Smith  v.  Nichols,  21  Wall.  119  [9  Am.  &  Eng. 
425] ;  Pearce  v.  Mulford,  102  U.  S.  117  [12  Am.  &  Eng.  495]; 
Hicks  V.  Kelsey,  18  Wall.  670  [9  Am.  A  Eng.  150] ;  Crouch 
9.  Roemer,  108  TJ.  8.  797  [18  Am.  &  Eng.  165] ;  Gardiner  v. 
Herz,  118  IT.  8. 180  [16  Am.  &  Eng.  868] ;  Western  Electric 
Mfg.  Co.  V.  Ansonia  Brass  &  C.  Co.  114  U.  8.  447  [16  Am.  & 
Eng-  94];  Pennsylvania  R.  Co.  v.  Locomotive  E.  8.  Truck 
Co.,  110  U.  8.  490  [15  Am.  &  Eng.  148] ;  Day  v.  Fair  Haven 
&  W.  R.  Co.,  182  TJ.  8.  98  [p.  1  ante] ;  Watson  v.  Cincmnati, 
L,  8t.  L.  &  C.  R.  Co.,  182  TJ.  8. 161  [p.  22  ante] ;  Marchand 
9.  Emken,  182  TJ.  8.  195  [p.  53  ante] ;  Aron  v.  Manhatten  R» 
Co.,  132  U.  8.  84  [19  Am.  &  Eng.  609]. 

Messrs.  Willard  Parker  Butlsr  and  John  L.  Boone,  for 
appellee : 

No  claim  was  made  hy  the  defendant  that  a  revolving  rack 
for  holding  billiard  cues  had  ever  been  made  before  com* 
plainant's  invention.  This  feature  alone  is  sufficient  in  the 
absence  of  evidence  to  show  that  such  construction  had  been 
used  before,  to  support  the  claim  of  invention,  but  the  en- 
tire construction  and  arrangement  is  new. 

It  has  been  recently  held  by  this  court  in  the  Telephone 
Cases,  126  TJ.  8. 1  [18  Am.  &  Eng.  1]  that  where  a  new  use 
of  an  old  thing  consists  in  combining  it  with  other  things  in 
a  new  organization,  invention  is  present ;  see  also,  Cantrell  v. 
Wallick,  117  TJ.  8.  689  [16  Am.  &  Eng.  322] ;  Webster  Loom 
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Co.  V.  Higgins,  105  XJ.  S.  580  [14  Am.  &  Eng.  70] ;  Valve  Co. 
V.  Steam  Gauge  k  Yalve  Co.  112  IT.  8. 157  [16  Am.  &  Eng. 
460]. 

Moreover  the  burden  of  proof  is  upon  the  defendant  to 
establish  the  facts  set  up  by  him  to  show  lack  of  novelty  be- 
yond a  reasonable  doubt.  Cantrell  v.  Wallick,  117  IT.  B.  691 
[16  Am.  &  Eng.  822]. 

The  considerations  above  discussed  make  this  a  complete 
ease  of  invention  under  the  rules  laid  down  by  the  law  and 
the  authorities.  They  answer  fully  every  requirement  of  the 
patent  law. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the 
court: 

This  case  falls  within  the  familiar  rule  that  the  application 
of  an  old  process  or  machine  or  apparatus  to  a  similar  or 
analogous  subject,  with  no  change  in  the  manner  of  applica- 
tion, and  no  result  substantially  distinct  in  its  nature,  will 
not  sustain  a  patent,  although  the  new  form  of  result  may 
not  have  before  been  contemplated. 

The  ordinary  cue-rack  was  made  with  the  upper  part  per- 
forated with  holes  to  receive  the  small  ends  of  the  cues  when 
put  in  the  rack,  and  with  a  ledge  or  molding  along  the  front 
of  the  lower  part,  on  which  the  cues  stood,  so  as  to  prevent 
them  from  slipping  off.  The  horizontal  and  straight  upper 
and  lower  parts  of  the  ordinary  cue-rack  were  changed  by 
complainant  into  two  circular  disks,  called  ^*  plates ''  in  the 
specification,  having  the  perforations  and  the  rim,  secured  to 
a  vertical  shaft,  and  each  provided  with  a  metallic  pivot,  en- 
tering into  and  revolving  in  a  metallic  socket,  inserted  in  or- 
dinary brackets  attached  to.  the  wall  or  pillar,  or  any  other 
object  for  the  support  of  the  rack. 

As  the  revolving  rack  held  the  cues  in  the  same  way  and 
by  the  same  means  as  the  ordinary  rack,  if  patentable  nov- 
elty existed  at  all  it  must  be  found  in  making  the  racks  re- 
volve, when  constructed  and  operating  in  the  manner  stated. 

ISa  V*  0.  8S0-8S1. 
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But  revolving  contrivances,  such  as  table  casters  and  the 
like,  for  the  reception  and  carriage  of  articles,  so  as  to  bring 
them  easily  within  reach,  were  well  known,  and  the  applica- 
tion of  such  a  contrivance  to  the  holding  and  carrying  of 
cues  was  but  the  application  of  an  old  device  to  a  new  and 
analogous  use,  with  such  changes  only  as  would  naturally  be 
made  to  adapt  it  thereto. 

The  making  of  the  old  cue-rack  circular,  putting  in  the 
revolving  apparatus,  and  suspending  it  on  brackets,  a  com* 
mon  use  of  the  latter,  involved  mechanical  skill  simply,  and 
not  the  exercise  of  invention,  in  the  creation  of  a  novel,  sub- 
stantive result. 

The  state  of  the  art,  as  shdwn  by  the  prior  patents  for  re- 
volving dining  tables  and  bottle  casters,  introduced  on  be^ 
half  of  defendant,  illustrate  the  correctness  of  this  con- 
clusion. 

These  tables  and  casters  were  so  arranged  as  to  revolve 
about  a  common  centre  and  bring  around  dishes  and  decan- 
ters in  that  way,  as  desired.  The  office  performed  was  the 
same  m  respect  to  dishes  and  decanters  as  that  performed  by 
complainant's  contrivance  in  respect  to  cues.  The  difference 
between  revolving  and  stationary  tables  and  casters  and  be- 
tween revolving  and  stationary  cue-racks  is  the  same.  Those 
revolve  and  these  do  not.  We  think  that  competent  knowl- 
edge and  skill  in  his  calling  on  the  part  of  an  intelligent 
mechanic  would  have  enabled  him,  on  request,  to  construct 
the  revolving  billiard  cue-rack  in  question  without  calling 
the  inventive  faculty  into  play. 

The  patent  was  void  for  want  of  novely,  and  the  decree  is 
reversed  and  the  cause  remanded^  with  a  direction  to  dismiss 
the  bill  ' 

ISSU.  A.8aL. 
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Notes  and  citationa. 


•Motes  t 


1.  AnalogoQB  use ;  8ee 

Howe  Machine  Go.  v.  The  National  Needle  Co.,  134  TJ. 
S.  388  (p.  199  aarUe)  note  1. 


Patent  in  Milt  t 


No.  72,969,  St.  Oennain,F.  de,  January  t,  1868.  Revolving 
Cue-Rack. 


Cited: 


In  Supbxbcs  Ooukt  in 


Fond  DuLac  County  v.  May,  1890.  131  XT.  S.  395. 


262  ROYER  w.  SCHULTZ  BELTING  Co.    [Sop.  Ct 

SylUbns. 

HERMAN  ROTER,  PLAINTIFF  IN  ERROR,  v.  THE 
SCHULTZ  BELTING  COMPANY.* 

us  V.  S.  S19-SM.   OM»»«rTen>,ISS9. 

[Bk.  34, 1/,  ed.  314 ;  52  O.  G.  157]. 

Reversing  Ibid,  28  Fed.  Bep.  850  and  29  Fed.  Hep.  281. 

Argued  April  22,  28, 1890.    Decided  May  5, 1890. 

Farlicular  patent.    Questions  for  jury.   Identity.    Infringemeni. 

1.  Letters  patent,  No.  77,920,  Rojer,  H.  and  L.,  May  12, 1868, 
Improved  Machine  for  treating  Raw  Hides,  was  for  a  ver* 
tical  crib  of  cylindrical  bars,  fixed  at  the  ends  in  disks  or 
rings,  around  the  central  shaft,  having  a  vertical  slot,  into 
which  the  ends  of  the  hides  were  fixed  by  set-screws.  The 
vertical  shaft  was  to  revolve,  winding  the  hides  upon  it  in- 
side of  the  crib,  and  then  its  motion  was  to  be  reversed,  and 
the  hides  to  be  unwound  and  rewound  in  an  opposite  direc^ 
tion,  being  at  all  times  under  an  endwise  pressure,  produced 
by  a  weight  resting  upon  them  at  the  top  of  the  crib.  De- 
fendant's machine  consisted  of  two  half-cylinders  hinged 
together,  with  semi-circular  strips  of  wood  arranged  length- 
wise inside,  the  whole  fixed  and  arranged  horizontally  with 
a  central  shaft,  to  which  the  hides  were  fixed  by  removing 
half  of  it  and  fastening  it  with  screws.  The  hides  were 
wound  and  rewound  as  in  plaintiffs  machine,  endwise  pres- 
sure being  applied  by  means  of  screws  and  hand-wheels. 
There  was  evidence  that  plaintiff's  invention  was  not  new, 
but  had  been  used  by  one  of  the  patentees  for  more  than 
two  years  before  the  patent  was  applied  for.  Held^  that  it 
was  for  the  jury  to  determine  whether  the  invention  was  of 
a  primary  character,  and  whether  plaintiff's  was  a  pioneer 
patent,  and  also  whether  defendant's  machine  infringed  its 
claims,  (p.  257). 

*  See  EzplAD&tion  of  Notes,  page  III. 
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2.  It  WM  not  a  matter  of  mere  judicial  knowledge  that  the 
meohanical  difference  between  the  two  machines  was  ma- 
terial, in  view  of  the  character  of  the  patented  invention 
and  of  the  daims  of  the  patent,  (p.  264). 


[Citatioiis  in  the  opinion  of  the  cowt :] 

Morley  S.  M.  Co.  v.  Lancaster,  129  U.  S.  263  [19  Am.  &  Bug.  263]. 

p.  262. 
Tucker  v.  Spanlding,  13  Wall.  453  [8  Am.  &  Eng.  474].    p.  264. 
Keyea  v.  Gcant,  xz8  U.  8.  25  [16  Am,  &  Bng.  346].    p.  265. 

In  error  to  the  Circait  Coart  of  the  United  States  for  the 
Eastern  District  of  Missouri  to  review  a  judgment  for  the 
defendant  in  an  action  at  law  for  the  infringement  of  letters 
patent 

The  facts  are  stated  in  the  opinion. 

Reported  below,  28  Fed.  Rep.  850,  29  Fed.  Rep.  281. 

Messrs.  M.  A.  Whbatok,  Wm.  M.  Ecclbs,  and  James  O. 
Bboadhbab,  for  plaintiff  in  error : 

Wbere  an  invention  is  one  of  a  primary  character,  and  the 
mechanical  functions  performed  by  th6  machine  are,  as  a 
whole,  entirely  now,  all  subsequent  machines  which  employ 
substantially  the  same  means  to  accomplish  the  same  result 
are  infringements,  although  the  subsequent  machine  may 
contain  improvements  in  the  separate  mechanisms  which  go 
to  make  up  the  machine. 

Morley  8.  M.  Co.  v.  Lancaster,  129  TJ.  S.  263  [19  Am.  & 
Eng.  268] ;  McCJormick  v.  Talcott,  20  How.  402  [6  Am.  & 
Eng.  410] ;  Chicago  k  K  W.  R.  Co.  v.  Sayles,  97  XJ.  S.  654 
[12  Am.  &  Eng.  121];  Clough  t?.  Barker,  106  U.  8. 166  [14 
Am.  &  Eng.  211]  ;  Duff  v.  Sterling  Pump  Co.  107  U.  8.  636 
[14  Am.  k  Eng.  440] ;  Blakd  v.  Robertson,  94  U.  8.  732  [11 
Am.  &  Eng.  266]. 

The  diversity  or  idenity  in  principle  of  two  mechanical 
instruments  in  suit  at  law  must  be  submitted  to  the  jury,  if 
there  is  so  much  resemblance  as  raises  the  question  at  aU. 
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Argument  of  counseL 

Tucker  v.  Spalding,  18  Wall.  458  [8  Am.  &  Eng.  474] ; 
Bischoff  V.  Wethered,  9  Wall.  815  [8  Am.  &  Eng.  218]. 

Mr.  Chester  H.  Ebum,  for  defendant  in  error: 

The  patent  sued  upon  is  void.  The  device  sought  to  be 
covered  is  not  an  invention  within  the  meaning  of  the  Pat* 
ent  Law. 

Brown  v.  Piper,  91  IT.  S.  37  [10  Am.  &  Eng.  272] ;  Pick- 
ering V.  McCullough,  104  U.  S.  818  [18  Am.  &  Eng.  288]; 
Stephenson  v.  Brooklyn  C.  T.  R.  Co.,  114  U.  S.  149  [16  Am. 
&  Eng.  68] ;  Reckendorfer  v.  Paber,  92  U.  S.  847  [10  Am.  & 
Eng.  878] ;  Slawson  v.  Grand  Street  P.  P.  &  P.  R.  Co.,  107 
IT.  S.  649  [14  Am.  &  Eng.  475];  Phillips  v.  Detroit,  111  U. 
S.  606  [15  Am.  &  Eng.  269]  ;  Hailes  v.  Van  Wormer,  20  Wall. 
858  [9  Am.  &  Eng.  840] ;  Atlantic  Works  v.  Brady,  107  TT. 
S.  192  [14  Am.  &  Eng  880] ;  King  v.  Gallun,  109  IT.  S.  99 
[14  Am.  &  Eng.  659] ;  Gardner  v.  Herz,  118  U.  S.  180  [16 
Am.  &  Eng.  868] ;  Preston  v.  Manard,  116  U.  S.  661  [16 
Am.  k  Eng.  249] ;  Crescent  Brewing  Co.  v.  Gottfried,  128  U. 
S.  158  [19  Am.  &  Eng.  1] ;  Pattee  Plow  Co.  v.  Kingman,  129 
U.  S.  294  [19  Am.  &  Eng.  855] ;  Watson  v.  Cincinnati,!., St. 
L.  &  C.  R.  Co.,  183  U.  S.  161  [p.  22  ante] ;  Aron  v.  Manhat- 
tan R.  Co.,  183  U.  S.  84  [19  Am.  &  Eng.  609] ;  HoUister  v. 
Benedict  &  B.  Mfg.  Co.,  113  U.  S.  69  [16  Am.  &  Eng.  417]; 
Thompson  v.  Boisselier,  114  U.  S.  1  [16  Am.  &  Eng.  649]. 

Question  upon,  under  general  issue. 

Dunbar  v.  Myers,  94  U.  S.  197  [11  Am.  &  Eng.  59]. 

The  machine  or  device  used  by  the  defendant  in  error  is 
not  an  infringement  upon  either  of  the  claims  of  the  patent. 

Court  will  take  judicial  notice  of  faults  of  universal  noto- 
riety and  common  knowledge. 

Brown  v.  Piper,  91  U.  S.  87-42  [10  Am.  &  Eng.  272]. 

Rule  invariable,  that  where  combination  is  of  old  ele* 
ments,  to  infringe,  one  must  use  all  of  the  old  elements  thus 
combined. 

Seymour  v.  Osborne,  11  Wall.  555  [8  Am.  &  Eng.  290]  ; 
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Argument  of  counsel. 

Prouty  V.  Ruggles,  16  Pet.  841  [4  Am.  4  Eng.  351J ;  Eames 
V.  Godfrey,  1  Wall.  78  [7  Am.  k  Eng.  168] ;  Case  v.  Brown^ 
2  Wall.  820  [7  Am.  &  Eng.  360] ;  Dunbar  v.  Myers,  94  U. 
S.  187  [I  I  Am.  &  Eng.  59] ;  Puller  v.  Tentzer,  94  U.  S.  297 
[11  Am.  4  Eng.  138] ;  Vance  v.  Campbell,  1  Black,  480  [7 
Am.  4  Eng.  117]  ;  Union  W.  M.  Co.  v.  Desper,  101  U.  S. 
832  [12  Am.  4  Eng.  380] ;  McMurray  v.  Mallory,  111  U.  S. 
97  [15  Am.  4  Eng.  171] ;  Gage  v.  Herring,  107  U.  S.  640  [14 
Am.  4  Eng.  454] ;  Voss  v.  Fisher,  113  U.  S.  213  [15  Am.  4 
Eng.  493] ;  Werner  v.  King,  96  U.  S.  218  [11  Am.  4  Eng. 
419]  ;  Keystone  Bridge  Co.  r.  Phoenix  Iron  Co.,  95  U.  S.  274 
[11  Am.  4  Eng.  364]  ;  Rowell  v.  Lindsay,  118  U.  S.  97  [15 
Am.  4  Eng.  441] ;  Clark  v.  Beecher  Mfg.  Co.,  115  TJ.  S.  79 
[16  Am.  4  Eng.  120] ;  Consolidated  S.  V.  Co.  v.  Kunkle,  119 
XJ.  S.  46  [16  Am.  4  Eng.  391] ;  Dryfoos  v.  Wiese,  124  TJ.  S. 
32  [17  Am.  4  Eng.  425]  ;  Yale  Lock  Mfg.  Co.  v.  Sargent,  117 
XJ.  S.  373  [16  Am.  4  Eng.  264] ;  Snow  v.  Lake  Shore  4  M. 
S.  R.  Co.,  121  U.  S.  617  [17  Am.  4  Eng.  76] ;  Brown  v. 
Davis,  116  U.  S.  231^  [16  Am.  4  Eng.  212]. 

Device  of  defendant  does  not  employ  mechanical  equivalent. 

Burr  r.Duryee,  1  Wall.  573  [7  Am.  4  Eng.  224] ;  Werner 
V.  King,  96  U.  S.  230  [11  Am.  4  Eng.  419] ;  Cochrane  v.  Dee- 
ner,  94  U.  S.  789  [11  Am.  4  Eng.  896] ;  Cross  v.  Mackinnon, 
11  Fed.  Rep.  601. 

Mr.  WiLLMARTH  H.  Thurston,  also  for  defendant  in  error : 
When  the  evidence  given  at  the  trial,  with  all  the  infer- 
ences that  the  jury  could  justifiably  draw  from  it,  is  insufficient 
to  support  a  verdict  for  the-  plaintiff,  so  that  such  verdict,  if 
returned,  must  be  set  aside,  the  court  is  not  bound  to  submit 
the  case  to  the  jury,  but  may  direct  a  verdict  for  the  defen- 
dant. 

Randall  v.  Baltimore  4  0.  R.  Co.,  109  U.  S.  478 ;  Schuyl- 
kill 4  D.  L  4  R.  Co.  V.  Munson,  14  Wall.  442 ;  Pleasants  i;. 
Pant,  22  Wall.  116 ;   Herbert  v.  Butler,  97  U.  S.  819 ;  Bow- 

ditch  V.  Boston,  101  TJ.  S.  16 ;  Griggs  v.  Houston,  104  U.  S. 
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553;  Anderson  County  v.  Beal,  118  IT.  S.  227;  Baylis  v. 
Travelers'  Ins.  Co.,  113  IT.  S.  816 ;  Sehofield  v.  Chicago,  M. 
&  St.  P.  R.  Co.,  114  U.  S.  618 ;  Higgins  v.  McCrea,  116  U.  S. 
683 ;  Marshall  v.  Hubbard,  117  IT.  S.  415 ;  Goodlet  v.  Louis- 
•ville  &  K  R.  Co.,  122  U.  S.  411 ;  North  Pennsylvania  R.  Co. 
V.  Commercial  Nat  Bank,  123  U.  S.  733;  Kane  v.  Northern 
•C.  R.  Co.,  128  IT.  S.  94. 

The  court  is  authorized  to  direct  a  verdict  if,  after  the  evi- 
dence is  in,  it  appears  that  the  question  upon  which  the  case 
must  turn  is  one  of  law. 

Anderson  County  v.  Beal,  113  U.  S.  241 ;  Keyes  v.  Grant, 
118  U.  S.  25  [16  Am.  &  Eng.  846]. 

In  patent  cases  the  construction  of  the  patent  in  suit  as  a 
written  instrument,  and  the  extent  and  scope  of  its  claim,  is 
wholly  a  matter  of  law  and  entirely  within  the  province  of 
the  court. 

Curtis,  Patents,  §  452 ;  DavoU  v.  Brown,  1  Woodb.  &  M. 
63 ;  Washburn  v.  Gould,  3  Story,  122 ;  Emerson  v.  Hogg,  2 
Blatch.  1 ;  Bischoff  v.  Wethered,  9  Wall.  812  [8  Am.  &  Eng. 
213]. 

Whether  a  reissued  patent  and  its  original  are  for  the  same 
or  different  inventions  is  for  the  court  as  a  matter  of  law. 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290J; 
Giant  Powder  Co.  v.  California  Powder  Works,  98  U.  S.126 
[12  Am.  &  Eng.  201]  ;  Heald  v.  Rice,  104  IT.  S.  737  [13  Am. 
A  Eng.  460]. 

Where  the  terms  of  a  claim  are  plain  and  explicit,  the 
patentee  is  bound  by  it,  whatever  may  have  been  his  actual 
invention,  or  whatever  claim  he  might  have  made,  had  he 
«een  fit. 

Keystone  Bridge  Co.  v.  PhoBnix  Iron  Co.,  95  U.  S.  274  [11 
AuL  &  Eng.  364] ;  Bums  v.  Meyer,  100  U.  S.  671  [12  Am.  & 
Eng.  342] ;  Union  W.  M.  Co.  v.  Desper,  101 U.  S.  332  [12  Am. 
A  Eng.  880] ;  Wicke  v.  Ostrum,  103  U.  S.  461  [18  Am.  &  Eng. 
114] ;  Lehigh  Valley  R.  Co.  v.  Mellon,  104  U.  S.  112  [13  Am.  * 
Eng.  200] ;  Gage  v.  Herring,  107  U.  S.  640  [14  Am.  &  Eng. 
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454] ;  Fay  v.  Cordesman,  109  U.  S.  408  [15  Am.  &  Eng.  1] ; 
Yale  Lock  Mfg.  Co.  v.  Greenleaf,  117  U.  S.  654  [16  Am.  & 
Eng.  803];  White  v.  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng. 
397];  Sargent  v.  Hall  S.  &  L.  Co.,  114  U.  S,  85  [15  Am.  & 
Eng.  573] ;  Electric  R.  8.  Co.  v.  Hall  R.  S.  Co.,  114  U.  8.  87 
[16  Am.  &  Eng.  1] ;  Brown  v.  Davis,  116  U.  8.  249  [16  Am. 
A  Eng.  212] ;  Yale  Lock  Mfg.  Co.  v.  Sargent,  117  U.  8.  873 
[16  Am.  &  Eng.  264] ;  Snow  t;.  Lake  fehore  4  M.  8.  R.  Co., 
121  TJ.  8.  617  [17  Am.  &  Eng.  76] ;  Joyce  v.  Chillicothe  F.  & 
M.  W.  Co.,  127  IT.  8.  557  [18  Am.  &  Eng.  612] ;  Hendy  v. 
Oolden  State  &  M.  L  Works,  127  XJ.  8.  875  [18  Am.  &  Eng. 
588]. 

Mr.  Justice  Blatchfokd  delivered  the  opinion  of  the  court : 
This  is  an  acti?)n  at  law,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Missouri,  by 
Herman  Royef  against  The  Schultz  Belting  Company,  a  Mis- 
souri corporation,  for  the  infringement  of  letters  patent,  No. 
77,920,  granted  May  12, 1868,  to  Herman  Royer  and  Louis 
Royer,  as  inventors,  for  "  an  improved  machine  for  treating 
raw  hide."  The  patent  expired  on  May  12, 1885,  and  this 
suit  was  brought  on  the  16th  of  November,  1885. 
The  specification,  claims  and  drawings  are  as  follows : 
"  The  nature  of  our  invention  is  to  provide  an  improved 
machine  for  converting  raw  hides  into  leather,  of  that  class 
which  is  used  for  belting,  lacings  and  other  purposes  where 
it  is  necessary  to  preserve  the  native  strength  and  toughness 
without  destroying  or  impairing  the  natural  fibres  or  grain 
of  the  leather. 

"  In  order  to  accomplish  our  object,  we  employ  a  machine 
mounted  on  a  suitable  frame,  having  a  vertical  slotted  shaft, 
to  which  is  attached,  at  its  base  a  bevelled  wheel  between 
two  bevelled  pinions  upon  a  horizontal  shaft  Around  the 
vertical  shaft  is  placed  a  row  of  vertical  pins  or  rollers,  held 
in  place  by  upper  and  lower  rings,  one  of  which  is  firmly . 
bolted  to  the  frame.    An  iron  weight  or  press  is  employied' 
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for  crowding  the  coil  of  hide  down  after  it  -^as  received  the 
forward  and  back  action  around  the  ehafb. 

"  To  more  fully  illustrate  and  describe  our  invention,  refer- 
ence is  had  to  the  accompanying  drawings,  of  which  Figure  1 
is  a  horizontal  section  through  A  B ;  Fig.  2,  a  side  sectional 
elevation,  showing  central  shaft ;  Fig.  8,  a  side  sectional  ele- 
vation ;  Fig.  4,  a  horizontal  section,  showing  the  hide  around 
the  shaft  in  the  circle  of  pins. 

"  A  represents  the  frame,  of  any  suitable  materials,  up 
through  which  the  vertical  shaft  B  passes,  having  a  slot,  B% 
through  which  the  end  of  the  hide  is  placed,  where  it  is  held 
in  place  by  the  set-screws  bbbb.  C  C  C  are  vertical  pins  or 
rollers  set  in  the  rings  D  and  D',  the  lower  one,  or  D',  being 
firmly  attached  to  the  frame  by  bolts  cc.  A  bevelled  wheels 
E,  is  attached  to  the  vertical  shaft  B,  which  is  actuated  by 
the  bevelled  pinions  F  F,  placed  on  the  horizontal  driving- 
shaft  G.  This  shaft  has  a  pulley,  H,  for  driving  the  machine* 
An  iron  weight,  I,  having  an  opening  through  its  centre  for 
the  vertical  shaft,  and  vertical  grooves,  i  i,  in  it  to  prevent 
its  turning,  is  placed  upon  the  inside  of  the  pins  or  rollers, 
and,  by  pressing  upon  this  weight,  the  hide  is  compressed 
edgewise,  after  the  forward  and  backward  stretching  or  press- 
ing is  performed  lengthwise. 

"  The  operation  of  our  machine  is  as  follows :  The  end  of  the 
raw  hide,  after  it  has  been  deprived  of  the  hair,  is  introduced 
into  the  slot  B',  and  the  set-screws  bb  b  turned  against  it, 
when  motion  is  imparted  to  the  machine,  and  the  hide  is 
wound  tightly  around  the  vertical  shaft.  When  this  is  ac- 
complished, and  sufficient  time  has  elapsed,  the  shaft  is  slowly 
reversed  by  throwing  the  other  pinion  into  gear,  when  the 
hide  commences  to  uncoil,  or  doubling  back  from  the  shaft, 
which,  with  the  folding  back,  and  pressing  against  the  pins 
or  rollers,  produces  the  desired  result  of  stretching  in  one 
way,  compressing,  corrugating  or  roughing  in  the  opposite 
direction,  when  the  weight  I  is  placed  upon  the  top  of  the 
hide,  and  is  pressed  downward,  which,  in  a  measure  compen- 
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sates  for  the  stretching  lengthwise.    The  hide  so  operated 
upon  is  then-  treated  with  oil  and  tallow  in  the  usual  way. 

^^  By  thus  treating  the  hide  in  oar  machine,  the  leather  is 
rendered  very  tough,  and  the  fibres  or  grain  are  not  injured, 
but  it  imparts  to  it  a  rough,  corrugated  and  seamy  appear- 
ance, making  it  more  strong  and  lasting  for  the  purpose  de- 
signed than  by  any  other  machine  or  process. 

^*  Having  thus  described  our  invention,  what  we  claim  and 
desire  to  secure  by  letters  patent  is — 

"  1.  The  vertical  shaft  B  with  a  slot  B',  and  set-screws  bbby 
said  shaft  having  a  forward  and  backward  motion,  substan- 
tially as  and  for  the  purpose  described. 

"  2.  The  pins  or  rollers  C  C  C,  set  in  the  rings  D  and  D', 
together  with  the  grooved  weight  I,  substantially  as  and  for 
the  purposes  described." 

The  defendant  set  up,  in  answer  to  the  petition,  that  the 
machine  was  not  the  joint  invention  of  the  patentees ;  that 
it  was  in  public  use  by  one  of  the  patentees  for  more  than 
two  years  before  the  patent  was  applied  for ;  and  that  it  was 
not  new,  giving  references  on  the  question  of  novelty.  The 
answer  also  denied  every  allegation  in  the  petition.  There 
was  a  reply,  putting  in  issue  the  new  matter  in  the  answer. 
The  case  was  tried  by  a  jury. 

The  bill  of  exceptions  shows  that,  after  testimony  had  been 
put  in  by  the  plaintiff  on  the  question  of  infringement,  the 
defendant  demurred  to  the  evidence  introduced  by  the  plain- 
tiff on  that  question  without  itself  putting  in  any  evidence. 
The  court  sustained  such  demurrer  and  directed  the  jury  to 
find  for  the  defendant.  The  jury  so  found,  and  a  verdict 
was  rendered  for  it.  The  ruling  of  the  court  is  reported  in 
28  Fed.  Bep.  850.  The  plaintiff  excepted  to  so  much  of 
such  ruling  as  sustained  the  demurrer  to  the  evidence,  and 
to  so  much  of  the  instruction  of  the  court  as  directed  the 
jury  to  find  for  the  defendant.   A  motion  for  a  new  trial  was 

made  and  overruled,  the  opinion  thereon  being  in  29  Fed. 
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Rep.  281.    Judgment  being  rendered  for  the  defendant,  the 
plaintiff  has  brought  a  writ  of  error. 

The  plaintiff's  machine  has  a  vertical  crib  of  cylindrical 
bars  standing  in  a  circle  around  and  concentric  with  a  cen* 
tral  shaft.  The  ends  of  these  bars  are  fastened  in  appropri- 
ate discs  or  rings,  and  thus  are  held  in  proper  position.  The 
crib  does  not  revolve,  but  the  central  shaft  does.  A  vertical 
slot  is  made  in  the  latter,  in  which  one  end  of  a  hide  is  in- 
serted and  there  held  by  set  screws.  Several  hides  can  be 
treated  in  the  machine  at  the  same  time.  The  ends  of  the 
hides  being  fastened,  the  central  shaft  is  made  to  revolve^ 
and,  in  doing  so,  it  draws  the  hides  into  the  crib  through  a 
space  between  two  of  the  bars,  and  winds  them  in  a  coil 
around  the  shaft.  A  sufficient  number  of  hides  is  put  into 
the  machine  at  one  time  to  fill  entirely  the  diameter  of  the 
inside  of  the  crib  when  they  are  compressed.  When  the 
hides  are  all  drawn  into  the  crib  and  the  coil  is  compressed 
around  the  central  shaft,  filling  the  crib  tightly,  the  motion 
ot  the  central  shaft  is  reversed,  and  the  hides  are  unwound 
and  wound  up  again  around  the  shaft  in  the  opposite  direc- 
tion, the  hides  being  all  the  time  under  pressure.  This  oper- 
ation of  winding,  unwinding  and  rewinding  is  continued,  and 
the  action  on  each  hide  is  to  bend  every  particle  of  it, 
whether  thick  or  thin,  alike  and  under  the  same  degree  of 
pressure.  There  is  a  weight  on  top  of  the  coil  of  hides,  so  as 
to  produce  end  pressure  on  them  in  the  direction  of  the  shaft,, 
lengthwise  of  the  crib. 

The  plaintiff  contends  that  no  other  machine  existed  be- 
fore, which  wound  hides  in  one  direction  and  then  rewound 
them  in  the  other  direction,  while  under  pressure,  and  that 
this  produced  a  new  mode  of  operation  in  the  treatment  of 
hides,  which  was  not  the  result  of  a  mere  improvement  on 
the  mechanism  of  any  prior  machine.  He,  therefore,  urges 
that  the  case  falls  within  the  principle  applied  in  Morley  S. 
M.  Co.  V.  Lancaster,  129  U.  S.  263  [19  Am.  &  Eng.  268],  that 
"  where  an  invention  is  one  of  a  primary  character,  and  the 
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mechanical  functions  performed  by  the  machine  are,  as  a  whole^ 
entirely  new,  all  subsequent  machines  which  employ  substan- 
tially the  same  means  to  accomplish  the  same  result  are  in- 
fringements, although  the  subsequent  machine  may  contain 
improvements  in  the  separate  mechanisms  which  go  to  make 
up  the  machine,'' and  that,  the  patentees  having  been  the  first 
persons  to  succeed  in  producing  an  automatic  machine  for 
treating  raw  hide  in  the  manner  in  which  their  machine 
treats  it,  the  claims  of  the  patent  must  be  construed  liberally. 

The  plaintiff,  who  is  one  of  the  patentees,  was  examined 
as  a  witness  on  the  trial,  and  fully  explained  the  patented 
machine,  its  mode  of  operation  and  the  improvement  it 
effected  in  the  conversion  of  raw  hides  into  let^ther. 

The  defendant's  machine  has  in  it  a  cylinder,  which  is  ar- 
ranged horizontally  instead  of  perpendicularly,  and  corre- 
sponds to  the  cylindrical  crib  of  the  plaintiff's  machine. 
The  cylinder  is  constructed  of  two  half-cylinders  of  iron, 
hinged  together,  inside  of  which  are  fixed  semi-circular  strips 
of  wood,  arranged  lengthwise  of  the  cylinder,  so  that  the  inside 
surface  of  the  cylinder,  when  closed,  is  practically  the  same  as 
the  inside  surface  of  the  plaintiff's  crib.  The  ends  of  the  half- 
cylinders  are  secured  in  position  rigidly.  The  general  propor- 
tions of  the  two  machines  are  in  size  about  the  same.  The  de- 
fendant's machine  has  a  revolving  central  shaft,  one-half  of 
the  diameter  of  which  is  removable  in  that  part  of  it  to  which 
the  hides  are  fastened.  This  half  is  in  sections,  which  are 
held  to  the  other  part  of  the  shaft,  when  fastened  to  it,  by 
screws.  The  edges  of  the  hides  are  fastened  to  the  shaft  by 
unscrewing  such  sections  and  placing  one  edge  of  each  hide 
upon  the  face  of  the  solid  half  of  the  shaft.  The  sections  are 
then  screwed  on  over  the  edges  of  the  hides,  in  which  posi- 
tion they  clamp  the  hides  fast  between  the  two  halves  of  the 
shaft.  There  are  grooves  lengthwise  along  the  face  of  the  solid 
half  of  the  shaft,  and  ribs  along  the  faces  of  the  removable 
sections,  so  that  the  edge  of  each  hide  which  is  fastened  in 
the  shaft  is  pressed  down  into  the  grooves,  and  is  thus  held 
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more  securely.  There  is  a  long  opening  in  the  side  of  the 
defendant's  cylinder,  through  which  the  hides  are  drawn  in 
hy  the  revolution  of  the  shaft,  in  like  manner  as  they  are 
drawn  into  the  crib  of  the  plaintiff's  machine  through  one 
of  the  openings  between  the  bars.  As  the  defendant's  ma- 
chine is  in  a  horizontal  position,  the  end  pressure  on  the  coil 
of  hides  cannot  be  produced  by  a  weight  Instead  of  that, 
it  has  two  sliding  discs,  one  at  each  end  of  the  horizontal 
coil  of  hides,  which  discs  have  a  central  hole  in  them  for  the 
central  revolving  shaft  to  pass  through.  There  is  an  arrange- 
ment of  screw-bolts,  nutsand  hand-wheels,  so  that  the  two  discs 
may  be  drawn  together  to  make  end  pressure  upon  the  coil 
of  hides,  and  retracted  therefrom ;  and  there  are  springs  to 
make  the  pressure  yielding. 

The  view  taken  by  the  Circuit  Court  was,  in  regard  to 
claim  1,  that  the  defendant's  machine  did  not  have  the  slot 
of  that  claim ;  and  as  to  claim  2,  that  the  defendant's  ma- 
chine could  not  be  said  to  infringe  it. 

We  think  the  Circuit  Court  erred  in  not  submitting  to  the 
jury  the  question  of  infringement,  under  proper  instructions. 
If  the  patented  invention  was,  within  the  ruling  in  Morley 
S.  M.  Co.  V.  Lancaster,  supra j  "  one  of  a  primary  character," 
and  the  patent  was  ^^  a  pioneer  patent,"  which  were  questions 
of  fact  to  be  passed  upon  by  the  jury,  then  the  question,  on 
a  proper  construction  of  the  patent,  whether  the  defendant's 
machine  infringed  its  claims,  was  a  question  of  fact  for  the 
jury  to  determine,  on  all  the  evidence  which  the  case  might 
present.  Tucker  v.  Spalding,  13  Wall.  453  [8  Am.  &  Eng. 
474]. 

It  was  not  a  matter  of  mere  judicial  knowledge  that  the 
mechanical  differences  between  the  two  machines  were  ma- 
terial, in  view  of  the  character  of  the  patented  invention 
and  of  the  claims  of  the  patent ;  and  we  are  unable  to  concur 
with  the  view  of  the  Circuit  Court,  in  its  opinion  denying 
the  motion  for  a  new  trial,  that  this  is  a  case  where,  if  the 
jury  had  found  a  verdict  for  the  plaintiff,  on  the  evidence 
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put  in  by  him  on  the  question  of  infringement,  all  of  which 
•evidence  the  bill  of  exceptions  states  is  set  forth  therein,  it 
would  have  been  proper  for  the  court  to  set  aside  such  ver- 
dict.   Keyes  v.  Grant,  118  IT.  S.  25  [16  Am.  &  Eng.  846]. 

As  there  must  be  a  new  trial,  we  forbear  remarking  further 
on  the  questions  involved. 

The  judgment  of  the  Circuit  Court  is  reversed  and  the  case  is 
remanded^  with  a  direction  to  grant  a  new  trial, 
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THE  TALE  LOCK  MANUFACTURING  COMPANY 
BT  AL,  APPELLANTS,  v.  THE  BERKSHIEE  NA- 
TIONAL  BANK  et  al.» 

THE  BERKSHIRE  NATIONAL  BANK  bt  al,  AP- 
PELLANTS, V.  THE  YALE  LOCK  MANUFACTUR- 
ING  COMPANY  et  al. 

195 17.  S.  MS-40S*    Oetober  Terait  IMt. 


[Bk.  34,  L.  ed.  i68  ;  51 0.  G.  1291.] 


Affirming  in  part  and  reversing  in  part,  Ibid,  17  Fed.  Rep. 

531  and  26  Fed.  Rep.  104. 

Argned  April  11, 14, 15, 189o!    Decided  May  5, 1890. 

Particular  rei89uedpcUefU8  construed.  Inadvertence^  accident  or 
mistake.  Delay  in  reissuing.  Beissue  to  cover  abandoned 
claim. 

1.  Claim  8  of  reissued  patent,  No.  7,947,  granted  November 
13, 1887,  to  James  Sargent,  for  an  Improvement  in  Combined 
Time-Lock,  Combination-Lock,  and  Bolt-Work  for  Safes,  to 
the  broad  combination  between  the  bolt- work  of  a  door 
and  a  time-lock  and  an  independant  time-lock,  construed  in 
view  of  the  original  patent,  No.  195,539,  September  25, 1877, 
and  held  that  the  specification  of  the  original  was  not  de« 
fective  or  insufficient,  and  that  the  patent  was  not  inopera- 
tive ;  that  the  delay  of  thirteen  days  in  reissuing  did  not 
establish  its  validity  in  the  absence  of  a  clear  mistake  in- 
advertently committed,  and  that  the  sole  object  of  the 
reissue  was  to  obtain  claim  3  as  an  enlarged  claim,  which 
claim  had  been  previously  abandoned  in  the  original  applica- 
tion for  patent,  by  proceedings  in  the  Patent  Office,  (p.  323.) 

S.  Where  Sargent  made  such  a  claim  as  claim  3  of  the  reissue 
in  his  application  of  May,  1874,  and  abandoned  it  and  filed 
a  new  application  in  March,  1875,  on  which  his  original  pat- 
ent issued,  and  which  was  pending  in  the  Patent  Office 

•See  EzplADAtton  of  Notes,  page  III. 
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from  March  12, 1875,  to  September  25,  1877,  and  no  such 
claim  was  made,  bat,  on  the  contrary  it  appeared  that  he 
struck  out  from  his  specification  matters  evincing  an  inten- 
tion to  claim  something  more  than  the  specific  devices  he 
had  invented,  and  it  was  evident  that  the  consideration  by 
the  Patent  Office  of  these  specific  devices  and  the  evidence 
of  invention  afforded  by  them  enabled  him  to  procure  his 
original  patent  with  its  limited  claims,  held  that  said  claim 
3  of  the  reissue  was  invalid,  (p.  323.) 

8.  A  reissue  patent  which  contains  claims  that  had  previously 
been  abandoned  by  the  patentee  in  order  to  obtain  his  orig- 
inal letters  patent  must  be  held  to  be  invalid  as  to  such  claims, 
(p.  324.) 

4.  The  mere  fact  that  reissue,  No.  7,947,  was  applied  for  only 
thirteen  days  after  the  grant  of  the  original  patent  does  not 
establish  its  validity;  for  a  clear  mistake,  inadvertently 
committed,  in  the  wording  of  a  claim  is  necessary  without 
reference  to  length  of  time.  (p.  324.) 

6.  Reissuepatent,No.8,550(17claim8),grantedto  the  Yale  Lock 
Manufacturing  Company,  January  21, 1879,  for  an  Improve- 
ment in  Time-Locks,  compared  with  the  original  patent.  No. 
146,832,  January  27, 1874,  (3  claims)  and  its  reissues,  7,104, 
May  9, 1876,  (8  claims)  and  8,035,  January  8, 1878,  (6  claims) 
heldy  in  view  of  the  fact  that  the  drawings  and  descriptions 
were  substantially  the  same  in  all,  with  some  changes  in 
nomenclature,  that  the  original  patent  was  not  inoperative 
or  invalid  by  reason  of  a  defective  or  insufficient  specifica- 
tion, within  the  terms  of  the  statute,  so  as  to  warrant  the 
reissues,  (p.  350) 

6.  Claim  1  of  reissue,  No.  8,550,  for  '*  The  combination  of  in- 
dependent multiple  bolt-work  with  the  time  mechanism  and 
locking  or  dogging  mechanism  of  a  time4ock,automatically 
both  dogging  and  releasing  the  bolt  work  at  predetermined 
times,  substantially  as  described,''  declared  to  be  an  entirely 
new  claim,  not  found  in  the  original  patent  or  in  any  prior 
reissue,  and  if  it  is  not  limited  to  the  specific  devices  of 
Little,  operating  in  the  mode  described  by  him,  as  set  forth 
in  claim  2  of  the  original  patent.  No.  146,832,  it  is  void  under 
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• 

nnmerouB  decisions  of  the  court,  if  so  limited  it  is  no  broader 
than  claim  2  of  the  original  patent,  and  the  defendant's  lock 
made  under  letters  patent,  No.  173,121,  Henry  Gross,  Feb- 
mary  8, 1876,  '<  Time  Attachments  for  Locks  "  does  not  in- 
fringe it.    (p.  353.) 

7.  Claim  7, 'Mn  a  time  lock,  the  combination,  substantially  as 
above  set  forth,  of  the  time  movements  and  two  adjustable 
devices,  one  for  determining  the  time  of  locking  and  the 
other  for  unlocking,*'  which  had  been  abandoned  in  the  Pat- 
ent Office  and  restored  in  this  reissue,  Jieldy  inadmissible  in 
view  of  the  numerous  decisions  of  this  court  on  the  subject  of 
reissues,  and  held^  further,  if  so  construed  as  to  be  no  broader 
than  claim  2  ofthe  original  patent,  then  the  defendant's  lock, 
as  it  did  not  infringe  the  latter  chum,  does  not  infringe 
claim  7.    (p.  354.) 

[CitationB  in  the  opinion  of  the  court :] 
Leggett  V.  Avery,  loi  U.  S.  256  [12  Am.  &  Eng.  369].     p.  324. 
Mahn  v.  Harwood,  112  U.  S.  354  [15  Am.  &  Eng.  322].    p.  324. 
Union  Metallic  Cartridge  Co.  r.  U.  S.  Cartridge  Co.  112  U.  S.  624  [15 

Am.  &  Eng.  364].    p.  324. 
Shepard  v,  Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235].    p.  324. 
Roemer  v.  Peddie,  132  U.  S.  313.  (p.  post.)  p.  324. 
Coon  V.  Wilson,  113  U.  S.  268  [15  Am.  &  Eng.  504].    p.  324. 
Ives  V.  Sargent,  119  U.  S.  652  [16  Am.  &  Eng.  512].    p.  324. 
Parker  &  Whipple  Co.  v.  Yale  Clock  Co.  123  U.  S.  87  [17  Am.  & 

Eng.  1943.    p.  324. 
Yale  Lock  Mfg.  Co.  v.  New  Haven  Sav.  Bank,  32  Fed.  Rep.  167.  p.  349. 
Yale  &  Town  Mfg.  Co.  v.  Consolidated  Time-Lock  Co.  38   Fed. 

Rep.  917.    p.  350- 

Appeals  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  affirming  a  judg- 
ment in  favor  of  plaintiffs  for  damages  for  the  infringement 
of  letters  patent  and  dismissing  the  suit  as  to  other  letters 
patent  Affirmed  as  to  the  Sargent  reissue  and  reversed  as  to 
the  Little  reissue. 

The  fSftcts  are  stated  in  the  opinion. 

Opinions  below,  17  Fed.  Eep.  581 ;  26  Fed.  Rep.  104. 
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The  specification  and   drawings  of  Gross'  letters  patent 
are  as  follows : 


HENRY  GROSS,  OF  CIN'CIira'ATI,  OHIO. 

Improvbmbnt  in  Time  Attachments  for  Locks. 

Specification  forming  part  of  Letters   Patent,  No.  173,121» 
dated  Februar^'^  8, 1876  ;   application  filed  December  28, 1875. 

To  aU  whom  it  may  concern.' 

Be  it  known,  that  I,  Henry  Gross,  of  Cincinnati,  in  the 
county  of  Hamilton  and  State  of  Ohio,  have  invented  certain 
Improvements  in  Tifly  Attachments  for  Locks,  of  which  the 
following  is  the  specmcation : 

My  invention  consists  of  a  time  attachment  for  permutation- 
locks,  provided  with  an  auxiliary  device  or  set  of  devices,  by 
which  the  attachment  can  be  set  for  any  given  time,  and  be 
kept  from  affecting  the  lock  for  a  certain  length  of  time,  dur- 
ing which  period  the  lock  is  free  to  be  operated  in  the  usual 
manner,  and  after  which  the  time  attachment  controls  it  un- 
til the  arrival  of  the  proper  time  for  releasing  or  opening  the 
same.  It  also  consists  in  the  combination  of  an  arbor,  carry- 
ing a  fixed  hand  for  operating  the  main  attachment,  with  a  loose 
hand  connected  by  a  pawl  and  ratchet  to  the  arbor  for  oper- 
ating the  dog,  or  other  device  which  is  used  to  hold  the  at- 
tachment from  being  connected  until  released,  all  as  hereinafter 
more  fully  described. 

Figure  1  is  a  front  plan  view  of  the  time  attachment  con- 
nected with  the  latch  of  a  permutation-lock.  Fig.  2  is  a  simi- 
lar view  showing  it  combined  with  the  angle-bars  of  a  lock 
having  two  sets  of  tumblers.  Figs.  8,  4,  5  and  6  are  viewa 
of  portions  shown  more  in  detail. 

This  invention  consists  of  features  or  devices  intended  to 
be  used  in  connection  with  the  time  attachment  described  in 
an  application  for  a  oatent  filed  by  me  August  28, 1876 ;  ahd 
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I  do  not,  in  this  application  make  any  claim  to  the  feature 
claimed  in  said  application. 

In  the  drawings,  A  represents  the  case  of  my  attachment, 
and  B  the  case  of  a  permutation-lock ;  D  representing  the 
•  tumblers,  and  F  the  latch,  or,  as  it  is  sometimes  termed,  the 
angle-bar,  which  controls  the  movement  of  the  locking-bolt, 
the  latter  not  being  shown  in  the  drawing.  In  the  case  A 
are  represented  two  dials,  C,  each  having  an  arbor,  ^,  which 
carries  a  hand,  H,  which  has  its  outer  end  divided  into  two 
prongs, /and  A,  as  shown  in  Fig.  4,  of  different  lengths,  the 
shorter  one.  A,  being  designed  as  a  pointer  for  the  figures  on 
the  dial,  while  the  longer  one,/,  is  intended  to  operate  on  the 
arm  <?  of  a  lever,  I,  pivoted  below  and  midway  between  the 
two  dials,  C,  as  shown  in  Fig.  1.  This  lever  I,  which  is  shown 
detached  and  reversed  in  Fig.  6,  has  a  notch  cut  in  its  side  to 
engage  with  a  pin  or  stud  on  the  latch  F  of  the  lock  below, 
as  shown  in  Fig.  1,  there  being  a  spring,  m,  connected  to  the 
lever,  and  arranged  to  cause  it  to  engage  with  the  stud  i  when 
not  held  or  pressed  back. 

With  the  parts  thus  constructed  and  arranged — it  being 
understood  that  there  is  a  time  movement  behind  each  dial 
to  operate  the  hands  H — it  will  be  seen  that  when  the  lever 
I  is  thrown  forward  and  hooked  under  the  stud  i  of  the  latch 
F,  the  latter  will  be  held  up,  no  matter  how  much  the  tumblers 
D  of  the  lock  may  be  turned,  and  whether  gated  or  not,  and 
that  as  the  latch  cannot  fall,  consequently  the  lock  cannot  be 
operated.  By  setting  the  hand  H  back  from  the  arm  e,  or 
the  zero-point  on  the  dial,  as  many  hours  as  it  is  desired  shall 
elapse  before  the  safe  or  vault  is  to  be  opened,  it  follows  that 
until  that  time  arrives,  the  latch  will  be  held  by  the  lever  I, 
and  the  lock  rendered  inoperative ;  but  at  the  expiration  of 
that  time  the  prong/  of  the  hand  H  will  strike  against  the 
arm  c,  and  thereby  disengage  the  lever  I  from  the  latch,  when 
the  lock  can  be  operated  in  the  usual  manner. 

Although  two  dials  are  shown,  it  is  obvious  that  one  only 
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is  required,  two  being  used  simply  to  provide  against  acci- 
dents, in  case  one  should  stop  from  any  cause. 

It  often  happens,  however,  in  banks  and  other  offices,  that 
it  becomes  necessary  to  open  a  safe  or  vault  after  closing  it 
for  the  day ;  and  to  enable  this  to  be  done  and  the  time  at- 
tachment made  to  operate  thereafter,  I  pivot  at  one  side  of 
the  lever  I  a  two-armed  rocking-dog,  G,  as  shown  in  Fig.  1, 
the  dog  itself  being  shown  detached  in  Fig.  5.  The  lower 
arm  d  of  this  dog  G  is  arranged  to  bear  against  the  edge  of 
lever  I,  and  is  held  in  position  by  a  spring,  a,  the  arm  d  of 
the  dog  G  thus  serving  to  hold  the  lever  I  back  and  disen* 
gaged  from  the  stud  i  of  latch  F  until  released  by  the  time 
mechanism. 

In  order  to  trip  this  dog  at  the  proper  time,  I  mount  on 
the  arbor  g  another  hand,  E,  which  carries  a  spring-pawl,  Ij 
which  engages  in  the  teeth  of  a  ratchet,  A:,  secured  rigidly  to 
the  arbor  ^,  as  shown  in  Fig.  4. 

It  will  thus  be  seen  that  this  hand  E  can  be  turned  upon 
the  arbor  in  one  direction  to  any  desired  extent,  and  yet  will 
be  moved  with  the  arbor  in  the  opposite  direction,  it  being 
locked  fast  to  the  arbor  by  the  pawl  and  ratchet. 

To  set  this  part  of  the  attachment,  the  dog  G  is  arranged 
as  represented  in  Fig.  1,  so  that  its  arm  d  presses  against  the 
lever  I,  thus  holding  it  back  away  from  the  stud  t  of  the  latch 
F.  The  hand  E  is  then  set  back  as  many  hours  on  the  dial 
as  it  is  desired  to  keep  the  lock  in  a  condition  to  be  opened 
in  the  usual  manner,  which,  in  the  drawing,  is  represented 
as  two  hours,  while  the  hand  H  is  represented  as  being  set 
back  six  hours. 

When  thus  arranged,  it  will  be  seen  that  as  the  time  move- 
ment operates,  the  hand  E,  in  two  hours,  will  strike  against 
the  arm  b  of  dog  G,  thereby  disengaging  its  other  arm,  rf, 
from  the  lever  I,  which  will  at  once  be  forced  forward  by  its 
spring  m,  and  made  to  engage  with  the  stud  i  of  the  latch 
F,  thus  preventing  the  lock  from  being  operated  or  opened 
until  the  hand  -H  is  brought  around  with  its  prong/  against 
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the  arm  c  of  lever  I,  and  thereby  disengage  it  from  the  latch ^ 
when  the  lock  will  again  be  free  to  be  operated  in  the  usual 
manner,  and  which,  if  the  hand  be  set  as  represented  in  Fig. 
1,  would  occur  at  the  end  of  four  hours  after  the  tripping  of 
the  dog  G,  or  six  hours  from  the  commencement.  During 
the  interval,  while  the  dog  Q  hofds  the  lever  back,  the  latch 
P  is  held  up  by  resting  on  the  periphery  of  the  tumblers  D, 
that  being  the  natural  position  of  these  parts  in  a  permutation- 
lock  when  the  door  is  locked,  and  being  thus  held  up,  the 
latch  is  in  a  position  for  the  lever  I  to  engage  therewith  at  any 
time  when  the  dog  G  is  tripped,  so  as  to  release  the  lever  I 

When  the  hand  H  is  brought  in  contact  with  the  arm  <?, 
and  it  has  operated  the]*eon  so  as  to  disengage  the  lever  I 
from  the  latch  F,  the  time  movement  is  stopped,  the  prong 
/  being  too  long  to  allow  it  to  pass  by  the  arm  c,  and  it  re- 
mains stationary  until  set  again. 

To  render  the  time  movement  more  compact  I  propose  to 
apply  the  main  spring  directly  to  the  arbor  which  carries  the 
hand,  and  in  Fig,  3  I  have  represented  a  train  of  gearing  with 
an  escapement  designed  for  this  purpose.  By  this  arrange- 
ment the  spring  acts  directly  upon  the  hand  that  trips  or 
moves  the  lever  I,  and  by  moving  the  hand  backward  on  the 
dial,  the  spring  is  wound  up,  thus  avoiding  the  necessity  of 
using  a  key  for  that  purpose. 

In  Fig.  2  the  attachment  is  shown  applied  to  a  lock  having 
two  sets  of  tumblers.  In  this  case  the  latches  F  are  made  in 
the  form  of  an  elbow-lever,  and  are  connected  by  a  bar,  w, 
from  which  a  link  or  bar,  K,  extends  upward  to  the  proper 
point  to  connect  with  the  lever  I  of  the  time  attachment. 
The  auxiliary  device,  for  holding  the  lever  I  disconnected  for 
a  given  time,  may  be  applied  to  this,  the  same  as  in  Fig.  1. 

It  is  obvious  that  my  attachment  may  be  applied  to  any 
form  of  permutation-lock,  it  only  being  necessary  to  make 
the  necessary  connection  with  the  latch  or  angle-bar.  Bo, 
too,  it  is  obvious  that  instead  of  the  dog  G  any  equivalent 
device  may  be  used,  it  only  being  necessary  that  it  be  ar- 
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Tanged  to  hold  the  lever  I  back  until  operated  upon  by  the 
hand  E. 

Having  thus  described  my  invention,  what  I  claim  is — 

1.  In  a  time  attachment  for  a  permutation-lock,  a  mechan- 
ism constructed  to  operate  substantially  as  described,  whereby 
the  lock  may  be  left  free  to  be  operated  for  a  prearranged 
period,  and  thereafter  be  rendered  inoperative  by  the  attach- 
ment until  the  arrival  of  the  time  for  which  it  is  set. 

2.  In  combination  with  the  lever  I,  arranged  to  engage 
-with  the  operating  part  of  a  permutation-lock,  the  secondary 
hand  E  and  the  rocking  dog  G,  constructed  to  operate  sub- 
stantially as  and  for  the  purpose  set  forth. 

8.  The  combination,  in  a  time  attachment  for  locks,  of  an 
arbor  provided  with  a  fixed  hand  for  disconnecting  the  attach- 
ment, and  a  loose  hand  connected  to  the  arbor  by  a  ratchet 
and  pawl  for  operating  the  dog  G,  substantially  as  shown  and 

described. 

HENRY  GROSS. 

Witnesses : 

P.  T.  Dodge, 

W.   C.   DODGB. 


Messrs.  Geo.  Ticknor  Curtis  and  Edmund  Wetmorb,  for 
Yale  Lock  Mfg.  Company  et  aL 

Points  in  No.  261. 

The  utility  of  the  result  Sargent  accomplished  creates  the 
presumption  of  invention. 

Forbush  v.  Cook,  2  Fish.  Pat.  Cas.  668,  672. 

One  new  and  operative  agency  in  the  production  of  the 
desired  result  will  give  novelty  to  the  entire  combination 

Leroy  v.  Tatham,  22  How.  132  [7  Am.  &  Eng.  29]. 

The  combination  was  novel,  and  produced  a  highly  useful 
«,nd  novel  result. 

Hoffman  v.  Young,  18  Pat.  Off.  Gaz.  794 ;  Williams  v. 
Rome,  W.  &  0.  R.  Co.,  15  Blatch.  200. 
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On  the  question  of  patentable  novelty  the  appellants  refer 
to  the  following  eases : 

Morley  Sewing  Machine  Co.  v.  Lancaster,  129  U.  S.  263 
[19  Am.  &  Eng.  '263] ;  Yale  Lock  Mfg.  Co.  v.  Sargent,  117 
U.  S.  536  [16  Am.  &  Eng.  275] ;  Imhaeuser  v.  Buerk,10l  U. 
S.  647-660  [12  Am.  &  Eng.  443] ;  Seymour  v.  Osborne,  11 
Wall.  516  [8  Am.  &  Eng.  290] ;  Smith  t;,  Goodyear  Dental 
Tulcanite  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1] ;  Winans  v. 
Denmead,  16  How.  330  [6  Am.  &  Eng.  107]. 

Points  in  No.  262. 

The  7th  claim  of  the  reissue  is  not  an  enlargement  of  the 
2d  claim  of  the  original. 

Adair,  v.  Thayer,  17  Blatch.  468 ;  Davis  v.  Brown,  9  Fed. 
Rep.  647 ;  Miller  v.  Bridgeport  Brass  Co.,  104  U.  S.  350 
[13  Am.  &  Eng.  303] ;  Yale  Lock  Mfg.  Co.  v.  Sargent,  117 
XT.  S.  536  [16  Am.  &  Eng.  275] ;  Gage  v.  Herring,  107  U.  S. 
640  [14  Am.  &  Eng.  454] ;  Gould  v.  Spicer,  15  Fed.  Rep.  344. 

A*patentee,  after  having  by  reissue  unduly  expanded  a 
claim  contained  in  his  original  patent,  may,  by  another  re- 
issue correct  the  error  and  resume  such  original  claim. 

Celluloid  Mfg.  Co.  v.  Zylonite  B.  &  C.  Co.  27  Fed.  Rep.  291 ; 
Giant  Powder  Co.  v.  Safety  Nitro  Powder  Co.  19  Fed.  Rep. 
509. 

There  has  been  no  abandonment  of  the  seventh  claim  of 
the  present  reissue. 

Yale  Lock  Mfg.  Co.  v.  New  Haven  Sav.  Bank,  32  Fed. 
Rep.  167. 

The  patents  referred  to  by  the  defendants  fail  to  show  any 
anticipation  of  Little's  invention. 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290] ; 
Curtis,  Patents  (4th  ed.),  §§  378  a,  378  b. 

A  rejected  application  is  neither  a  publication  nor  a  patent, 
and  is,  of  itself,  no  proof  to  anticipate  a  patent. 

Northwestern  Fire  Extinguisher  Co.  v.  Philadelphia  Fire 
Extinguisher  Co.  6  Pat.  Off.  Gaz.  34, 1  Ban.  &  Ard.  177; 
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Cornplanter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1] ;  Lyman 
Vent.  &  Ref.  Co.  v.  Chamberlin,  10  Pat.  Off.  Gaz.  888 ; 
Lyman  Vent  &  Ref.  Co.  v.  Lalor,  12  Blatch.  803 ;  Barker  v, 
Stowe,  15  Blatch.  49,  54 ;  Howes  v.  McNeal,  15  Blatch.  103, 
121 ;  Herring  v  Nelson,  14  Blatch.  293, 

The  appellants  failed  to  prove  that  what  was  done  by 
Harris  waff  more  than  an  abandoned  experiment,  which, 
under  familiar  authorities,  cannot  anticipate  the  patent. 

Parkhurst  v.  Kinsman,  1  Blatch.  494 ;  Cahoon  v.  Ring,  1 
Cliff.  592,  608-610  ;  Agawam  Co.  v.  Jordan,  7  Wall.  583  [8 
Am.  &  Eng.  24] ;  Seymour  v.  Osborne,  11  Wall.  516  [8  Am. 
&  Eng.  290] ;  Ellithorpe  v,  Robertson,  2  Fish.  Pat.  Cas.  83, 
85  ;  Johnson  v,  McCuUough,  4  Fish.  Pat.  Cas.  170  ;  Winana 
V.  New  York  &  H.  R.  Co.  4  Fish.  Pat.  Cas.  1 ;  Bignall  v. 
Harvey,  18  Blatch.  353 ;  Hicks  v.  Otto,  19  Fed.  Rep.  749 ; 
AUis  V.  Buckstaff,  13  Fed.  Rep.  890 ;  Walker  Pat.  §  61. 

The  claim  is  entitled  to  such  liberal  construction  as  the 
law  gives  to  pioneer  claims  for  generically  new  results. . 

Morley  Sewing  Mach.  Co.  v.  Lancaster,  129  U.  S.  263  [19 
Am.  &  Eng.  263] ;  McCormick  v.  Talcott,  20  How.  402  [6 
Am.  &  Eng.  410] ;  Chicago  &  N.  W.  R.  Co.  v.  Sayles,  97  U. 
S.  554  [12  Am.  &  Eng.  121] ;  Clough  v.  Barker,  106  U.  S.  166 
[14  Am.  &  Eng.  211] ;  Consolidated  Safety  Valve  Co.  v. 
Crosby  Steam  G.  &  V.  Co.  113  U.  S.  157  [15  Am.  &  Eng.  460]. 

Mr.  William  C.  Cochran,  for  the  Bank  et  al  : 

Points  in  No.  261. 

The  enlarged  claim  is  invalid,  being  for  a  different  inven- 
tion from  that  claimed  in  the  original  patent. 

Sargent  made  such  a  claim  in  May,  1874,  and  abandoned 
it.     The  legal  effect  of  such  abandonment  is  stated  in — 

Leggett  V.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  369 ;  Mahn 
V.  Harwood,  112  U.  S.  359  [15  Am.  <&  Eng.  322];  Union 
Metallic  Cartridge  Co.  v.  U.  S.  Cartridge  Co.  112  U.  S.  644 
[15  Am.  &  Eng.  864]  ;  Shepard  v.  Carrigan,  116  U.  S.  597  [16 
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Am.  &  Eng.  235]  ;  Roemer  v.  Peddie,  132  U.  S.  813  [p.  86 
ante]. 

Mere  association  or  juxtaposition  of  objects  is  not  patent- 
aole  combination. 

Reckendorfer  v.  Faber,  92  TJ.  S.  847  [10  Am.  &  Eng.  373]  ; 
Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng.  840] ; 
Pickering  v.  McCuUougb,  104  U.  S.  310  [18  Am.  &  Eng.  238]. 

In  a  patentable  combination  of  old  elements,  all  tbe  con- 
stituents must  so  enter  into  it  as  that  each  qualifies  every 
other.  It  must  form  either  a  new  machine  of  a  distinct 
character  or  function,  or  produce  a  result  due  to  the  joint  and 
<50-operating  action  of  all  the  elements. 

Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  2211 ; 
Slawson  v.  Grand  Street  R.  Co.  107  U.S.  649  [14  Am.  &  Eng. 
475] ;  Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  & 
Eng.  880];  Double  Pointed  Tack  Co.  v.  Two  Rivers  Mfg. 
Co.  109  U.  S.  117  [14  Am.  &  Eng.  571] ;  Bussey  v.  Excelsior 
Mfg.  Co.  110  U.  S.  132  [15  Am.  &  Eng.  77] ;  Morris  v.  Mc- 
Millin,  112  U.  S.  244  [15  Am.  &  Eng.  310] ;  Thatcher  Heat- 
ing  Co.  V  Burtis,  121  U.  S.  286  [17  Am.  &  Eng.  87] ;  Watson 
V.  Cincinnati,  L,  St.  L.  &  C.  R.  Co.  132  U.  S.  166  [p.  22  ante] ; 
Royer  v.  Roth,  132  TJ.  S.  201  [p.  67  ante] ;  Stephenson  v. 
Brooklyn  Crosstown  R.  Co.  114  U.  S.  149, 155-158  [16  Am. 
&  Eng.  63] ;  Mosler  Safe  &  L.  Co.  v.  Mosler,  127  U.  S.  354 
[18  Am.  &  Eng.  560] ;  Hendy  v.  Golden  State  &  M.  Iron 
Works,  127  TJ.  S.  370  [18  Am.  &  Eng.  588] ;  Holland  v.  Ship- 
ley,  127  U.  S.  896  [18  Am.  &  Eng.  605]. 

Points  in  No.  262. 

The  drawings  and  specification  furnish  the  best  evidence 
of  the  construction  and  mode  of  operation  of  a  patent  and 
are  competent  for  that  purpose,  in  connection  with  the  oral 
testimony  showing  actual  embodiment  of  the  invention  in  an 
operative  device. 

Rev.  Stat.  §  892 ;  Cofllin  v.  Ogden,  18  Wall.  120  [9  Am.  & 
Eng.  125] ;  Emerson  v.  Hogg,  2  B  latch.  1 ;  Toohey  t\  Hard- 
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ing,  5  Ban.  &  Ard.  195;  Northwestern  Fire  Extinguisher 
Co.  V.  Philadelphia  Fire  Extinguisher  Co.  6  Pat.  Off.  Gaz.  34. 

The  reissue  is  evidence  to  aid  in  the  proper  construction 
of  Little's  original  claim,  and  in  the  determination  of  the 
question  whether  or  not  claims  1  and  7  of  the  original  are 
improperly  expanded. 

Grier  v.  Wilt,  120  U.  S.  412  [16  Am.  &  Eng.  558] ;  Browu 
v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272]  ;  Eachus  v.  Broom- 
all,  115  [J.  S.  429  [16  Am.  &  Eng.  176]. 

Claim  2  of  Little's  original  patent  was  void  for  want  of 
patentable  novelty. 

Tucker  v.  Spalding,  13  Wall.  453  [8  Am.  &  Eng.  474] ; 
Roberts  v.  Eyer,  91  TJ.  S.  150  [10  Am.  &  Eng.  802] ;  Penn- 
sylvania R.  Co.  V.  Locomotive  E.  S.  Truck  Co.  110  U.  8. 490 
[15  Am.  &  Eng.  148] ;  Morris  v.  McMillin,  112  U.  S.  244  [15 
Am.  &  Eng.  310] ;  Blake  v.  San  Francisco,  l'l3  U.  S.  679  [15 
Am.  &  Eng.  535] ;  Leggett  v.  Avery,  101  TJ.  S.  256  [12  Am. 
&  Eng.  369] ;  Washing  Mach.  Co.  v.  Tool  Co.  20  Wall.  842 
[9  Am.  &  Eng.  805] ;  Aron  v.  Manhattan  R.  Co.  132  U.  S. 
84  [19  Am.  &  Eng.  609] ;  Royer  v.  Roth,  132  U.  S.  201  [p.  67 
ante] ;  Malm  v.  Ilarwood,  112  U.  S.  354  [15  Am.  &  Eng.  322]  ; 
Union  Metallic  Cartridge  Co.  v.  TJ.  S.  Cartridge  Co.  112  U. 
S.  624  [15  Am.  &  Eng.  364] ;  Shepard  v.  Carrigan,  116  TJ.  S. 
593  [16  Am.  &  Eng.  235]. 

The  courts  have  no  right  to  enlarge  a  patent  beyond  the 
scope  of  its  claim  as  allowed  by  the  Patent  Office,  or  the  ap- 
pellate tribunal  to  which  contested  applications  are  referred. 
•  Burns  v.  Meyer,  100  U.  S.  672  [12  Am.  &  Eng.  342] ;  Chi- 
cago &  K  W.  R.  Co.  V.  Sayles,  97  TJ.  S.  554  [12  Am.  &  Eng. 
121];  Lehigh  Valley  R.  Co.  v.  Mellon,  104  U.  S.  112  [13  Am. 
&  Eng.  200] ;  Gage  v.  Herring,  107  TJ.  S.  640  [14  Am.  &  Eng, 
454] ;  Fay  v.  Cordesman,  109  TJ.  S.  420  [15  Am.  &  Eng.  1] ; 
Rowell  V.  Lindsay,  113  U.  S.  97  [15  Am.  &  Eng.  441] ;  Sar- 
gent  V,  Hall  Safe  &  Lock  Co.,  114  TJ.  S.  63  [15  Am.  &  Eng. 
673] ;  White  v.  Dunbar,  119  U.  S.  47  [16  Am.  &  Eng.  397] ; 
Dryfoos  v.  Wiese,  124  TJ.  S.  32  [17  Am.  &  Eng.  425] ;  Cornell 
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V.  Weidner,  127  U.  S.  261  [18  Am.  &  Eng.  549] ;  Day  v.  Fair- 
haven  &  W.  R.  Co.,  132  U.  S.  98  [p,  1  ante] ;  Phoenix  Caster 
Co.  V.  Spiegel,  133  U.  S.  360  [p.  151  ante]. 

The  Berkshire  Bank  lock  could  not  be  held  to  infringe 
claim  2  of  Little's  original  patent. 

McMurray  v.  Mallory,  111  U.  S.  102  [15  Am.  &  Eng.  171] ; 
Werner  v.  King,  96  IT.  S.  218  [11  Am.  &  Eng.  419] ;  Eames 
V.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  158] ;  Case  v.  Brown, 
2  Wall.  328  [7  Am.  &  Eng.  360] ;  Gill  v.  Wells,  22  Wall.  1 
[9  Am.  &  Eng.  471] ;  Fuller  v.  Yentzer,  94  IT.  S.  288  [11  Am. 
&  Eng.  138] ;  Eddy  v.  Dennis,  95  IT.  S.  560  [11  Am.  &  Eng. 
400] ;  Rowell  v.  Lindsay,  113  U.  S.  97  [15  Am.  &  Ertg.  441]; 
Electric  R.  R.  Signal  Co.  v.  Uall  R.  Signal  Co.,  114  U.  S.  98 
[16  Am.  &  Eng.  1] ;  Brown  v.  Davis,  116  IT.  S.  287  [16  Am. 
&  Eng.  212] ;  Yale  Lock  Mfg.  Co.  v.  Sargent,  117  IT.  S.  873 
[16  Am.  &  Eng.  2&4] ;  Dryfoos  v.  Wiese,  124  U.  S.  32  [17  Am. 
&  Eng.  425] ;  Joyce  v.  Chillicothe  Foundry,  127  IT.  S.  557 
[18  Am.  &  Eng.  612]. 

If  the  first  claim  is  construed  to  cover  only  the  specific  de- 
vices employed  by  Little,  operating  in  the  mode  described, 
and  so  is  no  broader  than  original  claim  2,  we  do  not  infringe. 
If  it  is  not  so  limited,  the  claim  is  void. 

Burr  V.  Duryee,  1  Wall.  568  [7  Am.  &  Eng.  224] ;  Case  v. 
Brown,  2  Wall.  828  [7  Am.  &  Eng.  360] ;  Carlton  v.  Bokee, 
17  Wall.  463  [9  Am.  &  Eng.  91] ;  Gill  v.  Wells,  22  Wall.  1 
[9  Am.  &  Eng.  471] ;  Russell  v.  Dodge,  93  IT.  S.  460  [10  Am. 
&  Eng.  495] ;  Miller  v.  Bridgeport  Brass  Co.,  104  IT.  S.  350 
[18  Am.  &  Eng.  303] ;  James  v.  Campbell,  104  IT.  S.  356  [13 
Am.  &  Eng.  341] ;  Clements  v.  Odorless  Excavating  Appara- 
tus Co.,  109  U.  S.  641  [15  Am.  &  Eng.  44] ;  McMurray  v. 
Mallory,  111  U.  S.  97  [15  Am.  &  Eng.  171] ;  Turner  &  S.  Mfg. 
Co.  V.  Dover  Stamping  Co.,  Ill  IT.  S.  319  [15  Am.  &  Eng. 
238] ;  Mahn  r.  Harwood,  1 1 2  IT.  S.  354  [15  Am.  &  Eng.  322] ; 
Coon  V.  Wilson,  113  IT.  S.  268  [15  Am.  &  Eng.  504] ;  WoUen- 
eak  V.  Reiher,  115  U.  S.  96  [16  Am.  &  Eng.  162] ;  Brown  v. 
Davis,  116  U.  S.  237  [16  Am.  &  Eng.  212] ;  Worden  v.  Searls, 
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121  U.  S.  14  [17  Am.  &  Eng.  16] ;  Parker  &  W.  Co.  r,  Yale 
Clock  Co.,  123  U.  S.  87  [17  Am.  &  Eng.  194] ;  Matthews  v. 
Iron  Clad  Mfg.  Co.,  124  U.  S.  847-851  [17  Am.  &  Eng.  455] 
Iloskin  V.  Fisher,  125  U.  S.  217-222  [17  Am.  &  Eng.  589] 
Yale  Lock  Mfg.  Co.  v.  James,  125  U.  S.  447  [17  Am.  &  Eng 
603] ;  Cornell  v.  Weidner,  127  U.  S.  261  [18  Am.  &  Eng.  649] 
Flower  V.  Detroit,  127  U.  S.  563  [18  Am.  &  Eng.  621] ;  Far- 
mers' Friend  Mfg.  Co.  v.  Challenge  Corn  Planter  Co.,  128  U. 
S.  506  [19  Am.  &  Eng.  86]. 

Mr.  Justice  Blatchford  delivered  the  opmion  of  the  court : 

This  is  a  suit  in  equity,  brought  January  29, 1879,  in  the 
Circuit  Court  of  the  United  States  for  the  District  of  Massachu- 
setts, by  the  Yale  Lock  Manufacturing  Company,  a  Connec- 
ticut corporation,  and  James  Sargent  and  Halbert  S.  Green- 
leaf,  composing  the  firm  of  Sargent  &  Qreenleaf,  against  the 
Berkshire  National  Bank,  a  national  banking  corporation 
doing  business  at  North  Adams,  in  Massachusetts. 

Ihe  suit  was  brought  for  the  infringement  of  two  reissued 
letters  patent.  One  of  them  is  reissue,  No.  7,947,  granted 
November  18,  1877,  to  James  Sargent,  as  inventor,  for  an 
"  improvement  in  combined  time-lock,  combination-lock  and 
bolt-work  for  safes,"  on  an  application  filed  October  8,  1877, 
the  original  patent,  No.  195,539,  having  been  granted  to  Sar- 
gent, September  25, 1877.  Only  claim  3  of  reissue.  No.  7,947 
is  alleged  to  have  been  infringed.  The  other  reissue  is  No. 
8,550,  granted  to  the  Yale  Lock  Manufacturing  Company, 
January  21, 1879,  on  an  application  filed  October  14, 1878, 
for  an  "  improvement  in  time-locks,"  the  original  patent,  No. 
146,832,  having  been  granted  to  Samuel  A.  Little,  as  inventor, 
January  27, 1874,  and  having  been  reissued  as  No.  7,104,  to 
the  Yale  Lock  Manufacturing  Company,  May  9, 1876,  and 
again  reissued  to  that  Company  as  No.  8,035,  January  8, 1878. 
Only  claims  1  and  7  of  reissue  No.  8,550  are  alleged  to  have 
been  infringed. 

After  the  filing  of  the  bill,  and  by  agreement  of  the  par- 

185  v.  H    343-344. 
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ties,  Joseph  L.  Hall,  of  Cincinnati,  Ohio,  was  admitted  as  a 
defendant.  An  amended  bill  was  filed  and  the  Bank  and 
Hall  answered  it.  As  to  both  reissues,  the  answer  denied 
that,  before  they  were  granted,  the  patents  were  inoperative 
by  reason  of  a  defective  or  insuflicient  specification ;  that 
any  errors  arose  by  inadvertency,  accident  and  mistake ;  that 
any  reissues  were  necessary  or  are  valid ;  and  that  the  reissues 
were  for  the  same  inventions  as  were  shown  and  described  in 
the  original  patents.  It  also  set  up  want  of  novelty  and  non- 
infringement. 

After  replication,  proofs  were  taken  on  both  sides,  and  the 
case  was  heard  in  the  Circuit  Court  by  Judge  Lowell.  His 
opinion  is  reported  in  17  Fed.  Rep.  631.  He  held  that  claim  3 
of  the  Sargent  reissue,  No.  7,947,  was  invalid,  and  ordered  a 
decree  for  the  plaintifis  as  to  claims  1  and  7  of  the  Little  re- 
issue, No.  8,550.  On  the  14th  of  August,  1883,  an  interlocu- 
tory decree  was  entered,  adjudging  reissue.  No.  8,550,  to  be 
valid,  as  to  claims  1  and  7;  that  the  defendants  had  infringed 
those  claims ;  and  ordering  a  reference  to  a  master  to  take  an 
account  of  profits  and  report  damages. 

In  July,  1884,  the  defendants  were  allowed  to  amend  their 
answer  by  setting  up  an  additional  anticipation  of  the  Little 
patent,  proofs  were  taken  thereon,  and  the  case  was  reheard, 
before  Judge  Colt,  on  the  new  evidence.  He  affirmed  the 
former  decree,  in  an  opinion  reported  in  26  Fed.  Rep.  104. 

The  master  reported  $60  damages  in  favor  of  the  plaintiffs, 
and  both  parties  excepted  to  the  report.  A  final  decree  was 
entered  on  February  12, 1886,  confirming  the  report,  over- 
ruling the  exceptions  of  both  parties  and  adjudging  a  recov- 
ery in  favor  of  the  plaintiffs  for  $60  damages  and  certain 
costs,  dismissing  the  bill  as  to  the  Sargent  reissue.  No.  7,947, 
and  awarding  a  perpetual  injunction  as  to  claims  1  and  7  of 
the  Little  reissue,  No.  8,550.  From  this  decree  both  parties 
have  appealed.  Joseph  L.  Hall  having  died,  his  executors 
and  trustees  have  been  made  parties  in  his  place. 

The  respective  specifications  and  claims  of  the  original 
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Sargent  patent,  No.  195,589,  and  of  its  reissue,  No.  7,947, 
are  set  forth  below  in  parallel  columns,  the  parts  in  each 
which  are  not  found  in  the  other  being  in  italic.  The  draw- 
ings are  the  same  in  both. 


Original  patent,  No.  195^639. 

"  Be  it  known  that  I,  James 
Sargent,  of  the  City  of  Ro- 
chester, in  the  County  of 
Monroe  and  State  of  New 
York,  have  invented  a  cer- 
tain new  and  useful  improve- 
ment in  locks ;  and  I  do  here- 
by declare  that  the  following 
is  a  full,  clear  and  exact  de- 
scription of  the  construction 
and  operation  of  the  same, 
reference  being  had  to  the 
accompanying  drawings,  in 
which  Fig.  1  is  an  elevation  of 
my  improvement  applied  to  a 
safe-door.  Fig.  2  is  a  section 
of  the  bolt  of  the  time-lock. 
Fig.  8  is  an  inside  view  of  the 
same.  Fig.  4  represents  de- 
tached views  of  the  dial,  pal- 
let and  escape-wheel.  Fig.  5 
is  a  bolt  constructed  as  integral 
with  the  holding-latch. 


Reissue  No.  7fii7. 

"  Be  it  known  that  I,  James 
Sargent,  of  the  City  of  Ro- 
chester, in  the  County  of 
Monroe  and  State  of  New 
York,  have  invented  a  cer- 
tain new  and  useful  improve- 
ment in  combined  ftm^-locks, 
cowbination-locks  and  bolt-work 
for  safe  and  vauU  doors  ;  and 
I  do  hereby  declare  that  the 
following  is  a  full,  clear  and 
exact  description  of  the  con- 
struction and  operation  of 
the  same,  reference  being  had 
to  the  accompanying  draw- 
ings, in  which  Fig.  1  illus- 
trates a  portion  of  a  safe  or 
vault  door  having  thereon  a 
time-lock  and  a  combination- 
lock,  both  of  said  locks  being 
represented  in  a  locked  condi- 
tion, with  the  bolt  work  project- 
ed and  locked.  Fig.  2  iUus- 
trates  one  form  of  lock-hdit  or 
obstruction  for  use  in  a  time- 
lock.  Fig.  8  illustrates  an  in- 
side view  of  said  lock-bolt  or 
obstruction.  Fig.  4  represents 
detiiched  views  of  the  pallet 
and  escape-wheel,  and  a  per* 
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tio7i  of  one  of  the  revolving  dials. 
Fig.  5  illustrates  another  fonn 
'of  lock-\)o\t  or  obstruction  for 
use  in  connection  with  the  time- 
lock  for  admitting  oflodking  or 
unlocking  of  the  bolt-work. 

^^My  invention  consists,  firsts 
in  the  combination  with  the  bolt- 
work  of  a  safe  or  vault-door,  of 
a  time-lock  and  a  combination 
or  key-lock,  both  constructed  to 
be  applied  on  a  safe^  vault  or 
other  door,  so  as  to' rest  against 
or  connect  with  the  bolt-work  on 
said  door^  and  provided  vnth  a 
device  ichercby  the  bolt-work 
may  be  retained  in  the  unlocked 
position  for  shutting  the  door, 
and  be  automatically  locked  by 
the  lockbdt  or  obstruction  of  'the 
time-lock,  and  mechanically  by 
the  combination  or  key-lock,  the 
whole  so  arranged  that  the  bolt- 
work  cannot  be  withdrawn  when 
locked  till  both  locks  have  been 
unlocked;  second, in  the  combi- 
nation of  a  time-lock  and  a  com- 
bination or  key-lock,  both  con- 
structed to  be  applied  on  a  safe, 
vault  or  other  door^  so  as  to  rest 
against  the  bolt  tvork,  each  of 
said  locks  being  provided  with 
a  lock-bolt  or  obstruction,  that 
of  the  combination-lock  or  key- 
lock  being  of  the  usual  construc- 
tion, while  that  of  the  time-lock 
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"  Jfy  improvement  relates  to 
that  class  in  which  two  inde- 
pendent locks  are  employed  up- 
on a  3afe^  vault  or  other  door 
for  the  purpose  of  preventing 
the  unlocking  of  the  door-bolts 
until  both  locks  have  been  un- 
locked. Combination  or  key- 
locks   have   only    heretofore 

135  v.  S.  347-348. 


has  an  opening  or  offset^  which 
is  automxiticaUy  brought  into 
and  out  of  coincidence  with  the 
tongue  of  the  bolt-U}orky  whereby 
the  bolt-work  may  be  retained 
in  the  unlocked  position  for 
shutting  the  door^  and  prevented 
from  being  retracted  when  locked 
until  both  locks  have  been  un- 
locked ;  thirds  in  the  combina- 
tion^ with  the  bolt-work  of  a  safe 
or  vault-door^  of  a  combination- 
lock^  controllable  mechanically 
from  the  exterior  of  said  door^ 
with  a  tim^-locky  controUaUe 
automatically  for  unlocking  by 
the  operation  of  its  time  meclir 
anism;  both  of  said  locks  ar- 
ranged to  control  the  locking 
and  unlocking  of  the  bolt-icorky 
so  that  said  safe  or  vault  door 
cannot  be  opened  when  locked 
until  both  of  said  locks  have  been 
unlocked  or  released  (heir  dog- 
ging action  to  enable  the  door 
to  be  openedy  substantially  as 
hereinafter  described. 

^^The  construction  and  ar- 
rangement of  the  time-lock  will 
be  more  fully  hereinafler  de- 
scribed; but  it  is  evident  thai 
any  form  or  construction  of  a 
time-lock  may  be  used  a^  a  part 
constituting  one  element  of  the 
combination  caUed  for  in  my 
claims. 
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been  used  for  this  purpose,  so 
far  as  I  am  aware.  As  such 
locks  are  set  on  combinations, 
or  operated  by  nieans  of  keys, 
burglars  can  force  the  holders 
of  the  combination  or  key  to 
unlock  the  door,  and  hence 
such  locks  are  not  a  perfect 
safeguard  against  robbery. 
Clock-locks  have  also  been 
used  upon  doors  for  the  pur- 
pose of  opening  the  door  only 
at  a  determined  hour,  thus 
placing  it  beyond  the  power 
of  any  person  to  open  the  door 
until  that  hour  arrives;  but  so 
far  as  I  am  aware,  such  locks 
have  either  been  used  singly 
on  a  door  {in  which  case  when 
the  lock  releases  the  bolt  or 
other  fastening  the  door  is  un- 
locked and  may  be  opened  by 
any  one),  or  else  a  time-move- 
ment has  been  combined  di- 
rectly with  a  lock  in  such  a 
manner  that  the  two  really 
constitute  but  a  single  lock,  in 
which  case  if  violence  is  ai> 
plied  to  the  lock  it  at  once 
destroys  the  efficiency  of  the 
time-movement. 

"-My  invention  consists^  pri- 
marily^ in  the  combination^  with 
the  door-bolt^  of  a  clock-lock  and 
a  combination  or  key-lock  ap- 
plied separately  upon  the  door. 


**  Combination  or  key-locks 
have  heretofore  been  used  by 
bankers  and  others  for  the  pur- 
pose of  preventing  the  unlock- 
ing of  the  bolt-work  of  a  safe  or 
vault  door  ;  but  as  such  locks 
are  'set  on'  combinations,  or 
operated  by  means  of  keys, 
burglars  can  force  the  holders 
of  the  'set  on'  combination 
or  key  to  unlock  the  combina- 
tion-lock or  locks^  and  thus  ad- 
mit of  the  bolt-work  being  retract- 
ed and  the  door  thrown  open. 
Therefore  such  locks  are  not 
a  safeguard  against  robbery. 

"  Clock-locks  have  also  been 
used  upon  safe  or  i?awft-door8 
for  the  purpose  of  opening 
the  door  at  a  ^r^-determined 
hour,  thus  placing  it  beyond 
the  power  of  any  person,  un- 
til the  arjival  of  the  appointed 
timcy  to  open  the  door;  but  as 
far  as  I  am  aware  such  clock- 
locks  have  either  been  used 
singly  on  a  safe-door^  so  thaty 
when  said  lock  released  the 
holt-work  or  other  fastening 
of  the  said  door  it  was  un- 
locked, and  the  door  coiild  be 
opened  by  any  one,  or,  in 
another  instance^  when  a  time- 
movement  had  been  combined 
with  a  combination-lock,  in 
such  a  manner  that  the  two 
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fiaving  each  an  independent  ac- 
t'on,  whereby  the  clock-lock  mil 
not  7*elease  its  bolt  until  a  cer- 
tain determined  hour^  and  when 
it  does  release  its  bolt  the  com- 
bination or  key-lock  still  remains 
locked  and  secures  the  door. 

^'Mj/  invention  further  con- 
sists in  combining  a  clock-lock 
with  a  combination  or  key-lock^ 
both  constructed  to  be  applied  on 
a  safCy  vault  or  other  door^  to 
opei^ate  in  connection  with  the 
bolt-ioork  of  such  door^  said 
clock-lock  being  provided  with  a 
lock-bolt  constructed  with  an 
opening  or  offset^  which  is  au- 
tomatically brought  in  and  out 
of  coincidence  with  the  tongue 
of  the  door-bolt  in  such  a  man- 
ner that  the  door-bolt  may  be  re- 
tained in  an  unlocked  condition 
for  shutting^  and  prevented 
from  being  withdravm  when 
locked  until  both  locks  have  been 
unlocked^  the  prime  object  being 
that  each  lock  shall  have  an 
independent  action^  so  thai  the 
clock-lock  will  not  release  the 
bolt  until  a  certain  determinate 
hour^  and  tchen  it  does  release 
its  bolt  the  combination  or  key- 
lock still  remains  locked  and 
secures  the  door, 

"A  represents  the  combina- 
tion or  key-lock,  and  B  the 

1S5  r.  S.  S49*350. 


really  constituted  bat  a  single 
lock,  the  time  mechanism  con- 
structed and  provided  with  a 
lever  to  engage  with  the  fence  or 
dog  of  the  combinaMon-lockj  so 
that  the  entire  mechanism  of  the 
time-movement  and  combina- 
tion-lock really  constitute  but  a 
single  lockj  as  aforesaid,  the 
result  being  that,  if  violence  be 
applied  to  su^ch  a  lock  through 
the  dial  spindle  or  otherwise, 
the  eflSciency  of  the  time- 
movement  unU  be  destroyed. 


^^  Referring  to  thedrawings^ 
the  letter  A  designates  a  comi- 
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clock'locli.  These  locks  are 
provided  loith  bolts  C  D,  0/ 
any  desired  kind,  against  tohich 
strike  the  studs  a  a'  of  the  tie- 
piece  E.  When  the  locks  are 
locked,  the  bolts  hold  said  studs 
out  and  both  locks  have  to  be 
unlocked  to  allow  the  door-bolt 
to  retract. 


bination  or  key-lock,  and  B 
the  fim^-lock.  These  locks 
are  illustrated  as  being  upon  a 
portion  of  a  safe  or  vault-door^ 
with  the  bolt-work  projected  and 
locked,  the  lock-bolts  or  obstruc- 
tions being  in  a  locked  position. 
The  lock-holts  or  obstructions 
C  D  are,  in  the  present  exam- 
ple, shown  as  being  constructed 
each  with  a  notch  or  recess,  so 
that,  when  said  notches  or  re- 
cesses are  brought  in  line  with 
the  tongue-pieces  or  studs  a  a', 
arranged  upon  the  carrying-bar 
E  of  the  bolt-work,  they  {the  said 
tongu£'pieces  or  studs)  can,  by  a 
movement  of  the  bolt-work,  be 
made  to  enter  said  notches  or 
recesses,  and  thus  the  bolt-work 
can  be  retracted  and  the  safe  or 
vaidt-door  thrown  open.  When 
the  bolt-work  is  projected  or  cast 
so  as  to  lock  the  safe  or  vault- 
door,  the  lock-bolts  or  obstruc- 
tions can  be  brought  into  a 
locked  position,  the  lock- bolt  or 
obstruction  of  the  combination- 
lock  being  placed  in  a  locked 
position  by  mechanically  operat- 
ing the  dial-sjnndle,  which  con- 
trols the  movements  of  the  turn- 
biers  and  other  portions  of  the 
lock,  while  the  lock-bolt  or  ob- 
struction of  the  time-lock  will 
automatically  bring  itself  into  a 
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"  The  locks  A  B  are  separate 
and  independent  of  each  other, 
and  complete  in  themselves^ 
and  may  be  located  at  any  po- 
sition on  the  door.  The  com- 
bination or  key-lock  will  nat- 
urally be  located  in  line  with 
the  spindle  that  operates  it; 
but  the  clock-look,  may  be 
placed  anywhere  where  space 
is  best  found  for  it  on  the  door^ 
and  the  stud  a'  of  the  door- 
bolt,  ichich  connects  with  it^ 
may  be  lengthened^bent  or  other- 
loise  arranged  to  rest  against 
the  lock-6oft  in  whatever  posi- 
tion it  may  be^  as  shown  in 
Fig.l. 


locked  position  after  the  door  is 
closed^  lohereby  the  door  of  the 
safe  or  vault  will  be  locked  and 
guarded  by  tico  locks^  one  of 
which  is  operated  from  the  ex- 
terior mechanically^  while  the 
other  operates  on  the  interior 
automatically^  there  being  no 
hole  through  the  door  whereby 
it  might  be  operated  upon  by 
any  m£chanical  means, 

"The  combination4ock  and 
the  time-lock  are  separate /?*om 
ejach  other  in  perfof^ming  their 
office  or  function  with  respect  to 
the  bolt-work  on  the  safe  or 
vault-door^  and  eajch  of  said 
locks  should  be  complete  in 
itself  and  so  constructed  that 
they  may  be  placed  at  any  po- 
sition on  a  safe  or  vault-door, 

"The  combination  or  key- 
lock should  be  located  in  line 
with  the  diaZ-spindle  or  key 
2z?/uoA operates  it,  but  the  time- 
lock  may  be  located  anywhere 
on  the  safe  or  vauU-door  where 
sufficient  space  is  present  for  it, 
and  the  tongue-pieces  or  studs 
on  the  carrying-bar  of  the  bolt- 
work  may  be  of  any  required 
lengthy  bent  or  otherwise  ar- 
ranged  so  as  to  connect  with  or 
rest  against  the  lo(^-bolts  or 
obstructions^  when  the  latter  is 
moved  to  the  proper  position 
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"iw  locking  the  safe  or  vault 
door  some  device  is  necessary 
to  allow  the  door-holt  to  remain 
back  in  the  unlocked  position 
until  the  door  is  closed,  with- 
out interfering  with  the  clock* 
lock. 


for  obstructing  or  dogging  the 
bolt-work y  and  prevent  its  retrac- 
tion or  unlocking^  thus  retain- 
ing the  door  in  a  locked  posi- 
tion until  both  locks  have  been 
unlocked. 

"  When  it  is  desired  to  lock 
or  fasten  the  bolt-ioork  of  the 
safe  or  vault-door  by  means  of 
a  combination-lock  and  a  time- 
lockj  some  mechanical  arrange- 
ment or  device  should  be  em- 
ployed to  enable  the  lock-holt 
or  obstruction  of  the  time-lock 
to  be  set  or  adjusted  while  the 
safe-door  is  open  and  the  bolt- 
work  in  a  retracted  or  unlocked 
position,  50  that  the  door  can 
be  closed  to  admit  of  the  bolt- 
work  being  projected  or  cast* 
The  lock- bolt  or  obstruction  vnlly 
as  hereinafter  set  forth^  present 
its  lock-bolt  or  obstruction  au- 
tomatically^ thus  securing  the 
door  in  a  locked  position  until 
the  arrival  of  the  time  deter- 
mined by  the  time  mechanism 
or  register^  at  which  time  the 
lock-bolt  or  obstruction  will  be 
automatically  moved  and 
brought  into  a  position  for  ad- 
mitting of  the  releasing  and  un- 
locking of  the  bolt-workj  so  that 
said  door  can  be  opened. 

"  To  accomplish  such  mechan- 
ical arrangement  or  device  in 
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''In  Fig.  1  the  bolt  D  of 
the  clock'\o(^  is  constructed 
in  two  parts,  D'  D%  turning 
independently  on  the  same 


the  time-locky  a  lock-bolt  or  ob- 
struction  is  employed  in  the 
time-lock  itself^  or  by  means  of 
an  adjustable  tonpie-piece  or 
stud  connected  with  the  carry- 
ing-bar of  the  boU'Work — suchy 
for  instance^  OrS  those  iUustraied 
in  Figs.  J,  2^S^6  of  the  ojccomr 
panying  sheets  of  drawings. 

"  The  lock-bolt  or  obstruction 
Dy  illustrated  in  Figs.  J,  S  and 
Sj  is  one  of  the  debices  thai 
should  be  employed  to  enable  the 
time-lock  to  be  set  while  the  bolt- 
work  remains  in  a  retracted  or 
unlocked  position^  so  that  the 
bolt-work  will  remain  in  such 
retracted  position  withoul  inter- 
fering  with  the  time-lockj  the 
combination4ocky  of  course,  dur- 
ing such  interval^  being  in  an 
unlocked  position,  and  through 
such  mediums  the  bolt-work 
when  projected  for  closing  the 
door  will  be  held  in  a  locked  po- 
sition by  the  automatic  move- 
ment of  the  lock-bolt  or  obstruc- 
tion of  the  time-locky  and  by  the 
time-bolt  of  the  combination-lock, 
which  is  brought  into  a  locked 
position  by  the  mechanical  ope- 
ration of  the  dial-spindle. 

"  The  lock-holt  or  obstruction 
of  the  time-lock  is  constructed 
in  two  parts,  D^  DS  adapted 
to  turn  independently  of  the 
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hearings  c.  The  inner  part, 
D*,  has  the  socket  d,  into  which 
the  stud  of  the  door-bolt  enters 
in  drawing  hack.  It  is  con- 
nected to  the  outer  part,  D', 
l)y  a  coiled  spring,  /,  Fig.  5, 
resting  in  a  cavity  in  the  side 
of  the  outer  part.  The  outer 
part  is  also  connected  by  a 
similar  coiled  spring,  g,  with 
the  Jized  bearing  c.  Instead 
of  the  spring  g  it  may  have  a 
•counter-weighty  y.  Fig.  6.  The 
spring  g  causes  the  outer  part, 
D',  to  turn  back  orfaU,  so  that 
the  socket  d  of  the  inner  jjart 
-comes  in  position  to  allow  the 
stem  a'  of  the  door-bolt  to  enter 
therein.  When  this  is  done^ 
the  outer  part  is  turned  up  to 
^engage  the  dog  {presently  to  be 
'described)^  while  the  inner 
part  remains  stationary  on  the 
stem  of  the  door-bolt.  The  door 
is  then  shut  and  the  door-bolt 
thrown  outy  and  the  tension  of 
the  spring  g  causes  the  part  2)^ 
to  turn  when  released^  thereby 
locking  the  door-bolt.  The  parts 
D*  D^  are  provided  with  suit- 
able stops,  by  which  the  mo- 
tion is  gaged  to  bring  the 
'Socket  of  the  part  D^  in  proper 
position  in  its  throw. 

^^The  device  above  described 
forms  a  part  of  the  clock-lock^ 


other  on  the  same  hearing  c. 
The  inner  part,  D*,  has  a  notch 
or  recess^  d^  into  which  the 
tongue-piece  or  stud  on  the  car- 
rying-bar  enters  when  the  bolt- 
work  is  retracted^  so  as  to  open 
the  safe  or  vault-door  if  the 
combination-iock  be  unlocked. 
The  said  inner  part  D*  is  con- 
nected to  the  outer  part  D* 
by  a  spring,  /,  resting  in  a 
cavity  or  recess  in  the  side  of 
the  outer  part.  The  outer 
part  Z)*  is  also  connected  by 
a  spring,  g^  with  the  bearing 
c.  The  spring  g  being  con- 
nected with  the  outer  part  D^ 
and  with  its  bearing  c,  causes 
the  outer  part  D^  to  be  moved 
or  turned  on  its  axis^  so  that 
the  notchy  recess  or  offset  d  of 
the  inner  part  D^  is  brought 
into  a  position  to  allow  the 
tongue  or  stud  a'  of  the  carry- 
ing-bar to  enter  eV,  and  thus  the 
bolt-work  can  be  retracted^  and 
when  so  retracted  the  outer 
part  D^  is  turned  or  moved, 
and  made  to  connect  and  en- 
gage with  the  portion  of  a  yoke, 
while  the  inner  part  D*'  re- 
mains stationary,  being  pre- 
vented from  moving  or  turning 
on  its  axis  by  the  tongue-piece 
or  stud  on  the  carrying-bar 
resting  in  the  notch  or  recess  cf 
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beinff  the  bolt  of  the  same.  In 
Fig.  1  is  shoion  another  device 
for  the  same  purpose^  situated 
outside  the  hcky  \ohich  is  the 
subfect-matter  of  a  separate  ap- 
plication. It  consists  of  a  socket 
or  bearing^  A,  attached  to  the 
tie-piece  E  of  the  door-bolt  and 
sliding  on  an  independent  study 
a\  resting  against  the  lock-bolt. 
A  spring  locking-pin^ «,  is  used 
to  connect  the  parts  xohen  the 
door-bolt  is  thrown  forward  to 
connect  with  the  jamb.  In  this 
case  the  lock-bolt  D  may  be 
made  solidy  and  may  be  either 
of  the  turning  or  sliding  kind. 


the  part  D^  of  the  lock-bolt  or 
obst7*uction. 


"  The  parts  constituting  the 
lock-bolt  or  obstructioHy  and 
forming  a  part  of  the  time-locky 
being  thus  constructed,  arranged 
and  adjusted,  the  time  m^ech- 
f  anism  having  been  previously 
wound,  and  the  dials  set  for  a 
certain  predetermined  time^  the 
bolt-work  is  projected  or  cast^ 
when  the  lock-bolt  or  obstruction 
of  said  tiyne-lock  will  automat- 
ically be  brought  into  a  locked 
position,  and  the  door  of  the 
safe  or  vault  securely  guarded 
by  a  combination4ockj  if  it  be 
locked,  and  a  time-lock,  and  the 
bolt-work  be  prevented  from  be- 
ing retracted,  or  the  safe  or 
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vaidt-door  opened^  until  both 
locks  have  been  unlocked. 

"  The  parts  D^  D'  composing 
the  lock-bolt  or  obstruction  are 
supplied  with  suitable  stops, 
by  which  their  motion  or 
throw  is  limited  so  as  to  bring 
the  notch,  recess  or  offset  of  the 
part  D*  in  proper  position  in 
its  rotation  to  coincide  with  the 
tongue-piece  or  stud  on  the  car- 
rying-bar of  the  bolt-work. 

"/n  lieu  of  forming  the  lock- 
bolt  or  chstruction  in  two  parts  j 
as  above  described,  it  has  been 
found  eminently  practical  and 
successful  to  employ  a  lock-bolt 
or  obstruction  made  in  a  single 
piece,  or  as  an  integral.  Such 
a  lock-bolt  or  obstruction  is 
shoion  in  Fig.  5  of  the  drawing, 
and,  as  it  will  be  perceived,  it 
is  constructed  with  a  notch,  re- 
cess or  offset,  to  admit  of  a 
tongue-piece  or  stud  entering  it 
when  the  bolt-work  is  retracted 
for  unlocking  the  safe  or  vault- 
door,  and  said  lock-bolt  or  ob- 
struction is  likmcise  provided 
with  an  arm,  g',  having  a  pin 
or  stud  for  connecting  or  engag- 
ing with  a  yoke  in  such  a  man- 
ner that  when  said  arm  and 
yoke  are  in  connection  the 
lock-bolt  or  obstruction  will  be 
placed  so  as  to  prevent  the  re- 
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traction  of  the  hoU-work^  and 
lohen  said  arm  and  yoke  are 
disconnected  through  the  medi- 
um of  revolving  dialsy  to  be- 
hereinafter  mentioned^  the  lock- 
bolt  or  obstruction  xcill  be  auto- 
maticaUg  brought  to  a  position 
for  allowing  the  bolt-work  to  be 
retracted^  and  such  automatic 
movement  of  the  lock-bolt  or  ob- 
struction is  due  to  the  action  of 
the  arm  g'  acting  as  a  counter-^ 
weight. 

"  When  a  lock-bolt  or  obstruc- 
tion of  the  character  last  de- 
scribed is  employed^  some  pro- 
vision must  be  made  for  adjust- 
ing and  setting  the  time-lock  or 
the  lock  that  measures  timCy 
prior  to  closing  the  safe  or 
vatdt-door^  and  this  must  be  ac- 
complished while  the  bolt-work 
is  in  a  retracted  position  ;  there- 
fore to  enable  s^uch  to  be  doncy 
there  is  arranged  on  the  carry- 
ing-bar of  the  bolt-work  a  socket 
or  bearing  J  which  is  provided 
with  a  movable  tongue-piece  and 
a  spring-bolty  constructed  and 
arranged  in  such  a  manner 
that  when  the  spring-bolt  is 
moved  out  of  contact  xcith  the 
socket  or  bearing  of  the  movable 
tongue-piece  or  stud  of  the  car- 
rying-bary  itj  together  with  the 
bolt-worky  can  be  retracted  as 
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the  socket  or  bearing  on  said 
carrying-bar  moves  or  slides 
along  the  tongue-piece  or  stud 
in  a  longitudinal  direction^  one 
end  of  it  bearing  upon  the  lock- 
bolt  or  obstruction  of  the  time" 
locky  and  in  such  condition  the 
safe  or  vault-door  can  be  closed^ 
and  when  the  bolt-work  is  pro- 
jected or  cast  into  the  jamb  of 
the  doory  the  socket  or  bearing 
moves  along  the  tongue-piece 
tmtil  the  spring-bolt  engages 
with  ity  when  it — the  socket  or 
bearing — loill  be  automatically 
locked  in  placcy  and  the  bolt- 
loorky  performing  its  office^  will 
securely  fasten  the  safe  or  vavlt- 
dooTj  upon  which  the  combina- 
tion-lock is  placed^  together  with 
the  time-lock. 

^''From  the  foregoing  it  will 
be  seen  that  the  lock-bolt  or  ob- 
struction shoion  in  several  fig- 
ures are  each  stationary  except 
during  the  brief  interval  of  time 
when  locking  or  unlocking  is 
being  effected^  and  that  each  is 
adapted  to  be  turned  on  its  pivot 
or  bearing  for  obstructing  or 
dogging  the  bolt-work  for  pre^ 
venting  its  retraction  or  for  re- 
leasing the  bolt-work  at  the  time 
appointed^  so  that  it  can  be  re* 
traded;  and  it  should  be  noticed 
that  the  lock-bolt  or  obstruction 
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"(r  is  a  dog  for  hotdtng  the 
lock-bolt  D  up  in  the  locked  po- 
sition. It  turns  on  an  azis^  A, 
and  its  point  engages  under  a 
fitop,  ly  preferably  a  roller,  of 
the  bolt  when  the  latter  is  raised. 
It  is  held  in  engagement  by  a 
light  springy  j.  The  dog  has 
two  branching  armsy  m  m,  pro- 
jecting  inward  over  the  faces 
of  the  dialrwheds  H  JET.  The 
dial  wheels  have  pins  n  n  pro- 
jecting out  from  their  jaces, 
and  when  they  or  either  of  them 
strike  the  levers  m  m,  they  re- 
lease  the  dog  Jrcm  its  engage^ 
ment  with  the  bolt  and  the  latter 
turns  back  or  falls^  thereby  un- 

185  V.  B.  859. 


of  the  time-lock  is  so  located  in 
the  time-lock  that  if  pressure  be 
exerted  upon  the  lock-bolt  or  ob- 
struction by  force  applied  to  the 
boU-wcrky  such  pressure  will  not 
be  transmitted  to  the  delicate 
workmanship  forming  part  of 
the  time-lockjfor  the  lock-bolt  or 
obstruction,  so  to  speaky  is  iso- 
lated from  the  time  meclianismy 
in  order  to  bring  and  retain  the 
lock-bolt  or  obstruction  in  a  po- 
sition to  have  the  same  obstruct 
and  prevent  the  retraction  of  the 
bolt-worky  or  to  move  it  to  release 
the  bolt-worky  whereby  the  same 
may  be  retracted. 

^^TTiere  is  arranged  within 
the  time-lock  a  yokcj  Gy  which 
is  capable  of  being  oscillated  or 
turned  on  its  axis  or  pivot,  said 
yoke  being  acted  on  by  two  ro- 
tating dialSy  SHy  in  such  a 
manner  thai  said  yoke  wiU  be 
operated  by  either  or  both  of  said 
dials  at  the  predetermine  time 
for  which  said  revolving  dials 
have  been  set. 

^^In  the  example  shown  in 
the  time-lock  in  Fig.  ly  the  yoke 
engages  under  a  stop,  ly  pre- 
ferably a  roller,  arranged  on 
the  lock-bolt  or  obstructiony  and 
when  the  latter  is  brought  into 
a  position  for  obstructing  the 
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locking  the  lock^  as  before  de- 
scribed. 


boUrWork^  to  prevent  its  retrac- 
tion until  the  arrival  of  the  pre- 
determined timey  while  in  the 
example  shown  in  Fig.  6  said 
yoke  connects  or  engages  with 
the  bolt-lock  or  obstruction. 

^^In  both  examples  the  yoke 
retains  the  lock-bolt  or  obstruc- 
tion in  a  position  for  obstruct- 
ing and  preventing  the  retrac- 
tion of  the  bolt-work  until  the 
arrival  of  the  predetermined 
time  for  which  the  revolving 
dials  carrying  pins  have  been 
set. 

"  The  arms  or  members  m  m 
of  the  aforesaid  yoke  extend 
over  a  portion  of  the  revolving 
dialSyfrom  which  project  pinsy 
and  lohen  either  of  said  pins 
come  in  contact  with  the  arms 
or  members  of  said  yoke^  which 
toill  occur  at  the  arrival  of  the 
time  previously  determined  up- 
on when  setting  the  revolving 
dialsy  it  {the  said  yoke)  will  be 
operated  or  turned  on  its  axis 
or  pivoty  and  release  the  lock- 
bolt  or  obstruction^  and  leave  the 
same  to  be  brought  into  a  posi- 
tion to  permit  the  bolt-work  to  be 
retractedy  which  is  accomplished 
by  turning  the  knob  or  handle 
connected  with  the  carrying  bar^ 
said  knob  or  handle  being  on 
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"/  prefer  to  use  two  inde- 
pendent time-movements  or 
clocks^  each  connected  with 
and  operating  one  of  the  dial- 
wheels  H,  so  that  if  one  move- 
ment should  accidentally  stop 
the  other  would  be  sure  to 
unlock  the  lock. 


the  outside  of  the  safe  or  vavU- 
door, 

*'^It  is  preferred  to  use  two 
independenttime  mechanisms, 
each  connected  with  and  ope- 
rating one  of  the  revolving 
dials  J  so  that  if  one  of  the  time 
mechanisms  should  accident- 
ally stop  the  other  would  be 
sure  to  operate  the  yokCy  and 
by  its  movement  release  the  lock- 
bolt  or  obstruction^  which  would 
automatically  assume  such  a 
position  as  to  present  an  unob- 
structed pathway  for  the  tongv.e- 
piece  or  stud  to  move  in,  and 
thus  the  bolt-work  could  be  re- 
leased and  be  left  free  to  be  with- 
drawn or  retracted. 

^'The  revolving  dials  are 
cogged — that  iSy  provided  with 
teethj  which  engage  with  the  ar- 
bor 0  of  the  main-spring-barrely 
either  directly  or  by  means  of 
the  pinion  p  attached  to  said 
arbor ^  or  through  intermediate 
gearing — so  that  the  setting  of 
the  time  mechanism  for  operat- 
ing the  yoke  at  any  given  time 
will  necessarily  wind  up  the 
time  mechanism^  to  the  extent^ 
at  leasty  that  it  will  unwind  by 
the  arrival  of  the  predetermined 
time  at  which  the  lock-boU  or 
obstruction  is  to  be  released  for 
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"  The  dial-wheels  are  indexed 
or  marked  with  a  scale  of 
hours  from  0  to  48,  or  any 
other  number  corresponding 
with  the  longest  interval  the 
lock  is  to  remain  locked  at  one 
time — say  from  Saturday 
night  to  Monday  morning. 
This  scale  is  used  in  conjunc- 
tion with  a  pointer,  e,  at  the 
top  of  the  wheel  In  setting 
the  lock  the  dial-wheels  are 
moved  backward  from  0  to 
any  number  in  the  scale  that 
will  indicate  the  number  of 
hours  the  safe  or  vault  is  to 
remain  closed;  and  the  pins 
n  n  must  be  so  located  with 
reference  to  the  scale  as  to 
strike  the  levers  m  m  and  re- 
lease the  bolt  when  the  0  mark 
comes  forward  to  the  pointer. 
The  time-movements  or  mechan- 
ism Toay  be  of  any  ordinary 
construction  to  measure  time, 

^^Eaeh  of  the  dial-wheels  H 
H  is  cogged  J  and  engages  with 
the  arbor  o  of  the  mainspring- 
barrel  either  directly  by  means 
of  the  pinion  p  attached  to  said 
arbor  or  through  intermediate 
gearing.  The  arbor  o  is  the 
stem  by  which  the  clock  is  wound. 

"  When  the  clock  is  finished^ 


enabling  the  bolt-work  to  be  re- 
tracted. 

"  The  revolving  dials  are  in- 
dexed or  marked  with  a  scale 
from  zero  (0)  upward  to  48,  or 
any  other  number  correspond- 
ing with  the  longest  interval 
the  <m^-lock  is  to  present  its 
lock-bolt  or  obstruction  to  obstruct 
the  bolt-work  at  one  time—say, 
from  Saturday  night  to  Mon- 
day morning.  This  scale  is 
used  in  conjunction  with  a 
pointer  or  indeXy  e,  arranged 
in  the  time-lock  above  the  revolv- 
ing  dials, 

"In  setting  the  ftme-lock 
the  revolving  dials  are  turned 
or  moved  backward  from  zero 
(0)  to  any  number  in  the  scale 
that  will  indicate  the  number 
of  hours  the  safe  or  vault^oor 
is  to  remain  closed  or  locked^ 
and  the  pins  n  of  the  revol- 
ving dials  must  be  so  adjusted 
with  reference  to  the  yoke  as 
to  comein  contact  with  the  arms 
or  members  m  m  of  the  yoke^ 
so  that  either  or  both  of  the  said 
arms  or  members  loill  act  upon 
the  yoke,  causing  it  to  move  so 
as  to  release  the  lock-holt  or 
obstruction  of  the  time-lock  when 
the  zero  (0)  mark  arrives  at 
the  index  or  pointer. 

"  The  winding  up  of  the  time 
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it  is  fully  wound  up  before  the 
dial-wheel  is  adjusted  in  place. 
The  motion  is  then  imparted  to 
the  dial'Xoheelj  which  runs  for- 
ward  to  unlock  the  lockj  and  in 
moving  the  dial-wheel  back  to 
reset  the  lock  the  clock  is  rewound. 
"  The  dial-wheel  is  turned 
back  to  reset  the  lock  by  a 
key  applied  at  the  winding- 
arbor  0. 


mechanism  and  the  setting  of 
the  revolving  dials  is  performed 
simultaneously  by  imparting 
proper  motion  to  the  arbor  o  of 
the  mainspring-barrel. 

*'  The  revolving  dials  are 
provided  with  a  pin,  r,  as 
shown  in  Fig.  4,  the  same  serv- 
ing as  a  stop. 

"  On  the  pallet  5,  which  en- 
gages with  the  ^5cap«-whcel  <, 
is  a  pin,  w,  which  projects  out 
through  a  slot,  v,  of  the  sta- 
tionary time-mechanism  frame, 
the  whole  arranged  in  such  a 
manner  that  as  soon  as  the  re- 
volving dial  has  acted  upon  the 
yoke  for  causing  it  to  release 
the  lock-Joft  or  obstruction^  the 
pin  r  of  the  said  revolving 
dial  will  strike  the  pin  u  of  the 
pallet  and  lock  the  latter  in 
the  ^5cap«-wheel,  thereby  stop- 
ping the  time-mechanisMy  so 
that  there  wiU  be  no  loss  of 
potoery  as  it  is  intended  that  the 
time-lock  should  be  wound  up 
when  first  finished j  prior  to  ad- 
justing in  place  the  revolving 
dials ;  and^  further y  by  stop- 
ping the  time  mechanismy  as 
above  described^  the  revolving 
dials  cannot  get  out  of  posi- 
tion with  respect  to  the  index 
or  pointer. 
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"By  the  means  above  de- 
scribed I  obviate  a  great  ob- 
jection to  common  clock- 
locks,  which  run  on  until  they 
run  down,  thus  subjecting  the 
lock  to  the  danger  of  being 
locked  in  by  neglect  of  wind- 
ing. By  this  means  the  lock 
cannot  be  reset  without  wind- 
ing, for  the  pins  n  n,  resting 
in  contact  with  the  levers  m 
m,  prevent  the  dog  G  from 
being  engaged  with  the  bolt 
until  the  dial-wheels  have 
been  moved  back,  as  de- 
scribed. The  relocking  of  the 
lock  ^A^r^or^  requires  rewind- 
ing of  the  clock  as  a  necessity. 

"  On  the  back  of  the  dial- 
wheel  H  is  a  pin,  r.  Fig.  4, 
forming  a  stop.  On  the  pal- 
let Sy  which  engages  with  the 
scope-wheel  tj  is  a  pin,  ^^,  which 
projects  out  through  a  slot,!?, 
of  the  stationary  rfocAr-frame. 
As  soon  as  the  di&l-wheel  has 
acted  upon  the  lever  m,  to  un- 
lock the  lock  the  pin  r  of  the 
diaX-wheel  strikes  the  pin  u  of 
the  pallet  and  locks  the  latter 
in  the  scope-wheel,  thereby 
stopping  the  clock.  There  w, 
therefore^  no  loss  of  motion^ 
nor  can  the  dial-wheel  get  out 
of  position  with  respect  to 
the  pointer. 


"J3y  mtf  invention  the  time- 
lock  cannot  be  reset  without 
winding y  for  the  pins  of  the  re- 
volving dialsj  resting  in  con- 
tact toith  the  arms  or  members 
of  the  yoke^  prevent  it  from 
being  brought  into  action  with 
the  lock  bolt  or  obstruction  until 
the  revolving  dials  have  been 
moved  back  the  number  of  hours 
for  which  it  is  designed  to  ob- 
struct the  boU'Work.  Thus  the 
resetting  of  the  time-lock  re- 
quires rewinding  of  the  time 
mechanism  as  a  necessity,  and 
hence,  no  danger  of  it  being 
unlocked  accidentally  during 
the  period  of  hours  for  which 
it  is  set, 

"The  dial-wheel  is  turned 
back  to  set  the  <ime-lock  by  a 
key  applied  at  the  winding- 
arbor  0. 

"By  the  means  above  de- 
scribed, I  obviate  a  great 
objection  to  common  clock- 
locks,  which  run  on  until 
they  run  down,  thus  subject- 
ing the  lock  to  the  danger  of 
a  *  Icck-ouiy  caused  by  neglect 
of  winding. 

"By  this  means  the  time- 
lock  cannot  be  set  without 
winding,  for  the  pins  n  7i, 
resting  in  contact  with  the 
arms  of  the  yoke^  it  {the  yoke) 
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"  By  combining  an  inde- 
pendent clock-lock  and  com- 
bination or  key-lock  with  the 
door-bolt^  as  described^  I  pro- 
duce an  effect  which  cannot 
be  produced  by  a  c/a?A-lock 
alone  or  by  two  or  more  com- 
bination-locks together.  The 
clockAock.  serves  as  a  safe- 
guard by  night  and  the  com- 
bination4ock  by  day.  If  the 
holder  of  the  combination  is 
forced  to  open  the  combina- 
tion-lock at  nighty  the  clock- 
lock  remains  intact,  and  can- 
not be  opened  by  the  burg- 
lars or  the  holder  of  the  com- 
bination. On  the  other  hand^ 
token  the  clock-lock  releases 
its  bolt  in  the  morning^  the^ 
combination-lock  still  remains 
locked,  and  burglars  cannot 
make  an  entrance  to  the  safe. 
Such  results  cannot  be  accom- 
plished by  a  clock-lock  alone, 
because  when  it  releases  its 
bolt  the  safe  is  absolutely  un- 
locked ;  nor  by  two  or  more 
combination-locks  together,' 
because  the  holders  of  the 
combination  may  be  taken  to 
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cannot  be  engaged  with  the 
lock-holt  or  obstruction  until 
the  dial-wheels  have  been 
moved  back  to  set  the  lock^  as 
before  described. 

"  By  combining  an  indepen- 
dent tiw£-lock  of  the  character 
described^  and  a  combination 
or  key- lock,  I  produce  an  ef- 
fect or  result  which  cannot  be 
produced  by  a  time-lock  alone, 
or  by  two  or  more  comibina- 
tion-locks  together. 

"  The  time-lock  serves  as  a 
safeguard  by  night,  in  connec- 
tion with  the  combination-lockj 
for  holding  the  bolt-work  in  a 
locked  condition  ;  biU  when  th^ 
time-lock  releases  the  bolt-ioork 
at  the  appointed  hour^  the  bolt- 
work  will  remain  locked,  and 
the  safe  or  vault-door  closed^ 
until  the  combination-lock  is  un- 
locked hy  the  holder  of  the  com- 
bination on  which  said  lock  is 
set,  when  the  bolt-tcork  can  be 
retracted  and  the  door  opened^ 
thus  leaving  the  time-lock  free 
from  performing  any  locking 
action,  which  leaves  the  combina- 
tion-lock free  for  use  daring 
the  day  for  locking  or  unlocking 
the  safe  or  vault-door — an  im- 
portant desideratum  present  in 
my  invention, 

"  If  the  time-lock  present  on 
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the  bank  and  forced  to  open 
the  lock.  Neither  can  tam- 
pering with  the  combination- 
lock  affect  the  clock-look. 


"The  combination-lock 
may  be  punched  from  place^ 
but  the  clock-lock,  being  sepa- 


tJte  safe  or  vauU-door  is  set  for 
holding  the  bolt-work  from  the 
time  the  bank  closes  in  the  after- 
noon to  release  the  bolt-work  at  a 
certain  hour  the  next  morning^ 
it  will  admirably  and  with  cer- 
tainty perform  its  office,  leaving 
the  comiination-lock  to  be  opened 
before  the  bolt-work  can  be  re- 
tracted; and  should  the  officer 
of  the  bank  holding  the  com- 
bination be  seized  during  the 
night,  carried  to  the  banky  and 
forced  to  open  the  combina- 
tion-lock the  time-lock  will 
remain  intact,  and  cannot  be 
opened  by  the  burglars  or  the 
officer  in  charge  of  the  com- 
bination. Such  results  can- 
not be  accomplished  by  a 
^m^-lock  alone,  because  when 
it  releases  its  holt-workj  the 
safe  or  vauU-door  is  absolutely 
unlocked,  and  no  lock  present 
for  use  during  the  day  ;  nor  by 
two  or  more  combination- 
locks  together,  because  the 
holders  of  the  combinations 
may  be  taken  to  the  bank  and 
forced  to  open  the  locks. 
Neither  can  tampering  with 
the  combination-lock  affect 
the  ^me-lock. 

"The  combination-lock 
may  be  punched  from  its  posi- 
tion by  burglars  ;  but  then  the 
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rate  and  independent  from  it, 
and  having  no  opening  through 
the  door  J  cannot  be  affected. 
It  is,  therefore,  superior  to  a 
lock  which  has  the  time- 
movement  combined  directly 
with  the  combination-lock, 
both  forming  one  lock,  in 
which  case  any  violence  to  the 
lock-work  disarranges  the 
clock.  Another  advantage  of 
this  invention  is  the  capability 
of  the  separate  locks  of  being 
applied  on  different  parts  of 
the  door  indifferently.  The 
bolt-work  on  different  doors 
is  frequently  such  that  the 
two  locks  cannot  be  applied  to- 
gether. The  clock-lock,  in  such 
case  may  be  attached  at  the  most 
convenient  location^  as  before 
described.  It  can  also  be  ap- 
plied with  facility  on  old 
safes  having  the  combination 
or  key-lock  already  on,  thus 
securing  the  advantage  of  a 
clock-lock  and  combination- 
lock  without  the  necessity  of 
removing  the  old  lock  and 
substituting  a  new  one  having 
a  time-movement  combined  di" 
rectly  with  the  lock. 


^me-lock,  being  separate  and 
independent  from  it,  cannot 
be  affected  or  disturbed ^  because 
there  is  no  opening  through  the 
door  by  which  it  can  be  reached. 
It  is,  therefore,  superior  to  a 
lock  which  has  the  time-move- 
ment combined  directly  with 
the  combination-lock,  both 
forming  one  lock,  in  which 
case  any  violence  to  the  lock- 
work  disarranges  the  tim^ 
m>ovement. 

"Another  advantage  of  my 
invention  is  the  capability  of 
the  separate  locks  being  ap- 
plied on  different  parts  of  the 
safe  or  vault-door^  with  respect 
to  the  bolt-work  indifferently. 

"  The  bolt-work  on  different 
safe  or  vawft-doors  is  frequently 
such,  that  the  time-lock  and 
the  combination  or  key-lock  can- 
not be  applied  together;  but 
in  such  case  the  time-lock  may 
be  attached  at  the  most  convenient 
location^  as  no  opening  through 
the  door  is  requisite. 

"  The  time-lock  can  be  ap- 
plied with  ease  and  facility  to 
the  doors  of  old  safes  or  vauUs 
having  the  combination  or 
key-lock  already  thereon^  thus 
securing  the  advantage  of  a 
fim^-lock  and  a  combination 
or  key-lock  without  the  ne- 
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^I  do  not  claim,  broadly,  a 
clock-lock;  nor  do  I  claim  two 
or  more  combination-locks 
combined  with  the  door-holt ; 
but 

I  claim — 


"1.  The  combination,  with 
a  doorA)olt  j&,  of  a  dock-lock^ 
JB,  and  a  combination  or  key- 
lock. Ay  applied  indepen- 
dently on  a  safe,  vault  or  other 
door,  so  as  to  rest  against  or 
connect  with  said  door-bolt, 
and  provided  with  a  device 
whereby  the  door-bolt  may  be 
retained  in  the  unlocked  po- 
sition for  shutting  the  door, 
the  whole  arranged  so  that 
the  door-bolt  cannot  be  with- 
drawn, when  locked,  until 
both  locks  have  been  un- 
locked. 


"  2.  The  combination  of  a 
clock-lock,  and  a  combination 
or  key-lock,  both  constructed 
to  be  applied  on  a  safe,  vault 

or  other  door,  so  as  to  rest 
s 


cessity  of  removmg  the  old 
lock. 

"  I  do  not  claim,  broadly, 
a  time-lock  of  any  peculiar 
construction;  nor  do  I  claim 
two  or  more  combination- 
locks  combined  with  the  bolt- 
work  of  a  safe  or  vavJirdoor^  as 
such  are  old  and  well  knovm. 

"  Whxit  I  claim,  and  desire 
to  secure  by  letters  patent,  is — 

"  1.  The  combination,  with 
the  holtricork  of  a  safe  or  vault- 
door,  of  a  time-lock  and  a 
combination  or  key-lock,  both 
applied  independently  on  a 
safe,  vault  or  other  door,  so 
as  to  rest  against  or  connect 
with  the  holt-y)ork  on  said  door, 
and  provided  with  a  device 
whereby  the  holt-work  may  be 
retained  in  the  unlocked  po- 
sition for  shutting  the  door, 
and  be  automatically  locked  by 
the  tim£'lock  and  mechanically 
by  the  combination  or  key-lock 
when  the  bolt-work  is  cast^  the 
whole  80  arranged  that  the 
holt-work  cannot  be  with- 
drawn when  locked  till  both 
locks  have  been  unlocked. 

"  2.  The  combination  of  a 
time-lock  and  a  combination 
or  key-lock,  both  constructed 
to  be  applied  on  a  safe,  vault 
or  other  door,  so  as  to  rest 
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against  the  door-holt^  and  pro- 
vided with  a  lock-bolt  having 
an  opening  or  an  oflfset,  which 
is  automatically  brought  in 
and  out  of 'coincidence  with 
the  tongue  of  the  rfoor-bolt, 
whereby  the  door-bolt  may  be 
retained  in  the  unlocked  po- 
sition for  shutting  the  door 
and  prevented  from  being 
vnthdraumj  when  locked,  un- 
til both  locks  have  been  un- 
locked." 


against  the  bolt-t/TorA-,  and 
provided  with  a  lock-bolt  or 
obstruction  having  an  opening 
or  offset,  which  is  automati- 
cally brought  into  and  out  of 
coincidence  with  the  tongue 
of  the  bolt-i^orA,  wherebv  the 
hoWrWork  may  be  retained  in 
the  unlocked  position  for 
shutting  the  door,  and  pre- 
vented from  being  retracted 
when  locked,  until  both  locks 
have  been  unlocked.  • 

"  8.  TTie  combination^  with 
the  boU-work  of  a  safe  or  vault-- 
door^  of  a  combination  or  key. 
locky  controllable  mechanically 
from  the  exterior  of  said  door^ 
with  a  time- lock  having  a  lock-- 
bolt  or  obstruction  for  locking 
and  unlocking  controllable  from 
the  interior  of  the  door^  both  of 
said  locks  being  arranged  so 
as  to  rest  against  or  connect 
with  the  bolt-work^  the  time-lock 
being  automatically  unlocked  by 
the  operation  of  the  time-move-- 
ment,  both  of  said  locks  being 
independent  of  each  other y  arid 
arranged  to  control  the  locking 
and  unlocking  of  the  bolt-work^ 
so  that  said  safe  or  vault-door 
cannot  be  opened  when  locked 
until  both  of  said  locks  have 
been  unlocked  or  have  released 
their  dogging  action^  to  enable 
the  door  to  be  opened^  substan-- 
tiaUy  as  described." 
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Claim  8,  of  reissue,  No.  7,947,  was  passed  upon  by  Judge 
Shipman,  in  the  Circuit  Court  for  the  District  of  Connecti- 
cut, in  March,  1881,  in  the  suits  of  Yale  Lock  Mfg.  Co.  v. 
Norwich  Nat.  Bank,  and  Yale  Lock  Mfg.  Co.  v.  New  Haven 
Sav.  Bank,  reported  in  19  Blatch.  123,  and  6  Fed.  Rep.  377. 
He  held  that  claim  8  covered  a  new  and  patentable  invention 
and  was  valid.  On  the  question  of  the  validity  of  the  reissue 
as  to  claim  8,  he  said ;  **  It  is  next  urged  that  the  third 
claim  of  the  reissue  is  void,  because  it  was  abandoned  by  the 
patentee  upon  the  objection  of  the  Patent  Office,  when  the 
original  application  was  pending.  In  Sargent's  original  ap- 
plication he  made  one  broad  claim.  The  application  was 
rejected  by  the  examiner,  whose  decision  was  reversed  by  the 
Board  of  Examiners.  The  examiner  then  requested  that  a 
new  application  be  made,  upon  the  ground  that  the  case  pre- 
sented to  the  board  was  not  the  same  case  which  had  been 
presented  to  him.  A  new  application  was  made,  containing 
only  the  first  two  claims  of  the  reissue.  Then  followed  a 
long  and  earnestly  contested  litigation  in  the  Patent  Office 
"between  various  interfering  applicants,  in  which,  apparently, 
"both  patentability  and  priority  were  discussed.  The  Little  ap- 
plication contained  the  broad  claim,  and  the  Board  of  Exam- 
iners said, at  one  stage  of  the  litigation,  whether  this  question 
was  properly  before  them  or  not,  that  this  claim  was  patent- 
able, so  that,  when  the  question  came  before  them  upon  ap- 
peal from  the  decision  of  the  examiner  against  the  Sargent 
reissue,  the  board  say :  '  The  claim  in  controversy  is  the 
«ame,  in  substance,  as  the  Ist  claim  of  Little,  whose  appli- 
cation was  once  in  interference  with  Sargent,  and  which  was 
admitted  to  be  patentable  by  the  Office  at  the  time  of  the 
declaration  of  the  interference.  The  patentability  of  Little's 
olaim  has  once  been  before  us  in  the  aforesaid  interference, 
and,  after  full  argument,  we  concluded  that  his  claim  was 
tenable,  and  held  that  some  one  who  was  first  to  combine 
with  the  bolt-work  on  a  vault  or  safe-door,  a  key-lock  and 
time-lock,  acting  independently  of  each  other,  but  jointly 
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upon  the  bolt-work,  might  have  a  valid  patent  therefor.' 
These  facts  exclude  the  3d  claim  from  the  decision,  or  the 
dicta,  in  the  case  of  Leggett  v.  Avery,  101  U.  S.  256  [12  Am. 
&  Eng.  869].  I  do  not  understand  that  the  objection  that 
the  reissue  is  for  a  different  invention  from  the  original  was 
pressed  by  either  of  the  counsel  for  the  defendant.  It  is  suffi- 
cient to  say,  that  the  claims  of  the  original  were  for  the  com- 
bination  of  the  8d  claim,  provided  with  a  device  whereby 
the  bolt-work  may  be  retained  in  the  unlocked  position,  for 
shutting  the  door,  and  be  automatically  locked  by  the  time- 
lock  and  mechanically  by  the  key-lock  when  the  bolt-work  is 
cast.  The  patentee  had  shown  *  means  whereby ; '  but,  if  I 
have  been  correct  thus  far,  the  gist  of  his  invention  consisted, 
not  in  that  device,  but  in  the  triple  combination.  Other 
different '  devices  whereby '  could  be  introduced  by  other  in- 
ventors, which  would  destroy  the  value  of  his  patent  if  it 
was  unduly  limited.  As  said  by  the  Board  of*  Examiners, 
*  means  whereby,*  while  being  essential  to  the  convenient  use 
of  this  combination,  is  merely  incidental  to  the  main  idea, 
and  may  be  varied  indefinitely  without  departing  from  the 
spirit  and  scope  of  the  applicant's  invention." 

The  only  remark  made  by  Judge  Lowell,  in  his  opinion 
in  the  present  case,  as  to  the  validity  of  reissue,  Ko.  7,947,  as 
respects  claim  8,  is,  that  the  patent  "  was  reissued  so  soon 
after  its  granting  that  it  is  not  obnoxious  to  the  objection  of 
undue  delay.''  The  application  for  the  reissue  was  filed 
thirteen  days  after  the  original  patent  was  issued,  and  the  reis- 
sue was  granted  thirty-six  days  after  the  application  for  it 
was  filed.  Judge  Lowell  held  claim  8  to  be  invalid,  on  the 
ground  that,  if  it  was  a  claim  irrespective  of  any  particular 
means  for  carrying  it  oUt,  it  was  void  as  a  patent  for  a  prin- 
ciple, independently  of  the  state  of  the  art ;  and  that,  in  view 
of  the  state  of  the  art,  it  was  void.  He  was  of  opinion  that 
there  was  no  patentable  novelty  in  putting  a  time-lock, 
which  was  old,  in  place  of  one  of  two  combination  locks, 
where  two  combination  locks  had  been  before  used  to  dog 
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one  combined  bolt-work ;  tbat  it  was  not  patentable  to  sub- 
etitute  a  well-known  multiple  bolt-work  for  two  such  bolt- 
works,  where  a  time-lock  and  a  combination-lock  had  been 
before  combined  in  the  use  of  two  multiple  bolt-works ;  and 
that  there  was  no  patentable  novelty  in  combining  two  locks 
with  a  single  door. 

A  history  of  the  proceedings  in  the  Patent  Office  in  regard 
to  patent,  No.  195,539  and  reissue,  No.  7,947,  shows  that  claim 
S  of  that  reissue  must  be  held  to  be  invalid. 

On  the  9th  of  May,  1874,  Sargent  filed  an  application  for 
A  patent  which  claimed  broadly  the  combination  of  a  time- 
lock,  an  ordinary  lock  and  a  safe-bolt  connected  with  both 
of  them.    The  claim  he  made  was  as  follows : 

"  What  I  claim  is  the  combination,  with  a  clock,  or  time- 
movement  lock,  and  an  ordinary  lock,  attached  independ- 
ently to  a  safe  or  vault  door,  of  a  safe-bolt  constructed  so  as 
to  rest  against  or  connect  with  both  of  said  locks,  substantially 
as  described,  whereby  the  safe-bolt  cannot  be  withdrawn  till 
both  locks  have  been  unlocked." 

Li  the  specification  he  then  filed,  he  said : 

*'  This  improvement  belongs  to  that  class  in  which  two  locks 
are  applied  upon  a  safe  or  vault-door  for  the  purpose  of  pre- 
venting the  withdrawal  of  the  safe-bolt  till  both  locks  have 
been  unlocked.  ...  I  employ  one  ordinary  combination, 
or  key-lock,  and  one  time-movement,  or  clock-lock,  attached 
independently  to  the  door,  and  employ  in  combination  there- 
with a  safe-bolt  that  bears  against  or  connects  with  both  of 
said  locks  in  such  a  manner  that,  though  the  ordinary  lock 
may  be  picked  or  opened,  yet  the  clock-lock  cannot  be 
reached,  and  the  safe-bolt,  therefore,  cannot  be  released  till 
the  clock  has  performed  its  office,  and  unlocked  its  lock  at 
the  predetermined  hour.  .  .  .  But  it  is,  by  no  means, 
essential  to  this  invention  that  the  circular  form  of  lock-bolt 
should  be  used,  as  the  ordinary  style  of  sliding  bolt,  or  other 
forms  of  shifting  bearings  could  be  employed,  if  desired. 
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.  .  .  .  Clock-locks  have  before  been  used  both  separately 
and  in  connection  with  combination  locks.  Where  used 
alone  they  are  insecure,  for  the  reason  that  burglars,  ascer- 
taining the  hour  upon  which  the  lock  is  set,  may,  by  con- 
fining or  disabling  the  officers  of  the  bank,  having  control 
of  the  same,  open  the  safe  when  the  hour  arrives.  In  my  im- 
provement such  result  cannot  occur,  because  the  combina- 
tion lock  still  locks  the  safe.  Where  clock-locks  have  been 
combined  with  ordinary  locks  heretofore,  so  far  as  I  am 
aware,  the  said  locks  have  been  connected  by  a  lever  or  other 
connection,  so  that  their  actions  are  dependent  on  each  other* 
In  such  case,  if  the  combination  or  key-lock  is  injured  by  a 
lock-pick,  by  violence  or  otherwise,  the  clock-lock  is  liable 
to  injury  also.  By  making  these  independent,  as  described,. 
I  avoid  these  difficulties." 

This  application  was  rejected  by  the  examiner,  but,  on  ap- 
peal, his  decision  was  overruled  by  the  examiners-in-chief, 
February  17, 1875.  The  examiner  then  ascertained  that  the 
case  had  been  argued  before  the  examiners-in-chief  on  an  in- 
vention which  had  not  been  before  the  examiner,  and  that 
another  model  was  used  before  the  examiners-in-chief  in 
place  of  the  one  properly  in  the  case.  The  new  feature  of 
invention  was  a  device  by  which  the  time-lock  could  be 
properly  set  and  the  door  then  be  closed ;  but  that  device, 
which  made  the  invention  an  operative  one,  was  not  shown 
in  the  drawing,  the  specification  or  model  which  had  been 
before  the  examiner.  In  a  communication  made  to  Sargent 
by  the  examiner  at  the  time,  February  20, 1875,  he  said : 

"  As  far  as  the  Office  knows  by  the  record  of  the  case,  this 
new  invention  may  not  have  been  contemporaneous  with  the 
first  one.  The  examiner  would  suggest  that  a  new  case  be 
at  once  filed  embodying  this  invention,  which  makes  the  de- 
vices operative,  and  against  the  patentability  of  which  no 
question  will  be  raised.  The  claim,  however,  must  be  not 
broadly  for  A  combined  with  C,  which  is  not  conceded  to  be 
entirely  inoperative,  but  A  and  B  combined  either  with  C  or 
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some  mechanical  equivalent  thereof,  which  alone  makes  A 
and  B  operative."    He  also  said : 

^^  It  is  suggested  to  applicant  that  he  file  a  new  case,  intro- 
ducing the  new  combining  device  which  allows  the  door  to 
be  shut  after  the  time-lock  is  set,  and  thus  takes  it  out  from 
the  new  reference  cited,  and  the  examiner  will,  in  all  proper 
ways,  hasten  the  case  forward  upon  a  legitimate  claim  for  A 
and  B  with  suitable  combining  device  to  allow  the  door  to 
be  closed  after  the  time-locknis  set,  inasmuch  as  no  obstacle 
existsr,  as  the  examiner  is  at  present  advised." 

In  accordance  with  this  suggestion,  Sargent,  on  the  10th 
of  March,  1875,  filed  a  new  application,  which  resulted  in  the 
granting  of  patent,  No.  195,589.  The  specification  of  this 
application  said : 

"In  locking  the  safe  or  vault-door,  some  device  is  neces- 
sary to  allow  the  door-bolt  to  remain  back  in  the  unlocked 
position  until  the  door  is  closed,  without  interfering  with 
the  clock-lock.  [A  variety  of  devices  may  be  employed  for 
this  purpose.]"  This  clause  in  brackets  was  afterwards 
erased. 

The  specification  in  this  application  also  says : 

"  In  Fig.  1  is  shown  another  device  for  the  same  purpose, 
situated  outside  the  lock,  ^hich  is  the  subject-matter  of  an- 
other application.  It  consists  of  a  socket  or  bearing,  A,  at- 
tached to  the  tie-piece,  E,  of  the  door-bolt,  and  sliding  on  an 
independent  stud,  a',  resting  against  the  lock-bolt.  A  spring 
locking-pin,  i,  is  used  to  connect  the  parts,  when  the  door- 
bolt  is  thrown  forward  to  connect  with  the  jamb.  In  this 
case  the  lock-bolt,  D,  may  be  made  solid,  and  may  be  either 
of  the  turning  or  sliding  kind.  [Other  devices  might  be 
used  to  allow  the  door  to  shut.  I  do  not  wish  to  confine  my- 
self to  any  particular  form  of  the  device.]  "  The  sentences 
in  brackets  were  afterwards  erased. 

Sargent  thus  limited  himself  to  combinations  wherein  one 
or  the  other  of  the  peculiar  devices  invented  by  him  should 
be  an  essential  element,  which  is  further  evidenced  by  the 
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fact  that,  in  claim  1,  as  accepted  by  him,  the  combination  of 
the  clock-lock  and  combination  lock,  as  applied  to  the  door- 
bolt,  was  to  be  provided  with  a  device  whereby  the  door-bolt 
might  be  retained  in  the  unlocked  position  for  shutting  the 
door  ;  and  in  claim  2,  the  same  combination  was  to  be  pro- 
vided with  a  lock-bolt,  having  an  opening  or  an  offset  which 
was  automatically  brought  in  and  out  of  coincidence  with 
the  tongue  of  the  door-bolt,  whereby  the  latter  might  be  re- 
tained in  the  unlocked  position  for  shutting  the  door. 

On  the  16th  of  March,  1875,  the  examiner  rejected  claim 
1,  saying  that  it  was  to  be  found  substantially  in  the  patent 
granted  to  Cornell,  August  10, 1858,  for  "  safe-bolt  work," 
and  referring  also  to  three  prior  patents  for  time-locks,  and 
adding  that  "  merely  to  substitute  either  one  of  the  above 
time-locks  for  one  of  the  locks  shown  in  Comeirs  patent  is 
not  regarded  as  a  patentable  difference."  To  this  Sargent's 
attorney  replied,  on  the  17th  of  March,  1876  :  "The  com- 
Innation  is  such  as  to  require  something  else  to  be  done  other 
than  to  simply  substitute  for  one  of  the  key-locks  shown  in 
Comeirs  patent  one  of  the  time-locks  cited  by  the  exam- 
iner." This  referred  to  the  devices  invented  by  Sargent, 
by  which  his  combination  was  made  operative. 

On  the  19th  of  March,  1875,  Sargent's  attorney  struck  out 
the  parts  in  brackets,  before  quoted,  and  also  struck  out 
claim  1  and  substituted  as  claim  1  what  is  claim  2  in  the 
original  patent  as  granted.  On  March  20, 1875,  the  attor- 
ney reinstated  claim  1,  and  added  as  claim  2  what  is  claim  2 
in  the  original  patent. 

On  the  22d  of  March,  1875,  the  examiner  rejected  both  of 
the  claims,  on  the  references  before  made,  and  referred 
also  to  the  English  patent  to  W.  Rutherford,  of  April  14, 
1831.  He  added,  that "  a  rotating  lock-bolt  having  an  open- 
ing or  an  offset  is  not  new,"  and  referred  especially  to  two 
prior  patents  and  said :  "  The  second  claim  may  possibly  be 
allowed  if  amended  by  inserting  the  words  'constructed  ia 
two  parts  and '  after  '  lock-bolt' " 
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An  appeal  was  taken  from  this  decision,  and  on  the  27th 
of  March,  1875,  the  board  of  Examiners- in-Chief  reversed  the 
decision  of  the  examiner,  doing  so  on  the  ground  that  the 
<;ombination  embracing  Sargent's  peculiar  devices  for  retain- 
ing the  door-bolt  in  an  unlocked  position,  for  shutting  the 
■door,  were  new  and  patentable.  Before  Sargent's  patent 
could  issue,  he  was  put  into  interference  with  Stockwell, 
Burge,  and  Little,  and  also  with  Pillard  and  Lillie.  It  is 
evident,  from  decisions  made  by  the  Examiner  of  Interfer- 
•ence,  and  by  the  Commissioner  of  Patents,  in  questions  aris- 
ing  in  some  of  these  interferences,  that  Sargentwas  regarded 
41S  making  no  claim  to  a  broad  combination  between  the 
bolt-work  of  a  door,  and  a  time-lock,  and  an  independent 
non-time-lock,  which  is  the  subject-matter  of  claim  8  of  reis- 
sue Ifo.  7,947. 

The  examiner,  the  Examiners-in-Chief  and  the  Commis- 
sioner of  Patents  decided  priority  of  invention  in  favor  of 
Sargent j  as  to  the  combination,  by  Sargent,  of  the  bolt-work, 
with  a  time-lock,  and  a  non-time-lock,  and  his  device  for  re- 
taining the  door-bolt  in  its  retracted  position,  for  shutting 
the  door  without  interfering  with  the  lock  mechanism.  The 
patent,  No.  195,589,  was  then  issued,  on  September  25, 1877, 
with  the  two  claims  before  set  forth,  limited  J3y  the  proceed- 
ings which  so  took  place  in  the  Patent  Office. 

The  lock  of  the  defendants  did  not  infringe  either  of  the 
two  claims  of  the  original  patent,  for  it  did  not  contain  what 
is  called  in  claim  1  "  a  device  whereby  the  door-bolt  may  be 
retained  in  the  unlocked  position  for  shutting  the  door," 
after  the  time-lock  is  set ;  nor  did  it  contain  what  is  called 
in  claim  2  "  a  lock-bolt  having  an  opening  or  an  offset  which 
is  automatically  brought  in  and  out  of  coincidence  with  the 
tongue  of  the  door-bolt."  This  is  apparent  from  the  fact  that 
it  is  not  contended  that  the  defendants'  lock  infringes  either 
-claim  1  or  claim  2  of  reissue  No.  7,947,  which  two  claims 
are  substantially  identical  with  claims  1  and  2  of  the  origi- 
nal patent. 
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On  the  8tli  of  October,  1877,  Sargent  filed  an  application 
for  a  reissue  of  patent,  Uo.  195,539.  He  inserted  in  his  speci- 
fication what  is  claim  3  of  the  reissue  as  granted.  That  claim 
is  as  broad  as  the  claim  made  in  his  application  of  May  9,. 
1874,  which,  as  before  shown,  he  abandoned.  The  examiner 
rejected  this  claim  twice,  and  after  the  second  rejection,  and 
on  the  26  th  of  October,  1877,  Sargent  appealed  to  the  Exam- 
iners-in-Chief.    In  the  statement  of  appeal  his  attorney  saidt 

"  All  time-locks  used  with  bolt- work  must  have  some  me- 
chanical arrangement  to  enable  the  bolt-work  to  be  retracted 
for  closing  the  door.  Such  is  present  in  many  old  patents,, 
and  has  never  been  claimed  by  my  client;  but  what  ia 
claimed  by  him  is  for  the  union  of  such  an  old,  well-known 
time-lock  with  a  combination-lock  and  bolt-work  all  arranged 
on  the  same  door."  This  shows  the  breadth  of  the  claim,  as- 
compared  with  claims  1  and  2  of  the  original  patent. 

The  examiner,  in  his  answer  to  the  reason  of  the  appeal^ 
said : 

"  Leaving  out  the  descriptive  and  recitative  parts  of  the^ 
claim  as  well  as  all  superfluous  and  misleading  matter,  we 
have  as  the  claim,  the  following  elements  and  arrangements, 
viz.:  A  combination  or  key-lock,  and  a  time-lock, combined 
with  the  bolt-work  of  a  safe  door,  both  used  independently 
and  resting  against  or  connecting  with  the  bolt-work.  The- 
only  elements  are  the  two  locks  and  the  bolt-work,  no  other 
element  being  hinted  at  even,  and  the  arrangement  of  said 
elements  is,  that  the  locks  rest  against  or  connect  with  bolt- 
work  and  are  used  independently  of  each  other.  To  recite, 
in  the  claim,  that  the  '  key-lock  is  controllable  from  the  out- 
side' and  the  *  time-lock  upon  the  inside  only'  is  entirely 
unnecessary,  for  all  key  or  combination-locks  of  safes  are 
controlled  only  from  the  outside,  and  all  time-locks,  as  a 
matter  of  course,  upon  the  inside,  are  automatically  unlocked. 
It  is  a  well-settled  principle  that  a  mere  explanation  of  parts 
or  recital  of  functions  neither  adds  to  nor  takes  away  from  a 
claim.     All  the  matter  which  recites  that  the  door  cannot 
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be  opened  .until  the  lock  allows  it,  is  a  mere  superfluity.  If, 
in  an  ordinary  lock  patent,  we  were  to  add  to  the  claim 
*the  arrangement  being  such  that  the  door  cannot  be  opened 
until  it  is  unlocked,'  it  would  be  simply  laughable,  as  all  locks 
of  all  sorts  serve  just  this  purpose.  This  vast  mass  of  words 
in  the  claim,  while  at  first  glance  seeming  to  restrict  the 
claim,  will  be  found  to  be  entirely  misleading,  the  indisput- 
able scope  of  the  claim  being  Hhe  simple  independently-acting 
time  and  combination  or  key-lock  resting  against  the  bolt- 
work  of  a  safe.'  That  is  all — no  more,  no  less.  It  is  to  be 
carefully  noted  that  the  claim  does  not  restrict  to  using  the 
locks  upon  the  door,  but  only  *  in  combination  with  the  bolt- 
work  of  the  door,'  and  that  the  claim  covers  putting  on  Lit- 
tle or  Derby,  in  the  usual  way,  a  Sargent  or  other  combina- 
tion lock." 

After  reviewing  the  various  decisions  which  took  place 
during  the  pendency  of  the  application  of  Sargent  for  his 
original  patent,  and  showing  that  the  limitation  of  claims  1 
and  2  thereof  so  as  to  embrace  the  peculiar  devices  of  Sar- 
gent was  what  saved  them  on  the  question  of  patentability, 
the  examiner  said :  "  It  very  clearly  follows  that  the  claim, 
expanded  so  as  to  omit  those  restrictions,  is  entirely  unten- 
able, in  accordance  with  the  very  terms  of  the  commis- 
sioner and  board  decisions."  The  Examiners-in-Chief,  how- 
ever, on  appeal,  reversed  the  exajniner's  decision,  and  the  re- 
issue was  granted. 

It  is  very  clear,  from  a  comparison  of  the  specification  of 
the  original  patent,  Xo.  195,539,  with  that  of  reissue,  No.  7,947, 
that  the  specification  of  the  original  was  not  defective  or  in- 
sufficient, and  that  the  patent  was  not  inoperative.  Not  only 
is  there  no  evidence  in  this  suit  to  that  effect,  but  the  evidence 
is  to  the  contrary.  The  sole  object  of  the  reissue  was  mani- 
festly to  obtain  claim  8  as  an  enlarged  claim.  Not  only  is 
claim  8  an  enlarged  claim,  but,  assuming  that  it  was  new  and 
for  a  patentable  combination,  and  that  Sargent  would  have 
been  entitled  to  make  it  in  his  application  for  his  original 
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patent,  he  was  debarred  frojn  making  it  in  his  reissue.  As 
has  been  shown,  he  made  such  a  claim  in  May,  1874,  and 
abandoned  it.  The  application  on  which  his  patent,  No. 
195,539,  was  granted,  was  pending  in  the  Patent  Office  from 
March  12, 1875,  to  September  25, 1877,  and  no  such  claim 
was  made.  On  the  contrary,  he  struck  out  from  his  specifi- 
cation matters  evincing  an  intention  to  claim  something  more 
than  the  specific  devices  he  had  invented ;  and  it  is  quite  evi- 
dent that  the  consideration  by  the  Patent  Office  of  those  spe- 
cific devices,  and  the  evidence  of  invention  afforded  by  them, 
enabled  him  to  procure  his  original  patent  with  its  limited 
claims  1  and  2. 

The  effect  of  such  an  abanaonment  of  a  claim  upon  the 
validity  of  a  reissue  has  been  often  adjudged  by  this  court. 
Leggett  V.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  869] ;  Mahn 
V.  Harwood,  112  TJ.  S.  854  [15  Am.  &  Eng.  822] ;  Union  Metal- 
lic Cartridge  Co.  v.  IT.  S.  Cartridge  Co.  112  U.  S.  624  [15  Am. 
&  Eng.  364] ;  Shepard  v.  Carrigan,  116  U.  S.  598  [16  Am.  & 
Eng.  285] ;  Roemer  v.  Peddie,  182  U.  S.  818  [p.  86  ante], 

Nor  does  the  fact  that  reissue,  No.  7,947,  was  applied  for 
only  thirteen  days  after  the  grant  of  the  original  patent  estab- 
lish its  validity.  In  Coon  v.  Wilson,  118  U.  S.  268  [15  Am, 
&  Eng.  504] ;  enlarged  claims  in  a  reissued  patent  were  de- 
clared invalid,  although  the  reissue  was  applied  for  a  little 
over  three  months  after  the  original  was  granted  on  the  ground 
that  a  clear  mistake,  inadvertently  committed,  in  the  word- 
ing of  a  claim,  was  necessary  without  reference  to  the  length 
of  time.  See  also  Ives  v.  Sargent,  119  IT.  S.  652  [16  Am.  & 
Eng.  512];  Parker  &  Whipple  Co.  v.  Yale  Clock  Co.,  128  IT. 
S.  87  [17  Am.  &  Eng.  194]. 

These  views  dispose  of  claim  8  of  reissue,  No.  7,947,  inde- 
pendently of  the  ground  on  which  the  Circuit  Court  held  it  to 
be  invalid  and  all  other  considerations  urged  by  the  defendants. 

We  come  now  to  consider  claims  1  and  7  of  reissue,  !N*o. 
8,550,  of  the  Little  patent,  granted  January  21, 1879,  on  an 
application  filed  October  14, 1878. 

135  V.  S.  87e-3S0. 


Oct,  1889.]  TALE  LOCK  Co.  v.  BERKSHIRE  BANK.  825 

opinion  of  the  Conrt. 

The  specifications,  drawings  and  claims  of  Little's  original 
patent,  Uo.  146,882,  were  as  follows: 

"  Be  it  known,  that  I,  Samuel  A.  Little,  of  Buckland,  in 
the  County  of  Franklin  and  State  of  Massachusetts,  have 
made  certain  new  and  useful  improvements  in  clock-locks, 
whereof  the  following  is  a  specification,  reference  being  had 
to  the  accompanying  drawings,  in  which  Figure  1  is  a  front 
view  of  my  improved  clock-lock  attached  to  the  inside  of  a 
safe,  adjacent  to  the  hinged  part  of  the  safe-door.  Fig.  2 
shows  a  seventh-day  wheel,  marked  A  in  Fig.  1.  Fig.  3  shows 
a  cam-wheel,  marked  B  in  Fig.  1.  Fig.  4  shows  a  graduated 
cam-wheel,  marked  C  in  Fig.  1.  Fig.  5  represents  the  inside 
of  a  safe  with  the  door-bolts  locked  forward  by  the  lever-dog, 
which  is  elevated  by  the  clock-lock.  Fig.  6  represents  a  hori- 
zontal section  of  my  clock-lock  detached  from  the  clocks,  the 
dog-lever  excepted,  taken  through  the  line  x  x  of  Fig.  1. 
Fig.  7  represents  a  vertical  section  of  the  same  (similarly  de- 
tached, except  that  the  clock-wheels  to  which  the  same  is  im- 
mediately attached  are  shown),  taken  through  the  line  y  y 
Fig.  1.  In  the  various  figures,  similar  letters  indicate  simi- 
lar parts. 

"  D  and  E  are  two  clock-movements  feistened  to  the  inside, 
F,  of  a  safe,  adjacent  to  the  hinged  part  of  a  safe-door,  G. 
Said  clock-movements,  through  the  wheels  and  ratchets  K 
and  L  (shown  by  the  dotted  lines,  Fig.  1),  which  are  rotated 
once  in  twelve  hours  by  the  clock,  propel  the  wheels  H  and 
I  in  the  same  time  in  the  direction  of  the  arrows  thereon. 
The  wheels  H  and  I  are  both  geared  to  the  common  wheel 
M,  having  twice  as  many  teeth  as  either  H  or  I,  and  propel 
the  same  in  the  direction  of  the  arrow  thereon,  so  that,  while 
H  and  I  are  rotated  once  in  twelve  hours,  M  is  rotated  once 
a  day.  It  will  therefore  be  seen  that  both  clocks  work  to- 
gether in  turning  the  wheel  M,  and  thereby  operating  the 
lock,  while,  if  either  clock  stops,  the  wheel  II  or  I  of  the 
other  will  alone  continue  to  rotate  the  wheel  M,  and  operate 
the  lock,  as  the  ratchet  allows  free  motion  to  the  wheel,  I,  or 
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H  of  the  other  clock,  although  the  said  clock  may  be  stopped. 
Forming  part  of  the  wheel  M,  is  the  toothed  wheel  N,  which 
is  geared  into  and  drives  the  toothed  wheel  O.  Forming 
part  of  the  wheel  0,  is  the  toothed  wheel  P,  which  is  geared 
into  and  drives  the  seventh-day  wheel^  A.  A  has  twice  as 
many  teeth  as  P,  and  0  has  three  and  a  half  times  as  many 
teeth  as  N.  Therefore,  while  M  revolves  once  in  a  da^'',  it 
propels  A  to  revolve  once  in  seven  days.  The  wheel  C,  which 
is  graduated  for  the  hours  of  the  day,  is  fastened  upon  the 
hub  a  of  the  wheel  M,  by  the  projection  6,  and  rotates  with 
the  same.  On  the  same  hub  is  the  wheel  B,  which  is  fastened 
by  friction  to  C  in  different  positions  by  the  thumb-screw 
Q,  which  forms  part  of  the  wheel  B,  and  passes  through  the 
slot  c  of  the  wheel  C.  p p p pp  are  pivots,  on  which  the 
several  wheels  revolve.  The  wheel  B  is  cut  away  on  the 
outer  edge,  leaving  the  depression  d  and  the  cam-projection, 
e  thereon ;  and  the  edge  of  0  is  similarly  cut  away,  leaving 
the  depression  /  and  the  cam-projection  ff  thereon.  When 
the  two  wheels,  B  and  C,  are  fastened  together  by  the  thumb- 
screw Q,  side  by  side,  they  form  one  wheel,  and  have  a  com- 
mon depression  A,  which  may  be  enlarged  or  diminished  by 
rotating  the  wheel  B  on  the  wheel  A  with  the  thumb-screw, 
and  setting  the  same,  and  a  common  cam  or  projection, «, 
which  may  be  enlarged  or  diminished  in  the  same  manner. 
Pivoted  near  the  lock  is  the  two-armed  lever,  R,  whereof  one 
arm  carries  the  roller,  S,  and  is  lifted  through  the  same  by  the 
cam  I,  revolving  under  the  same  at  said  cam's  inclined  plane, 
A:,  and,  at  the  same  time,  the  other  arm,  T,  of  said  lever  lifts 
the  dog-lever,  V,  as  shown  by  the  dotted  lines,  Fig.  1,  up  be- 
hind the  door-bolts  W  W  W  W  into  the  position  shown  in 
Fig.  5,  thereby  locking  said  bolts  forward  behind  the  jam  of 
the  safe  so  the  door  cannot  be  opened.  Said  dog-lever,  V,  is 
pivoted  at  L  On  the  other  hand,  when  the  cam  i  is  rotated 
entirely  under  the  roller,  S,  said  roller  is  suffered  to  drop  by 
gravity  into  the  depression,  A,  at  the  inclined  plane,  m,  which 
allows  the  dog-lever,  V,  to  fall  from  behind  the  safe-bolts,  and 
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the  safe  to  be  opened.  The  sfeventh-day  wheel,  A,  has  on  its 
edge  a  cam-projection,  n,  which  rotates  once  while  the  de- 
pression, A,  rotates  seven  times,  as  described,  and  is  so  ar- 
ranged relatively  to  the  said  depression,  A,  that  on  every 
seventh  revolution  thereof,  it  is  brought  under  the  roller,  S, 
and  holds  up  the  lever,  R,  while  the  depression.  A,  passes 
under  it,  so  that  every  seventh  day  the  same  prevents  the  safe 
from  being  unlocked." 

From  the  description  aforesaid,  the  mode  of  operation  will 
be  obvious.  The  clocks  are  set  to  true  time  by  bringing  the 
hour-mark  on  the  dial,  C,  under  the  roller,  S,  which  is  readily 
done  by  turning  the  dial,  as  the  wheels.  A,  B,  C  and  M  are 
freely  turned  in  the  direction  of  the  arrow  on  C,  inasmuch 
as  the  ratchets  behind  H  and  I  do  not  interfere  with  motion 
in  that  direction,  but  take  up,  and,  through  the  clock's  force, 
proceed  with,  whatever  advance  of  said  wheels  may  be  made. 
The  lock  is  then  set  to  lock  up  at  any  given  hour,  by  loosen- 
ing the  thumb-screw,  Q,  and  turning  the  inclined  plane,  A:,  of 
the  wheel,  B,  to  the  mark  of  the  required  hour,  and  then 
fastening  the  wheels,  B  and  C,  together  by  setting  the  thumb- 
screw, Q. 

"  If  it  is  desired  to  have  the  lock  open  any  amount  of  time 
earlier  than  the  set  time  (nine  o'clock),  the  wheel,  C,  must 
be  turned,  as  described,  until  the  time  indicated  under  the 
roller  shall  be  that  amount  fast  of  true  time,  the  closing-mark 
being  altered,  if  desired,  to  suit  the  case.  If  it  is  desired  to 
open  later,  the  clocks  must  be  stopped  until  they  are  slow  of 
time  as  much  as  it  is  desired  the  clock  shall  open  later  than 
the  set  time,  correcting  the  closing  mark,  if  desired. 

"  If  the  wheels.  A,  B,  C,  and  M  are  turned,  as  described, 
until  the  cam  part,  n,  of  the  wheel.  A,  shall  be  in  position 
to  come  under  the  roller,  S,  and  keep  the  lock  from  open- 
ing on  Sunday,  it  will  continue  to  do  so  on  Sunday  each 
week,  if  the  clocks  run  on  unchanged.  In  case  that  it  shall 
be  desired  that  the  lock  shall  not  open  for  a  holiday  or  other 
day,  the  said  wheels  may  be  rotated  until  said  cam  part,  w, 
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is  in  position  to  come  under  and  hold  up  the  lever,  R,  on  said 
day. 

"  The  lOCK  is  affixed  to  the  8ide,F,  of  the  safe,  as  described, 
to  avoid  derangement  or  stoppage  of  the  clocks  by  concussion 
on  the  door. 

"  It  is  evident  that  the  dog-lever,  V,  and  the  lever,  R,  may 
be  the  same  piece.  The  object  in  making  the  same  in  two 
parts  is  to  save  the  weight  of  the  part,  V,  which  depends 
upon  the  pivot  /,  from  adding  to  the  labor  of  the  clocks. 

"  "What  I  claim  as  my  invention,  and  for  which  I  pray 
letters  patent,  is —  , 

"  1.  The  combination,  with  one  or  more  clock-movements, 
of  one  or  more  wheels,  H  I,  one  or  more  ratchets,  K  L,  and 
a  common  wheel,  M,  arranged  as  described,  for  the  purposes 

set  forth. 

"  2.  The  wheels,  B  and  C,  with  the  depressions,  d  and  /, 
and  the  projections,  e  and  g^  located  relatively  to  each  other, 
as  described,  to  increase  and  diminish  the  surface  of  a  com- 
mon cam,  I,  or  depression.  A,  by  rotation  on  each  other,  for 
the  purposes  described. 

m 

"  3.  The  wheel.  A,  with  a  cam,  n,  adjusted  as  described, 
to  prevent  the  falling  Oi  the  lever,  R,  and  dog,  V,  either  peri- 
odically or  at  required  times,  as  described." 

The  specification,  claims  and  drawings  of  reissue,  No.  8,550, 
are  as  follows : 

"Be  it  known  that  I,  Samuel  A.  Little,  of  Shelburne,  in 
the  County  of  Franklin,  and  State  of  Massachusetts,  have 
invented  certain  now  and  useful  improvements  in  chrono- 
metric  locks ;  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear  and  exact  description  thereof,  that  will  enable 
others  skilled  in  the  art  to  which  it  appertains  to  make  and 
use  the  same,  reference  being  had  to  the  accompanying  draw- 
ings, and  to  the  letters  of  reference  marked  thereon,  which 
form  a  part  of  this  specification. 

"The  object  of  my  invention  is  to  construct  a  time-lock, 
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which  shall  dog  and  release  the  multiple  bolt-work  of  a  safe 
or  vault  at  certain  predetermined  times,  both  the  dogging 
and  releasing  being  caused  by  the  operation  of  the  time 
mechanism.  By  this  means  the  time  when  the  lock  will  dog 
the  bolt- work  depends  entirely  on  the  adjustment  of  the  in- 
ternal mechanism  of  the  lock,  hereinafter  described. 

"  I  provide  adjustable  devices,  so  that  the  periods  when 
the  lock  shall  be  locked  and  unlocked,  may  be  varied  at 
will ;  and  I  also  provide  a  device  whereby,  at  certain  inter- 
vals— say  on  every  seventh  day — the  lock  will  remain 
locked  during  the  time  when  ordinarily  it  would  be  un- 
locked. 

"  It  will  thus  be  seen  that  I  have  constructed  a  lock  which 
will,  of  itself,  dog  and  release  bolt-work  at  a  regular  hour 
each  day,  except  on  certain  predetermined  days — Sundays 
for  example — ^when  it  will  remain  in  the  locked  position 
all  day.  My  lock  when  once  adjusted  is,  therefore,  ab- 
solutely automatic,  requiring  no  attention  except  winding, 
and  it  is,  so  far  as  I  am  aware,  the  first  time-lock  which 
locks  at  a  time  determined  by  the  time  mechanism,  while  at 
the  same  time  the  hours'  fop  locking  and  unlocking  can  be 
changed  without  altering  the  construction  of  the  lock. 

"To  diminish  the  chances  of  accident  from  the  stoppage 
of  the  time  mechanism,  I  provide  two  independent  move- 
ments, both  of  which  assist  in  rotating  the  dial  to  actuate 
the  lock  ;  but  should  one  stop  the  other  will  continue  to  ro- 
tate the  dial. 

**  The  particular  construction  of  my  lock  is,  that  the  two 
time-movements  rotate  a  graduated  dial  so  arranged  that  its 
motion  oscillates,  at  certain  regular  determinable  intervals, 
a  pivoted  bent  lever,  which  in  turn,  in  one  instance,  for  au- 
tomatic locking,  lifts  the  free  part  of,  and  thus  oscillates  on 
its  stationary  pivot,  a  metallic  dog  or  obstruction,  so  as  to 
cause  it  to  rest  in  the  way,  and  prevent  the  retraction  of  the 
gliding  bolt-work;  and,  in  the  other  instance,  for  automatic 
unlocking,  it  withdraws  its  support  from  under  and  permits 
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the  dog  to  oscillate  by  gravity,  so  as  to  clear  the  way  for  the 
retraction  of  the  bolt-work. 

**  The  adjustability  of  my  lock  for  locking  and  unlocking 
I  obtain  by  means  of  my  dial,  which  is  so  arranged  that 
what  I  may  call  its  *  bolt  or  dog-actuating  points '  can  read- 
ily be  changed  from  one  position  to  another,  so  that  they 
will  actuate  the  dogging  mechanism  at  any  desired  hours  for 
locking  or  unlocking  ;  and  it  is  to  be  noted  that,  in  all  con- 
•tinuously  running  dials,  the  adjustability  for  unlocking  or 
locking  preferably  will  be  obtained  in  substantially  the  same 
way — i.  €.,  by  varying  the  position  of  the  dog-actuating 
points — ^because  the  dial  itself  should  always  be  running  on 
correct  time. 

"I  cause  the  lock  to  remain  locked  on  Sundays,  or  other 
desired  days,  by  means  of  a  supplemental  cam,  which  tem- 
porarily assumes  one  of  the  functions  of  my  dial,  and  by  which 
I  can,  at  any  desired  time,  cause  the  lock  to  remain  locked 
during  a  greater  period  than  twenty-four  hours. 

"  Referring  now  to  the  drawings  in  aid  of  a  description  of 
my  lock  in  detail,  Fig.  1  is  a  front  view  of  my  improved 
time-lock  attached  to  the  inside  of  a  safe,  adjacent  to  the 
hinge  part  of  the  safe-door;  Fig.  2,  a  view  of  the  same, 
partly  in  elevation  and  partly  in  section,  on  the  line  2  2  of 
Fig.  1 ;  Fig.  3,  a  horizontal  transverse  section  thereof  on  the 
line  8  3  of  Fig.  1,  with  the  upper  time-movements  removed, 
showing  a  plan  of  the  locking  mechanism  proper ;  Fig.  4,  a 
horizontal  transverse  section  through  the  centre  of  the  lock- 
ing dials ;  Fig,  5,  a  perspective  view  of  the  interior  of  a 
safe,  showing  the  door-bolts  locked  forward  by  the  lever- 
dog  ;  Fig.  6,  a  perspective  view  of  the  graduated  dial 
(marked  C  in  Fig.  1) ;  Fig.  7,  a  similar  view  of  wheel  B  in 
Fig.  1;  Fig.  8,  a  similar  view  of  a  seventh-day  wheel 
(marked  A  in  Fig.  1). 

D  and  £  designate  two  time-movements  fastened  to  the  in- 
side, F,  of  a  safe,  adjacent  to  the  hinged  part  of  the  safe-door 
O.    These  time-movements,  through  the  wheels  and  ratchets 
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K  and  L,  propel  the  wheels  H  and  I  in  the  direction  of  the 
arrows  thereon.  These  wheels  H  and  I  rotate  once  in  twelve 
hours,  and  are  hoth  geared  to  the  common  wheel  M,  which 
has  twice  as  many  teeth  as  either  of  them,  and  they  propel  it 
in  the  direction  of  the  arrow  thereon,  so  that  while  wheels 
II  and  I  are  rotated  once  in  twelve*  hours,  wheel  M  is  rotated 
only  once  a  day. 

**  It  will  be  seen  that  both  time-movements  work  together 
in  turning  the  wheel  M,  and  thereby  operate  the  lock ;  but 
if  either  accidentally  stops,  the  wheel  H  or  I  of  the  other  will 
alone  continue  to  rotate  the  wheel  M  and  operate  the  lock, 
because  each  ratchet  will  allow  free  motion  to  either  wheel  I 
or  n,  in  the  absence  of  its  normal  impelling  force. 

"  The  toothed  wheel  N,  forming  part  of  the  wheel  M,  is 
geared  into  and  drives  the  toothed  wheel  0.  The  toothed 
wheel  P,  forming  part  of  the  wheel  0,  is  geared  into  and 
drives  the  seventh-day  wheel  A,  which  turns  loosely  on  the 
hub  a  of  the  wheel  M.  This  wheel  A  has  twice  as  many 
teeth  as  wheel  P,  and  wheel  0  has  three  and  a  half  times  as 
many  teeth  as  wheel  N.  Therefore,  while  wheel  M  revolves 
once  in  a  day,  it  only  causes  wheel  A  to  revolve  once  in  seven 
days.  The  wheel  C,  which  is  graduated  for  the  hours  of  the 
day,  is  fastened  rigidly  upon  the  hub  a  by  means  of  the  pro- 
jection b  and  rotates  with  it.  Loose  on  the  same  hub  is  the 
-wheel  B,  which  may  be  fastened  by  friction  to  the  wheel  C 
in  different  positions  by  the  thumb-screw  Q,  that  is  attached 
to,  or  forms  part  of,  the  wheel  B,  and  passes  through  the  slot 
c  of  the  wheel  C 

^*'p  p  p  p  p  designate  pivots,  on  which  the  several  wheels 
revolve.  The  wheel  B  is  cut  away  on  its  periphery,  leaving 
the  depression  d  and  the  cam  projection  e,  and  the  periphery 
of  the  wheel  C  is  similarly  cut  away,  leaving  the  depression 
y  and  the  cam  projection  ^,  of  the  same  form  and  size  as  the 
depression  and  projection  of  the  wheel  B.  When  these  two 
-wheels  are  fastened  together  by  the  thumb-screw  Q  side  by 
aide,  they  form  one  wheel  or  dial,  having  a  depression  A, 
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which  may  be  enlarged  or  diminished  by  rotating  the  wheel 
B  by  means  of  the  thumb-screw,  and  then  setting  it,  and  also 
having  a  cam  or  projection,  i,  which  may  be  enlarged  or  dim- 
inished in  the  same  manner.  Pivoted  near  its  middle  to  the 
lock-case  is  the  bent  lever  R,  one  arm  of  which  carries  tl>e 
friction-roller  S,  and  is  lifted  by  the  cam  t,  revolving  under 
the  roller  at  the  cam's  inclined  plane  k^  and  at  the  same  time 
the  other  arm,  T,  of  said  lever  lifts  the  dog  V,  pivoted  at  ly 
up  behind  the  door-bolts  WWWW  into  the  position  showa 
in  Pig.  5,  hereby  locking  the  bolts  forward  behind  the  jamb 
of  the  safe,  so  that  the  door  cannot  be  opened.  In  duetime^ 
when  the  cam  i  is  rotated  entirely  from  under  the  roller  S, 
the  latter  will  drop  into  the  depression  h  at  the  inclined  plane 
m,  which  allows  the  dog  V  to  fall  from  behind  the  safe-bolts, 
when  they  may  be  retracted  and  the  safe  opened. 

*'  It  will  be  noted  that  the  dog  always  tends  to  turn  on  its 
pivot  automatically  by  gravity,  so  as  to  present  a  free  space 
for  the  retraction  of  the  bolt-work,  and  it  is  held  up  only  for 
predetermined  periods,  to  be  measured  by  the  time  mech- 
anism, by  the  bent  lever. 

"  The  seventh-day  wheel  A  has  on  its  periphery  a  cam  pro- 
jection, 71,  which  rotates  once  while  the  depression  h  rotates 
seven  times,  as  described,  and  it  is  so  arranged  relatively  to 
the  depression  A,  that  on  every  seventh  revolution  thereof  it 
is  brought  under  the  roller  S  and  holds  up  the  lever  R,  while 
the  depression  h  passes  under  it,  so  that  every  seventh  day 
this  projection  n  prevents  the  safe  from  being  unlocked. 

"  From  the  foregoing  description  the  mode  of  operation 
will  be  obvious. 

'*  The  time-movements  should  be  set  to  correct  time  by 
bringing  the  hour-mark  on  the  dial  C  under  the  roller  S, 
which  is  readily  done  by  turning  the  dial,  as  the  wheels  A, 

B,  C,  and  M  turn  freely  in  the  direction  of  the  arrow  on  wheel 

C,  because  the  ratchets  behind  wheels  H  and  I  do  not  inter- 
fere with  motion  in  that  direction,  but  take  up,  and,  through 
the  force  of  the  time-movements,  proceed  with,  whatever  ad- 
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vanoe  of  said  wheels  may  be  made.  The  lock  should  then 
be  set  to  lock  up  at  any  given  hour  by  loosing  the  thumb- 
screw Q,  and  turning  the  inclined  plane  k  of  the  wheel  B  to 
the  mark  of  the  required  hour,  and  then  listening  the  wheels 
B  and  C  together  by  setting  the  thumb-screw  Q.  The  dial 
will  then  indicate  the  time  of  locking  and  unlocking,  and  the 
operation  of  the  time-movements  will  cause  the  oscillation  of 
the  dog  into  position  to  obstruct  the  retraction  of  the  bolt- 
work  in  a  little  time  or  at  whatever  time  may  have  been  de- 
cided upon,  and  it  will  be  held  there  until  the  time  arrives 
for  unlocking,  when  the  continued  operation  of  the  time- 
movements  vsrill  withdraw  its  support,  and  it  will  fall  out  of 
the  way. 

**  If  it  is  desired  to  have  the  safe  opened  any  given  amount 
of  time  earlier  than  the  set  time — say  9  o'clock — the  wheel 
O  must  be  turned,  as  described,  until  the  time  indicated  under 
the  roller  shall  be  that  amount  fast  of  the  correct  time,  the 
closing-mark  being  altered,  if  desired,  to  suit  the  case.  If 
it  is  desired  to  open  later,  the  clocks  must  be  stopped  until 
they  are  slow  of  the  time  as  much  as  it  is  desired  the  lock 
shall  open  later  than  the  set  time,  correcting  the  closing-mark, 
if  desired. 

"  If  the  wheels  A,  B,  C,  and  M  are  turned,  as  described, 
until  the  cam  part  n  of  the  wheel  A  shall  be  in  a  position  to 
come  under  the  roller  S  and  keep  the  lock  from  opening  on 
Sunday,  it  will  continue  to  do  so  on  Sunday  each  week,  if 
the  time-movements  run  on  unchanged.  Thus,  the  necessity 
for  setting  the  mechanism  on  every  Saturday,  so  that  it  shall 
keep  the  safe  locked  over  Sunday,  is  obviated,  which  is  a 
great  convenience  to  bankers,  and  is,  furthermore,  a  security 
against  neglect  to  set  the  mechanism  weekly,  which  might 
sometimes  occur.  In  case  it  shall  be  desired  that  the  lock 
shall  not  open  for  a  holiday  or  other  day,  the  said  wheels  may 
be  rotated  until  the  cam  projection  n  is  in  position  to  come 
under  the  roller  S  and  hold  up  the  lever  R  on  such  day. 

^  The  lock  is  affixed  to  the  side  F  of  the  safe,  as  described, 
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to  avoid  derangement  or  stoppage  of  the  time  movements  by 
concussion  on  the  door ;  but  it  is  obvious  that  it  may  be  affixed 
to  the  door  without  modifying  its  construction,  if  desired, 
that  being  merely  a  change  of  location. 

"  It  is  evident  that  the  dog  V  and  the  lever  R  may  be  one 
and  the  same  piece.  The  object  of  making  them  in  two 
parts  is  to  save  the  weight  of  the  part  V,  which  depends 
upon  the  pivot  /,  from  adding  to  the  labor  of  the  time-move- 
ments, and  also  to  make  the  dog  or  obstruction  entirely  dis- 
tinct from  the  time  mechanism. 

•  "  I  am  aware  of  the  patent  granted  to  "Williams  and  Cum- 
mings,  No.  17,245,  and  dated  May  5, 1857,  and  do  not  claim 
anything  shown  therein,  but  intend  to  limit  my  claims  to 
comprehend  only  the  improvements  I  have  made  over  the 
peculiar  combinations  shown  in  that  patent,  whereby  I  re- 
duce the  number,  modify  the  construction,  change  the  rela- 
tive position  and  mode  of  operation  of  the  parts,  and  simplify 
my  mechanical  organization,  as  will  fully  appear  by  com- 
parison. 

"  What  I  claim  as  my  invention  is — 

"  1.  The  combination  of  independent  multiple  bolt-work 
with  the  time  mechanism  and  locking  or  dogging  mechan- 
ism of  a  time-lock,  automatically  both  dogging  and  releas- 
ing the  bolt-work  at  predetermined  times,  substantially  as 
described. 

"  2.  The  combination,  in  a  time-lock,  of  a  continuously 
revolving  adjustable  device  for  determining  the  time  of  ope- 
ration of  the  unlocking  mechanism,  a  pivoted  arm  or  lever 
actuated  by  said  device,  and  a  dog  or  obstruction  movable 
directly  by  said  pivotal  arm  at  regularly  recurring  periods, 
to  permit  the  retraction  of  the  bolt-work,  substantially  as 
described. 

"  3.  In  a  time-lock,  the  combination  of  time  mechanism,  a 
revolving  dial  actuated  thereby,  a  dog  and  suitable  connect- 
ing mechanism,  whereby  the  continuous  revolution  of  the 
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dial  causes  tho  dog  to  move  into  the  locked  and  unlocked 
positions  alternately,  substantially  as  described. 

*^4.  In  a  time-lock,  the  combination  of  a  continuously- 
rotating  dial  and  mechanism  which  causes  the  lock  to  lock 
and  unlock  automatically,  substantially  as  described. 

"  5.  In  a  time-lock,  a  continuously-rotating  dial  provided 
with  an  adjustable  device  for  automatically  determining  the 
time  of  locking,  substantially  as  described. 

^*  6.  In  a  time-lock,  the  combination,  substantially  as  above 
set  forth,  of  the  time-movements  and  an  adjustable  device 
for  automatically  determining  the  time  of  locking. 

^^  7.  In  the  time-lock,  the  combination,  substantially  as 
above  set  forth,  of  the  time-movements  and  two  adjustable 
devices,  one  for  determining  the  time  of  locking,  and  the 
other  of  unlocking. 

"8.  In  a  time-lock,  the  combination  with  the  time  mech- 
anism and  the  locking  or  dogging  mechanism,  of  an  ad- 
justable device  which,  through  the  continuous  operation  of 
the  time  mechanism,  Will  periodically,  or  at  required  times, 
cause  the  lock  to  remain  locked  during  a  greater  period 
than  twenty-four  hours,  substantially  as  described. 

"  9.  In  a  continuously-running  automatic  time-lock,  the 
combination,  with  the  time  mechanism  and  the  locking  or 
dogging  mechanism,  of  an  independent  device  adapted  to  be 
set  to  prevent,  at  any  desired  time,  the  unlocking  of  the  lock 
for  a  greater  period  than  twenty-four  hours,  substantially  as 
described. 

"  10.  The  combination,  substantially  as  above  set  forth,  of 
the  adjustable  mechanism  for  continuously  locking  and  un- 
locking daily  the  time  movements,  and  a  device  for  prevent- 
ing unlocking  during  a  greater  period  than  twenty-four 
hours. 

"  11.  In  a  time-lock  provided  with  two  independent  time- 
movements  and  an  interlocking  device  common  to  both,  the 
combination,  with  each  of  said  movements,  of  a  ratchet  and 
pawl  interposed  between  the  last  or  driving  arbor  of  each 
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movement  and  the  said  common  unlocking  device,  whereby 
the  said  device  may  be  driven  by  either  or  both  of  the  move- 
ments, and  the  stoppage  of  one  movement  will  not  necessarily 
cause  the  stoppage  of  the  other,  substantially  as  described. 

"  12,  The  combination,  with  the  time-movements  of  the 
wheels  H  and  I,  the  ratchets  E  L,  and  the  common  wheel  M, 
arranged  substantially  as  described,  for  the  purpose  set 
forth. 

"  13.  In  combination  with  the  dial,  the  seventh-day  cam- 
wheel  A,  adjustable,  as  described,  to  prevent  the  falling  of 
the  bent  lever  R  and  dog  V,  either  periodically  or  at  re- 
quired times,  as  described. 

« 14.  The  combination,  in  a  time-lock,  of  time  mechanism, 
a  revolving  graduated  dial  actuated  thereby,  a  bent  lever 
oscillated  by  the  revolution  of  the  dial  on  an  immovable 
pivot,  and  a  dog  or  obstruction,  also  oscillated  on  an  im- 
movable pivot,  the  lever  and  dog  being  so  arranged  that 
when  one  arm  of  the  lever  is  pushed  aside  at  a  predeter- 
mined time  by  the  revolution  of  the  dial,  the  other  arm  with- 
draws its  support  from  under  and  permits  the  dog  to  tumby 
gravity,  thereby  leaving  a  free  space  for  the  retraction  of 
the  bolt-work,  substantially  as  described. 

"  15.  The  combination  of  multiple  sliding  bolt-work,  a  dog 
or  obstruction  oscillated  on  an  immovable  pivot,  and  tending, 
by  gravity,  to  turn  so  as  not  to  dog  the  bolt-work,  a  bent  lever, 
oscillated  also  on  an  immovable  pivot,  for  holding  the  dog 
in  position  against  gravity,  to  dog  the  bolt-work,  a  revolving 
graduated  dial,  which,  by  its  revolution  at  a  predetermined 
time,  oscillates  the  bent  lever,  and  time  mechanism  that  ac- 
tuates the  dial,  substantially  as  described. 

"  16.  The  combination,  substantially  as  before  set  forth, 
by  means  of  suitable  connecting  mechanism,  of  the  follow- 
ing elements,  adapted  as  combined,  so  to  secure  the  door  of 
a  safe  or  vault,  and  to  automatically  release  the  same  at  a 
predetennined  time,  viz.:  First,  the  multiple  sliding  bolt- 
work  ;  second,  the  oscillating  stop  or  dog,  adapted  to  prevent 
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the  retraction  of  the  bolt-work,  and  to  be  turned  on  its  pivot 
to  release  the  bolt-work  at  a  time  determined  by  the  clock- 
work ;  third,  the  vibrating  lever  for  holding  the  stop  or  dog 
in  position  to  prevent  the  retraction  of  the  bolt-work;  and, 
fourth,  the  clock-work  for  determining  the  time  when  said 
lever  shall  be  moved  to  permit  the  stop  or  dog  to  release  the 
bolt-work. 

"  17.  In  a  chronometric  locking  mechanism,  the  combina- 
tion, substantially  as  before  set  forth,  of  the  following  ele- 
ments adapted  as  combined,  to  guard  or  dog  the  bolt-work 
of  a  safe  or  vault  door,  and  to  automatically  release  the 
«ame  at  a  predetermined  time,  viz. :  First,  the  oscillating 
fitop  or  dog,  adapted  to  prevent  the  retraction  of  the  bolt- 
work,  and  to  be  turned  on  its  pivot  to  release  the  bolt-work 
At  a  time  determined  by  the  clock-work ;  second,  the  vibrat- 
ing lever  for  holding  the  dog  in  position  to  prevent  the  re- 
traction of  the  bolt-work ;  third,  the  clock-work  for  deter- 
mining the  time  when  said  lever  shall  be  moved  to  permit 
the  dog  to  fall  to  release  the  bolt-work ;  and,  fourth,  the 
graduated  wheel  or  dial,  rotated  by  the  clock-work,  and 
adapted  to  operate  said  lever,  and  to  be  set  for  varying  and 
controlling  the  time  when  said  lever  shall  be  moved  to  per- 
mit the  dog  to  release  the  bolt-work," 

Only  claims  1  and  7  of  the  reissue  are  alleged  to  have 
been  infringed.  They  take  the  place  of  claim  2  of  the  orig- 
inal patent.  They  were  before  Judge  Shipman  in  the  cases 
in  19  Blatch.  and  6  Fed.  Rep.  above  referred  to,  and  he 
held  that  they  covered  new  inventions  and  patentable  im- 
provements. Judge  Lowell,  in  his  opinion  in  the  present 
case,  states  that  he  fully  agrees  with  the  views  of  Judge 
Shipman  as  to  the  novelty  and  patentability  of  claims  1  and 
7.  Although  the  defendants'  lock  has  but  one  time  move- 
ment to  control  the  lever  which  controls  the  dog.  Judge 
Lowell  held  that  that  did  not  affect  the  question  of  the  in- 
fringement of  claims  1  and  7. 

In  September,  1887,  in  Yale  Lock  Mfg.  Co.  v,  New  Haven 

135  r.  s.  Se6^9t« 


850  TALE  LOCK  Co.  v.  BERKSHIRE  BANK.    [Sup.  Ct. 

Opinion  of  the  Court 

Sav,  Bank,  82  Fed.  Rep.  167,  in  the  Circuit  Court  for  the- 
District  of  Connecticut,  Judge  Shipman  had  bdbre  him  the 
question  of  a  rehearing  as  to  the  validity  of  claims  1  and  7, 
and  especially  the  question  whether  claim  7  was  an  enlarge- 
ment of  claim  2  of  the  original  patent.  He  held  that  claim 
7  "  should  be  limited  to  the  invention  which  was  described 
and  claimed  in  the  original  patent,  which  invention  was  not 
confined  to  a '  common  cam,'  or  to  a  device  which  was  con- 
nected with  the  compound  wheel  in  the  same  way  in  which 
the  cam  was  connected,  but  was  broad  enough  to  include 
equivalent  means  of  connection  with  the  dog."  He  held  also 
that  the  owners  of  the  patent  had  not  abandoned,  by  pro- 
ceedings in  the  Patent  Office  in  respect  to  the  two  prior  reis- 
sues of  it,  their  right  to  claim,  in  reissue  No.  8,550,  a  double 
or  compound  disc,  and  to  obtain  a  valid  patent  therefor. 

Claims  1  and  7  were  sustained  also  by  Judge  Sage,  in  the 
Circuit  Court  for  the  Western  Divison  of  the  Southern  Dis- 
trict of  Ohio,  in  May,  1889,  in  the  case  of  Yale  &  Towne 
Mfg.  Co.  V.  Consolidated  Time-Lock  Co.,  38  Fed.  Rep.  917. 

This  patent,  as  before  stated,  was  reissued  May  9, 1876,  as 
No.  7,104,  and  again,  January  8, 1878,  as  No.  8,035.  The  lock 
used  by  the  defendants  is  made  under  letters  patent, No.  173,- 
121,  granted  to  Henry  Gross,  February  8, 1876,  for  an  "  im- 
provement in  time-attachments  for  locks."  This  jpatent  was 
issued  prior  to  the  granting  of  any  reissue  of  the  Little  pat- 
ent. While  the  original  patent.  No.  146,832,  had  only  three 
claims,  reissue  No.  7,104  had  eight  claims,  reissue  No* 
8,035  had  six  claims,  and  reissue  No.  8,550  has  seventeen 
claims.  On  comparing  the  various  reissues  with  the  origi- 
nal patent,  it  is  found  that  the  drawings  and  the  description 
of  them  are  substantially  the  same  in  all,  with  some  changes 
in  nomenclature ;  and  it  is  quite  apparent  that  the  original 
patent  was  not  inoperative  or  invalid  by  reason  of  a  defective 
or  insufficient  specification,  within  the  terms  of  the  statute^ 
so  as  to  warrant  the  reissues. 

There  is  in  the  record  a  copy  of  the  file-wrapper  and  con- 
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tents  of  reissue  No.  8,035,  applied  for  December  15, 1877, 
and  granted  January  8, 1878.  The  specification  presented 
with  the  application  contained  only  two  claims,  both  of 
which  made  "  a  revolving  dial "  an  essential  element.  On 
the  18th  of  December,  1877,  an  entirely  new  specification 
and  claims  were  put  in,  the  claims  being  ten  in  number. 
Claim  3  was  as  follows :  "  3.  In  a  time-lock,  the  combi- 
nation, substantially  as  above  set  forth,  of  the  clock-work 
and  two  adjustable  devices  for  determining  respectively,  the 
times  of  locking  and  unlocking."  That  claim  8  is  very  bim- 
ilar  to  claim  7  of  reissue  No.  8,550.  On  the  2l6t  of  Decem- 
ber, 1877,  that  claim  8  was  amended  by  striking  out  the 
word  "  clock-work,"  and  inserting  the  word  "  time-move- 
ments," so  that  it  became  almost  exactly  the  same  as  claim  7 
of  reissue  No.  8,550.  On  the  26th  of  December,  1877,  that 
claim  3  was  erased. 

Claim  4  of  reissue  No.  8,035,  as  originally  applied  for, 
read  as  follows :  "  The  combination  with  one  or  more  time- 
movements  of  one  or  more  wheels  H  I,  one  or  more  ratchets 
K  L,  and  a  common  wheel,  M,  arranged  as  described  for  the 
purposes  set  forth."  This  claim  4  was  erased  with  claim  3, 
and  in  their  place  was  inserted  the  following  as  claim  3 :  "  The 
combination  with  the  time-movements  of  the  wheels  H  I, 
the  rachets  K  L,  and  the  common  wheel  M,  arranged  as 
described,  for  the  purpose  set  forth." 

Claim  6  of  reissue  No.  8,035,  as  applied  for,  was  identical 
with  claim  2  of  the  original  patent.  No.  146,832,  as  granted^ 
That  claim  5  was  rejected  by  the  examiner,  on  the  ground 
that  it  was  old  in  valve-gear  for  steam  engines,  with  a  refer- 
ence to  a  prior  patent;  and  on  the  26th  of  December,  1877, 
it  was  erased  and  abandoned.  Therefore,  more  than  a  year 
before  reissue  No.  8,550  was  granted,  claim  2  of  the  original 
patent  was  abandoned  by  Little ;  and  at  the  same  time  he 
also  abandoned  claim  3  of  his  application  after  he  had  put  it 
in  such  shape  that  it  became  substantially  the  same  as  claim  7 
of  reissue  No.  8,550.     Reissue  No.  8,035  was  taken  out  with- 
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out  those  claims.  No  one  of  the  six  claims  of  reissue  No. 
8,035  was  infringed  hy  the  lock  of  the  defendants,  which 
was  applied  to  use  during  the  existence  of  reissue  No,  8,035. 
A  little  over  nine  months  after  it  was  granted,  the  applica- 
tion for  reissue  No.  8,550  was  filed ;  and  the  present  suit 
was  brought  eight  days  after  that  reissue  was  granted. 

In  the  specification  of  reissue  No.  8,035,  the  following 
statements  were  made :  "  The  object  of  my  invention  is  to 
construct  a  time-lock,  and  to  combine  it  with  the  multiple 
sliding  bolt-work  of  a  safe  or  vault-door,  so  that  by  the  con- 
tinuous movement  of  its  time  mechanism,  locking  and  unlock- 
ing will  be  effected  daily  or  periodically. 
The  gist  of  my  invention,  therefore,  is  the  combination,  in 
a  time-lock,  of  time  mechanism  revolving  a  graduated  dial, 
which  serves  to  oscillate  a  pivoted  bent  lever,  that,  in  turn, 
induces  the  oscillation  of  a  pivoted  dog  or  obstruction  to  the 
retraction  of  the  multiple  sliding  bolt-work.  Subordinate 
to  this  main  principle  or  chief  organization  of  my  time-lock, 
I  provide  that  my  dial  shall  be  composite  in  its  construction, 
whereby  I  obtain  what  I  term  a  *  differential  cam  '  for  con- 
venience of  adjustment."  These  statements  do  not  appear  in 
the  specification  of  reissue  No.  8,550.  In  the  latter  specifica- 
tion, what  had  been  previously  called  "  a  revolving  graduated 
dial  '*  is  called  "  adjustable  devices ;"  the  dial  is  said  to  have 
"  bolt  or  dog-actuating  points ;"  and  a  statement  is  made  that 
the  lock  of  Little  "  is,  so  far  as  I  am  aware,  the  first  time- 
lock  which  locks  at  a  time  determined  by  the  time  mechan- 
ism, while  at  the  same  time  the  hours  for  locking  and  unlock- 
ing can  be  changed  without  altering  the  construction  of  the 
lock."  So  that,  in  this  reissue,  which  was  granted  almost 
five  years  after  the  date  of  the  original  patent,  and  over  three 
years  after  the  Gross  patent  was  issued,  the  attempt  is  made 
by  Little  to  cover  all  devices  for  determining  the  time  of 
locking  and  unlocking,  on  the  view  that  he  was  the  first  to 
invent  a  lock  that  would  lock  up  as  well  as  unlock  at  a  pre- 
determined time.     This  attempt  is  embodied  in  claims  1  and 
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7  of  reissue,  No.  8,550,  which  are  here  repeated :  "  1.  The 
combination  of  independent  multiple  bolt-work  with  the 
time  mechanism  and  locking  or  dogging  mechanism  of  a 
time-lock,  automatically  both  dogging  and  releasing  the  bolt- 
work  at  predetermined  times,  substantially  as  described." 
**  7.  In  a  time-lock,  the  combination,  substantially  as  above 
set  forth,  of  the  time-movements  and  two  adjustable  devices, 
one  for  determining  the  time  of  locking,  and  the  other  of 
unlocking." 

Although  the  first  reissue,  No.  7,104,  was  applied  for 
March  15, 1876,  more  than  two  months  after  the  Qfross  patent 
was  issued,  no  such  claims  as  the  above  were  applied  for  or 
taken,  nor  were  they  taken  in  reissue  No.  8,035.  Claims  8, 
7  and  8  of  reissue  No.  7,104  were  abandoned  in  reissue  No. 
8,035,  and  severally  appear  as  claims  7, 16  and  17,  in  reissue 
No.  8,550,  claim  7  in  No.  8,550  being  in  these  words,  as  claim 
3,  in  No.  7,104:  "  3.  In  a  chronometric  locking  mechanism, 
the  combination,  substantially  as  before  set  forth,  of  the  clock- 
work and  two  adjustable  devices  for  determining,  respectively, 
the  time  of  locking  and  unlocking."  Claims  1,  2,  3,  4,  5,  8, 
9  and  11  in  No.  8,550  are  entirely  new.  Claim  2  of  the 
original  patent.  No.  146,832,  was  not  retained  in  No.  8,550, 
and  only  two  claims  out  of  the  seventeen  in  No.  8,550  are 
found  in  the  original  patent. 

Infringement  is  alleged  of  claim  1  of  reissue  No.  8,550, 
which  is  an  entirely  new  claim,  not  found  in  the*  original 
patent  or  in  any  prior  reissue,  and  of  claim  7,  which  was 
claim  3  in  reissue  No.  7,104,  and  was  first  amended  and  then 
abandoned  in  the  application  for  reissue  No.  8,035.  If  claim 
1  of  reissue  No.  8,550  is  construed  to  cover  only  the  specific 
devices  of  Little,  operating  in  the  mode  described  by  him, 
and  thus  is  no  broader  than  claim  2  of  the  original  patent, 
the  defendants'  lock  does  not  infringe  it.  If  it  is  not  so 
limited,  it  is  void,  under  numerous  decisions  of  this  court. 

In  Little's  time-lock,  there  is  a  compound  cam-wheel  or 
disc,  composed  of  two  cam-wheels  placed  face  to  face  on  tlie 
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Bame  axis,  each  having  a  portioa  of  its  outer  edge  cut  away, 
and  so  arranged  that  they  can  be  turned  with  relation  to  each 
other  so  as  to  increase  the  length  of  their  common  projection 
or  common  depression,  and  be  fastened  together  in  any  desired 
position  by  means  of  a  slot  and  a  thumb-screw  in  one  of 
them.  "When  adjusted,  this  compound  cam-wheel  is  revolved 
by  clock-work  and  made  alternately  to  lift  up  and  let  down 
a  lever,  which  in  turns  lifts  up  or  lets  down  another  lever,  the 
end  of  which  is  supported  in  a  position  behind  one  of  the 
bolts  of  the  door,  or  is  allowed  to  drop  away  from  behind  it, 
thus  alternately  dogging  and  releasing  the  bolt.  It  is  the 
office  of  the  common  projection  on  the  wheels  to  lift,  and 
then  hold  up,  the  levers  in  the  dogging  position ;  and  the 
length  of  time  the  bolts  will  remain  dogged  depends  solely 
on  the  length  of  the  common  projection. 

In  the  defendants'  lock  there  is  only  one  time-movement, 
and  there  are  no  wheels  of  any  kind,  much  less  wheels  like 
the  cam-wheels  B  and  C  of  Little's  original  patent,  with  pro- 
jections and  depressions,  which  can  be  rotated  so  as  to  in- 
crease and  diminish  the  surface  of  a  common  cam  or  depres- 
sion ;  nor  has  it  any  cam-projection  or  cam-depression  of  any 
kind,  formed  in  any  manner,  whose  office  is  to  lift  and  hold 
up  and  let  fall  a  lever,  and  thus  dog  and  release  the  bolt  of  a 
safe-door;  nor  has  it  a  device  of  any  kind  capable  of  per- 
forming the  function  of  Little's  cam- wheels.  Little  does  not 
describe  or  suggest,  in  his  original  patent,  any  way  by  which 
he  can  dispense  with  the  use  of  his  cam-projections  to  lift  and 
hold  up  the  dog;  and  he  confines  claim  2  of  his  original 
patent  to  a  combination  in  which  two  cam-wheels,  capable 
of  being  rotated  and  adjusted  with  relation  to  each  other,  so 
as  to  increase  and  diminish  the  surface  of  a  common  cam,  for 
the  purpose  of  lifting  and  holding  up  the  dog,  are  essential. 

Claim  7  of  reissue  No.  8,550  was  evidently  drawn  so  as  to 
cover  the  time-attachment  of  the  defendants'  lock,  which 
does  not  itself  lock  up  or  unlock  the  bolt-work,  but  only  de- 
termines the  time  when  the  bolt-M^ork  may  be  unlocked  by 
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the  combination-lock.  Claim  7  is  not  limited  to  devices 
which  automatically  lock  and  unlock,  but  extends  to  devices 
which  merely  interfere  with  mechanical  locking  and  unlock- 
ing. Buch  a  construction  of  claim  7,  a  claim  once  abandoned 
in  the  Patent  Office  and  restored  in  this  reissue,  cannot  be 
admitted  in  consistency  with  numerous  decisions  of  this  court 
on  the  subject  of  reissues.  If,  however,  claim  7  is  so  con- 
strued as  to  be  no  broader  than  claim  2  of  the  original  pat- 
ent, then  the  defendants'  lock,  as  it  did  not  infringe  the  latter 
claim,  does  not  infringe  claim  7. 

It  is  shown  that  it  was  old  to  use  time-mechanism,  revolv- 
ing dials  with  adjustable  devices,  pivoted  levers  and  dogs,  to 
lock  and  unlock  door-bolts;  and  that  the  combination  of 
clock-work,  adjustable  cam-wheels  and  a  two-armed  lever 
oscillated  thereby,  was  old.  In  this  view,  in  his  original 
patent.  Little  very  properly  limited  his  claims  to  his  mode 
of  connecting  two  clockswith  a  common  wheel,  so  that  both 
could  act  together  in  turning  it,  and  either  one  could  turn  it 
alone  in  case  the  other  stopped  ;  and  to  the  employment  of 
the  specific  cam-wheels  with  depressions  and  projections  so 
located  as  to  increase  and  diminish  the  surface  of  a  common 
cam  by  rotation  on  each  other,  so  as  to  lift  and  hold  up  the 
dog  behind  the  bolt  of  the  door ;  and  to  the  introduction  of 
his  Sunday  wheel.  The  lock  of  the  defendants  did  not  in- 
fringe any  of  the  claims  of  the  original  patent,  because  it  did 
not  have  the  two  clocks,  the  Sunday  wheel,  the  cam-wheel 
or  any  mechanical  equivalent  therefor,  and  did  not  move  the 
dog  automatically  into  the  dogging  position. 

The  application  for  reissue,  No.  7,104,  was  made  more 
than  two  years  after  the  original  patent  wasgranted,andone 
month  and  seven  days  after  the  Gross  patent  was  issued,  con- 
taining the  devices  which  are  employed  in  the  defendants' 
lock.  Reissue,  No.  8,550,  was  applied  for  nearly  four  years 
and  nine  months  after  the  original  patent  was  granted,  and 
more  than  two  years  and  eight  months  after  the  Gross  pat- 
ent was  issued,  and  after  the  lock  of  the  defendants  had  been 
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put  to  use.  No  excuse  is  shown  for  these  delays;  nor  is 
there  any  defect  or  insufficiency  in  the  specification  of  the 
original  patent.  In  December,  1877,  during  the  pendency  of 
the  application  for  reissue,  No.  8,035,  Little  acquiesced  in 
rejection,  for  want  of  novelty,  of  claim  2  of  his  original  pat- 
ent, and  then  abandoned  a  claim  corresponding  with  claim  7 
of  reissue,  No.  8,550,  and  took  out  reissue,  No.  8,035  without 
such  claim. 

The  lock  of  the  defendants  did  not  infringe  any  claim  of 
reissue,  No.  8,035.  Claim  l,of  redssue  No.  8,560,  is  entirely 
new,  and  claim  7  of  that  reissue  is  the  same  as  claim  8  of  the 
application  for  reissue.  No.  8,035,  which  claim  was  first 
amended  and  then  abandoned.  It  was  not  lawful  to  intro- 
duce claim  7  into  reissue.  No.  8,550,  after  such  formal  aban- 
donment of  it  If  either  claim  1  or  claim  7  of  reissue,  No. 
8,550,  covers  a  device  which  would  not  have  been  covered  by 
claim  2  of  the  original  patent,  or  by  any  of  the  claims  of  re- 
issue. No.  8,035,  it  is  invalid  ;  and  even  if  claims  1  and  7 
could  properly  be  restricted  to  the  cam-wheels  of  the  specifi- 
cation or  their  mechanical  equivalents,  operating  as  described^ 
as  claim  2  of  the  original  patent  was  restricted,  the  lock  of 
the  defendants  does  not  infringe  either  claim  1  or  claim  7. 

For  these  reasons,  it  must  be  held  that  the  plaintiffs  have 
no  cause  of  action  against  the  defendants  under  claims  1  and 
7  of  reissue,  No.  8,550. 

It  results  that  the  decree^  of  February  i^,  1886^  must  be  af- 
firmed  so  far  as  it  relates  to  the  Sargent  reissue^  No.  7,S^7,  and 
reversed  so  far  as  it  relates  to  the  Little  reissue^  No.  8,660j  and 
the  cause  be  remanded  to  the  Circuit  Court  with  a  direction  to 
dismiss  the  biU  ofcomplainty  with  costs  to  the  defendants.  As  the 
plaintiffs  fail  in  this  court  on  both  appeals,  they  are  to  pay  the 
costs  of  this  court  on  both  appeals. 
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Reissue  No.  7,947a'i',  Sargent,  J.,  November  13,  1877, 
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JAMES  W.  HAINES,  PLAINTIFF  IN  ERROR,  v. 

E.  w.  McLaughlin  et  al.* 
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[Bk.  34,  L.  ed.  290 ;  51  O.  O.  1465.] 

Argued  and  submitted  May  1, 1890.   Decided  May  19, 1890. 

Particular  patent  construed.  Want  of  novelty.  Charge  to  jury. 
Construction  of  technical  terms.  Successful  operaiion.  Ab- 
stract question.     Construction  of  claim — enlargement. 

1.  Letters  patent,  No.  107,611,  granted  September  20, 1870,  to 
James  W.  Haines,  for  an  Improvement  in  Chutes  for  Deliv- 
ering Timber,  for  '^  the  chute  A,  of  Y-form  in  cross-section, 
arranged  on  an  incline  in  whole  or  in  part,  and  adapted  to 
receive  a  flow  of  water  for  the  conveyance  of  timber,  as  set 
forth."    J7i?2J,  void  because  of  anticipation,    (p.  374.) 

2.  In  a  suit  for  infringement  of  a  patent  for  an  improvement 
in  chutes  for  delivering  timber,  it  is  not  error  for  the  court 
to  remark  to  the  Jury  that  counsel  upon  both  sides  had  used 
the  terms  '^  flume  "  and  ''  chute  "  synonymously ;  that  the 
words  of  the  patent  were  "  an  improved  chute,"  but  that  in 
discussing  it  the  terms  had  been  used  as  of  the  same  signi- 
fication, where  it  appeared  that  plaintiff  contended  that  his 
invention  was  a  combination  of  a  '^  flume  "  and  a  ''  chute," 
and  the  distinction  contended  for  as  existing  between  them 
was  insisted  on  in  the  connection,  and  made  entirely  clear 
through  the  case.     (p.  375.) 

8.  Where  in  such  suit  exception  was  taken  to  the  charge  of  the 
court  that  if  the  jury  believed  from  the  evidence  that  a  cer- 
tain flame  or  slide  in  Switzerland  substantially  accomplished 
the  object  and  purpose  of  the  patented  article,  and  that  a 
party  skilled  in  the  business,  reading  that  description,  could 
easily  and  readily  build  a  flume  such  as  was  patented  here, 
then  the  description  and  publication  would  constitute  a  de> 

*  See  Explanation  of  Notes,  page  IIL 
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fence.  Held jthat  there  was  no  error,  this  part  of  the  charge 
liaTUig  been  withdrawn  upon  the  defendant's  counsel  dis- 
claiming the  slide  as  a  complete  anticipation,    (p.  275.) 

4.  Where  in  such  suit  exception  was  taken  to  the  charge  of  the 
court  that  the  Cleveland  flume  was  successfully  operated 
up  to  a  certain  time,  and  plaintiff's  counsel  objected  to  such 
statement,  und  a  colloquy  ensued  as  to  what  constituted 
vuccessful  operation,  and  the  judge  told  the  jury  that  was 
the  way  he  understood  the  testimony  as  applicable  to  the 
issues,  but  said  that  he  lefb  the  matter  wholly  to  them  to 
determine.    Held,  that  there  was  no  error,    (p.  376.) 

6.  Where  in  such  suit  exception  was  taken  by  the  plaintiff  to 
certain  portions  of  the  judge's  charge,  in  that  the  flumes 
referred  to  in  the  fifth  and  sixth  exceptions  did  not  include 
the  plaintiff's  invention  and  were  not  covered  by  his  patent, 
and  that  whether  this  was  so  and  whether  the  ^^  smooth 
canal"  of  the  patent  could  be  anticipated  by  the  lapped 
chute  were  questions  of  fact  which  the  court  should  have 
left  to  the  jury  to  decide.  Heldy  that  there  was  no  error,  as 
the  patent  in  suit  says  nothing  about  how  the  joints  are 
constructed,  nor  whether  the  chute  contained  any  joints  or 
not,  nor  was  the  character  of  the  incline  stated,    (p.  379.) 

t.  A  claim  admitted  by  the  Patent  Office  and  acquiesced  in  by 
the  patentee  should  not  be  -enlarged  by  construction  beyond 
the  fair  interpretation  of  its  terms,    (p.  380.) 

V.  Where  in  such  suit  exception  was  taken  by  the  plaintiff  to 
other  instructions  which  described  the  working  of  plaintiff's 
flame  as  represented  in  the  patent  and  in  plaintiff's  testi- 
mony, and  by  which  the  court  charged  the  Jury  if  they  be- 
lieved from  the  evidence  that  the  Cleveland  and  Mariaville 
chutes,  or  flumes,  or  sluices,  were  successfully  operated  on 
the  plan  and  in  the  manner  described  by  the  court,  which 
was  the  plan  and  manner  in  which  plaintiff's  chute  was  op- 
erated, then  this  was  an  anticipation  of  invention  claimed 
by  the  plaintiff.  Heldj  that  there  was  no  error,  for  such  was 
the  conclusion  of  law,  if  the  jury  found  the  facts  from  the 
evidence  to  be  as  stated,    (p.  380.) 
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8.  It  is  not  error  to  refhse  to  instruct  as  to  abstract  questions^ 
and  instructions  should  never  be  given  upon  hypothetical 
statement  of  fact,  of  which  there  is  no  evidence,    (p.  381.) 

[Citations  in  the  opinion  of  the  court :] 
Eastern  Transp.  Line  v,  Hope,  95  U.  S.  297.    p.  376. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  California  to  review  a  judgment  in  favor 
of  defendants  in  an  action  to  recover  damages  for  the  in- 
fringement of  letters  patent,  No.  107,611,  granted  to  James 
"W.  Haines,  September  20,  1870,  for  an  "improvement  in 
chutes  for  delivering  timber." 

Statement  by  Mr.  Chief  Justice  Fuller: 

This  was  an  action  at  law  brought  to  recover  damages  for 
an  alleged  infringement  of  letters  patent.  No.  107,611 ,  bearing 
date  September  20, 1870,  and  granted  to  James  W.  Haines, 
for  an  "  improvement  in  chutes  for  delivering  timber."  The 
specification,  claim  and  drawings  are  as  follows : 

"  Be  it  known  that  I,  James  W.  Haines,  of  Genoa,  in  the 
County  of  Douglas  and  State  of  Nevada,  have  invented  a 
new  and  improved  chute  for  delivering  timber  from  high 
mountains ;  and  I  do  hereby  declare  that  the  following  is  a 
full,  clear  and  exact  description  thereof,  which  will  enable 
others  skilled  in  the  art  to  make  and  use  the  same,  reference 
being  had  to  the  accompanying  drawing  forming  part  of  this 
specification, 

'* Figure  1  represents  a  side  view  of  my  improved  chute. 

"Fig.  2  is  an  end  view  of  the  same. 

"  Similar  letters  of  reference  indicate  corresponding  parts. 

"This  invention  has  for  its  object  to  furnish  to  the  public 
an  improved  chute  for  facilitating  the  transportation  of  tim- 
ber of  all  kinds  from  the  tops  or  sides  of  mountains  or  other 
elevations,  and  consists  in  constructing  a  chute  so  as  to  pre- 
sent a  V  form  in  cross-section,  the  same  being  arranged  on  an 
incline  corresponding,  more  or  less,  to  the  surface  of  the 
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ground  over  which  it  passes,  and  brought  in  connection  with 
a  spring,  or  other  water-supply,  to  receive  the  water  there- 
from, and  thus  form  a  smooth  canal  throughout  its  entire 
length. 

"  Heretofore  chutes  for  this  purpose  have  been  constructed 
with  flat,  or  nearly  flat,  bottoms,  which  while  sufficiently 
objectionable  as  requiring  a  greater  quantity  of  water  to  in- 
sure equal  rapidity  in  the  transit  of  the  timber,  are  far  more 
so  for  another  reason,  viz.,  the  log  or  piece  of  timber,  more 
especially  at  points  where  the  inclination  of  the  chute  is 
slight,  is  liable  to  be  checked  in  its  descent  by  friction  against 
the  bottom  and  one  side  of  the  chute,  and,  when  thus  situ- 
ated, others  may  pass  it,  thus  leaving  it  to  be  again  set  in 
motion  by  manual  assistance,  or  other  logs  striking  it ;  the 
whole  may  become  wedged  together,  so  as  to  form  a  total 
obstruction  to  the  passage  of  succeeding  logs,  destroy  the 
chute  at  that  point,  or  cause  other  serious  injury,  inconve- 
nience and,  in  any  event,  pecuniary  loss. 

"A  in  the  drawing  represents  a  wooden  trough  made  of 
two  boards,  a  and  6,  which  are  joined  at  an  angle  of  about 
ninety  degrees. 

"This  trough  is  supported  by  trestles  or  frames  B  B,  of 
suitable  construction,  and  is  built  up  on  the  side  of  a  moun- 
tain, its  upper  end  being  connected  with  a  brook,  lake,  stream 
or  spring,  to  receive  a  supply  of  running  water,  which  may, 
if  desired,  be  regulated  by  means  of  a  suitable  gate. 

"The  timber  or  wood  to  be  transported  downwardly  is 
thrown  into  the  trough,  and  carried  down  by  the  water  in 
the  same.  A  very  rapid  and  convenient  means  of  conveying 
wood  is  thus  provided. 

"  Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  letters  patent — 

"The  chute  A,  of  V  form,  in  cross-section,  arranged  on  an 
incline  in  whole  or  in  part,  and  adapted  to  receive  a  flow  of 
water,  for  the  conveyance  of  timber,  as  set  forth." 

The  defendants  denied  each  and  ijvery  allegation  of  the 
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complaint  separately  and  specifically,  and  set  up  other  de* 
fences.  A  jury  trial  was  had,  which  occupied  several  days, 
and  resulted  in  a  verdict  in  favor  of  the  defendants,  upon 
which  judgment  was  entered.  A  bill  of  exceptions  was 
taken,  and  a  writ  of  error  sued  out  from  this  court. 

The  plaintiff's  evidence  tended  to  show  that,  in  the  fall  of 
1867,  and  the  winter  and  spring  of  1868,  he  cut  a  large 
amount  of  wood  into  lengths  of  four  feet  each  oir  the  eastern 
slope  of  the  Sierra  Nevada,  with  the  design  of  floating  it  out 
of  the  mountains.  These  logs  were  rolled  down  the  side  of 
the  canon  upon  which  the  trees  had  grown,  and  plaintiff 
built  a  square  or  rectangular  flume,  having  bottom  boards 
two  feet  wide  and  side-boards  eighteen  inches  wide.  "When 
he  turned  the  water  into  the  flume  and  commenced  putting 
in  his  wood,  he  found  that  the  wood  would  run  faster  than 
the  water,  and  that  the  lighter  sticks  would  run  faster  than 
the  heavier  ones,  jamming  and  choking  up  the  flume.  He 
then  spread  the  upper  edges  of  the  side-boards  of  the  flume 
as  far  out  as  he  could  without  breaking  the  nails  at  the  bot- 
tom of  the  boards,  and  found  that  that  afforded  some  reliefl 
Then  he  took  inch  boards,  twelve  inches  wide,  nailed  them 
together  at  an  angle  of  90^,  so  as  to  make  a  Y  chute,  and  set 
that  in  the  flume.  He  lapped  each  length  about  three 
inches,  by  placing  the  lower  end  of  one  length  upon  the  up- 
per end  of  the  next  length  below.  This  worked  much  bet- 
ter, but  there  was  difficulty  on  account  of  the  laps  when  the 
water  was  light.  He  then  changed  to  the  butted-jointed 
flume,  in  which  the  ends  of  the  different  sections  abutted 
against  each  other,  instead  of  lapping.  This  was  in  Septem- 
ber, 1868.  It  is  admitted  that  the  patent  was  applied  for 
August  6, 1870. 

The  evidence  also  tended  to  show  that  one  A.  C.  Cleve- 
land built  a  flume  a  little  over  a  mile  in  length,  with  lapped 
joints,  for  the  transportation  of  wood,  the  contract  for  the 
construction  of  which  he  made  on  June  22, 1868,  and  which 
was  completed  on  the.2l8t  of  July,  1868,  and  used  continu- 
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ouslj  until  the  early  part  of  August,  1868,  when  Cleveland 
disposed  of  it  to  other  parties.  Cleveland  described  the  mode 
and  manner  in  which  it  was  constructed,  of  two  boards 
nailed  together  in  Y  shape  and  put  on  trestles  wherever 
necessary,  and  it  was  conducted  along  the  mountain  a  dis- 
tance of  6,700  feet  in  length.  Evidence  was  also  given  on  be- 
half of  the  defendants  in  respect  to  what  the  witnesses  called 
a  sluice  at  Case's  tannery,  at  the  town  of  Mariaville,  Han- 
cock County,  in  the  State  of  Maine,  in  1858,  and  which  was 
still  in  existence  at  the  time  of  the  commencement  of  the 
8uit.    This  sluice  was  described  in  substance  as  follows : 

^^  At  Case's  tannery  there  was  a  mill-dam  twelve  feet  high, 
measuring  from  the  center  of  the  stream  to  the  top  of  the 
dam.  It  was  the  custom  to  float  logs  down  that  stream  in 
the  spring  of  the  year  from  points  which  lay  several  miles 
above  Case's  tannery  to  other  places  below  the  tannery.  In 
order  to  pass  the  logs  over  the  mill-dam  the  said  sluice  was 
constructed.  The  sluice  was  about  four  feet  across  the  top, 
and  was  built  with  two  inclined  sides,  the  planks  of  which 
were  butted  and  the  joints  broken,  which,  in  cross  section, 
stood  at  an  angle  of  forty-five  degrees,  and  were  joined  to- 
gether at  the  bottom,  and  thus  formed  a  trough  in  the  form 
of  a  right-angled  triangle,  with  the  right  angle  at  the  bot- 
tom. This  sluice  or  flume  was  some  three  or  four  hundred 
feet  long  and  was  four  feet  across  the  top.  Its  upper  end  was 
aet  into  the  mill-dam,  so  that  the  water  from  the  dam  would 
flow  into  and  fill  it  sufficiently  to  convey  the  logs.  It  was 
built  at  a  regular  incline  down  the  stream,  and  its  lower  end 
was  a  foot  and  a  half  or  two  feet  above  the  water  in  the 
stream  below  the  dam.  The  sluice  or  flume  was  built  upon 
and  sustained  by  suitable  frame-work.  The  dam  set  the 
water  back  above  it  from  a  half  to  three-quarters  of  a  mile. 
When  the  logs  reached  the  lower  end  of  the  mill-pond,  each 
one,  as  it  floated,  was  steered  by  the  use  of  poles  to  the  up- 
per end  of  the  sluice,  through  which  it  was  carried  by  float- 
ing upon  the  water  which  ran  through  the  sluice.     A  mil. 
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lion  feet  of  logs  (lumber  measurement)  could  be  run  through 
the  sluice  in  a  day,  and  two  or  three  million  feet  were  usually 
so  run  through  the  sluice  each  year.  The  sluice  or  flume 
was  built  on  a  regular  incline.  The  water  ran  swiftly 
through  it  at  a  depth  of  about  three  feet,  varying  from  day 
to  day,  according  to  the  supply  in  the  dam." 

Eight  different  witnesses  testified  to  the  existence  of  the 
said  Mariaville  sluice,  and  each  one  of  these  witnesses  said 
that  he  had  never  seen  a  V  chute  for  carrying  wood  or  lum- 
ber down  a  mountain  side,  such  as  described  in  the  plaintiff's 
patent.  One  of  them,  however,  testified  that  he  saw  one  of 
these  chutes  used  in  transporting  lumber  down  the  moun- 
tain side,  over  uneven  grades  in  California,  in  1873.  Close, 
who  constructed  this  sluice  in  Maine,  was  called  as  a  wit- 
ness, and  produced  a  diagram,  which  he  thus  described : 

"  My  exhibit  represents  a  cross-section  of  my  sluice  or 
flume,  except  as  to  stringers  A  A,  which  are  not  shown  in 
cross-section.  The  flume  itself,  shown  by  the  planking  PP, 
IS  composed  of  plank  on  the  inside  of  a  frame  and  set  at  a 
convenient  angle  of  about  forty-five  degrees,  and  is  supported 
on  horses,  one  of  which  is  shown  in  the  part  marked  DD. 
The  feet  of  the  horses  rest  on  cross-sills,  one  of  which  is 
shown  in  the  parts  marked  B.  From  each  end  of  the  cross- 
sill  B  a  brace  C  extends  to  the  upper  ends  of  the  horse  D  and 
the  whole  structure  rests  upon  stringers  AA.  The  planking 
is  pinned  or  nailed  to  the  inside  of  the  frame.  The  stringers 
extend  underneath  the  whole  length  of  the  flume,  which  can 
be  extended  to  any  desired  length.  The  horse  frames  DD 
can  be  set  at  bny  desired  distance  apart,  say  from  four  to 
five  feet,  their  only  purpose  being  to  support  the  planking 
P.  This  device  gives  a  flume  of  V  form  in  cross-section. 
The  diamond  piece  V  was  placed  in  the  throat  of  the  horses 
DD,  for  the  purpose  of  saving  water,  and  rested  on  the  top 
of  the  planking.  Piers  were  built  over  falls  and  gulches 
and  over  land,  as  the  conformation  of  the  ground  required, 
and  by  the  use  of  trestle  work  or  posts.    In  one  case  that  I 
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know  of  such  a  sluice  has  been  built  on  tops  of  trees,  cut 
twenty  feet  from  the  ground.  My  flume  was  built  on  an 
incline  to  give  a  current  or  draft  of  water,  and  was  used  for 
the  conveyance  of  logs  or  other  lumber  by  means  of  the  flow 
of  the  water.  The  way  I  happened  to  build  this  sluice  was 
a  case  of  necessity,  as  I  will  describe.  The  Messrs.  Oase, 
who  owned  the  tannery  at  the  place  where  I  built  the  sluice 
at  Mariaville,  had  a  long  raceway  or  penstock  some  three 
hundred  feet  in  length  on  one  side,  and  in  the  bed  of  the 
stream  below  the  dam  for  the  purpose  of  carrying  water 
from  the  dam  to  the  flume  in  the  tannery,  and  they  called  on 
me  to  come  and  help  them  out  of  their  trouble.  They  said 
the  log-driver  wanted  to  cut  a  hole  in  their  dam  twelve  feet 
by  twelve  feet  and  build  a  gate,  an^  if  that  was  done  they 
said  it  would  ruin  them,  as  they  had  thirty  thousand  hides 
in  their  vats,  which  would  spoil,  for  the  reason  that  the  log- 
drivers  would  draw  all  the  water  from  their  pond,  and  they 
could  not  run  their  hide  nor  the  bark  mills,  as  they  had  a 
limited  supply  of  water  to  supply  a  gate  of  twelve  feet  by 
twelve.  I  made  a  contract  with  them  to  build  a  sluice  to 
sluice  by  their  tannery  all  the  logs  that  were  above  their 
tannery,  or  that  ever  would  be,  and  in  my  contract  I  was  not 
to  lower  their  pond  one  inch.  I  built  the  sluice,  as  I  have 
already  described,  and  it  was  a  perfect  success,  and  people 
came  from  distances  to  see  this  new  and  improved  sluice.  A 
part  of  this  sluice  is  now  in  existence,  which  can  be  seen  by 
any  one  who  desires  to  see  it. 

"  The  length  of  this  sluice  or  flume  was  some  three  hun- 
dred feet.  The  first  logs  that  were  put  through  the  sluice 
were  by  me,  and  four  men  of  us  put  through  six  hundred  and 
forty  logs  in  thirty-five  minutes,  and  this  was  in  April,  1858, 
and,  as  I  have  said  before,  millions  of  feet  of  logs  have  been 
put  through  it  since  that  time. 

"The  side  boards  were  of  plank  two  and  a  half  inches 
thick,  fourteen  inches  wide,  and  three  planks  on  a  side. 
There  was  room  on  the  horses  to  have  planked  up  two  or 
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three  planks  higher  if  desirable,  but  it  never  was  called  for, 
it  being  about  impossible  for  a  log  to  get  out  over  the  sluiee 
or  flume/' 

The  defendants  read  in  evidence  from  a  work  called  "  Bab- 
bage  on  Economy  of  Machinery  and  Manufactures,"  which 
was  published  in  London  in  1841,  a  description  of  the  slide 
at  Alpnach,  in  Switzerland,  of  which  the  following  is  a 
copy: 

"The  slide  at  Alpnach  is  formed  entirely  of  about  25,000 
large  pine  trees,  deprived  of  their  bark,  and  united  together 
in  a  very  ingenious  manner  without  the  aid  of  iron*  It  oc- 
cupied about  160  workmen  during  eighteen  months,  and  cost 
nearly  100,000  francs,  or  £4,250,  It  is  about  three  leagues, 
or  44,000  English  feet  long,  and  terminates  in  the  Lake  of 
Lucerne.  It  has  the  form  of  a  trough,  about  six  feet  broad 
and  from  three  to  six  feet  deep.  Its  bottom  is  formed  of 
three  trees,  the  middle  one.  of  which  has  a  groove  cut  out  in 
the  direction  of  its  length  for  receiving  small  rills  of  water, 
which  are  conducted  into  it  from  various  places  for  the  pur- 
pose of  diminishing  the  friction.  The  whole  of  the  slide  is 
sustained  by  2,000  supports,  and  in  many  places  it  is  attached 
in  a  very  ingenious  manner  to  the  rugged  precipices  of 
granite. 

"The  direction  of  the  slide  is  sometimes  straight  and  some- 
times zig-zag,  with  an  inclination  of  from  10°  to  18°.  It  is 
often  carried  along  the  sides  of  hills  and  the  flanks  of  pre- 
cipitous rocks,  and  sometimes  passes  over  their  summits. 
Occasionally  it  goes  under  ground,  and  at  other  times  it  is 
conducted  over  the  deep  gorges  by  scaffolding  120  feet  in 
height. '' 

The  bill  of  exceptions  states : 

"The  plaintiff's  counsel,  during  the  trial,  constantly 
claimed  that  the  plaintiff's  invention  was  not  a  mere  flume 
in  V  form,  nor  a  mere  chute  in  V  form,  but  he  claimed  that 
it  was  a  combination  of  both,  and  he  also  claimed  that  the 
patentee  was  entitled  to  his  patent  because  he  had  discovered 
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that  a  chute  made  in  Y  form  in  cross-section  and  hnilt  down 
a  mountain's  side  at  varying  grades,  so  that  its  operation 
partook  of  the  natare  of  both  a  flume  and  a  chute,  would  do 
work  which  no  other  form  of  flume  or  chute  would  do.  He 
also  claimed,  that,  because  the  plaintiff  kept  on  improving 
.such  combined  flume  and  chute  until  he  found  out  by  actual 
experiment  and  use  that  such  combined  flume  and  chute, 
when  made  without  laps  so  as  to  form  a  smooth  canal 
throughout  its'entire  length,  would  do  several  times  ^  much 
work  as  it  would  when  it  was  made  in  any  of  the  methods 
which  had  been  used  in  constructing  it  prior  to  the  month 
of  September,  1868 ;  that  the  invention  was  not  to  be  con- 
sidered, in  law  or  fact,  as  a  completed  invention  until  it  was 
so  constructed ;  that  it  formed  a  smooth  canal  throughout  its 
entire  length,  as  mentioned  in  the  specifications  of  the  pat- 
ent. All  the  way  through  the  trial  the  plaintiff's  counsel 
claimed  that  a  'flume'  and  a  *  chute'  were  two  different 
things.  Plaintiff's  counsel  frequently,  during  the  trial, 
spoke  of  plaintiff's  said  alleged  invention  as  a '  flume.' " 

Messrs.  William  M.  Stewart  and  M.  A.  "Whbaton,  for 
plaintiff  in  error : 

The  refusal  of  the  court  to  allow  the  jury  to  decide  as  to 
whether  a  sluice  or  flume  included  the  patented  invention  or 
not,  was  error. 

Tucker  v.  Spalding,  18  Wall.  455  [8  Am.  &  Eng.  474] ; 
Bischoff  V.  Wethered,  9  Wall.  812  [8  Am.  &  Eng.  213] ; 
Curtis,  Patents,  §  446 ;  Winans  v.  Denmead,  15  How.  838 
[6  Am.  &  Eng.  107]. 

So  long  as  Haines  was  still  making  changes  and  import- 
ant functional  improvements  in  his  chute,  it  was  not  a  com- 
pleted invention.  Until  it  was  a  completed  invention  the 
time  had  not  arrived  at  which  it  was  his  duty  to  apply  for  a 
patent. 

Elizabeth  v.  American  N.  P.  Co.,  97  U.  S.  138-137  [11  Am. 
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&  Eng.  514] ;  Curtis,  Patents,  §  87 ;  Webater  Loom  Co.  v.  Hig- 
gins,  105  U.  S.  589  [14  Am.  &  Eng.  70]. 

Mr.  Z.  MoNTGOMERT,  for  defendants  in  error: 
The  claim  admitted  by  the  Patent  Office  and  acquiesced  in 
by  the  patentee  should  not  be  enlarged  by  construction  by 
the  court  beyond  the  fair  interpretation  of  its  terms. 
Burns  v.  Meyer,  100  U.  S.  671  [12  Am,  &  Eng.  342]. . 

« 

A  mere  expression  of  opinion  by  a  judge  on  a  question  of 
feet  is  not  necessarily  a  ground  of  error. 
Eastern  Transp.  Line  v.  Hope,  95  U.  S.  297. 

It  is  not  error  in  instructing  the  jury  to  comment  on  the 
evidence,  if  the  right  to  weigh  the  evidence  and  determine 
disputed  facts  be  not  taken  from  them. 

Knickerbocker  L.  Ins.  C!o.  v.  Trefz,  104  U.  S.  197;  Games 
V.  Stiles,  14  Pet.  822 ;  Tracy  v.  Swartout,  10  Pet.  80. 

It  is  not  error  to  refuse  to  instruct  as  to  an  abstract  question. 
Hamilton  v.  Kussell,  1  Cranch,  309 ;  Chirac  v.  Reinecker, 
2  Pet.  618 ;  Tucker  v.  Moreland,  10  Pet.  68. 

It  is  erroneous  to  give  instructions  based  on  a  hypothetical 
state  of  facts  of  which  there  is  no  evidence. 

United  States  v.  Breitling,  20  How.  252 ;  Goodman  v.  Si- 
monds,  20  How.  843 ;  Irvine  v.  Irvine,  9  Wall.  617. 

The  jury  may  be  instructed  to  find  for  the  defendant  where, 
should  the  verdict  be  against  him,  the  court  would  set  it  aside. 

Baltimore  &  P.  R.  Co,  v.  Jones,  95  U.  S.  439 ;  Griggs  v. 
Houston,  104  U.  S.  553 ;  Pleasants  v.  Fant,  22  Wall.  116 ; 
Randall  v.  Baltimore  &  0.  R.  Co.,  109  U.  S.  478 ;  Herbert  v. 
Butler,  97  U.  S.  819 ;  Schuylkill  &  D.  I.  &  R.  Co.  v.  Munson, 
14  Wall.  442. 

Mr.  Chief  Justice  Fullbr  delivered  the  opinion  of  the  court : 

Kine  exceptions  were  taken  in  the  progress  of  the  trial,  and 
error  is  assigned  in  the  giving  of  each  one  of  the  instructions 
which  are  shown  in  the  first,  second,  third,  fourth,  fifth,  sixth, 

1S5  V.  S.  091. 
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fleventh  and  eighth  exceptions,  and  also  in  the  refusal  of  the 
court  to  give  an  instruction  asked  for  hy  the  plaintiff,  as 
shown  in  the  ninth  exception.  The  first  exception  related 
to  an  observation  by  the  court  to  the  jury  that  counsel  upon 
both  sides  had  used  the  terms  "  flume  *'  and  "  chute  "  synony- 
mously, that  the  words  of  the  patent  were  "an  improved 
chute"  but  that,  in  discussing  it,  the  terms  had  been  used  as 
of  the  same  signification.  The  bill  of  exceptions  states  that 
it  was  the  fact  that  the  plaintiff's  counsel  had  frequently 
during  the  trial  spoken  of  the  alleged  invention  as  a  "flume.'* 
This  is  not  only  so  stated  as  a  conclusion  from  the  evidence, 
but  we  find  quite  a  number  of  questions  put  by  plaintiff's 
counsel,  which  make  use  of  the  word  "flume"  in  that  way, 
as,  for  instance:  "What  part  of  the  flume  does  timber  go 
fastest?'*  "As  the  chute  is  steepest,  the  timber  goes  faster?" 
**  How  was  the  body  of  water  in  the  lapped  flume  or  chute, 
which  you  commenced  using  in  1868,  as  to  quantity?"  "To 
what  extent  has  the  Y- chute  or  flume  gone  into  use,  made  as 
you  made  it,  since  1868;  since  you  made  this  in  1868?"  "Do 
you  recollect  what  time  Mr.  White  finished  that  chute  ? " 
**  What  difficulties,  if  any,  did  you  encounter  in  using  that 
flume  after  Mr.  White  left  it  ? "  The  remark  of  the  court 
was  fully  justified  and  could  not  have  affected  plaintiff  inju- 
riously, as  his  claim  was  that  his  invention  was  a  combination 
of  a  "  flume  "  and  a  "  chute,"  and  the  distinction  contended 
for  as  existing  between  them  was  insisted  on  in  that  connec- 
tion and  made  entirely  clear  throughout  the  case.  And  in 
the  fifth  instruction  asked  for  by  the  plaintiff  and  given  by 
the  court, reference  is  made  to  Haines'  patent  as  "a  combina- 
tion of  flume  and  chute,"  although  the  patent  does  not  cover 
any  such  combination. 

The  second  exception  was  to  the  charge  of  the  court  in  re- 
lation to^  the  Alpnach  flume  or  slide,  to  the  eftect,  at  first, 
that  if  the  jury  believed  from  the  evidence,  that  that  slide 
substantially  accomplished  the  object  and  purpose  of  the 
patented  article,  and  that  a  party  skilled  in  the  business, 

1S5  V.  B.  591*5»a. 
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reading  that  description,  could  easily  and  readily  build  a  flume 
such  as  was  patented  here,  then  the  description  and  pub- 
licationr  would  constitute  a  defence.  But  this  part  of  the 
charge  was  withdrawn  upon  the  defendants'  counsel  disclaim- 
ing the  slide  as  a  complete  anticipation,  and  the  court  then 
said :  ^^  It  is  not  claimed  by  the  defendant  that  this  Alpnach 
slide,  an  account  of  which  has  been  read  to  you,  over  in 
Switzerland,  is  a  complete  anticipation.  It  is  only  submitted 
to  you  as  a  possible  suggestion  of  the  idea  of  bringing  tim- 
ber down  from  the  mountain  sides."  This  disposes  of  thia 
exception. 

Int  the  course  of  the  charge,  the  court  went  over  the  facta 
in  relation  to  the  Cleveland  flume,  stating,  among  other 
things,  that  it  was  successfully  operated  until  the  15th  of 
August,  1868,  and  performed  its  functions  and  ends  satisfac- 
torily. Plaintiff''s  counsel  specifically  objected  to  the  state- 
ment that  the  flume  worked  successfully,  and  a  colloquy 
ensued  as  to  what  constituted  successful  operation,  and  the 
judge  told  the  jury  that  that  was  the  way  he  understood  tha 
testimony,  as  applicable  to  the  issues,  but  said  that  he  left 
the  matter  wholly  to  them  to  determine.  In  this,  as  the 
question  arose,  there  was  no  error.  Eastern  Transp.  Line  v. 
Hope,  95  U.  S.  297.  Counsel  for  plaintiff  objected  to  thia 
part  of  the  charge,  also,  upon  grounds  treated  of  under  sub- 
sequent exceptions.  The  extract  is  quite  long,  and  it  is  un- 
necessary to  give  it  in  full.  It  concluded  as  follows:  **If,. 
under  all  the  evidence  in  the  case,  then,  you  believe  that  thia 
flume  built  by  Cleveland  was  in  all  its  substantial  elements, 
the  same  as  that  afterwards  patented  by  the  plaintiff  in  thia 
case,  then  your  verdict  must  be  for  the  defendants,  because 
it  is  a  conceded  fact  that  that  was  a  public  use,  or,  whether 
conceded  or  not,  it  was  a  public  use,  and  it  was  in  use  more 
than  two  years  before  the  plaintiff  applied  for  his  patent" 
This  is  the  third  exception,  and  may  be  considered  with  the 
fourth,  fifth,  sixth,  seventh  and  eighth  exceptions  to  the  fol- 
lowing portions  of  the  charge : 

1S5  v.  S.  6e»-598. 
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^  4.  You  have  beard  a  good  deal  in  this  case,  gentlemen^ 
in  regard  to  this  matter  of  abutted  joints  or  lapped  joints. 
IS'ow,  I  say  to  you,  you  may  dismiss  that  particular  quality 
of  this  flume  from  your  consideration.  There  is  nothing  in 
the  patent  covering  this  matter  of  joining  sections  of  the 
flume,  and  a  party  would  be  liable  for  infringement,!  appre- 
hend, if  liable  at  all,  who  should  use  this  flume  with  a  lapped 
joint  as  well  as  if  he  used  it  with  an  abutted  joint.  As  a 
matter  of  fact,  the  evidence  in  this  case,  I  believe,  without 
contradiction,  shows  this  in  the  Maria ville  flume,  made  at 
Maine,  a  model  of  which  is  before  you.  The  joints  there 
were  what  mechanics  call  ^  broken ; '  the  boards  ran  over 
from  one  section  half  way  over  on  the  other,  and  were 
abutted. 

"That  would  undoubtedly  give  strength  to  the  flume, 
and  where  heavy  materials  were  run  through  would  probably 
be  an  advantage. 

"  On  the  other  hand,  where  no  very  great  strength  is  re- 
quired, the  ordinary  abutted  flume,  as  made  by  the  plaintiff 
in  this  case,  might  have  an  advantage,  and  that  perhaps  for 
cheapness,  and  where  other  conditions  obtained  where  it 
could  be  used,  perhaps  a  lapped  flume  would  cover  all  the 
requirements  needed,  and  would  be  cheaper  than  either  one 
of  the  others ;  but  as  a  matter  of  law  you  may  dismiss  the 
whole  matter  of  joints  from  your  consideration  one  way  or 
the  other,  because  specifically  it  is  not  covered  by  the  patent. 

"  5.  If  a  wooden  trough  of  *  V '  form  in  cross-section,  ar- 
ranged on  an  incline,  in  whole  or  in  part,  and  adapted  to 
receive  a  flow  of  water  for  the  conveyance  of  logs  or  timber 
or  wood  when  thrown  into  said  trough,  and  to  transport  the 
same  downwardly  along  said  trough  by  means  of  water 
flowing  therein,  was  an  old  device  at  the  time  of  plaintiff's 
alleged  invention,  the  mere  fact,  if  such  be  the  fact,  that 
plaintiff  first  applied  this  old  device  to  the  transportation  of 
logs  or  timber  or  wood  down  the  side  of  a  mountain  or  of 
such  a  canon  or  of  an  elevation  was  no  invention,  and  under 
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Bach  a  state  of  facts,  if  you  find  them  to  exist,  your  verdict 
should  be  for  the  defendants. 

**6.  The  invention  which  is  covered  by  the  claim  of 
plaintiff's  patent  is  a  chute  of  V  form  in  cross-section,  ar- 
ranged on  an  incline,  in  whole  or  in  part,  and  adapted  to 
receive  a  flow  of  water  for  the  conveyance  of  timber  thrown 
into  said  trough  and  carried  down  by  the  water  in  the  same. 
According  to  this  description  the  character  of  the  incline  is 
not  stated,  and  therefore  is  not  material,  except  that  it  should 
be  steep  enough  to  give  the  water  strength  of  flow  sufficient 
to  transport  the  timber  thrown  into  the  trough. 

"  7.  If  the  Cleveland  chute  was  a  chute  of  V  form  in  cross- 
section,  with  its  series  of  planks  lapped  at  their  ends,  ar- 
ranged on  an  incline  in  whole  or  in  part  and  adapted  to 
receive  a  flow  of  water  for  the  conveyance  of  timber  thrown 
into  said  chute  and  carried  down  by  means  of  water  in  the 
same,  and  was  finished  on  the  22d  day  of  July,  1868,  and 
was  publicly  and  successfully  used  by  Cleveland  for  the  trans- 
portation of  wood  or  timber  in  the  manner  aforesaid  between 
the  22d  day  of  July,  1868,  and  the  5th  of  August,  1868,  then 
this  was  a  public  use  of  plaintiff's  invention  in  the  United 
States,  for  more  than  two  years  before  plaintiff's  application 
for  a  patent,  and  constituted  a  constructive  abandonment  of 
plaintiff's  invention,  and  under  these  facts  if  you  find  them 
to  exist,  your  verdict  should  be  for  the  defendants. 

"  8.  If  you  believe  that  the  wooden  flume  testified  to  by 
several  of  defendants'  witnesses  as  having  been  constructed 
at  Mariaville,  Maine,  was  constructed  and  operated  at  that 
place  in  the  year  1858  and  thereafter,  and  was  of  *  V  form 
in  cross-section,  and  was  arranged  from  the  top  of  a  dam  to  a 
point  300  feet  beyond  said  dam,  and  was  adapted  to  receive 
a  flow  of  water  for  the  transportation  of  logs  from  the  upper 
to  the  lower  end  of  said  flume  and  along  the  whole  length 
thereof,  and  was  set  upon  an  incline  steep  enough  to  give  the 
water  in  said  flume  strength  to  flow  sufficient  to  swiftly 
transport  the  logs  placed  in  the  head  of  said  flume  to  the 
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lower  end  thereof  and  along  the  whole  end  thereof,  and  that 
this  flume  was  successfully  operated  and  many  thousands  of 
logs  transported  through  it  in  the  year  1868  and  thereafter, 
previous  to  1868,  hy  means  of  a  flow  of  water  through  said 
flume,  then  I  instruct  you  that  this  was  an  anticipation  of 
the  invention  claimed  in  plaintiff's  patent,  and  that  your 
verdict  should  he  for  the  defendants." 

The  argument  of  plaintiff's  counsel  is  that  the  lapped 
flume  did  not  include  Haines'  completed  invention ;  that  it 
was  one  of  Haines'  experiments,  which  Cleveland  saw  and 
copied,  hut  this  could  not  affect  Haines'  right  to  go  on  and 
complete  his  invention  by  making  further  experiments  and 
discoveries  producing  further  new  and  useful  results ;  that 
until  it  was  a  completed  invention  the  time  had  not  arrived 
at  which  it  was  his  duty  to  apply  for  a  patent ;  and,  there- 
fore, that  he  forfeited  nothing  by  delay. 

Various  instructions  guarding  this  point  were  given  by  the 
court,  and  among  them  these : 

**  7.  If  an  inventor  applies  for  his  patent  within  two  years 
from  the  time  that  he  first  exhibits  his  completed  invention 
in  public,  no  amount  of  public  use  within  that  two  years 
either  by  the  inventor  or  others  will  work  any  forfeiture  of 
his  right  to  a  patent  or  constitute  any  evidence  of  abandon- 
ment. 

"  16.  The  jury  will  not  consider  any  former  flume  or  chute 
to  be  an  anticipation  unless  they  believe  such  former  flume 
or  chute  developed  the  same  mode  of  operation  as  the  flume 
described  in  the  plaintiff's  patent." 

Of  course,  if  the  patent  for  the  completed  chute  described 
nothing  which  could  be  recognized  as  a  patentable  improve- 
ment differing  from  the  prior  lapped  chute,  then  the  objec- 
tion has  no  basis  to  rest  on. 

The  evidence  leaves  no  doubt  that  the  lapped  chute  was  in 
public  use  with  Haines'  consent  or  allowance  more  than  two 
years  prior  to  the  application  for  the  patent. 

Counsel  further  insists  that  the  flumes  referred  to  in  the 
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fifth  and  sixth  exceptions  did  not  include  the  plaintiff's  in* 
vention  and  were  not  covered  by  his  patent,  and  that  whether 
this  was  so,  and  whether  the  "  smooth  canal "  of  the  patent 
could  be  anticipated  by  the  lapped  chute,  were  questions  of 
fiict  which  the  court  should  have  left  to  the  jury  to  decide. 

A  claim  admitted  by  the  Patent  Office  and  acquiesced  in 
by  the  patentee  should  not  be  enlarged  by  construction  be- 
yond the  fair  interpretation  of  its  terms,  and  this  patent 
says  nothing  about  how  the  joints  are  constructed,  nor 
whether  the  chute  contained  any  joints  at  all  or  not ;  and 
this  is  admitted  in  the  brief  of  the  plaintiff's  counsel. 

The  specification  says:  "This  invention  has  for  its  object 
to  furnish  to  the  public  an  improved  chute  for  facilitating 
the  transportation  of  timber  of  all  kinds  from  the  tops  or 
sides  of  mountains  or  other  elevations,  and  consists  in  con- 
structing a  chute  so  as  to  present  a  V  form  in  cross-section,, 
the  same  being  arranged  on  an  incline  corresponding,  more 
or  less,  to  the  surface  of  the  ground  over  which  it  passes, 
and  brought  in  connection  with  a  spring  or  other  water  sup- 
ply, to  receive  the  water  therefrom,  and  thus  form  a  smooth 
canal  throughout  its  entire  length."  This  smooth  canal  is 
the  result  obtained  by  constructing  the  chute  according  to 
the  description,  and  it  covers  lapped  joints  just  as  much  as  it 
does  abutted  joints.  The  Mariaville  sluice  was  constructed 
on  the  same  plan  as  the  Haines'  chute,  and  both  were  rect- 
angular flumes.  Haines  himself  testifies  that  his  V  chute 
was  "  a  rectangular  flume  at  an  angle  of  90°.*'  It  was  in- 
tended to  facilitate  the  transportation  of  timber  of  all  kind» 
from  other  elevations  as  well  as  mountains,  and  was  necessa- 
rily arranged  on  an  incline  adapted  to  the  surface  overw^hich 
it  passed ;  and  the  character  of  the  incline  was  not  stated. 

The  parts  of  the  charge  presented  by  exceptions  five  and 
six  were  correct,  and,  as  to  the  other  instructions,  they  de- 
scribed the  working  of  the  Haines  flume  as  represented  in 
the  patent  and  in  Haines'  testimony,  and  by  them  the  court 
charged  the  jury  that  if  they  believed  from  the  evidence  that 
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the  Cleveland  and  Mariaville  chutes,  or  flumes,  or  sluices 
were  constructed  and  successfully  operated  on  the  plan  and 
in  the  manner  described  by  the  court,  which  was  the  plan 
and  manner  in  which  the  Haines  chute  was  operated,  then 
this  was  an  anticipation  of  the  invention  claimed  by  Haines. 
There  was  no  error  in  this,  for  such  was  the  conclusion  of 
law,  if  the  jury  found  the  facts  from  the  evidence  to  be  as 
stated;  and  it  is  to  be  noted  in  this  connection  that  the 
court  in  conclusion  instructed  the  jury  as  follows : 

"  All  questions  of  fact  are  exclusively  for  the  jury  to  de- 
-cide.  The  court  does  not  decide  nor  instruct  you  as  to 
whether  the  Mariaville  sluice  or  any  other  sluice,  or  flume,  or 
chute  was  or  was  not  an  anticipation  of  the  plaintiff's  patent. 
The  question  of  anticipation  is  purely  a  question  of  fact,  and 
is  exclusively  for  the  jury  to  determine." 

The  ninth  exception  was  taken  to  the  refusal  of  the  court 
to  give  the  following  instruction : 

"  The  patent  in  this  case  is  not  merely  for  a  V-shaped 
trough  or  sluice.  Neither  does  it  cover  a  flume  with  a  flat 
bottom  and  flaring  sides.  Neither  does  it  cover  a  V-shaped 
flume  or  sluice  so  constructed  on  an  even  or  nearly  even  grade 
that  it  will  carry  throughout  its  length  a  full  volume  of 
water  sufficient  to  float  freely  the  wood  or  other  material 
that  is  transported  through  it.  None  of  these  things  would 
constitute  any  anticipation  of  the  patented  invention."  This 
instruction  was  open  to  serious  objection.  It  was  not  con- 
tended that  either  the  Cleveland  flume  or  the  Mariaville 
sluice  had  a  flat  bottom,  nor  did  the  description  of  the  pat- 
ent require  the  chute  to  be  so  constructed  as  to  have  a  given 
amount  of  fall.  It  is  not  error  to  refuse  to  instruct  as  to  an 
abstract  question,  and  instructions  should  never  be  given 
upon  hypothetical  statements  of  fact,  of  which  there  is  no 
evidence.  The  charge  of  the  court  was  as  favorable  to  the 
plaintiff  as  he  had  any  right  to  demand,  and  to  have  given 
the  foregoing  would  have  tended  to  confuse  and  mislead. 
It  was  properly  refused.    In  fact,  it  appears  to  us  that  the 
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evidence  of  anticipation  was  so  conclusive,  that,  as  con- 
tended by  counsel  for  defendants  in  error,  the  Circuit  Court 
would  have  been  warranted  in  directing  the  jury  to  find  for  j 

the  defendants,  inasmuch  as,  if  there  had  been  a  verdict 
against  them  the  court  would  have  been  compelled  to  set  it 
aside. 

The  Judgment  is  affirmed. 

ISS  V.  m.  69S. 

Patent  In  suit  t 

No.  107,  611,  Haines,  J.  W.,  September,  20, 1870.    Chutes 
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THEODORE  H.   BUTLER  et    al,  APPELLANTS,  v. 

GEORGE  STECKEL  et  al.* 

1S7  v.  B.  21-80.    October  Term»  1S»0. 

[Bk.  34,  L.  ed.  582 ;  53  O.  G.  1090]. 

Affirming  Ibid,  27  Fed.  Rep.  219. 
Argued  October  24, 1890.     Decided  November  3, 1^0, 

PartictUar  patent  construed.    Substitution  not  involving  inven^ 
tion.     Want  of  novelty.     Mechanical  skill, 

1.  Letters  patent,  No.  274,264,  granted  March  20,  1883,  to 
Theodore  H.  Butler,  George  W.  Earhart,  and  William  M. 
Crawford,  for  an  Improvement  in  Bretzel-Cntters, construed 
in  view  of  the  state  of  the  art,  and  held,  that  it  required  no 
invention  to  make  a  single  die  to  cut  dough,  on  a  flat  sur- 
face, into  any  particular  shape  desired,  whether  the  shape 
of  a  bretzel  or  any  other  shape,  (p.  392). 

2.  ffeldj  further,  that  all  that  was  necessary  to  do  was  to  take 
the  bretzel  as  a  pattern  and  make  the  die  to  correspond  in 
shape  with  it.  The  bretzel  presented  all  the  lines  and  creases, 
points  and  configurations  that  were  required  in  the  die. 
The  question  was  one, not  of  invention,  but  simply  of  mechan- 
ical skill  and  imitation.  The  perforations  in  the  die  for  the 
passing  upward  of  the  scraps,  and  the  expelling  studs  for 
pushing  off  the  bretzel  from  the  die,  and  all  the  details  speci- 
fied in  the  second  claim  of  the  patent,  were  old  in  machines 
that  had  been  used  by  bakers  for  many  years.  All  that  was 
necessary  was  to  take  out  the  old  cutter  and  put  in  one  in  the 
reverse  form  of  a  bretzel.  The  rest  of  the  machine  had 
been  used  in  the  same  way,  in  connection  with  other  forms 
of  dies.  (p.  396). 

3.  Held,  further,  that  the  existence  of  invention  was  not  shown 
in  the  present  case  by  the  fact  that  a  large  number  of  per- 
sons had  before  attempted  unsuccessfully  to  make  a  machine 

*  See  Explanaliou  of  Notes,  page  III. 
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to  cut  bretzels,  and  had  expended  considerable  money  and 
time  for  that  purpose,  where  it  appeared  that  most  of  them 
were  engaged  in  trying  to  draw  out  and  twist  the  dough  by 
machinery,  rather  than  to  cut  out  the  form  of  a  bretzel  b3'  a 
single  die  from  a  flat  sheet,  or  else  were  endeavoring  to  cut 
bretzels  with  dies  set  in  revolving  cylinders,  and  that  those 
efforts  were  largely  made  in  attempts  to  cut  out  the  bretzel  by 
two  opposite  dies,  and  that  as  soon  as  the  idea  occurred  of 
cutting  the  dough  by  a  single  die  from  a  flat  sheet  success 
came  at  once,  by  merely  changing  the  shape  of  the  old  single 
die,  and  it  also  appeared  that  there  was  a  prejudice  against 
machine-made  bretzels.  (p.  396). 

(Citations  in  the  opinion  of  the  court :] 

Smith  V.  Nichols,  31  WalL  112  [9  Am.  &  Eng.  425].  p.  395. 
Dunbar  v.  Myers^  94  U.  S.  187  [11  Am.  &  Eng.  59].  ip.  395. 
Pomace  Holder  Co.  v,  Ferguson,  119  U.  S.  335  [16  Am.  &  Eng.  441]. 

P-  395. 
Peters  v.  Active  Mfg.  Co.  130  U.  S.  626  [19  Am.  &  Eng.  390].    p.  396. 

WatBon  V.  I.,  St  L.  &  C.  R.  Co,  132  U.  S.  161.  (p.  22  anU),    p.  396. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  Unit^ 
States  for  the  Northern  District  of  Illinois,  dismissing  a  suit 
in  equity  for  the  infringement  of  letters  patent. 

The  facts  are  stated  in  the  opinion. 

Messrs.  Lysander  Hill  and  Joseph  R.  Edson  for  ap. 
pellants. 

If  a  new  combination  and  arrangement  of  known  elements 
produce  a  new  and  beneficial  result,  never  attained  before,  it 
is  evidence  of  invention. 

Iloe  V.  Cottrell,  18  Pat.  Off.  Qaz.  59 ;  Webster  Loom  Co, 
V.  Higgins,  105  U.  S.  591  [14  Am.  &  Eng.  70];  Clough  v. 
Gilbert  &  B.  Mfg.  Co.,  106  U.  S.  178  [14  Am.  &  Eng.  237] ; 
Walker,  Pat.  §  68  ;  Atlantic  Works  v.  Brady,  107  U.  S.  192 
[14  Am.  &  Eng.  880]. 

The  fact  that  a  device  has  gone  into  general  use,  and  has 
displaced  other  devices  which  had  been  previously  employed 
for  analogous  uses,  is  sufficient. 
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Smith  V.  Goodyear  Dental  Vulcanite  Co.,  98  TJ.  S.  492 
[II  Am.  &  Erg.  1];  Spill  v.  Celluloid  Mfg.  Co.,  18  Blatch. 
190 ;   Pearl  v.  Ocean  Mills,  11  Pat  Off.  Gaz.  2 ;  Penn 
Bibby,  L.  R.  2  Ch.  App.  127. 

The  invention  so  made  and  patented  was  and  is  a  patenta- 
ble invention. 

Many  v.  Sizer,  1  Fish.  Pat.  Cas.  17 ;  Furbush  v.  Cook,  2 
Fish.  Pat  Cas.  668 ;  Whipple  v.  Middlesex  Co.,  4  Fish.  Pat 
Cas.  41 ;  Strong  v.  Koble,  8  Fish.  Pat  Cas.  586 ;  Piatt  v. 
United  States  P.  B.  R.  N.  &  M.  Mfg.  Co.,  6  Fish.  Pat  Gas. 
265 ;  Putman  v.  Weatherbee,  8  Pat  Off.  Gaz.  820 ;  Daltoa 
V.  Nelson,  18  Blatch.  857;  Washburn  &  M.  Mfg.  Co.  v. 
Haish,  4  Fed.  Rep.  900;  Eppinger  v.  Richey,  14  Blatch.  807; 
Smith  V.  Goodyear  Dental  Vulcanite  Co.,  98  U.  S.  492  [11 
Am.  &  Eng.  1]. 

Messrs.  Thomas  Banning  and  Ephraim  Banning  for 
appellees : 

From  the  patents  to  Shrote,  Webster  and  Erzinger,  and 
from  the  depositions  of  these  witnesses,  to  cite  no  others,  it 
is  therefore  established  that  for  many  years  prior  to  the  pat- 
ent it  was  old  and  well  known  to  cut  dough  on  flat  surfaces 
into  any  desired  shape.  Our  first  contention  therefore  is 
that  the  making  of  a  die  to  cut  dough  on  a  flat  surface  into 
any  particular  shape  desired,  whether  bretzel  or  other  shape, 
required  no  invention. 

When  the  world  had  been  taught  to  make  dies  to  cut 
various  shapes  out  of  dough  on  a  flat  surface,  no  contribu- 
tion to  useful  knowledge  could  be  made  by  simply  changing 
the  form  of  one  of  the  old  dies  to  cut  some  other  well-known 
different  shape  in  the  same  way.    The  law  is  well  settled. 

Smith  V.  The  American  Bridge  Co.,  8  Ban.  &  Ard.  567  ; 
Smith  V.  Nichols,  21  Wall.  119  [9  Am.  &  Eng.  425] ;  Dun- 
bar  V.  Myers,  94  U.  S.  199  [11  Am.  &  Eng.  69] ;  Lowell  v. 
Lewis,  1  Robb,  139  ;  Evans  v.  Eaton,  1  Robb,  19^;  Hall  v. 
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Wiles,  Fish.  Pat.  Rep.  439  ;  Pearl  v.  Ocean  Mills,  2  Ban.  & 
Ard.  475. 

We  also  contend  that  the  putting  of  a  bretzel  die,  which 
was  old,  into  a  frame  which  had  long  been  used  with  other 
forms  of  dies  for  cutting  other  shapes  was  a  mere  substitu- 
tion and  could  have  involved  no  invention. 

This  law,  in  reference  to  such  changes  and  substitutions, 
is  well  settled. 

Stimson  v.  Woodman,  10  Wall.  121  [8  Am.  &  Eng.  221] ; 
Perry  v.  CoK)perative  Foundry  Co.  12  Fed.  Rep.  150. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Northern  District  of  Illinois, 
March  28,1888,  by  Theodore  H.  Butler,  George  W.  Earhart 
and  William  M.  Crawford,  against  George  Steckel  and  Fred- 
erick Stekel,  to  recover  for  the  infringement  of  letters  patent. 
No.  274,264,  granted  to  the  plaintiffs  March  20, 1883,  on  an 
application  filed  July  6, 1882,  for  an  "improvement  in  bret- 
zel-cutters.'* 

The  specifications,  claims  and  drawings  of  the  patent  are 
as  follows : 

^*  This  invention  relates  to  an  improvement  m  molds  or 
dies  for  stamping  or  cutting  out  bretzels,  having  for  its  ob- 
ject more  especially  to  cause  the  product  or  bretzel  to  have 
the  appearance  of  a  hand-made  bretzel ;  and  it  consists  in 
the  peculiar  construction  of  the  mold  or  die  to  effect  this  re- 
sult, and  other  details  of  construction,  substantially  as  herein- 
after more  fully  set  forth. 

"  In  the  accompanying  drawings,  Figure  1  is  a  plan  view 
of  our  improved  bretzel  die  or  mold.  Fig.  2  is  a  side  view, 
partly  broken  away,  thereof.  Fig.  8  is  an  enlarged  detailed 
plan  view  of  the  die  proper.  Figs.  4  and  5  are  sectional  views, 
taken  respectively  on  the  lines  x  z  and  y  y  of  Fig.  3.  Fig.  6 
is  a  view  of  the  product  or  bretzel  of  our  die.  In  carrying 
out  our  invention  we  construct  the  die  A  after  the  fashion 

137  r.  S.  23-23. 


888  BUTLER  v.  STECKEL.  [Sup.  Ct: 

opinion  of  the  Court 

or  configuration  of  the  ordinary  bretzel  in  its  general  shape — 
that  is,  as  more  clearly  shown  in  Fig.  8.  For  the  purpose  of 
this  specification  we  will  describe  the  channel  or  groove  con- 
stituting the  bretzel-die  as  consisting  of  a  bow  or  an  approx- 
imately heart-shaped  portion,  a,  with  its  meeting  portions  a' 
extended  so  as  to  cross  each  other  as  at  a\  The  underlapped 
portion  is  further  extended,  as  at  a',  said  extension  crossing 
or  overlapping  an  extension,  a^,  of  the  previously  overlapped 
portion  a\  The  extensions  a'  a^  are  projected  into  the  body 
of  the  bow  a.  At  a*  the  creaser  of  one  arm  of  the  groove  or 
channel  is  extended,  as  at  a^,  across  its  other  arm  and  united 
to  a',  while  the  creaser  a?  is  extended  on  one  side,  as  at  a% 
across  a*.  The  ends  of  a'  a^  project  into  the  bow  a  and  termi- 
nate in  creaser  d^.  This  construction  enables  the  creasing 
of  the  product  or  bretzel  at  the  points  above  detailed,  which 
imparts  to  the  die-made  bretzel  the  appearance  of  having 
been  made  by  hand,  or  a  natural  appearance.  The  die  A 
may  be  used,  as  shown  in  connection  with  means  to  permit  its 
manipulation  by  hand,  which  consists  of  a  base,  B,  through 
which  it  is  adapted  to  move  or  operate,  the  guides  or  up- 
rights C,  the  top  plate  D,  and  the  sliding  hand-piece  E.  The 
uprights  or  guides  C  are  fixed  to  the  base  B  and  to  the  plate 
D.  Around  the  plate  D  and  the  guides  slides  the  hand- 
piece E,  cushioned  preferably  upon  helical  springs  fc,  secured 
upon  the  base  B.  FP  are  the  expelling  studs,  secured  to  the 
top  plate,  D,  and  to  the  base  B,  below  which  they  extend  a 
short  distance,  and  through  coincident  apertures  distributed 
through  the  die  A.  The  die  is  fixed  to  the  vertically  slid- 
ing box  or  hand-piece  E.  "When  the  hand-piece  E  is  pressed 
downward  the  operation  of  cutting  or  stamping  out  the  bret- 
zel from  the  dough  will  be  performed.  Upon  the  rising  of 
the  die,  efifected  automatically  by  the  spring,  the  studs, 
whose  lower  ends,  as  above  stated,  project  a  short  distance 
below  the  die  in^its  elevated  position,  will  expel  the  plastic 
bretzel  from  the  die  should  it  have  a  tendency  to  adhere  or 
stick  to  it.     The  die  can  also  be  readily  applied  as  well  to  a 
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cylindrical  surface  as  to  other  surfaces,  and  used  in  any  num- 
ber desired.  Cams  or  other  suitable  devices  may  be  em- 
ployed in  lieu  of  the  hand,  for  operating  the  dies.  We  are 
aware  that  the  form  of  the  creasers  can  be  changed  without 
departing  from  the  principle  of  our  invention.  The  product 
of  the  die  herein  shown  is  not  herein  claimed,  as  it  will  be 
made  the  subject-matter  of  a  subsequent  application.  The 
cutter  herein  shown  is  adap1;ed,  by  means  of  the  feet  or  pro- 
jections 6'  on  the  base  B,  to  be  moved  upon  a  flat  surface  and 
over  the  dough,  and  to  cut  from  the  same  bretzels,  which,  be- 
ing left  upon  a  flat  surface  after  cutting,  are  not  so  liable  to 
become  misshaped  as  when  cut  by  rotary  cutters  as  hereto- 
fore, and,  by  the  additional  creasers  a*  a',  and  the  novel 
creasers  a'  a',  perfect  semblance  to  a  hand-made  twisted 
bretzei  is  produced,  while  the  creaser  heretofore  used,  as  a* 
does  not  produce  the  desired  result.  Each  die  has  three  off- 
bearing  scrap-passages,  a\  which  pick  up  the  internal  scraps 
and  deliver  them  into  the  box  or  hand-piece  E.  It  will  be 
observed  that  our  dies  form  two  kinds  of  scrap,  to  wit,  con- 
nected scraps  and  internal  scraps,  the  latter  being  picked  up 
by  the  dies,  and,  after  passing  through  the  channels  a*,  are 
delivered  into  the  box  E,  or  other  suitable  receiver.  We  are 
aware  that  it  is  not  new  to  cut  lozenges,  by  means  of  a  plate 
having  a  series  of  tubes  which  cut  the  lozenges,  leaving  a 
connected  scrap,  the  lozenges  being  carried  upward  in  the 
tubes ;  also,  that  it  is  old  to  cut  bretzels  by  means  of  dies 
which  at  once  deliver  the  internal  scraps,  as  they  are  cut,  into 
one  of  the  cylinders  which  carry  the  dies. 

"  Having  thus  fully  described  our  invention,  we  claim  and 
desire,  to  secure  by  letters  patent — 

"  1.  A  flat  die  for  cutting  bretzels,  having  the  bow  a,  the 
loops  a^  a^y  the  intermediate  twisted  portion  and  the  ends  a'  a*, 
and  provided  with  the  central  creaser,  a^,  the  side  creasers,  a* 
a',  and  the  end  creasers,  a^  a^,  projecting  into  the  bow  a,  sub- 
Btantially  as  shown  and  described. 

"  2.  In  a  bretzel-cutter,  the  combination  of  the  die  A,  per- 
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forated,  as  described,  for  the  reception  and  passage  of  scraps 
and  for  the  expelling-studs  F,  with  said  studs,  the  guide-rods 
C,  the  base  B,  provided  with  feet  or  projections  l/^  the  springs 
i,  i^erforated  plate  D,  and  the  hand-piece  E,  substantially 
as  shown  and  described. 

"  3.  A  flat  bretzel-shaped  die,  having  three  oflT-bearing  in- 
ternal scrap-passages  or  channels,  and  perforations  for  the 
expelling-studs,  in  combination  with  the  expelling-studs, 
substantially  as  shown  and  described." 

The  answer  of  the  defendants  set  up,  among  other  defences, 
"  that  bretzels,  for  the  cutting  of  which  from  the  dough  said 
pretended  invention  was  made,  are  an  old  and  well-known 
article,  and  have  been  known  and  in  common  use  for  a  great 
many  years,  and  long  prior  to  the  said  pretended  invention ; 
that  bretzel  are  a  kind  of  hard  brittle  cake,  of  a  particular 
form,  known  and  associated  with  that  particular  form 
throughout  the  whole  civilized  world,  and  that  all  that  com- 
plainants claim  to  have  done  in  their  said  invention  was  the 
making  of  a  die  for  cutting  them  in  that  form ;  that  the 
bretzels  cut  by  such  die  are  in  no  way  improved  or  different 
from  the  bretzels  heretofore  made ;  that  long  prior  to  com- 
plainants' said  pretended  invention  dies  were  in  common  and 
public  use  for  cutting  dough  into  various  shapes  and  figures ; 
that  such  dies  were  so  used  for  cutting  the  various  letters  of 
the  alphabet,  difi;erent  kinds  of  animals,  birds,  fishes,  hearts, 
diamonds,  and  any  and  every  kind  and  variety  of  attractive 
or  fantastic  shapes  that  confectioners  or  dealers  might  fancy 
or  desire ;  that  such  dies  were  made  to  cut  any  and  every 
form  that  might  be  desired ;  that,  in  making  such  dies,  the 
only  change  that  would  be  required  would  be  in  the  form  of 
the  cutter,  which  could  be  and  was  varied  at  pleasure  as  oc- 
casion required ;  that  dies  like  those  above  described  for  cut- 
ting various  forms  were  made  in  every  respect  like  the  dies 
shown,  described  and  claimed  in  complainants'  patent,  for 
many  years  before  their  application  for  letters  patent,  with 
the  exception  that  the  cutters  were  not  perhaps  of  the  shape 
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shown  and  claimed  in  complainants'  patent,  but  were  shaped 
to  cut  every  variety  of  form,  except,  perhaps,  a  bretzel ;  that 
the  only  difference  between  such  dies  and  complainants'  dies 
was  in  the  form  of  the  cutter,  which  form  could  be  and  was 
varied  at  pleasure ;  that  the  making  a  die  to  cut  bretzels  did 
not  require  and  did  not  permit  any  invention,  in  view  of  the 
well-known  existence  and  use  of  dies  for  cutting  various 
forioas,  as  above  described;  that  the  complainants'  patent 
does  not  contain  or  claim  anything  that,  in  view  of  the  state 
of  the  art,  could  form  the  subject  of  a  valid  patent ;  and  that 
dies  like  those  above  described  for  cutting  various  forms 
were,  for  many  years  before  complainants'  application  for 
their  patent,  made  and  sold  by  Jacob  Roth,  of  the  firm  of 
Roth,  McMahon  &  Co.,  at  his  factory,  No.  60  West  Wash- 
ington street,  Chicago,  Illinois."  The  answer  also  alleged 
**  that  dies  for  cutting  bretzels  like  that  described  and  claimed 
in  complainants'  patent  have  been  made  and  publicly  used 
in  this  country  long  before  complainants'  said  pretended  inven- 
tion thereof,  and  more  than  two  years  before  their  application 
for  a  patent  therefor,"  and  "  that,  in  view  of  the  state  of  the 
art  at  and  prior  to  the  alleged  invention  of  the  plaintiffs,  no 
invention  was  required  in  making  the  inventions  claimed  in 
the  patent  sued  on." 

Issue  was  joined  and  proofs  on  both  sides  were  taken,  and 
the  case  was  heard  in  the  Circuit  Court  by  Judge  Blodgett, 
who  made  a  decree  dismissing  the  bill,  with  costs,  from 
which  decree  the  plaintiffs  have  appealed  to  this  court.  His 
opinion  is  reported  in  27  Fed.  Rep.  219.  He  says :  "  The 
bretzel  has  heretofore  been  chiefly  made  by  rolling  out  a 
strip  of  dough,  and  bending  it  into  nearly  a  serai-elliptical  or 
heart  shape,  and  crossing  the  ends,  and  laying  them  upon  the 
outer  rim  of  the  circle.  This  form  leaves,  of  course,  three 
interior  openings,  and  in  cutting  the  bretzel  from  the  sheet 
of  dough,  aa  it  passes  under  the  cutter,  provision  must  be 
made  for  the  interior  scrap  which  is  cut  from  the  dough,  and 
this  is  done  by  having  an  opening  extending  through  the 
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plate  and  cutting  dies,  bo  tliat  the  interior  scrap  is  carried 
off  through  the  tubes  connected  with  these  openings. 
The  proof  shows  that  it  is  old  in  the  art  connected  with  the 
preparation  of  food,  to  cut  crackers,  cookies  and  cakes  of 
various  sorts  into  many  shapes,  including  the  shapes  of  ani- 
mals, and  shows  the  use,  for  at  least  ten  years  before  the 
application  for  the  patent  in  question,  of  dies  in  bakeries,  for 
cutting  cakes,  in  the  shape  of  the  capital  letter  *  B  *  and  the 
character  *  & '  with  two  or  more  scrap  passages ;  and  with 
dies  of  this  character  in  public  use,  I  cannot  myself  see  any 
patentable  novelty  in  the  dies  of  the  patent.  They  are  sim- 
ply made  to  cut  a  piece  of  dough  in  the  shape  of  a  hand-made 
bretzel,  while  the  dies  offered  by  the  defendants  as  anticipat- 
ing the  complainants'  dies  cut  pieces  of  dough  into  forms 
corresponding  with  the  letter  *  B  *  and  character  *  &,'  from 
which  the  internal  scrap  must  be  removed.  These  old  dies 
also  show  expelling  studs,  by  which  the  cut  figure  is  expelled 
or  pushed  out  of  the  die  after  being  cut,  performing  the  same 
function  that  is  performed  by  the  expelling  studs  in  the 
patent.  It  is  true,  I  doubt  not,  that  it  required  consid- 
erable mechanical  skill  to  make  a  die  which  would  cut  a 
bretzel  from  dough  so  as  to  imitate  a  hand-made  bretzel, 
because  the  hand-made  bretzel  is  somewhat  clumsily  shaped, 
as  the  parts  are  bent,  twisted  and  laid  upon  each  other ;  and 
it  was  undoubtedly  a  matter  requiring  some  study,  effort 
and  experiment  to  make  the  shape  of  the  die  correspond  with 
the  external  formation  of  the  bretzel.  This,  however,  seems 
to  me  not  to  involve  invention,  but  mere  mechanical  skill. 
The  cutter  might  be  compelled  to  experiment  some — that  is, 
cut  several  dies — but  that  is  not  invention.  The  proof  also 
shows  that  a  large  number  of  persons,  before  these  patentees, 
had  attempted  to  make  a  machine  which  would  cut  bretzels, 
and  considerable  money  and  time  seem  to  have  been  expended 
in  efforts  to  produce  such  a  machine;  but  the  noticeable 
thing  in  regard  to  all  these  early  efforts  was  the  feet  that 
most  of  those  engaged  in  them  were  trying  to  draw  out  and 
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twist  the  dough  by  machinery  rather  than  to  cut  or  stamp 
dough  from  a  flat  sheet,  while  others  were  endeavoring  to 
cut  them  with  dies  set  in  revolving  cylinders ;  and,  as  soon 
as  the  idea  of  cutting  the  dough  from  a  flat  sheet  was  con- 
ceived, the  difliculty  seems  to  have  vanished,  and  success 
followed  the  eflEbrt,  as  the  only  change  made  was  to  adapt 
the  old  letter  dies  to  the  shape  of  a  bretzel."  The  opinion 
further  said,  that  it  seemed,  from  the  proof,  inasmuch  as  the 
bretzel  is  an  article  of  time-honored  history  in  the  German 
countries,  connected  to  some  extent  with  the  older  religious 
observances  of  that  people,  and  intimately  with  their  present 
social  enjoyments,  that,  in  the  first  efforts  at  making  them 
by  machinery,  it  was  assumed  that  they  must  in  every  re- 
spect simulate  those  made  by  hand  or  they  would  not  be 
acceptable  to  the  public,  and  must  not  only  simulate  them 
in  appearance,  but,  the  manipulation  of  the  dough  must  be 
substantially  the  same  as  in  those  made  by  hand,  but  when 
the  machine-made  bretzels  were  introduced  to  the  public, 
and  accepted  in  place  of  the  hand-made  article,  the  prob- 
lem was  solved;  and  that  the  merit  of  these  patentees 
seemed  to  have  been  in  overcoming  a  fixed  prejudice  in  favor 
of  the  hand-made  goods  rather  than  in  inventing  any  radi- 
cally new  process  for  making  the  same  goods  by  machinery. 
We  unanimously  concur  with  the  Circuit  Court  in  its  views. 

It  is  urged  by  the  appellants  that  the  Circuit  Court  erred 
in  finding,  as  a  fact,  that  dies  existed  which  cut  cakes  in  the 
shape  of  the  capital  letter  "  B  "  and  the  character  "  &,"  with 
two  or  more  scrap  passages.  But  we  find  that  the  evidence 
establishes  that  fact. 

In  view  of  the  testimony  as  to  the  state  of  the  art,  it  re- 
quired no  invention  to  make  a  single  die  to  cut  dough,  on  a 
flat  surface,  into  any  particular  shape  desired,  whether  the 
shape  of  a  bretzel  or  any  other  shape.  Smith  v.  Xichols,  21 
Wall.  112  [9  Am.  &  Eng.  425]  ;  Dunbar  v.  Myers,  94  U.  S. 
187  [11  Am.  &  Eng.  59] ;  Pomace  Holder  Co.  r.  Ferguson, 
119  U.  S.  335  [16  Am.  &  Eng.  441];  and  eases  there  cited; 
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Peters  r.  Active  Mfg.  Co.,  130  U.  S.  626  [19  Am.  &  Eng.  390] ; 
Watson  V.  Cincinnati  Ry.  Co.,  132  U.  S.  161  [p  22  ante.l 

All  that  it  was  necessary  to  do  was  to  take  the  bretzel  as 
a  pattern  and  make  a  die  to  correspond  in  shape  with  it, 
The  bretzel  presented  all  the  lines  and  creases,  points  and 
configurations  that  were  required  in  the  die.  The  question 
was  one,  not  of  invention,  but  simply  of  mechanical  skill  and 
imitation.  The  perforations  in  the  die  for  the  passing  up- 
ward of  the  scraps,  and  the  expelling  studs  for  pushing  off 
the  bretzel  from  the  die,  and  all  the  details  specified  in  the 
second  claim  of  the  patent,  were  old  in  machines  that  had 
been  used  by  bakers  for  many  years.  All  that  was  necessary 
was  to  take  out  the  old  cutter  and  put  in  one  in  the  reverse 
form  of  a  bretzel.  The  rest  of  the  machine  had  been  used  in 
the  same  way  in  connection  with  other  forms  of  dies.  There 
is  nothing  in  the  suggestion  that  bretzel  dough  is  different 
from  other  doughs,  in  respect  to  the  action  of  a  die  upon  it. 

In  regard  to  the  point  taken  that  the  existence  of  inven- 
tion in  this  case  is  shown  by  the  fact  that  a  large  number  of 
persons  had  before  attempted  unsuccessfully  to  make  a 
machine  to  cut  bretzels,  and  had  expended  considerable  money 
and  time  for  that  purpose,  it  is  to  be  said,  as  stated  by  the 
Circuit  Court,  that  most  of  them  were  engaged  in  trying  to 
draw  out  and  twist  the  dough  by  machinery,  rather  than  to 
cut  out  the  form  of  a  bretzel  by  a  single  die  from  a  flat  sheet, 
or  else  were  endeavoring  to  cut  bretzels  with  dies  set  in  re. 
volving  cylinders.  It  also  appears  that  those  efforts  were 
largely  made  in  attempts  to  cut  out  the  bretzel  by  two  oppo- 
site dies,  and  that,  as  soon  as  the  idea  occurred  of  cutting 
the  dough  by  a  single  die  from  a  flat  sheet,  success  came  at 
once,  by  merely  changing  the  shape  of  the  old  single  die.  It 
also  appears,  as  suggested  by  the  Circuit  Court,  that  there 
was  a  prejudice  against  machine-made  bretzels. 

The  decree  of  the  Circuit  Court  is  affirmed. 

1S7  V.  B.  S9-30. 
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Patent  in  •uitf 

No.  274,264.     T.  H.  Butler,  G.  W.  Earhart  and  W.  M. 
Crawford.     March  20, 1883.     Bretzel  Cutters. 

Othsr  Suits  on  Samb  Patent: 

Butler  V.  St^ckel,  1886.     27  Fed.  Rep.  219. 
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Syllabtis. 

DABLE  GRAIN"  SHOVEL  COMPANY,  PLAINTIFF 
IN  ERROR,  V.  EDWARD  E.  FLINT,  et  al.* 

IS7ir.flL4I-«S.    October  Teraa.lSSO. 

[Bk.  34,  L.  ed.  6x8 ;  53  O.  G.  1093.] 

Affirming  Ibid,  42  Fed.  Rep.  686. 

Submitted  October  21, 1890.    Decided  November  3, 1890 

Use  of  machine  toith  inverUor^s  consent j  under  Act  18S9,  Sec*  7. 

Constitutionality  of  act, 

1.  Where  in  a  suit  for  infringement  of  letters  patent,  No.  56,906, 

August  T,  1866,  and  No.  80,276,  July  28, 1868,  each  granted 
to  John  Dable,for  Machinery  for  unloading  Grain  from  Rail- 
road Cars,  it  appeared  that  the  alleged  infringing  machines 
were  constructed  and  put  in  use  in  the  defendant's  grain-ele- 
yators  by  the  inventor  himself,  and  with  his  knowledge  and 
consent,  while  he  was  in  their  employment  as  superintendent 
of  machinery,  and  before  Lis  application  for  either  patent  in 
suit,  ffeldyihsit  according  to  the  express  terms  of  the  statute, 
Act  of  March  3,1839,  Chap.  88,  Sec.  7,  the  defendants  had  a 
right  to  continue  to  use  these  specific  machines  without  pay- 
ing any  compensation  to  him  or  his  assigns,  whether  asked  for 
or  not.     (p.  404.) 

2.  The  Act  of  March  3, 1839,  Chap.  88,  Sec.  7,  does  not  deprive 
the  inventor  of  his  property  without  compensation,  and  is 
constitutional  because  the  patentee  has  no  exclusive  right  of 
property  in  his  invention  except  under  and  by  virtue  of  the 
statutes  securing  it  to  him,  and  according  to  the  regulations 
and  restrictions  of  those  statutes,  and  because  the  machines 
had  been  set  free  from  the  monopoly  by  his  own  act,  con- 
sent and  permission,     (p.  405.) 

[Citations  in  the  opinion  of  the  court :] 

Gayler  v.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188].    p.  405. 

Brown  v.  Duchesne,  19  How.  183  [6  Am.  &  Eng.  310].    p.  405. 
*  See  Explanation  of  Notes,  page  III. 
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Marsh  v,  Nichols,  128  U.  S.  605  [19  Am.  &  Eng.  98].     p.  405. 
Wade  V,  Metcalf,  129  U.  S.  202  [19  Am.  &  Eng.  253].    p.  405. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Northern  District  of  Illinois,  to  review  a  judgment  for  de- 
fendants in  an  action  for  the  infringement  of  two  patents. 

Statement  by  Mr.  Justice  Gray  : 

This  was  an  action  for  the  infringement  of  two  patents  for 
improvements  dn  machinery  for  unloading  grain  from  rail- 
road cars,  issued  in  1866  and  1868  to  John  Dable,  and  by 
him  since  assigned  to  the  plain tiflf. 

The  defendants  filed  several  pleas,  the  fourth  of  which 
averred  "  that  the  only  machines  for  unloading  grain  from 
railroad  cars,  ever  used  by  them  during  the  life  of  either  of 
said  patents  set  forth  in  said  declaration,  were  constructed 
and  put  into  use  in  their  grain  elevators  by  the  said  John 
Dable,  and  with  his  consent  and  allowance,  while  he  was  in 
their  employ  as  superintendent  of  machinery,  and  prior  to 
his  application  for  either  of  said  letters  patent;  and  thereby, 
and  by  virtue  of  the  statute  in  such  case,  made  and  pro- 
vided, the  defendants  became  possessed  of  the  right  to  use 
all  said  machines  during  the  life  of  each  of  said  patents,  with- 
out liability  to  the  said  John  Dable  or  the  plaintift'." 

The  parties  afterwards  filed  a  stipulation  in  writing,  by 
which  they  waived  a  trial  by  jury ;  agreed  that  the  facts 
alleged  in  the  fourth  plea  were  as  therein  stated,  and  also  that 
Dable,  when  he  obtained  each  of  his  patents,  claimed  of  the 
defendants  conjpensation  for  the  use  of  the  inventions  cov- 
ered thereby,  and  that  the  defendants  refused  to  recognize 
the  claim ;  and  submitted  the  issue  presented  by  this  plea 
to  the  judgment  of  the  court  upon  the  facts  so  stated  and 
admitted. 

The  Circuit  Court  held  that  these  facts  constituted  a  good 
defence  to  the  action,  and,  therefore,  entered  judgment  for 
the  defendants.  42  Fed.  Rep.  686.  The  plaintifl:'  sued  out 
this  writ  of  error. 
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Mr.  William  Zimmerman,  for  plaintiff  in  error : 

Letters  patent  must  grant  an  exclusive  right. 
Const,  art.  1,  §  8,  cl.  8. 

Therefore,  section  7  of  the  Patent  Act  of  1889  is  unconsti- 
tutional, because  it  takes  away  the  exclusive  right  granted 
in  the  Constitution. 

McKeever  t?.  United  States,  18  Ct.  Cl.  757 ;  United  States 
V.  Palmer,  128  U.  S.  262  [19  Am.  &  Eng.  23] ;  Cammeyer  t?. 
Newton,  94  U.  S.  225  [11  Am.  &  Eng.  98] ;  Seymour  v.  Os- 
borne,  11  Wall.  516  [8  Am.  &  Eng.  290] ;  Taylor  v.  Thomas, 
22  Wall.  479. 

What  is  implied  in  the  Constitution  is  as  much  a  part  of 
the  instrument  as  what  is  expressed. 

United  States  v.  Babbitt,  1  Black,  55 ;  United  States  v. 
Freeman,  3  How.  556  ;  Ex  parte  Yarbrough,  110  U.  S.  651; 
Cunningham  v.  Neagle,  135  U.  S.  1 ;  PumDelly  v.  Green  Bay 
&  M.  C.  Co.  13  Wall.  166. 

Viewed  in  every  possible  light  section  7  of  the  Patent  Act 
of  1839  fails  to  reveal  that  form  which  is  demanded  in  a 
government  established  to  do  justice  and  to  promote  the  gen- 
eral welfare,  and,  hence,  it  is  hostile  to  the  first  great  princi- 
ples of  the  social  compact. 

Calder  v.  Bull,  3  Ball.  886  ;  Vanhorne  v.  Dorrance,  2  Ball. 
804 ;  Taylor  v.  Thomas,  22  Wall.  479  ;  Marbury  v.  Madison, 
1  Cranch,  137;  Bank  of  Hamilton  v.  Budley,  2  Pet.  492; 
Walston  V.  Nevin,  128  U.  S.  578. 

A  patent  for  a  new  invention  is  an  executed  contract  on 
the  part  of  th6  people,  and  constitutes  an  exclusive  right  for 
a  fixed  time  in  such  invention. 

Lowell  V.  Lewis,  1  Mason,  182 ;  Grant  v.  Raymond,  6  Pet. 
218  [4  Am.&  Eng.  245] ;  Blanchard  r.  Sprague,  2Story,164; 
Howe  r.  Underwood,  1  Fish.  Pat.  Cas.  160 ;  Hovey  v,  Stevens, 
3  Woodb.  &  M.  17 ;  Hunt  r.  Howe,  1  MacArth.  Pat.  Cas. 
866;  Wintermute  v.  Redington,  1  Fish.  Pat.  Cas.  239; 
Page  V.  Ferry,  1  Fish.  Pat.  Cas.   298 ;    Savary  v,   Lauth, 
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1  MacArth.  Pat.  Cas.  691 ;  Qoodyear  v.  Providence  Rubber 
Co.  2  CliiF.  351 ;  Royer  v.  Coupe,  29  Fed.  Rep.  358. 

A  new  invention  is  private  property. 

Crowe  V,  Aiken,  2  Biss.  208 ;  Jones  v,  Thome,  1  N.  Y. 
Leg.  Obs.  408 ;  Wheaton  v.  Peters,  8  Pet.  591 ;  Bartlett  t?. 
Crittenden,  5  McLean,  82;  Paige  v.  Banks,  18  Wall.  608  ; 
Palmer  v.  DeWitt,  47  N.  Y.  532;  Consolidated  Fruit  Jar 
Co.  V.  Wright,  94  U.  S.  92  [11  Am.  &  Eng.  46]. 

From  the  moment  the  inventor  has  completed  his  inven- 
tion he  is  entitled  to  the  promised  reward,  namely,  the  ex- 
clusive right  to  his  invention. 

Kendall  v.  Winsor,  21  How.  322  [7  Am.  &  Eng.  1] ; 
Pennock  v.  Dialogue,  2  Pet.  1  [4  Am.  &  Eng.  417]  ;  Shaw 
V.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286]  ;  McClurg  v.  Zings- 
land,  1  How.  202  [4  Am.  &  Eng.  382]. 

Any  law  which  will  give  to  others  a  right,  at  any  time 
within  the  life  of  a  patent,  to  appropriate  an  invention,  must 
be  in  violation  of  the  Constitution. 

Fletcher  v.  Peck,  6  Cranch,  87 ;  Dartmouth  College  v. 
Woodward,  4  Wheat.  518  ;  Pumpelly  v.  Green  Bay  4^  M.  C. 
Co.  13  Wall.  166  ;  Taylor  v.  Thomas,  22  Wall.  479. 

State  laws  cannot  apply  to  actions  exclusively  federal. 

Prigg  V,  Pennsylvania,  16  Pet.  539 ;  Swift  v.  Tyson,  16 
Pet.  1 ;  Stuart  v.  Laird,  1  Cranch,  299  ;  Martin  v.  Hunter, 
1  Wheat.  304 ;  Cohens  v,  Virginia,  6  Wheat.  264 ;  Houston 
V.  Moore,  5  Wheat.  1 ;  Sturges  v.  Crowninshield,  4  Wheat. 
122, 1  Kent,  Com.  389. 

Damages  for  infringements  may  be  recovered  in  the  name 
of  the  party  interested. 

Adams  v.  Bellaire  Stamping  Co.  25  Fed.  Rep.  270 ;  Gay- 
ler  V.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188] ;  Herbert  v. 
Adams,  4  Mason,  15;  Wilson  v.  Rousseau,  4  How.  674  [4 
Am.  &  Eng.  436] ;  Gottfried  v.  Miller,  104  U.  S.  521  [13  Am. 
&  Eng.  410] ;  Cammeyer  v.  Newton,  94  U.  S.  225  [11  Am.  & 
Eng.  98] ;  Bicknell  v,  Todd,  5  McLean,  236  ;  May  v.  Logan 
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Co.  30  Fed.  Rep.  469 ;  May  v.  Ralls  County,  31  Fed.  Rep, 
473;  Washburn  t?.  Gould,  8  Story,  122. 

When  defendants  ordered  all  their  places  to  be  provided 
with  those  machines,  the  lawful  presumption  that  he  should 
be  paid  what  the  inventions  were  reasonably  worth  was  im- 
plied in  that  order. 

Noonan  v.  Bradley,  9  Wall,  394 ;  Mayer  v»  Isaac,  6  Mees. 
A  W.  612;  Gelpcke  v.  Dubuque,  1  Wall.  222;  McKeever  v. 
United  States,  18  Ct.  CI.  757;  United  States  v.  Palmer,  128 
V.  S.  262  [19  Am.  &  Eng.  23]. 

This  court  has  never  directly  dealt  with  or  recognized  this 
particular  question  of  the  statute,  and  whatever  recognition 
it  received  has  been  overruled. 

Beedle  v.  Bennett,  122  U.  S.  71  [17  Am.  &  Eng.  142] 
United  States  v.  Palmer,  128  U.  S.  262  [19  Am.  &  Eng.  28] 
McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  882] 
€timp8on  t?.  Westchester  R.  Co.  4  How.  380  [4  Am.  &  Eng 
898] ;  Pierson  v.  Eagle  Screw  Co.  8  Story,  408 ;  Jones  v 
fie  wall,  3  Pat.  Off.Gaz.  630  ;  Agawam  Woolen  Co.  v.  Jordan, 
7  Wall.  583  [8  Am.  &  Eng.  24] ;  Kendall  v.  Winsor,  21 
How.  322  [7  Am.  &  Eng.  1] ;  Elizabeth  v.  American  N.  Pav. 
Co.  97  U.  S.  126  [11  Am.  &  Eng.  514];  Andrews  v.  Ilovey, 
124  U.  S.  694  [17  Am.  &  Eng.  477] ;  Bloomer  v.  McQuewan, 
14  How.  539  [5  Am.  &  Eng.  434] ;  Bloomer  v,  Millinger,  1 
Wall.  340  [7  Am.  &  Eng.  185] ;  Adams  v.  Burks,  17  Wall. 
453  [9  Am.  &  Eng.  67]  ;  Birdsell  v.  Shaliol,  112  U.  S.  485 
[13  Am.  &  Eng.  354] ;  Wade  v.  Metcalf,  129  U.  S.  202  [19 
Am.  &  Eng.  253]. 

In  both  Pierson  v.  Eagle  Screw  Co.  and  Consolidated  Fruit 
Jar  Co.  V.  Wright,  suprUj  it  is  held  that  the  first  clause  of 
sec.  7,  Act  of  1839,  is  very  general,  not  to  say  loose. 

Messrs.  Ephraim  Banning  and  Thomas  A.  Banning,  for 
defendants  in  error : 

There  can  be  no  exclusive  right  or  private  proi)erty  in  an 
invention  until  after  a  patent  has  been  granted. 
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Gayler  v.  Wilder,  10  How.  493  [5  Am.  &  Eng.  188] ;  Hen- 
drie  v.  Sayles,  98  U.  S.  551  [12  Am.  &  Eng.  236J ;  Brown  v. 
Duchesne,  19  How.  195  [6  Am.  &  Eng.  310] ;  Marsh  r. 
Nichols,  128  U.  S.  611  [19  Am.  &  Eng.  98]. 

An  inventor  has  no  right  to  his  invention  at  common  law. 

American  II.  &  L.  S.  &  D.  Mach.  Co.  v.  American  T.  & 
Mach.  Co.  4  Fish.  Pat.  Cas.  294. 

The  circumstances  show  an  implied  agreement  to  the  effect 
that,  in  consideration  of  assistance  and  privileges  accorded  in 
the  development  of  his  invention,  the  inventor  agreed  that 
defendants  should  have  a  right  to  use  the  specific  machines 
constructed  by  him  while  in  their  employ. 

McClurg  V.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382] ; 
Chabot  V.  American  B.  H.  &  0.  Co.  6  Fish.  Pat.  Cas.  71,  73 ; 
Magoun  v.  New  England  Glass  Co.  3  Ban.  &  Ard.  114; 
Barry  v.  Crane  Bros.  Mfg.  Co.  22  Fed.  Rep.  896 ;  Wilkens 
v.  Spafford,  3  Ban.  &  Ard.  274 ;  Continental  Windmill  Co.  r. 
Empire  Windmill  Co.  4  Fish.  Pat.  Cas.  428,  432  ;  Brickill 
V,  New  York  City,  5  Ban.  &  Ard.  544,  545,547;  Whiting  r. 
Graves,  3  Ban.  &  Ard.  222,  224;  Wade  v.  Metcalf,  16  Fed. 
Rep.  130, 131 ;  Slemmer's  App.  58  Pa.  155, 167. 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court: 
The  fourth  i)lea  is  based  upon  section  7  of  the  Act  of 
March  8,  1839,  chap.  88  (in  force  when  the  patents  were 
granted),  providing  that  "  every  person  or  corporation,  who 
has  or  shall  have  purchased  or  constructed  any  newly  in- 
vented machine,  manufacture  or  composition  of  matter, 
prior  to  the  application  by  the  inventor  or  discoverer  for  a 
patent,  shall  be  held  to  possess  the  right  to  use,  and  vend  to 
others  to  be  used,  the  specific  machine,  manufacture  or  com- 
position of  matter  so  made  or  purchased,  without  liability 
therefor  to  the  inventor  or  any  other  person  interested  in 
such  invention."  5  Stat,  854.  In  the  later  statutes,  this 
provision  has  been  re-enacted  with  the  qualification  that  the 
machine,  manufacture  or  composition  of  matter  must  have 

137  U.  S.  42. 


Oct.,  1890.]  DABLE  GRAIN  SHOVEL  Co.  v.  FLINT.  405 

Notes  and  citations. 

been  purchased  from  the  inventor,  or  constructed  with  his 
knowledge  and  consent.  Act  of  July  8, 1870,  chaj^  230,  § 
37  (16  Stat.  203) ;  Rev.  Stat.  §  4899.  ' 

It  is  agreed  that  the  machines  in  question  were  constructed 
and  put  in  use  in  the  defendants'  grain  elevators  by  the  in- 
ventor himself,  and  with  his  knowledge  and  consent,  while 
he  was  in  their  employment  as  superintendent  of  machinery, 
and  before  his  application  for  either  patent.  According  to 
the  express  terms  of  the  statute,  therefore,  the  defendants  had 
the  right  to  continue  to  use  these  specific  machines  without 
paying  any  compensation  to  him  or  his  assigns,  whether 
asked  for  or  not. 

To  the  argument  of  the  plaintiif 's  counsel,  that  the  statute 
is  unconstitutional  as  depriving  the  inventor  of  his  property 
without  compensation,  there  is  a  twofold  answer:  The  paten- 
tee has  no  exclusive  right  of  property  in  his  invention,  ex- 
cept under  and  by  virture  of  the  statutes  securing  it  to  him, 
and  according  to  the  regulations  and  restrictions  of  those 
statutes.  Gayler  r.  Wilder,  10  IIow.  477  [5  Am.  &  Eng. 
188];  Brown  v.  Duchesne,  19  IIow.  183  [6  Am.  &  Eng.  810] ; 
Marsh  v.  Nichols,  128  U.  S.  605  [19  Am.  &  Eng.  98].  And 
these  machines  have  been  set  free  from  his  monopoly  by  his 
own  act,  consent  and  permission.  Wade  v,  Metcalf,  129  XJ. 
S.  202  [19  Am.  &  Eng.  253]. 

Judgment  affirmed. 

137  V.  S.  42-43. 

Plote«  s 

Act  1839,  Sec.  7  J  1870,  Sec.  37  ;  R.  S.  Sec.  4899. 

Use  by  purchaser  or  assignee  with  inventor's  consent  prior 

to  application  as  a  special  license. 
McClurg  v.  Kingsland,  1  How.  202  [4  Am.  &  Eng.  382]. 
Stimpson  v.  Railroad,  4  How.  380  [4  Am.  &  Eng.  398]. 
Wade  V.  Metcalf,  129  U.  S.  202  [19  Am.  &  Eng.  253]. 
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Patents  in  suit  t 

No.  56,906,  Dable,  J.,  August  T,  1866.      Machinery  for 

Unloading  Grain  from  Railroad  Cars. 
No.  80,276,  Dable,  J.,  July,  28, 1868.    Ditto. 

Other  Suits  on  Same  Patents: 
Dable  Grain  Shovel  Co.  v.  Flint,  1890.    42  Fed.  Rep.  686. 
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ABRAHAM  SHEFFIELD,  APPELLANT,  r.  THE 
NASHAWANNUCK  MFG.  CO.,  et  al.* 

137  IT.  S.  56-59.    October  Term,  1S90. 

■ 

[Bk.  34,  L.  ed.,  573  ;  53  O.  G.  1092.] 
Affirming  Ibid,  23  Blatch.  541  ;  27  Fed.  Rep.  808. 

Argued  October  21, 1890.     Decided  November  3, 1890. 
Particular  patent  construed.     Want  of  invention 

1.  Letters  patent,  No.  169,855,  granted  November  9, 1875,  to 
Abraham  Shenfield,  for  an  improvement  in  Suspender-Button 
Straps,  for  '^  the  suspender-end  made  of  a  flat  cord  or  strip 
of  fibrous  material,  bent  into  a  loop,  laid  flatwise,  united  at 
the  inner  edges  3,  and  connected  to  the  attaching  pieces  J, 
as  set  forth/'  construed  and  hidd,  that  to  make  a  suspender 
end  of  a  flat  cord  in  substantially  the  same  way  that  sus- 
pender ends  of  round  cord  had  been  made,  and  in  substan- 
tially the  same  way  in  which  flat  button  ends  had  been 
made  for  the  purpose  of  fastening  or  securing  other  articles 
of  wearing  apparel  than  trousers,  does  not  involve  invention, 
(p  413.) 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing 
a  suit  for  infringement  of  letters  patent  granted  to  Abraham 
Shenfield  for  an  improvement  in  suspender  button  straps. 

Statement  by  Mr.  Chief  Justice  Fuller  : 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York, 
dismissing,  with  cost^  appellant's  bill  of  complaint  filed  for 
infringement  of  letters  patent  granted  to  him,  dated  Novem- 
ber 9, 1875,  No.  169,855,  for  an  improvement  in  "  suspender 
button  straps."    The  cause  was  heard  upon  the  pleadings 

*  See  Explanation  of  Koles,  pa^e  111. 
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and  proofs.  The  opinion  by  Suipman  J.,  will  be  found  re- 
ported in  27  Fed.  Rep.  808,  23  Blatch.  541. 

The  specification  and  claim  with  references  to  the  draw- 
ings, were  as  follows : 

"  Suspender-ends  have  been  made  of  leather,  felt,  jean, 
and  similar  material,  with  a  button-hole  cut  in  the  same,  and 
in  most  instances  the  materials  have  been  pasted  together, 
in  addition  to  lines  of  stitching  surrounding  the  button-hole. 

"  Suspender-ends  have  also  been  made  of  a  round  cord, 
with  the  ends  turned  back  and  fastened  to  form  loops ;  but 
this  round  cord  is  objectionable,  as  it  does  not  lie  flat  against 
the  person  or  beneath  the  buttons. 

"  I  make  use  of  a  suspender-end  made  of  a  double  flat- 
tened cord  or  strip,  bent  around  into  a  loop,  and  united  to- 
gether, leaving  sufficient  of  the  loop  open  to  form  the  button- 
hole. At  the  other  end  the  suspender-end  is  united  to  a 
buckle  or  clasp  by  a  loop,  or  folded  piece  of  leather,  or  other 
material  stitched  to  the  suspender-end.  My  suspender-end, 
*  made  as  aforesaid,  is  a  new  and  very  useful  article  of  manu- 
facture. 

"  In  the  drawing  Figure  1  is  a  perspective  view  of  the  sus- 
pender complete,  and  Fig.  2  illustrates  the  mode  of  making 
the  suspender-end. 

"  The  straps  a  and  buckles  b  of  the  suspender  are  of  any 
usual  or  desired  character,  and  the  suspender-ends  c  are  re- 
ceived between  the  attaching-pieces  dy  and  united  by  sewing 
or  otherwise.  Each  suspender-end  is  formed  of  a  flattened 
cord  or  strip  folded  to  form  the  button-hole  loop  2,  and  the 
edges  united  together,  as  at  3,  so  as  to  leave  the  necessary 
opening  for  the  button. 

"  The  cord  or  strip  of  flat  material  is  composed  of  silk, 
linen,  cotton,  worsted  or  other  suitable  threads,  or  a  mixture 
of  two  or  more,  and  the  threads  are  woven,  braided,  knitted, 
crocheted  or  otherwise  laid  up  into  the  form  of  a  complete 
flat  cord  or  strip,  and  when  the  strip  is  folded  to  form  the 
button-hole  loop  the  seam  at  3  may  be  made  by  sewing, 
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knittings  crocheting  or  otherwise ;  or  the  knitting  or  cro- 
cheting is  commenced  at  the  central  line  3,  and  extended  at 
both  sides  thereof  and  around  the  button-hole  by  the  success- 
ive ranges  of  interlocked  loops. 

"  This  suspender-end  can  either  be  made  by  hand  or  by 
machinery. 

*'  I  claim  as  my  invention — 

*'  The  suspender-end  made  of  a  flat  cord  or  strip  of  fibrous 
material,  bent  into  a  loop,  laid  flatwise,  united  at  the  inner 
edges  8,  and  connected  to  the  attaching-pieces  rf,  as  set  forth." 

It  was  stipulated :  "  That  prior  to  the  year  1870  there  had 
frequently  been  publicly  used  in  the  manufacture  and  wear- 
ing of  cloaks  and  jackets  button-loops  formed  of  flat  braid 
bent  edgewise  upon  itself  and  sewed  together  at  the  meeting 
edges,  leaving  an  opening  for  the  button-hole  at  the  bend ; 
that  the  ends  of  the  braid  in  such  button-loops  were  perma- 
nently attached  to  a  button  or  like  device,  which  was  aflixed 
to  one  side  of  the  body  of  the  garment,  and  that  the  button- 
loop  held  the  garment  together  by  being  buttoned  onto  a 
button  or  like  device  sewed  to  the  other  side  of  the  garment, 
and  that  when  in  use  the  braid  forming  the  button-loop  rested 
under  the  button,  and  that  such  braids  were  made  by  ma- 
chinery." 

Various  letters  patent  were  put  in  evidence  on  defendant's 
behalf,  as  follows:  To  II.  F.  Briggs,  No.  5,565,  dated  May 
16, 1848, for  "  Improvement  in  Shoulder  Braces ;"  to  J.  Hotch- 
kiss,  Ko.  8,606,  dated  December  23, 1851,  for  "  Improvement 
in  Suspenders;"  to  J.  Ilotchkiss,  No.  11,160,  dated  June  27, 
1854,  for  "Improvement  in  Manufacturing  Suspender-Ends;'* 
to  D.  W.  Canfield,  No.  37,149,  dated  December  16, 1862,  for 
*'  Improvement  in  Combined  Shoulder-Brace  and  Suspender;'* 
to  A.  W.  Upton,  No.  47,-']48,  dated  April  18, 1865,  for  "Im- 
provement in  Suspenders ;"  and  to  T.  J.  Flagg,  No.  144,970, 
dated  November  25,1873,  for  "  Improvement  in  Suspenders." 
There  also  appeared  in  evidence  a  description  and  illustration 
of  crocheted  towel  looi)s  from  Harper's  Bazor  of  Septen^ber, 
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1868,  and  an  extract  from  the  same  publication  of  July,  1871^ 
with  a  design  showing  a  crocheted  suspender-end  united  at 
the  inner  edges  just  above  the  button-hole  and  attached  to  & 
crocheted  attaching  piece. 

Mr.  E.  N.  DiCKERSON,  for  appellant 

The  utility  of  the  change,  as  ascertained  by  its  conse- 
quences, is  the  real  practical  test  of  the  sufficiency  of  an  in- 
vention. Where  the  utility  is  proved  to  exist  in  any  degree, 
a  sufficiency  of  invention  to  support  the  patent  must  be 
presumed. 

Smith  V.  Goodyear  Dental  Vulcanite  Co.  93  U.  S.  495  [11 
Am.  &  Eng.  1];  Thayer  v.  Spaulding,  27  Fed.  Rep.  66; 
Strauss  v.  King,  18  Blatch.  88;  Lindsay  v.  Stein,  10  Fed. 
Rep.  908 ;  Bogart  v.  Hinds,  23  Fed.  Rep.  149 ;  Strong  v. 
Noble,  6  Blatch.  477 ;  Celluloid  Mfg.  Co.  v.  Chrolithion  C. 
&  C.  Co.  25  Fed.  Rep.  482 ;  Palmer  v.  Johnston,  84  Fed. 
Rep.  887. 

Mr.  William  A.  Jenner,  for  respondents : 

The  combination  of  old  devices  in  a  new  article  without 
producing  any  new  mode  of  operation  is  not  an  invention. 

Thompson  v.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549]; 
Yinton  v.  Hamilton,  104  U.  S.  485  [13  Am.  &  Eng.  894] ; 
Hall  V.  Macneale,  107  U.  S.  90  [14  Am.  &  Eng.  291];  Burt 
V.  Evory,  183  U.  S.  349  [p.  133  ante]. 

Mr.  Chief  Justice  Fuller,  after  stating  the  case  as  above 
reported,  delivered  the  opinion  of  the  court : 

The  suspender-end  of  the  appellant's  patent  is  a  button- 
loop  of  flat  cord  or  strip  of  fibrous  material  "  bent  edgewise 
upon  itself  and  sewed  together  at  the  meeting  edges,  leaving 
an  opening  for  the  button-hole  at  the  bend,"  as  described  in 
the  instance  of  cloak-button  loops  made  of  flat  braid.  It  ap- 
'pea.vs  from  the  specification,  stipulation  or  proofs  that  sus- 
pender-ends of  round  cord,  with  the  ends  turned  back  and 
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fastened  to  fonii  loops,  were  known  when  this  patent  was 
procured,  as  were  also  suspender-ends  of  flat  material  and 
with  the  inner  edges  united  by  stitching,  or  by  a  clamp,  just 
above  the  button-hole,  so  as  to  form  it.  The  prior  patents 
and  the  crocheted  towel  loops  and  suspender-ends  also  illus- 
trate the  common  practice  of  uniting  the  suspender-ends  to 
attaching  pieces  of  leather  or  cloth. 

We  agree  with  the  learned  judge  holding  the  Circuit  Court, 
that  it  did  not  involve  invention  "  to  make  a  suspender-end 
of  flat  cord  in  substantially  the  same  way  that  suspender- 
ends  of  round  cord  had  been  made,  and  in  substantially  the 
same  way  in  which  flat  button-ends  had  been  made  for  the 
purpose  of  fastening  or  securing  other  articles  of  wearing 
apparel  than  trousers."  The  connection  of  the  end  to  the 
attaching  piece  gave  no  patentable  character  to  the  loop,  and 
was  old,  as  was  the  attachment  to  the  buckle,  nor  was  any 
new  mode  of  operation  produced  by  the  combination  of  the 
devices  in  this  article. 

The  decree  of  the  Circuit  Court  is  affirmed. 

1S7  V.  S.  59. 

Patent  in  suit  i 

No.  169,855.     Shenfield,  A.    November  9, 18T5.    Suspender 
Button  Straps. 

Other  Suits  on  Same  Patent  : 

Shenfield  v.  Schirmer,  1884.     21  Fed.  Rep.  242  ;  29  O.  G.  450. 
Shenfield  v.  Nashawaunuck  Mfg.  Co.,  1886.     23  Blatch.  541 ; 
27  Fed.  Rep.  808. 
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SIMON  FLORSHEIM  et  al  v.  GUSTAV  SCHILLING .♦ 


187 U.S. 64-78.    Oetober Term,  1888. 

[Bk.  34,  L.  ed.,  575  ;  53  O.  G.  1737.] 

Affirming  Ibid^  26  Fed.  Bep.  256. 

Argued  October  21,  22, 1890.    Decided  November  10, 1890. 

Particular  patents  construed.     Want  of  invention^-^/  novelty* 

Substitution  o/materiaL     Combination. 

« 

1.  Letters  patent,  No.  238,100,  granted  February  22,  1881,  to 
Simon  Florsbeim  and  Thomas  H.  Ball,  for  an  Improvement 
in  Corsets,  for  a  corset  constructed  with  an  arrangement  of 
elastic  sections  or  gussets  at  the  two  respective  sides,  ex- 
tending from  the  armpits  to  the  hips,  consisting  of  spiral 
wire  inserted  in,  and  passed  back  and  forth  through  tubes  or 
channels  wrought  between  two  thicknesses  of  the  material 
of  the  gusset,  construed,     (p.  442.) 

2.  Held,  in  view  of  the  state  of  the  art  which  showed  a  contin- 
uous India-rubber  spring,  and  an  elastic  gusset  the  elasticity 
of  which  was  secured  by  coils  of  spiral  wire  enclosed  be* 
tween  two  thicknesses  of  the  material  out  of  which  the  gusset 
was  made  extending  from  the  top  to  the  bottom  of  the  co» 
set,  to  be  old  in  one  patent,  and  the  location  of  the  elastic 
gusset  and  the  grouping  of  the  springs  to  be  old  in  another 
patent,  that  it  involved  nothing  original  in  the  construction 
of  those  parts,  nor  in  their  relation  to  one  another,  nor  any 
change  in  the  function  of  any  one  of  them ;  and  that  the 
combination  of  them  produced  no  original  mechanism  or 
device,     (p.  443.) 

8.  Held,  further,  that  while  it  was  true  that  while  in  the  prior 
state  of  the  art  an  India-rubber  spring  was  used  in  place 
of  the  metal  spiral  spring  used  in  the  two  patents  sued  upon 
(Nos.  238,100,  and  238,101,  Florsheim  and  Ball,  February 
22, 1881),  that  the  substitution  of  one  material  for  another, 

*  See  Explanation  of  Notes,  page  IIL 
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which  does  not  involve  change  of  method  nor  develop  nov- 
elty of  use,  even  though  it  may  result  in  a  superior  article, 
is  not  necessarily  a  patentable  invention,     (p.  446.) 

4.  In  patentable  combination  of  old  elements,  all  the  constit* 
uents  must  so  enter  into  it  as  that  each  qualifies  every  other. 
It  must  form  either  a  new  machine  of  a  distinct  character 
and  function,  or  produce  a  result  due  to  the  Joint  and  co- 
operating action  of  all  the  elements,  and  which  is  not.  the 
mere  adding  together  of  separate  contributions.  The  com- 
bination of  old  devices  into  a  new  article,  without  producing 
any  new  mode  of  operation,  is  not  invention,    (p.  447.) 

5.  The  first  two  claims  of  letters  patent,  Ko.  238,101,  granted 
February  22, 1881,  to  Simon  Florsheimand  Thomas  H.  Ball, 
for  an  improvement  in  elastic  gores,  gussets,  and  sections 
for  wearing-apparel,  declared  invalid  for  want  of  novelty,  as 
all  the  elements  in  the  claims  are  found  in  Mills'  English 
patent  of  March  14, 1815.     (p.  448.) 

[Citations  in  the  opinion  of  the  court :] 

Hotchkiss  V,  Greenwood,  ii  How.  248  [5  Am.  &  Bng.  240].    p.  446. 
Hicks  V.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150].    p.  44^. 
Terhune  v.  Phillips,  99  U.  S.  592  [12  Am.  &  Eng.  270].    p.  446. 
Gardner  v,  Herz,  118  U.  S.  i8o[i6  Am.  &  Eng.  368].    p.  446. 
Brown  v.  District  of  Columbia,  130  U.  S.  87  [19  Am.  &  Eng.  473]. 
p.  446. 

Burt  V.  Evoiy,  133  U.  S.  349.     [p.  I33  fl«/^].    p.  447- 
Browc  V,  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272].    p.  447. 
Pickering  v.  McCullough,  104  U.  S.  310  [13  Am.  &  Eng.  238].   pi448. 
Hailes  v.  Van  Wormer,  20  Wall.  353  [9.Am.  &  Eng.  240].    p.  448. 
Reckendorfer  v.  Faber,  92  U.  S.  347  [10  Am.  &  Eng.  373].     p.  448. 
Double  Pointed  Tack  Co.  v.  Two  Rivers  Mfg.  Co.  109  U.  S.  117  [14 

Am.  &  Eng.  571].    p.  448. 
Bussey  v.  Excelsior  Mfg.  Co.  no  U.  S.  131  [15  Am.  &  Eng.  77].   p.  448. 
Phillips  V.  Detroit,  in  U.  S.  604  [15  Am.  &  Eng.  269].    p.  448. 
Stephenson  v,  Brooklyn  C.  R.  Co.  114  U.  S.  149  [16  Am.  &  Eng.  63]. 

p.  448. 
Beecher  Mfg.  Co.  v,  Atwater  Mfg.  Co.  114  U.  S.  523  [16  Am.  &  Eng. 

106].    p.  448. 
Thatcher  Heating  Co.  v.  Burtis,  121  U.  S.  286  [17  Am.  &  Eng.  37]. 

p.  448. 
Bendy  v.  Golden  State  &  M.  Iron  Works,  127  U.  S.  370  [18  Am.  & 
Eng.  588].    p.  448. 
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Appeal  from  a  decree  of  the  Circuit  Court  of  the  XJnited 
States  for  the  Northern  District  of  Illinois,  dismissing  a  suit 
in  equity  for  the  infringement  of  letters  patent  for  an  im- 
provement in  corsets  and  in  elastic  gores,  gussets,  and  sections 
for  wearing  apparel. 

The  facts  are  stated  in  the  opinion. 

The  specification  and  drawing  of  letters  patent,  No.  238,- 
101,  and  of  the  Mills  English  patent  are  as  follows : 


SIMON  FLORSHEIM,  OF  CHICAGO,  ILLINOIS,  AS- 
SIQNOR  OF  ON&HALP  TO  THOMAS  H.  BALL  OF 
SAME  PLACE. 

Elastic  Gore,  Gusset,  etc,  for  Wearing-Apparel. 

Specification  forming  part  of  Letters  Patent,  No.  238,101t 
dated  February  22, 1881 ;  Application  filed  July  16, 1880.  (No 
model.) 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Simon  Florsheim,  of  Chicago,  in  the 
county  of  Cook  and  State  of  Illinois,  have  invented  a  certain 
new  and  useful  Improvement  in  Elastic  Gores,  Gussets,  and 
Sections  for  Wearing- Apparel,  of  which  the  following  is  a 
specification. 

The  substitution  of  spiral  metal  springs  for  India-rubber 
as  an  element  in  elastic  gores,  gussets,  and  sections  for  wear- 
ing apparel  has  not  heretofore  proved  successful,  for  the  reason 
that  in  all  instances  the  springs  have  been  stayed  at  their  ends 
by  the  same  stitching  that  secures  the  gore  to  the  material 
of  the  article  of  wearing-apparel  to  which  it  was  applied. 
This  stitching  cannot  be  done  by  machine,  since  the  wire  of 
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the  springs  would  be  cut  by  the  needle  when  struck  squarely, 
or  the  needle  itself  be  broken ;  and  when  the  elastic  gore  or 
section  is  sewed  in  position  by  hand,  and  the  springs  are 
secured  by  the  same  stitching,  the  seams  are  thick  and  uneven, 
and  present  a  bungling  appearance,  which  destroys  the  sala- 
bleness  of  the  article,  in  addition  to  the  fact  that  the  hand- 
sewing  has  heretofore  made  the  use  of  metal  springs  imprac- 
ticable on  account  of  the  increased  cost. 

It  is  the  object  therefore  of  my  invention  to  overcome 
the  objections  to  the  employment  of  spiral  metal  springs  as 
a  substitute  for  India-rubber  in  elastic  gores,  gussets,  and 
sections  for  wearing  apparel,  and  this  I  accomplish  by  ex- 
tending the  springs  only  part  way  across  the  covering 
material,  and  staying  them  at  their  ends  by  securing  them 
to  such  covering  material  itself,  while  the  covering  material 
is  extended  beyond  the  ends  of  the  springs  to  form  inelastic 
margins,  by  which  the  gore  can  be  secured  in  position  by 
stitching  these  margins,  on  a  sewing-machine,  to  the  material 
of  the  article  of  wearing-apparel  to  which  the  gore  is  applied. 
This  elastic  gore  is  adapted  more  especially  for  corsets,  for 
the  sides  of  gaiters,  and  for  use  upon  the  waist  bands  of 
overalls  and  pantaloons  ;  but  it  can  be  employed  upon  other 
articles  of  wearing-apparel  wherever  rubber-cloth  is  now 
used,  and  also,  on  account  of  its  strength,  durability,  cool-^ 
ness,  its  independence  of  action,  and  the  nicety  with  which 
its  elasticity  can  be  regulated,  in  many  places  where  rub- 
ber-cloth cannot  be  employed  to  advantage. 

My  invention  consists,  first,  in  securing  the  metal  springs 
to  the  covering  material  and  extending  such  covering  material 
beyond  the  ends  of  the  springs  to  form  inelastic  margins ; 
second,  in  puckering  the  center  of  such  covering  material, 
while  the  inelastic  margins  are  left  plain  and  unpuckered; 
third,  in  weaving  the  covering  material  of  such  elastic  gore 
with  the  covering-tubes  formed  therein  in  the  process  ot 
manufacture,  such  material  and  the  tubes  bemg  woven  of  a 
particular  pattern  to  suit  the  location  where  the  elastic  gore 
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is  intended  to  be  used,  the  tabes  not  extending  to  the  ends  of 
the  material ;  and,  fourth,  in  the  peculiar  fastening  for  secur-  j 

ing  the  springs  to  the  covering  material,  all  as  fully  herein- 
after explained,  and  pointed  out  by  the  claims. 

In  the  accompanying  drawings,  forming  a  part  hereof, 
Figure  1  is  a  view  of  the  covering  material  with  four  tubes 
woven  therein;  Fig.  2,  the  covering  material  with  three 
groups  of  two  tubes  each  woven  therein ;  Fig.  3,  a  view  of 
a  group  of  four  metal  springs  secured  together  by  the  peculiar 
fastening  device ;  Fig.  4,  a  view  of  the  elastic  gore  complete, 
the  upper  thickness  of  the  covering  material  being  removed 
at  one  end  to  show  the  springs;  Fig.  5,  a  cross-section  of  the 
same  on  line  2  2  of  Fig.  4,  and  Fig.  6  an  end  view  of  one  of 
the  fasteners  for  securing  the  springs  of  a  group  to  the  cov- 
ering  material. 

Like  letters  denote  corresponding  parts  in  all  the  figures. 

A  is  the  covering  material,  and  B  the  closely-coiled  ^spiral 
springs  of  metal,  which  are  enclosed  iq  tubes  d  in  the  cover- 
ing material.  The  covering  material  is  puckered  over  the 
springs,  which,  however,  do  not  extend  to  tbe  edges  of  such 
materia],  inelastic  and  unpuckered  margins  e  being  left  out- 
side of  the  ends  of  the  springs.  The  springs  are  secured  at 
their  ends  to  the  covering  material,  so  that  they  are  wholly 
independent  of  the  stitching  that  secures  the  gore  in  position. 
The  covering  material  is  made  of  such  shape  and  size  that 
when  it  is  puckered  over  the  springs  the  elastic  gore  will  be 
suitable  for  the  location  where  it  is  intended  to  be  used. 
The  elastic  gore  is  secured  in  position  by  stitching  the  plain 
inelastic  margins  e,  on  a  sewing-machine,  to  the  material  of 
the  article  in  which  the  gore  is  to  be  employed. 

In  addition  to  the  advantages  before  stated  the  elastic  gore 
provided  with  these  inelastic  margins  possesses  great  advan- 
tages over  rubber-cloth,  for  the  reason  that  in  sewing  the 
rubber-cloth  in  position  more  or  less  of  the  rubber  ligaments 
are  cut  off  by  the  needle,  and  such  ligaments  soon  pull  out  in 
use,  and  do  not  longer  serve  to  resist  the  strain  on  the  cloth, 
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while  in  my  gore  the  elasticity  is  not  injured  in  the  least  by 
the  stitching. 

Where  the  purpose  for  which  my  elastic  gore  or  gusset  is 
to  be  used  requires  only  a  band  having  a  single  group  of 
springs — ^as,  for  instance,  for  a  strap  to  be  applied  to  the 
waist-bands  of  overalls  or  pantaloons — the  covering  material 
is  divided  throughout  its  width  into  tubes  of  equal  size,  as 
shown  in  Figs.  1  and  4 ;  but  where  the  material  is  of  consid- 
erable width  (at  right  angles  to  the  springs),  as  when  used 
for  gores  or  sections  in  corsets,  or  for  the  sides  of  gaiters,  the 
tubes  are  arranged  in  groups,  as  shown  in'  Fig.  2.  Such 
groups  may  have  two  or  more  tubes  each.  Those  groups 
where  the  greatest  strength  and  stiffness  are  required  would 
have  the  greatest  number  of  tubes  to  accommodate  a  corre- 
sponding number  of  springs,  while  in  portions  of  the  gore 
where  great  elasticity  would  be  better  and  not  so  much 
strength  is  required,  the  groups  would  have  a  less  number  of 
tubes ;  or  the  covering  material  may  be  provided  throughout 
its  width  with  contiguous  tubes,  and  the  springs  could  then 
be  arranged  in  groups,  as  desired,  a  number  of  tubes  between 
the  groups  of  springs  not  being  occupied. 

The  covering  material  I  prefer  to  weave  of  two  thicknesses, 
a,  6,  and  in  the  process  of  weaving,  the  threads  of  the  two 
thicknesses  are  interlocked  on  lines  c,  running  parallel  with 
the  warp.  These  interlocked  lines  do  not  extend  to  the  edges 
of  the  covering  material,  the  margins  e,  of  double  thickness, 
extending  beyond  the  tubes  formed  by  such  interlocked 
threads.  For  this  reason  the  covering  material  has  to  be 
woven  of  a  particular  pattern,  having  tubes  of  the  right 
length  and  margins  of  proper  width  to  adapt  the  elastic  gore 
or  section,  when  complete,  to  the  location  where  it  is  intended 
to  be  used. 

The  woven  covering  material  with  the  tubes  woven  therein 
during  the  process  of  manufacture  is  cheaper,  stronger  and 
neater  in  appearance  than  when  such  tubes  are  formed  by 
sewing. 
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The  springs  of  each  group  are  preferably  secared  together 
at  their  ends  and  to  the  covering  material  by  split  metal 
tubes  C,  which  are  pushed  over  the  end  coils  of  the  springs, 
the  edges/  g  of  the  split  in  the  tubes  being  lapped  past  each 
other  in  spiral  form  to  accommodate  them  to  the  coils  of  the 
springs.  The  split  tubes  are  pinched  or  partly  closed  at  their 
ends  to  retain  the  springs  in  position. 

Instead  of  the  split  tubes,  the  springs  may  be  connected 
by  small  plates  pushed  between  the  coils.  These  metal 
fastenings  lie  across  the  ends  of  the  tubes  between  the  thick- 
nesses a  6  of  the  covering  material,  and  stay  the  ends  of  the 
springs  by  fixing  them  to  the  covering  material  at  those 
points. 

In  the  elastic  gore  the  covering  material  performs  three 
offices,  viz. :  it  covers  the  springs,  limits  their  expansion,  and 
furnishes  means  for  securing  the  gore  in  position. 

What  I  claim  as  my  invention  is — 

1.  An  elastic  gore,  gusset,  or  section  for  wearing-apparel, 
composed  of  a  covering  material  having  tubes,  spiral  metal 
springs  inclosed  by  such  tubes  and  not  extending  to  the  edges 
of  the  covering  material,  and  stayed  at  their  ends  by  such 
covering  material,  and  inelastic  margins  outside  of  the  springs, 
substantially  as  described,  for  the  purpose  set  forth. 

2.  An  elastic  gore,  gusset,  or  section  composed  of  a  cover- 
ing material  having  tubes,  and  spiral  metal  springs  inclosed 
by  such  tubes  and  not  extending  to  the  edges  of  the  cover- 
ing material,  and  stayed  at  their  ends  by  such  covering 
material,  said  covering  material  being  puckered  at  its 
center  over  the  springs,  and  having  plain  unpuckered  margins 
extending  wholly  outside  of  the  springs,  substantially  as  de- 
scribed and  shown. 

3.  An  elastic  gore,  gusset,  or  section  composed  of  a  cover- 
ing material  woven  with  tubes  therein  of  a  particular  pattern 
to  suit  the  location  where  the  elastic  gore,  gusset,  or  section 
is  intende'd  to  be  used,  such  tubes  not  extending  to  the  edges 
of  the  covering  material,  and  spiral  metal  springs  inclosed 
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by  such  tubes,  and  stayed  by  the  covering  material  at  the 
ends  of  the  tubes,  substantially  as  described  and  shown. 

4.  In  an  elastic  gore,  gusset,  or  section,  the  combination  of 
the  covering  material  made  of  double  thickness,  and  having 
tubes  not  extending  to  the  edges  of  the  covering  material, 
with  spiral  metal  springs  inclosed  by  such  tubes,  and  fasten- 
ings extending  across  the  ends  of  the  tubes  between  the 
thicknesses  of  the  covering  material,  substantially  as  described 
and  shown. 

SIMON  FLORSHEIM. 
Witnesses : 

F.  W.  Kasehagen, 
Wm.  Rotthoff. 


A.  D,  1815.    ISTo.  3,894. 
ELASTIC  STAYS. 
mills'  specification. 

To  all  to  whom  these  presents  shall  come: 

I,  John  Mills,  of  Holywell  street  and  Saint  Clement's 
church  yard.  Strand,  in  the  county  of  Middlesex,  stay  and 
corset  maker,  send  greeting : 

Whereas,  His  Most  Excellent  Majesty  King  George  the 
Third  did,  by  his  letters  patent  under  the  Great  Seal  of  the 
United  Kingdom  of  Great  Britain  and  Ireland,  bearing  date 
at  Westminster,  the  fourteenth  day  of  March,  in  the  fifty- 
fifth  year  of  His  reign,  give  and  grant  unto  me,  the  said  John 
Mills,  my  executors,  administrators  and  assigns, Ilis  especial 
license,  full  power,  sole  privilege  and  authority,  that  I,  the 
said  John  Mills,  my  executor,  administrators  and  assigns, 
should  and  lawfully  might,  during  the  term  of  years  therein 
mentioned,  make,  use,  exercise  and  vend,  within  England, 
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Wales,  and  the  town  of  Berwick-upon-Tweed,  my  invention 
of  "  Improved  Elastic  Stays  for  Women  and  Children  ;  and 
also  to  give  relief  to  women  in  a  state  of  pregnancy,'*  in 
which  said  letters  patent  there  is  contained  a  proviso  that 
if  I,  the  said  John  Mills,  shall  not  particularly  describe 
and  ascertain  the  nature  of  my  said  invention,  and  in  what 
manner  the  same  is  to  be  performed,  by  an  instrument  in 
writing  under  my  hand  and  seal,  and  cause  the  same  to 
be  enrolled  in  Her  Majesty's  High  Court  of  Chancery  within 
two  calendar  months  next  and  immediately  after  the  date  of 
the  said  letters  patent,  that  then  the  said  letters  patent,  and 
all  liberties  and  advantages  ^vhatsoever  thereby  granted 
shall  utterly  cease,  determine,  and  become  void,  as  in  and  by 
the  same,  relation  being  thereunto  had,  may  more  fully  and 
at  large  appear. 

Now  know  ye.  That  in  compliance  with  the  said  proviso,  I, 
the  said  John  Mills,  do  hereby  declare  that  the  nature  of  my 
said  invention,  and  the  manner  in  which  the  same  is  to  be 
performed,  are  particularly  described  and  ascertained  in 
manner  following  (that  is  to  say): 

My  improvement  of  elastic  stays  for  women  and  chil- 
dren, and  also  to  give  relief  to  women  in  a  state  of  preg- 
nancy, consists  of  the  introduction  of  a  flexible  or  elastic 
portion  in  those  parts  of  the  stays  best  calculated  to  give  re- 
lief to  the  wearer,  and  at  the  same  time  preserving  that 
stability  and  support  usually  given  to  the  body  by  the  com- 
mon adoption  of  whalebone,  steel,  and  other  hard  or  inflexible 
materials.  The  improved  stays  are  of  diflferent  constructions, 
as  seen  in  the  drawings  hereunto  annexed,  and  may  be  prin- 
cipally reduced  in  three  kinds,  viz. :  Stays  of  the  first  con- 
struction, Figure  1,  calculated  for  young  growing  persons, 
or  for  adults ;  of  the  second  construction.  Fig.  2,  calculated 
for  women  in  a  state  of  pregnancy ;  and  of  the  third  con- 
struction. Fig.  3,  for  women  in  a  more  advanced  state  of 
pregnancy. 

Figure  1  is  a  representation  of  a  stay  of  the  first  construe- 
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tion,  composed  of  the  same  materials  as  common  stays,  with 
the  introduction  of  an  elastic  or  expansive  portion  or  slip 
down  the  middle,  which  will  dilate  or  expand  by  a  more  than 
ordinary  pressure  or  force  being  exerted,  as  in  the  case  of 
breathing  or  exercise  of  the  arms.  This  flexible  portion  is 
composed  of  springs,  either  of  brass,  copper,  or  iron  wire,  or 
of  any  other  matter  or  thing  capable  of  producing  sufficient 
elasticity ;  but  that  which  I  recommend  is  small  brass  wire- 
woven  springs,  which  extend  by  a  small  degree  of  force. 
These  I  place  close  together  in  runners  or  spaces  stitched  in 
between  two  pieces,  or  laying  of  silk,  satin,  or  other  fit  ma- 
terial puckered  or  quilted  loosely  to  give  room  for  expan- 
sions ;  the  ends  of  the  springs,  and  their  covering  of  silk, 
satin,  or  other  matter  on  them,  sewed  or  otherwise  fastened 
to  and  between  the  two  half  pieces  of  the  stay  previously 
made  of  the  usual  materials^  such  as  jean  or  other  cotton, 
linen,  silk,  woolen,  or  leather,  with  the  proper  busks  or 
necessary  portions  of  steel,  whalebone,  or  other  substance 
commonly  adopted,  calculated  to  distend  the  stay  and  brace 
and  support  the  body ;  the  busk  may  be  varied  in  substance, 
width,  or  direction,  according  to  the  will  or  necessity  of  the 
wearer.  The  stays  when  worn  will  be  found  to  produce  all 
the  necessary  firmness  and  bracing  to  the  body,  at  the  same 
time  admitting  of  a  smaller  degree  of  extension  in  the  front, 
in  order  to  relieve  the  breathing  and  enable  the  chest  to  ex- 
pand itself. 

The  drawing.  Fig.  2,  exhibits  stays  of  the  second  construc- 
tion, calculated  for  women  in  a  state  of  pregnancy.  These 
stays  have  a  large  portion  of  the  front  rendered  elastic,  in 
order  to  admit  of  and  give  ease  to  the  naturally-expanded  state 
of  the  belly  in  the  time  of  gestation.  This  elastic  portion  is 
composed  of  dilating  springs,  as  before  expressed,  either  of 
copper,  brass,  iron,  or  other  matter,  but  brass  wire  worm- 
springs  I  prefer,  covered,  as  before  described.  In  this  elastic 
portion  the  springs  need  not  be  placed  so  close  together  as  in 
Fig.  1,  and  it  will  be  found  necessary  to  place  stronger 
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springs  at  the  top  and  bottom  than  in  the  middle,  the  latter 
being  intended  to  yield  very  readily,  the  former  to  help,  sup- 
port, and  brace  the  body,  with  busks  of  a  slighter  kind  than 
usually  adopted  in  common  stays  placed  down  the  stay  in 
order  to  distend  it,  as  seen  in  the  drawings ;  on  the  sides  of 
the  stays  are  openings  with,  lacings,  calculated  to  enlarge 
the  stays  if  required,  with  linings  to  prevent  the  wearer  re- 
ceiving cold  through  the  opening. 

The  third  construction,  represented  in  the  drawing.  Fig.  8,  is 
intended  for  women  in  a  still  further  advanced  state  of  preg- 
nancy, and  consists,  in  addition  to  the  last  described,  of  expan- 
sive or  elastic  portions  placed  in  the  sides,  as  seen  in  the  draw- 
ing, of  the  same  materials  {viz,)y  dilating  or  elastic  springs,  as 
the  front  elastic  part.  There  are  likewise  buttons  and  loops 
crossing  these  portions  to  prevent  too  great  a  degree  of  ex- 
pansion when  not  required ;  these  stays  have  also  an  opening 
slip  in  the  side  with  lacings,  to  allow  of  being  enlarged,  and 
a  flap  lining  or  covering  under  the  same  to  prevent  cold  from 
passing  to  the  wearer  when  the  lacings  are  open. 

The  manufacture  of  these  patent  stays  is  not  confined  to 
form  or  shape,  neither  to  the  use  of  any  particular  article  or 
material  of  which  to  make  the  same,  but  adopt  such  as  cus- 
tom or  propriety  dictate,  adhering  to  the  principle  of  insert- 
ing elastic  portions  into  the  stays,  of  such  forms,  agreeable 
to  the  foregoing  principle,  as  under  all  circumstances  may 
be  found  most  eligible  and  best  calculated  to  afford  that  re- 
lief for  which  the  patent  is  granted. 

In  witness  whereof,  I  have  hereunto  set  my  hand  and  seal, 
this  thirteenth  day  of  May,  in  the  year  of  our  Lord  one 
thousand  eight  hundred  and  fifteen. 

[l.  S.J  JOHK  MILLS. 


Mr.  L.  L.  CoBURN,  for  appellants  : 

The  old  publication  or  patent  must  contain  such  a  complete 
and  full  description  of  the  thing  patented  as  to  enable  one 


Oct.,  1890.]       FLORSHEIM  v.  SCHILLING.  433 

Axgnmentof  counsel. 

skilled  in  the  art  to  make  the  patented  thing  from  it,  with- 
out reference  to  the  later  patent. 

Eames  v.  Andrews,  122  U.  S.  40  [17  Am.  &  Eng.  98] ;  Sey- 
mour V.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290] ;  Cohn  v. 
United  States  Corset  Co.  93  U.  S.  866  [10  Am.  &  Eng.  473] ; 
Downtonr.  YeagerMillingCo.JOS  U.  S.  466  [14  Am.  & 
Eng.  513]. 

It  is  a  good  defence  to  prove  that  a  part  of  the  entire  inven- 
tion is  found  in  one  prior  patent,  printed  publication  or 
machine,  and  another  part  in  another. 

Parks  <;.  Booth,  102  IT.  S.  104  [12  Am.  &  Eng.  470] ;  Bates 
V.  Coe,  98  U.  S.  31  [12  Am.  &  Eng.  150] ;  Johnson  v.  Forty- 
Second  Street,  M.  &  St.  N.  Ave.  R.  Co.  33  Fed.  Rep.  499. 

Mr.  L.  L.  Bond,  for  appellee : 

The  original  application  for  letters  patent  (with  its  accom- 
panying drawings  and  model)  filed  by  an  inventor  should 
possess  great  weight  in  showing  what  his  invention  really  was. 

Earle  v.  Sawyer,  4  Mason,  9 ;  Hogg  v,  Emerson,  6  How. 
485  [5  Am.  &  Eng.  1] ;  Chicago  &  K  W.  R.  Co.  v.  Sayles, 
97  U.  S.  554  [12  Am.  &  Eng.  121]. 

That  woven  corset  tubes  or  pockets  are  old,  see  Cohn  v. 
United  States  Corset  Co.  93  U.  S.  366  [10  Am.  &  Eng.  473]. 

Changing  or  substituting  material  is  not  invention. 

Hotchkiss  V.  Greenwood,  11  IIow.  248  [5  Am.  &  Eng.  240] ; 
Hicks  V.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150] ;  Terhune 
V.  Phillips,  99  U.  S.  593  [13  Am.  &  Eng.  426] ;  Stowz;.  Chicago, 
104  U.  S.  547. 

It  is  not  invention  to  transfer  a  device  from  one  object  or 
use  to  another. 

Royer  v.  Roth,  132  U.  S.  201  [p.  67  ante] ;  Thatcher 
Heating  Co.  v.  Burtis,  121  U.  S.  295  [17  Am.  &  Eng.  37] ; 
Marchand  v.  Eraken,  132  U.  S.  195  [p.  53  ante];  Corn- 
planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1] ;  Miller 
V.  Bridgeport  Brass  Co.  104  U.  S.  350  [13  Am.  &  Eng.  303]  ; 
Pearce  v.  Mulford,  102  U.  S.  112  [12  Am.  &  Eng.  495]  ;  Hoi- 
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lister  V.  Benedict  &  B.  Mfg.  Co.  113  U.  S.  59  [15  Am.  &  Eng. 
417] ;  Slawson  v.  Grand  St.  P.  P.  &  F.  R.  Co.  107  U.  S.  649 
[14  Am.  &  Eng.  475]  and  cases  there  cited ;  Heald  v.  Rice, 
104  U.  S.  755  [13  Am.  &  Eng.  460]. 

An  interference  proceeding,  or  other  proceeding  in  the 
Patent  Office,  does  not  work  an  estoppel. 

Andrews  v.  Hovey,  124  IT.  S.  694  [17  Am.  &  Eng.  477]. 

A  reference  to  several  patents  or  prior  machines  showing 
parts  of  a  combination  may  be  had  for  the  purpose  of  show- 
ing that  there  was  no  invention  in  putting  the  parts  into 
their  new  relation  with  each  other. 

Gardner  v.  Herz,  118  U.  S.  192  [16  Am.  &  Eng.  368]. 

When  relating  to  a  machine  or  process  for  producing  a 
given  article,  better  or  cheaper  may  be  considered,  but  when 
they  relate  to  the  things  produced,  they  are  never  considered. 

Smith  V.  Nichols,  21  Wall.  119  [9  Am.  &  Eng.  425]  ;  Crouch 
V.  Roemer,  103  U.  S.  797  [13  Am.  &  Eng.  165] ;  Tucker  v. 
Spalding,  13  Wall.  453  [8  Am.  &  Eng.  474] ;  Curtis,  Pat. 
§§  72,  73. 

Mr.  Justice  Lamar  delivered  the  opinion  of  the  court : 

This  is  a  suit  in  equity  brought  in  the  Circuit  Court  of  the 
United  States  for  the  Northern  District  of  Illinois,  by  Simon 
Florsheim  and  Thomas  H.  Ball  against  Gustav  Schilling, 
for  the  alleged  infringement  of  letters  patent,  Nos.  238,100 
and  238,101,  the  first  of  which  w^as  for  an  "  improvement  in 
corsets,"  and  the  second  for  an  "  improvement  in  elastic  gores, 
gussets,  and  sections  for  wearing  apparel,"  both  of  which 
were  issued  to  the  complainants  February  22d,  1881,  on  appli- 
cations filed,  respectively,  August  12th  and  July  16th,1880,the 
invention  in  each  purporting  to  have  been  made  by  the  com- 
plainant Florsheim. 

The  material  parts  of  the  specification  in  No.  288,100,  and 
its  claims,  are  as  follows : 

"  The  object  I  have  in  view  in  such  an  improvement  upon 
the  corset  shown  in  the  patent  granted  November  25th,  1879, 

ia7  IT.  S.  65. 
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No.  238,100.  Patented  Feb.  22, 1881. 
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to  Gustav  Schilling  and  myself,  that  while  the  same  will  pos- 
sess all  of  the  advantages  obtained  by  the  use  of  the  covered 
and  grouped  metal  spiral  springs  it  will  allow  an  easier  and 
more  equal  expansion  of  the  entire  corset,  will  adapt  itself 
more  perfectly  to  the  form  of  the  wearer,  and  will  better  sup- 
ply the  popular  want,  in  that  it  will  have  means  for  lacing 
the  corset  at  the  back.  The  improved  corset  also  includes  a 
better  and  cheaper  method  of  securing  the  springs  and  form- 
ing the  groups,  whereby  the  elastic  sections  can  be  stitched 
in  place  on  a  machine  without  interfering  with  the  springs, 
and  the  elasticity  of  the  sections  cannot  be  injured  by  the 
stitching. 

"  My  invention  consists  in  the  peculiar  means  for  accom- 
plishing this  object,  as  fully  hereinafter  explained, and  pointed 
out  by  the  claims. 

"In  the  accompanying  drawings,  forming  a  part  hereof. 
Figure  1  is  a  view  of  the  corset  in  position  from  the  front ; 
Fig.  2,  a  similar  view  from  the  rear ;  Fig.  3,  an  elevation  of 
a  portion  of  one  side  of  the  corset,  showing  one  of  the  elas- 
tic side  sections ;  Fig.  4,  a  detail  view,  showing  the  preferred 
way  of  arranging  and  forming  the  springs  of  a  group,  one 
side  of  the  covering  cloth  being  removed  ;  Fig.  5,  a  vertical 
section  through  a  portion  of  one  of  the  elastic  side  sections 
of  the  corset. 

"  Like  letters  denote  corresponding  parts  in  all  the  figures. 

"The  corset  is  composed  of  two  separable  parts,  A  B, 
which  are  secured  together  at  the  front,  as  usual,  by  studs 
and  loops,  and  at  the  back  have  eyelets  for  receiving  lacings. 
The  central  sections,  C  D,  at  the  sides  of  the  corset,  which 
extend  from  under  the  arms  down  over  the  hips,  instead  of 
being  made  as  usual,  are  constructed  of  two  layers  or  thick- 
nesses of  cloth  or  other  material,  which  thicknesses  are  sewed 
or  woven  together  a  portion  of  their  width  to  form  horizontal 
tubes  which  receive  and  cover  small  closely  coiled  spiral 
springs  E,  of  metal.  The  pieces  of  cloth  from  which  the 
sections  C  D  are  formed  are  considerably  wider  than  such 
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sections  when  completed,  so  that  when  puckered  laterally 
they  will  he  of  the  desired  width.  The  tubes  are  located  in 
the  center  of  the  sections,  and  do  not  extend  to  the  edges  of 
the  same,  as  seen  in  Fig.  4,  so  that  margins  will  be  left  at 
the  ends  of  the  tubes,  which  margins  are  lapped  with  the  ad- 
joining sections  of  the  corset  and  stitched  thereto.  The 
springs  are  arranged  in  groups,  as  shown,  with  puckered 
spaces  of  cloth  between  such  groups.  The  number  of  springs, 
composing  the  groups  will  vary  according  to  location,  so  as 
to  give  the  requisite  stifihess  and  elasticity.  Thus,  at  the  top 
and  bottom  of  the  elastic  side  sections  the  groups  of  springs 
«hould  not  be  made  so  stiff  as  at  the  waist  of  the  corset 
The  springs  are  passed  through  the  tubes  which  are  puckered 
over  the  springs  to  the  desired  extent.  The  springs  termi- 
nate at  the  ends  of  the  tubes  and  are  secured  to  the  thick- 
nesses, so  as  to  leave  clear  margins  of  unpuckered  cloth 
outside  of  such  springs.  This  is  a  great  advantage  over  the 
construction  shown  in  the  patent  before  referred  to,  since  it 
enables  the  elastic  sections  to  be  stitched  into  the  corset  on  a 
sewing  machine,  which  cannot  be  well  done  when  the  ends 
of  the  springs  are  secured  by  the  same  stitching,  since  the 
needle  strikes  the  coils  of  the  spring  and  either  cuts  the 
spring  or  breaks  the  needle.  Herein  also  is  one  of  the  peculiar 
advantages  over  rubber  cloth.  Rubber  cloth,  when  stitched 
into  a  corset,  always  has  more  or  less  of  the  rubber  cords  cut 
off  by  the  needle,  and  it  is  thus  greatly  weakened,  while  in 
my  corset  the  elasticity  of  the  sections  cannot  be  affected  by 
the  stitching. 

"  The  cheapest  manner  of  arranging  and  securing  the  groups 
of  springs  to  secure  the  above  advantages  is  by  making  all 
the  groups  of  each  section  from  a  single  continuous  length  of 
metal  spiral  spring.  The  spring  is  secured  at  its  upper  end  by 
stitches  passed  through  the  thickness  at  the  end  of  the  upper 
tube  and  inclosing  one  or  more  coils  of  the  spring.  The 
spring  is  then  passed  back  and  forth  through  the  tubes,  which 
are  puckered  at  the  same  time.    After  forming  one  group 
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the  spring  extends  down  between  the  thicknesses  to  the  next 
group,  and  so  on  till  the  lowest  group  (or  the  uppermost  group, 
SLS  the  case  may  be)  is  finished,  when  the  spring  may  be  cut 
oflf,  if  there  is  more  than  required,  and  will  be  secured  by 
stitches  passed  through  the  thickness.  The  elastic  section 
•can  then  be  placed  in  the  corset,  the  plain  margins  being 
lapped  with  the  edges  of  the  adjoining  sections  and  secured 
by  lines  of  machine-stitching. 

"  By  making  the  groups  of  springs  of  a  single  piece  of 
coiled  wire  passed  back  and  forth  through  the  tuoes  and  from 
one  group  to  tie  other  the  groups  relieve  each  other  somewhat, 
and  when  one  group  is  subjected  to  great  strain  the  springs 
of  the  adjoining  groups  are  stretched  also.  In  addition,  by 
•constructing  the  spring  in  this  manner  no  ends  are  left  to 
wear  through  the  cloth,  as  would  be  the  case  if  separate 
springs,  sewed  at  their  ends,  were  used.  It  would  be  imprac- 
ticable to  insert  separate  springs  and  sew  them  in  position  at 
the  ends  of  tubes,  and  if  such  springs  were  used,  they  would 
pull  away  from  the  fastening  stitches  in  a  short  time.  The 
springs  can  only  be  stretched  to  the  full  width  of  the  cloth 
composing  the  side  sections,  and  they  will  be  thus  limited  in 
their  expansion  so  as  not  to  be  injured  by  being  stretched 
too  far. 

"  By  having  the  elastic  sections  in  the  sides  of  the  corset 
the  corset  can  ^dapt  itself  to  diflferent  forms  without  the  use 
of  other  elastic  sections  or  gores,  and  such  elastic  side  sections, 
by  extending  the  entire  length  of  the  corset,  from  under  the 
arms  down  over  the  hips,  allow  the  front  and  back  of  the 
corset  to  expand  and  contract  from  these  central  side  points 
independently  of  each  other  and  more  easily  and  more  freely 
then  when  a  back  elastic  section  is  used. 

"  My  side  elastic  sections  are  made  continuous  from  the 
top  to  the  bottom  of  the  corset,  leaving  no  open  spaces. 

"The  covered  metal  springs  possess  great  advantages  over 
rubber  cloth  for  this  purpose  other  than  those  before  mentioned. 
The  rubber  cloth  is  not  nearly  sq  durable,  and  soon  wears  out 
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and  loses  its  elasticity  at  points  subjected  to  the  most  strain* 
The  rubber  cloth  also  has  equal  stiffness  throughout,  and 
cannot  be  regulated  to  have  different  degrees  of  elasticity  at 
different  points ;  and  it  further  does  not  possess  that  indepen- 
dent elasticity  obtained  by  the  groups  of  springs,  each  group 
acting  wholly  independent  of  all  the  other  groups.  The  cov- 
ered metal  springs  also  do  not  heat  and  bind  the  flesh,  as 
does  the  rubber  cloth. 

"  It  is  essential  also  that  the  springs  be  arranged  in  groups, 
since,  if  placed  contiguous  throughout  the  elastic  sections, 
the  corset  would  be  much  too  heavy  and  expensive,  and  such 
sections  would  be  too  stiff  at  some  points  and  not  stiff  enough 
at  others. 

"As  a  modification  of  the  corset  it  could  be  made  con- 
tinuous at  the  back  without  any  provision  for  lacing,  or  the 
back  could  be  provided  with  an  elastic  section ;  but  I  prefer 
the  construction  shown,  since  it  enables  the  wearer  to  adjust 
the  corset  by  means  of  the  lacings,  so  that  the  elastic  sections 
will  always  give  to  the  corset  an  easy  and  pleasant  tension. 

"  "What  I  claim  as  my  invention  is — 

"1.  In  a  corset,  an  elastic  section  composed  of  two  thick- 
nesses of  cloth  or  material  having  tubes  in  combinatioa 
with  the  spiral  metal  springs  E,  inclosed  by  such  tubes  and 
arranged  in  groups  to  regulate  the  elasticity  of  the  section^ 
such  groups  being  all  composed  of  a  single  continuous  spring* 
passed  back  and  forth  through  the  tubes  and  secured  at  its 
ends,  substantially  as  described  and  shown. 

"  2.  An  elastic  section  or  gore  composed  of  material  having- 
tubes  extending  only  part  way  across  the  same,  and  plaiu 
margins  outside  of  said  tubes,  and  spiral  metal  springs  ar- 
ranged in  groups  in  such  tubes,  the  springs  of  the  several 
groups  being  made  continuous,  substantially  as  described. 

"  3.  A  corset  laced  at  the  back  and  having  the  elastic  side 
sections,  C  D,  extending  from  under  the  arms  down  over  the 
hips,  each  of  such  sections  being  composed  of  material  hav- 
ing puckered  tubes  extending  part  way  across  the  same,  and 
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plain  znarginB  outside  of  said  tubes,  and  spiral  metal  springs 
arranged  in  groups  in  such  tubes  and  made  continuous,  sub- 
stantially  as  described  and  shown." 

In  No.  238,101  the  specification,  so  far  as  is  necessary  to 
be  considered,  and  the  claims,  are  as  follows : 

"  The  substitution  of  spiral  metal  springs  for  India-rubber 
as  an  element  in  elastic  gores,  gussets  and  sections  for  wear- 
ing apparel  has  not  heretofore  proved  successful,  for  the  rea- 
son that  in  all  instances  the  springs  have  been  stayed  at  their 
ends  by  the  same  stitching  thut  secures  the  gore  to  the  ma- 
terial of  the  article  of  wearing  apparel  to  which  it  is  applied. 
This  stitching  cannot  be  done  by  machine,  since  the  wire  of 
the  springs  would  be  cut  by  the  needle  when  struck  squarely, 
or  the  needle  itself  be  broken  ;  and  when  the  elastic  gore  or 
section  is  sewed  in  position  by  hand,  and  the  springs  are  se- 
cured by  the  same  stitching,  the  seams  are  thick  and  uneven, 
and  present  a  bungling  appearance,  which  destroys  the 
salableness  of  the  article,  in  addition  to  the  fact  that  the 
hand-sewing  has  heretofore  made  the  use  of  metal  springs 
impracticable  on  account  of  the  increased  cost. 

"It  is  the  object,  therefore,  of  my  invention  to  overcome 
the  objections  to  the  employment  of  spiral  metal  springs  as 
a  substitute  for  India-rubber  in  elastic  gores,  gussets  and  sec- 
tions for  wearing  apparel,  and  this  I  accomplish  by  extend- 
ing the  springs  only  part  w^ay  across  the  covering  material, 
and  staying  them  at  their  ends  by  securing  them  to  such 
covering  material  itself,  while  the  covering  material  is  ex- 
tended beyond  the  ends  of  the  springs  to  form  inelastic  mar- 
gins, by  which  the  gore  can  be  secured  in  position  by  stitch- 
ing these  margins,  on  a  sewing  machine,  to  the  material  of 
the  article  of  wearing  apparel  to  which  the  gore  is  applied. 
This  elastic  gore  is  adapted  more  especially  for  corsets,  for 
the  sides  of  gaiters,  and  for  use  upon  the  waistbands  of  over- 
alls and  pantaloons ;  but  it  can  be  employed  upon  other  arti- 
cles of  wearing  apparel  wherever  rubber  cloth  is  now  used, 
and  also,  on  account  of  its  strength,  durability,  coolness,  its 
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independence  of  action,  and  the  nicety  with  which  its  elas- 
ticity can  be  regulated,  in  many  places  where  rubber  cloth 
cannot  be  employed  to  advantage. 

"  My  invention  consists,  first,  in  securing  the  metal  springs 
to  the  covering  material  and  extending  such  covering  mate- 
rial beyond  the  ends  of  the  springs,  to  form  inelastic  mar- 
gins ;  second,  in  puckering  the  center  of  such  covering  mate- 
rial, while  the  inelastic  margins  are  left  plain  and  unpuckered ; 
third,  in  weaving  the  covering  material  of  such  elastic  gore 
with  the  covering  tubes  formed  therein  in  the  process  of 
manufacture,  such  material  and  the  tubes  being  woven  of  a 
particular  pattern  to  suit  the  location  where  the  elastic  gore 
is  intended  to  be  used,  the  tubes  not  extending  to  the  ends 
of  the  material ;  and  fourth,  in  the  peculiar  fastening  for 
securing  the  springs  to  the  covering  material,  all  as  fully 
hereinafter  explained  and  pointed  out  by  the  claims. 

"  In  the  elastic  gore  the  covering  material  performs  three 
ofiices,  viz.:  It  covers  the  springs,  limits  their  expansion,, 
and  furnishes  means  for  securing  the  gore  in  position. 

"  What  I  claim  as  my  invention  is — 

"  1.  An  elastic  gore,  gusset  or  section  for  wearing  apparel^ 
composed  of  a  covering  material  having  tubes,  spiral  metal 
springs  inclosed  by  such  tubes  and  not  extending  to  the 
edges  of  the  covering  material,  and  stayed  at  their  ends  by 
such  covering  material,  and  inelastic  margins  outside  of  the 
springs,  substantially  as  described,  for  the  purpose  set  forth. 

"2.  An  elastic  gore,  gusset  or  section,  composed  of  a  cov- 
ering material  having  tubes,  and  spiral  metal  springs  inclosed 
by  such  tubes,  and  not  extending  to  the  edges  of  the  cover- 
ing material,  and  stayed  at  their  ends  by  such  covering^ 
material,  said  covering  material  being  puckered  at  its  center 
over  the  springs,  and  having  plain,  unpuckered  margins  ex- 
tending wholly  outside  of  the  springs,  substantially  as  de- 
scribed and  shown. 

"  3,  An  elastic  gore,  gusset  or  section,  composed  of  a  cov- 
ering  material  woven  with  tubes  therein  of  a  particular  pat- 
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tern  to  suit  the  location  where  the  elastic  gore,  gusset  or 
section  is  intended  to  be  used,  such  tubes  not  extending  to 
the  edges  of  the  covering  material,  and  spiral  metal  springs 
inclosed  by  such  tubes  and  stayed  by  the  covering  material 
at  the  ends  of  the  tubes,  substantially  as  described  and 
shown. 

"4.  In  an  elastic  gore,  gusset  or  section,  the  combination 
of  the  covering  material  made  of  double  thickness,  and  hav- 
ing tubes  not  extending  to  the  edges  of  the  covering  material, 
with  spiral  metal  springs  inclosed  by  such  tubes,  and  fasten- 
ings extending  across  the  ends  of  the  tubes  between  the 
thicknesses  of  the  covering  material,  substantially  as  de- 
scribed and  shown." 

The  bill,  filed  June  12th,  1882,  contained  the  usual  allega- 
tions as  to  the  issue  of  the  patents  in  suit,  charged  that  the 
defendant  had  infringed  both  of  them  in  the  district  where 
the  suit  was  brought,  and  prayed  an  injunction,  an  account- 
ing and  damages. 

The  defences  pleaded  were :  (1)  non-infringement ;  (2)  that 
there  is  no  patentable  novelty  in  either  of  the  alleged  inven- 
tions; and  (3)  that  the  defendant  himself  was  the  original 
inventor  of  the  devices  in  question. 

Issue  was  joined,  proofs  were  taken,  and  on  the  11th  of 
January,  1886,  the  court  entered  a  decree,  holding  that  there 
had  been  no  infringement  as  complained  of,  and  that  the 
patents  in  suit  were  void  for  want  of  novelty,  and  ordering 
that  the  bill  be  dismissed  for  want  of  equity.  This  decree 
was  afterwards  modified  so  as  to  not  apply  to  the  last  two 
claims  in  No.  238,101.  From  this  decree  the  complainants 
have  appealed.  The  opinion  of  the  Circuit  Court  is  reported 
in  26  Fed.  Rep.  256. 

In  construing  these  patents  ihe  court  below  very  properly 
took  into  consideration  the  state  of  the  art  when  the  applica- 
tions for  them  were  made,  and  found  that  some  of  the  ele- 
ments were  embraced  in  the  English  patent  of  John  Mills,  of 
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lers,  of  December  81,  1866;  and  the  remainder  in  the 
American  patent  issued  to  Mary  J.  C.  Vanorstrand,  Febru- 
ary 1, 1876.  That  is  to  say,  the  court  found  that  there  was 
no  feature  whatever  in  the  patents  in  suit  that  had  not  been 
used  and  applied  long  previously  in  prior  inventions.  The 
court  also  ruled  that,  in  this  view  of  the  case,  it  became 
unnecessary  to  consider  the  testimony  taken  bearing  upon 
the  question  of  the  defendant's  alleged  invention  of  the  de- 
vices in  the  patents  in  suit. 

It  is  assigned  for  error  that  the  court  erred  (1)  in  entering 
a  decree  finding  non-infringement,  because  it  was  stated  in 
the  opinion  that  it  was  unnecessary  to  consider  the  testi- 
mony bearing  upon  the  question  of  infringement,  under  the 
view  taken  of  the  question  of  novelty ;  (2)  in  finding  that 
there  was  no  novelty  in  complainants'  invention,  because  one 
feature  was  found  in  one  old  patent,  and  another  feature  in 
another,  and  still  another  feature  in  a  third  patent,  all  of 
which  constituted  the  subject-matter  of  the  claims  in  com- 
plainants' patent ;  and  (3)  in  finding  that  the  description  in 
the  English  patent  issued  to  the  Millers  in  1866,  was  sufii- 
ciently  clear  to  enable  a  person  to  construct  from  it  an  elastic 
gore  or  gusset  like  the  one  shown  and  patented. 

After  a  careful  examination  of  the  evidence  relied  on  in 
support  of  these  assignments  of  error  we  cannot  assent  to  the 
positions  assumed  by  the  appellants.  We  concur  with  the 
Circuit  Court  that  all  the  claims  in  these  patents,  except  the 
last  two  claims  in  2^0.  238,101,  are  invalid  by  reason  of  their 
long  prior  use  as  inventions  secured  by  patents  which  cover 
every  feature  described  in  those  claims  ;  and  that  the  com- 
bination of  these  features  in  No.  238,100,  is  not  a  patentable 
invention. 

What  are  the  characteristic  features  of  the  device  or 
mechanism  described  in  'No.  238,100?  They  are  all,  as  a 
close  analysis  will  show,  limited,  confessedly,  to  a  corset  con- 
structed with  an  arrangement  of  elastic  sections  or  gussets  at 
the  two  respective  sides,  extending  from  the  arm-pits  to  the 
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hips,  consisting  of  coils  of  spiral  wire  inserted  in,  and  passed 
back  and  forth  through,  tubes  or  channels  wrought  between 
two  thicknesses  of  the  material  of  the  gusset.  On  comparing 
with  this  the  gusset  shown  and  described  in  the  English 
Mills  patent,  set  up  in  the  answer  of  the  defendant,  we  find 
that  the  latter  contains  the  elastic  section  or  gusset,  the  elas- 
ticity secured  by  coils  of  spiral  wire  inclosed  between  two 
thicknesses  of  the  material  out  of  which  the  said  gusset  or 
section  is  made,  which  gusset  extends  from  the  top  to  the 
bottom  of  the  corset.  Mills,  in  his  specification,  says :  "  My 
improvement  of  elastic  stays  for  women  and  children  .  .  . 
<;onsists  of  the  introduction  of  a  flexible  or  elastic  portion  in 
those  parts  of  the  stays  best  calculated  to  give  relief  to  the 
wearer,  and  at  the  same  time  preserving  that  stability  and 
support  usually  given  to  the  body  by  the  common  adoption 
of  whalebone,  steel,  and  other  hard  or  flexible  materials. 
.  .  .  This  flexible  portion  is  composed  of  springs,  either 
of  brass,  copper  or  iron  wire,  or  of  any  other  matter  or  thing 
<japable  of  producing  sufiicient  elasticity  ;  but  that  which  I 
recommend  is  small,  brass  wire  worm-springs,  which  extend 
hj  a  small  degree  of  force.  These  I  place  close  together  in 
runners  or  spaces  stitched  in  between  two  pieces  or  laying  of 
silk,  satin  or  other  fit  material,  puckered  or  quilted  loosly  to 
give  room  for  expansion,  the  ends  of  the  springs  and  their 
covering  of  silk,  satin  or  other  matter  on  them  sewed  or 
otherwise  fastened  to  and  between  the  two  half  pieces  of  the 
stay  previously  made  of  the  usual  materials,  such  as  jean  or 
other  cotton,  linen,  silk,  woolen  or  leather,  with  the  proper 
busks  or  necessary  portions  of  steel,  whalebone  or  other  sub- 
stance commonly  adopted,  calculated  to  distend  the  stay  and 
brace  and  support  the  body.  .  .  .  The  manufacture  of 
these  patent  stays  is  not  confined  to  form  or  shape,  neither  to 
the  use  of  any  particular  article  or  material  of  which  to  make 
the  same,  but  adopts  such  as  custom  or  propriety  dictates, 
adhering  to  the  principle  of  inserting  elastic  portions  into  the 
«tays  of  such  forms,  agreeable  to  the  foregoing  principle,  as 
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under  all  circumstances  may  be  found  most  eligible  and  best 
calculated  to  afford  that  relief  for  which  the  patent  is  granted." 

The  counsel  for  appellants  contends  that  this  Mills  patent 
does  not  have  a  single  element  contained  in  the  appellants^ 
patent  in  suit.  He  says :  "  The  Mills  patent  does  not  con- 
tain spiral  metal  springs  arranged  in  groups,  the  springs  be* 
ing  composed  of  a  single  continuous  spring  passed  back  and 
forth  through  the  tubes,  nor  does  it  have  any  plain  margins 
on  the  sides  of  the  sections,  nor  does  it  have  elastic  sections 
extending  from  under  the  arms  down  over  the  hips; "  and 
that  they  only  '^  extend  from  one  end  of  the  shoulder-strap 
down  the  back  of  the  corset." 

It  may  be  observed,  in  reply  to  this,  that  the  drawings  of 
the  Mills  patent,  according  to  the  evidence  of  one  of  the  de- 
fendant's experts,  show  a  plain  margin  on  each  side  of  the 
elastic  section  or  gusset  for  attachment  to  the  main  parts  of 
the  corset,  and  that  the  Mills  specification  leaves  it  in  the 
discretion  of  the  manufacturer  as  to  where  the  elastic  section 
is  to  be  placed — whether  at  the  sides  of  the  corset  or  at  the 
back — the  statement  being  that  it  should  be  placed  where  it 
will  be  found  most  eligible  and  best  calculated  to  give  relief 
to  the  wearer,  etc. 

What  are  the  particular  features  of  the  improvements 
which  it  is  alleged  distinguish  the  patent  in  suit  from  those 
contained  in  the  Mills  patent  ?  According  to  the  contention 
of  appellants'  counsel,  they  are :  (1)  the  continuous  spring; 
(2)  the  inelastic  margin  at  the  sides  of  the  gusset,  whereby  it 
may  be  attached  to  the  corset  without  the  connecting  stitches 
crossing  the  springs ;  (3)  the  location  of  the  elastic  gusset  at 
the  sides ;  and  (4)  the  grouping  arrangement  of  the  springs. 
The  first  two  of  these  features,  i.e.,  the  continuous  spring  and 
the  inelastic  margin,  are  described  in  the  English  patent  of 
the  Millers  issued  in  1866,  as  fully  and  explicitly  as  they  are 
in  the  patent  of  the  appellants  in  this  suit 

The  specification  in  the  patent  of  the  Millers  is  as  follows : 

**Thi8  invention  has  for  its  object  improvements  in  the 
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manufacture  of  elastic  gussets  suitable  for  use  in  boots  and 
stays  and  for  other  purposes.         .     . 

"  Now,  according  to  our  invention,  we  secure  the  vulcan- 
ized India-rubber  springs  between  two  pieces  of  woven  fabric, 
leather  or  other  material,  by  stitching  with  a  sewing-machine, 
the  stitches  running  in  parallel  lines  and  passing  through  the 
two  pieces  of  fabric  or  material  between  the  India-rubber 
springs,  and  (he  springs^  in  place  of  being  each  a  separate  piece j 
are  in  one  piece^  the  length  of  vulcanized  India-rubber  cord  at 
the  end  of  each  traverse  across  the  gusset  being  turned  round 
and  caused  to  return  parallel  to  itself ;  thus  the  liability  of 
the  India-rubber  to  slip  and  work  out  of  the  gusset  is  much 
reduced.  When  gussets  made  in  this  manner  are  worked  in- 
to boots  or  other  articles,  the  stitches  by  which  they  are  se- 
cured are  passed  through  a  margin  on  each  side  of  the  gusset 
and  not  through  the  India-rubber  part  of  the  gusset^  as  heretofore. 

"  In  order  that  our  invention  may  be  fully  understood  and 
readily  carried  into  effect  we  will  describe  the  manner  in 
which  we  prefer  to  proceed : 

"  We  first  cut  the  material — ^leather,  silk,  cotton,  or  any 
other  woven  fabric — and  the  lining  to  the  size  required  for 
the  gusset  when  extended  and  for  leaving  the  required  mar- 
gin. We  then  turn  over  the  top  edge  and  baste  or  tack  it 
down  to  the  lining ;  we  then  commence  to  stitch  with  a 
sewing-machine  a  series  of  rows  in  parallel  lines  transversely 
across  the  gusset,  the  stitching  passing  through  the  two 
materials,  commencing  at  the  top,  and  so  on  from  row  to  row 
until  the  whole  of  the  gusset  is  stitched ;  the  distance  be- 
tween the  rows  of  stitches  will  depend  on  the  thickness  of 
the  India-rubber  thread  to  be  inserted;  about  eight  or  ten 
rows  to  the  inch  is  usually  a  convenient  distance ;  we  then 
pass  between  the  two  materials,  into  every  space  or  cavity 
between  the  rows  of  stitches,  wires  or  needles,  of  a  length 
somewhat  longer  than  the  width  of  the  gusset  and  of  the 
size  of  the  cavity ;  the  gusset  is  then  ready  to  be  contracted 
or  drawn  up  to  the  size  required." 

1S7  r.  S.  74-75. 


446  FLORSHEIM>.  SCHILLING.  [Sap.  Ct 

opinion  of  the  Court 

Then  follows  the  description  of  the  machine  used  for-con- 
tracting  the  gusset,  and  after  that  there  is  a  description  of 
the  method  for  inserting  the  elastic  rubber  cord,  which,  as 
before  stated,  is  a  continuous  one.  The  specification  again 
refers  to  the  plain  margin  at  the  sides  of  the  gusset,  and  de- 
scribes the  method  by  which  it  may  be  reinforced  or  ren- 
dered stronger  than  the  ordinary  margin. 

There  is  evidence  in  the  record  tending  to  show  that  the 
machine  used  by  complainants  for  puckering  the  material 
between  which  the  metal  springs  are  placed  is  substantially 
identical  with  the  one  described  in  the  Miller  patent  for  per- 
forming the  similar  function  of  what  is  there  termed  con- 
tracting or  drawing  up  the  gusset  to  the  required  size.  And 
it  seems  perfectly  clear  that  the  method  of  inserting  the 
metal  springs  in  the  one,  and  the  elastic  rubber  cord  per- 
forming the  same  functions  in  the  other,  is  substantially  the 
same. 

Counsel  for  appellants  discusses  at  some  length  the  Miller 
patent,  and  attempts  to  show  that  the  gusset  is  not  suffi- 
ciently described  therein  to  enable  one  skilled  in  the  art  to 
make  one  like  that  described  in  the  Florsheim  patent.  We 
think,  however,  his  argument  does  not  overthrow  the  con- 
clusion of  the  court  that  there  is  no  patentable  difference  be- 
tween the  gussets  described  in  the  English  patent  of  the 
Millers  and  those  described  in  the  Florsheim  patent.  It  is 
true  that  in  the  Miller  patent  an  India-rubber  spring  is 
used  instead  of  a  metal  spiral  spring,  as  in  both  the  Flor- 
sheim and  the  Mills  patents.  But  the  substitution  of  one 
material  for  another,  which  does  not  involve  change  of 
method  nor  develop  novelty  of  use,  even  though  it  may  re- 
sult in  a  superior  article,  is  not  necessarily  a  patentable  in- 
vention. Hotchkiss  ?;.  Greenwood,  11  How.  248  [5  Am. 
&  Eng.  240];  Hicks  v.  Kelsey,  18  Wall.  670  [9  Am.  &  Eng. 
150] ;  Terhune  v.  Phillips,  99  U.  S.  592  [12  Am.  &  Eng. 
270];  Gardner  v.  Herz,  118  U.  S.  180  [16  Am.  &  Eng. 
368] ;  Brown  v.  District  of  Columbia,  130  U.  S.  87  [19  Am. 
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&  Eng.  473].  In  this  particular  instance  the  substitution 
itself  was  not  new ;  for,  as  we  have  seen,  wire  coil  was  used 
for  springs  in  corsets  as  early  as  the  year  1815. 

With  regard  to  the  two  remaining  features — ^the  location 
of  the  elastic  gusset  in  the  side  of  the  corset  instead  of  the 
back,  and  the  grouping  of  the  springs — ^the  former  is  found 
fully  described  in  the  specification  of  the  American  patent 
granted  in  1876  to  Mary  J.  C.  Vanorstrand.  A  certified 
copy  of  this  patent,  though  introduced  in  evidence,  does  not 
appear  in  the  record ',  but  we  were  furnished,  on  the  argu- 
ment, with  a  copy  of  it,  and  that  corset  contained  elastic 
gussets  extending  on  both  sides,  from  the  arm-pits  to  the 
hips. 

The  grouping  of  the  springs  is  no  less  distinctly  described 
and  shown  in  the  Schilling  and  Plorsheim  patent  of  18  79,  a  cer- 
tified copy  of  which  appears  in  the  record.  The  different  ar- 
rangement of  these  groupings  as  they  appear  in  the  patent  sued 
upon  is  not  an  invention,  but  is  a  mere  matter  of  mechanical 
judgment, "  the  natural  outgrowth  of  the  development  of 
mechanical  skill  as  distinguished  from  invention."  Burt  v. 
Evory,  133  XJ.  8.  849  [p.  133  ante],  and  authorities  there 
cited ;  Brown  v.  Piper,  91  F.  S.  37  [10  Am.  &  Eng.  272]. 

The  argument  is  advanced  that  the  combination  in  this 
corset  of  the  prior  inventions  secured  and  put  intou.se  by 
prior  patents,  making  it  a  superior  and  cheaper  article,  is 
itself  a  patentable  invention.  We  are  unable  to  agree  with 
appellant's  counsel  on  this  point.  In  Pickering  v.  McCul- 
lough,  104  IT.  S.  310  [13  Am.  &  Eng.  238],  this  court,  speak- 
ing through  Mr.  Justice  Matthews,  said  :  "  In  a  patentable 
combination  of  old  elements,  all  the  constituents  must  so 
enter  into  it  as  that  each  qualifies  every  other.  ...  It 
must  form  either  a  new  machine  of  a  distinct  character  and 
function,  or  produce  a  result  due  to  the  joint  and  co-operating 
aJition  of  all  the  elements,  and  which  is  not  the  mere  adding 
together  of  separate  contributions."  "  The  combination  of 
old  devices  into  a  new  article,  without  producing  any  new 
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mode  of  operation,  is  not  invention."  Burt  v.  Evory,  supr(u 
See  also  Hailes  v.  Van  Wonner,  20  Wall.  353  [9  Am.  &  Eng. 
240] ;  Reckendorfer  v.  Faber,  92  U.  S.  347  [10  Am.  &  Eng. 
373] ;  Double-Pointed  Tack  Co.  v.  Two  Rivers  l^fg.  Co.  109 
U.  S.  117  [14  Am.  &  Eng.  571] ;  Bussey  v.  Excelsior  Mfg. 
Co.  110  U.  S.  131  [15  Am.  &  Eng.  77];  Phillips  v.  Detroit, 
111  U.  S.  604  [15  Am.  &  Eng.  269] ;  Stephenson  v.  Brooklyn 
Railroad  Co.  114  U.  S.  149  [16  Am.  &  Eng.  63] ;  Beecher 
Mfg.  Co.  V.  Atwater  Mfg.  Co.  114  U.  S.  523  [16  Am.  &  Eng. 
106] ;  Thatcher  Heating  Co.  t?.  Burtis,  121  U.  S.  286  [17  Am. 
&  Eng.  37] ;  Hendy  v.  Golden  State  &  Miners'  Iron  "Works, 
127  U.  S.  870  [18  Am.  &  Eng.  588]. 

In  the  light  of  these  authorities,  our  judgment  is  that  the 
appellants'  patent  TSo.  238,100,  was  for  a  corset  that  had  been 
in  long  and  publicly-known  use,  each  part  of  it  previously 
patented ;  that  it  involved  nothing  original  in  the  construc- 
tion of  those  parts  nor  in  their  relation  to  one  another,  nor 
any  change  in  the  function  of  any  one  of  them ;  and  that  the 
combination  of  them  produced  no  original  mechanism  or 
device. 

The  greater  part  of  the  foregoing  observations  apply 
equally  to  the  patent,  No.  238,101,  for  an  elastic  gore  or 
gusset  for  wearing  apparel,  and  we  concur  in  the  conclusion 
of  the  court  below,  that  the  first  two  claims  of  that  patent 
are  void  for  want  of  novelty,  and  all  the  elements  in  those 
claims  are  found  in  the  English  patent  of  the  Millers  already 
considered. 

For  these  reasons  the  decree  of  the  court  below  is 

Affirmed. 
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Rep.  256. 
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HAMLINE  Q.  FREKCH,  APPELLANT,  v.  OLIVER  S. 

CAETER  BT  AL.» 

1S7  U.  0.  2Si-945.   OetolMv  Temi,  189<l. 

[Bk.  34,  L.  cd.  664 ;  53  O.  G.  1572.] 
Affirming  Ibidy  25  Fed.  Rep.  41. 

Argued  NoTember  12, 1890.    Decided  NoTember  24, 1890. 

Particular  patent  construed.     Difference  in  size  or  a  difference 
in  degree  not  involving  invention.    Prior  foreign  publication. 

1.  Letters  patent,  No.  244,224  Hamline  Q.  French,  July  12, 
1881.  Improvement  in  Roofs  for  Vaults,  held,  wanting  in 
invention  in  view  of  the  state  of  the  art  as  disclosed  in  a 
prior  foreign  publication,  from  which  it  differed  only  in  re- 
spect to  the  size  of  the  elements,  a  question  of  degree,  in- 
volving the  exercise  of  mechanical  skill  only.     (p.  453.) 

2.  The  foreign  publication  held  to  be  competent  as  evidence  in 
regard  to  the  state  of  the  art,  and  as*  a  foundation  for  the 
inquiry  whether  it  required  invention  to  pass  from  the  struc- 
tures therein  disclosed  to  the  patented  structure,    (p.  459.) 

[Citations  in  the  opinion  of  the  court :] 
Burt  V.  Bvory,  133  U.  S.  349.  (p.  133  anle)  p.  459. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  New  York,  dismissing  a 
suit  in  equity  for  the  infringement  of  letters  patent. 

The  facts  are  stated  in  the  opinion. 

Messrs.  George  H.  Fletcher  and  L.  B.  Bunnell,  for  ap- 
pellant : 

The  court  below  erred  in  its  construction  of  the  statutes 
applicable  to  the  proofs  under  the  allegations  of  foreign  pub- 
lication, as  made  in  the  answer. 

*  See  EzplanatioQ  of  Notes,  page  III. 
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Seymour  v.  Osborne,  11  Wall.  556  [8  Am.  &  Eng.  290] ; 
Eames  v.  Andrews,  122  U.  S.  40  [17  Am.  &  Eng.  98] ;  Down- 
ton  V.  Teager  Milling  Co.  108  U.  S.  466  [14  Am.  &  Eng.  413] ; 
Sewall  V.  Jones,  91  U.  S.  194  [10  Am.  &  Eng.  836]. 

The  great  utility  of  the  patented  vault  is  strong  evidence 
of  invention. 

Smith  V.  Goodyear  D.  V.  Co.  98  TJ.  S.  492  [11  Am.  &  Eng. 
1] ;  Goodyear  D.  V.  Co.  v.  Davis,  102  U.  S.  224  [12  Am.  & 
Eng.  524] ;  Lehnbeuter  v.  Holthaus,  106  TJ.  S.  94. 

Messrs.  James  W.  Pbrry  and  Philip  J.  O'Rbillt,  for  ap- 
pellees : 

The  patent  is  void  on  its  face  for  the  want  of  patentable 
novelty. 

Brown  v.  Piper,  91  TJ.  S.  87  [10  Am.  &  Eng.  272] ;  Slaw- 
son  V.  Grand  St.  P.  P.  &  F.  R.  Co.  107  TJ.  S.  649  [14  Am.  & 
Eng.  475] ;  Dunbar  v.  Myers,  94  TJ.  S.  187  [11  Am.  &  Eng. 
59] ;  Atlantic  Works  v.  Brady,  107  TJ.  Sl  192  [14  Am.  & 
Eng.  380]  ;  HoUister  v.  Benedict  &  B.  Mfg.  Co.  118  TJ.  S.  59 
[15  Am.  &  Eng.  417];  Gardner  v.  Herz,  118  TJ.  S.  180  [16 
Am.  &  Eng.  368]. 

The  patent  is  void  by  reason  of  an  insufficient  and  mis- 
leading specification. 

O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483] ;  Wesl^ 
em  Electric  Mfg.  Co.  v.  Ansonia  B.  &  C.  Co.  114  TJ.  S.  447 
[16  Am.  &  Eng.  94] ;  Seymour  v.  Osborne,  11  Wall  516  [8 
Am.  &  Eng.  290] ;  Grant  v.  Raymond,  6  Pet  218  [4  Am.  & 
Eng.  245]. 

In  view  of  the  state  of  the  art,  as  disclosed  by  the  French 
book, "  Revue  Gen6rale,"  etc.,  there  is  nothing  patentable 
disclosed  in  the  appellant's  patent 

Smith  V.  Nichols,  21  Wall.  119  [9  Am.  &  Eng.  425] ;  Rob- 
erts V.  Ryer,  91  TJ.  S.  150  [10  Am.  &  Eng.  802] ;  HoUister  v. 
Benedict  &  B.  Mfg.  Co.  113  TJ.  S.  59  [15  Am.  &  Eng.  417] ; 
Thompson  v.  Boisselier,  114  TJ.  S.  1  [15  Am.  &  Eng.  649] ; 
Pattee  Plow  Co.  v.  Kingman,  129  TJ.  S.  294  [19  Am.  &  Eng. 
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855] ;  Aron  v.  Manhattan  R.  Co.  182  U.  S.  89  [19  Am.  & 
Eng.  609] ;  Stephenson  v.  Brooklyn  C.  T.  R.  Co.  114  U.  S. 
149  [16  Am.  &  Eng.  68] ;  Yale  Lock  Co.  v.  Greenleaf,  117  U. 
8.  55  4  [16  Am.  &  Eng.  808] ;  Clark  Pomace  Holder  Co.  v. 
Ferguson,  119  XJ.  S.  835  [16  Am.  &  Eng.  441] ;  Hendy  v. 
Oolden  State  &  M.  I.  Works,  127  U.  S.  870  [18  Am.  &  Eng. 
688] ;  Holland  v.  Shipley,  Id.  896  [18  Am.  &  Eng.  605] ; 
Brown  v.  District  of  Columbia,  180  U.  S.  87  [19  Am.  &  Eng. 
473]  ;  Day  v.  Fair  Haven  Co.  182  U.  S.  98  [p.  1  ante] ;  Wat- 
son V.  Cincinnati,  L,  St.  L.  &  C.  R.  Co.  Id.  161  [p.  22  ante] ; 
Marchand  v.  Emken,  Id.  195  [p,  58  ante] ;  Royer  v.  Roth,  Id. 
201  [p.  67  ante] ;  Burt  v.  Evory,  138  U.  S.  349  [p.  133  ante] ; 
Howe  Machine  Co.  v.  National  Needle  Co.  134  U.  S.  888  [p. 
199  ante] ;  St  Germain  v.  Brunswick,  185  U.  S.  227  [p.  248 
ante]. 

Mr.  Justice  Blatchforb  delivered  the  opinion  of  the  court: 
This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Southern  District  of  New  York, 
by  Hamline  Q.  French  against  Oliver  S.  Carter,  George 
Mark  and  Milton  H.  St.  John,  to  recover  for  the  infringe- 
ment of  letters  patent.  No.  244,224,  granted  to  the  plaintiff 
July  12,  1881,  for  an  improvement  in  "  roofs  for  vaults." 
Issue  was  joined,  proofs  were  taken  and  the  case  was  heard 
by  Judge  Shipman,  resulting  in  a  decree  dismissing  the  bill, 
from  which  the  plaintiff  has  appealed.  The  opinion  of  Judge 
Shipman  is  reported  in  25  Fed.  Rep.  41. 

The  specification,  claims,  and  dmwings  of  the  patent  are 
as  follows :  "  My  improvements  relate  to  the  construction  of 
roofs  for  vaults,  mausoleums  and  structures  of  similar  charac- 
ter, built  of  stone  and  intended  for  burial  purposes ;  and  the 
object  of  my  invention  is  to  obtain  a  building  without  ver- 
tical joints,  and  one  held  together  and  locked  at  the  roof,  so 
that  by  the  locking  and  the  weight  of  the  roof  the  structure 
shall  be  made  as  enduring  as  the  material  of  which  it  is  built. 
My  improved  roof  consists  of  the  front  and  rear  gable-stones, 
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the  roof-stones,  which  are  continuous  from  one  gable-stone  to 
the  other  at  each  side,  and  held  to  the  gable-stones  by  mortise 
and  tenon  or  equivalent  connections,  and  the  cap-stone,  whick 
is  formed  with  a  rabbet  to  lap  upon  the  roof-stones  and  resta 
upon  the  gables,  by  which  construction  the  stones  forming^ 
the  complete  roof  are  securely  locked,  and  without  possibility 
of  dislocation  without  being  raised  bodily  upward. 

"  My  invention  is  shown  in  the  accompanying  drawings^ 
forming  part  of  this  specification,  wherein  Figure  1  is  a  front 
elevation,  partiallj^  in  section,  of  a  vault  constructed  in  accord- 
ance with  my  invention.  Fig.  2  is  a  plan  view  of  the 
same,  with  the  cap-stone  partially  removed.  Similar  letters 
of  reference  indicate  corresponding  parts.  The  side  walls, 
a  a,  of  the  vault  are  laid  up  in  the  usual  manner.  A  A  are 
the  gable-stones,  B  B  the  roof-stones  and  C  the  cap-stone. 
The  gables  A  are  each  a  single  stone  of  any  required  shape 
and  size,  and  of  a  length  sufficient  to  connect  the  roof-stones. 
They  are  formed,  upon  each  of  their  upper  surfaces,  with 
tenons  b.  The  roof-stones  B  are  also  each  of  a  single  piece 
in  length,  or  continuous  from  one  gable-stone  to  the  other. 
These  are  formed  with  mortises  for  receiving  the  tenons. 
The  cap-stone  C  is  a  single  piece,  and  of  a  length  to  rest  upon 
the  gable-stones  A  at  its  ends.  It  is  formed  to  lap  at  each 
side  upon  the  stones  B,  on  the  whole  or  any  portion  of  it» 
length.  The  stone  C  is  to  be  lowered  to  place  after  the  stones. 
B  are  set,  and,  as  will  be  seen,  completes  the  roof  and  locks 
the  parts  together.  This  stone  C  is  in  practice  of  great 
weight,  which  weight  tends  entirely  to  hold  the  structure  to- 
gether, and,  there  being  no  vertical  joints  to  spread  open, 
there  can  be  no  disruption  or  displacement  by  ordinary  means. 
The  space  at  the  sides,  between  the  stones  A  is  filled  out  by 
stones  c  set  upon  the  side  walls.  The  roof  at  each  side  of 
the  cap-stone  is  to  be  formed  of  one  or  more  roof-stones  B, 
each  being  continuous  from  one  gable-stone  to  the  other,  and 
locked,  as  described.  The  roof  may  also  be  made  flat,  curved, 
or  inclined.     In  place  of  using  the  mortises  and  tenons  shown, 
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«lowel-pin8  or  other  equivalent  devices  can  be  used  for  lock- 
ing the  roof-stones.  I  do  not  limit  myself  in  that  respect. 
Having  thus  described  my  invention,  I  claim  as  new  and  de- 
jUre  to  secure  by  letters  patent — 

"  1.  A  roof  for  vaults  and  similar  structures,  oonsistmg  of 
the  continuous  roof-stones  B  B,  gable-stones  A,  connecting 
find  locked  to  the  roof-stones,  and  the  cap-stone  C,  lapping 
upon  the  roof-stones,  substantially  as  shown  and  described. 

*'  2.  In  roofs  for  vaults  and  similar  structures,  the  com- 
bination of  continuous  roof-stones  B  B  and  gable-stones  A  A, 
connected  and  locked  by  mortises  and  tenons,  or  equivalent 
devices,  substantially  as  shown  and  described." 

There  was  put  in  evidence  in  the  case  volume  13,  with 
plates  39  to  44,  both  inclusive,  of  a  public  work  published 
in  France,  in  1886,  called  "  Revue  G6nerale  de  V  Architec- 
ture et  de  Travaux  Publics,"  containing  a  description  'and 
illustration  of  a  monument  erected  in  1847,  as  a  place  of 
l>urial  for  the  family  of  Ale.  Billaud.  This  very  imperfect 
translation  of  the  text  is  found  in  the  record :  "Above  this 
ordonnance  extends  an  entablature,  on  which  is  supported  the 

two  sloping  sides  of  the  roof,  which  finish  the  edifice 

The  entablature  is  composed  of  three  stones,  hollowed  out  so  as 
to  form  a  species  of  vault,  which  masks  the  size  (6dicule) ; 
and  these  stones,  joined  together  by  rebates,  are  bound,  and, 
as  it  were,  tied  (hooped)  together  by  the  two  thick  slabs  of 
stone  which  cover  their  sloping  sides,  by  means  of  the  hollow 
made  on  the  lower  sides  of  the  former  (the  slabs),  in  order  to 
•clamp  the  projections  retained  on  the  stones  of  the  vault. 
These  stones  are,  in  their  turn,  tied  together  by  the  ridge 
which  surmounts  the  building." 

Two  drawings  on  one  of  the  plates  are  as  follows,  one 
being  a  cross-section  and  the  other  a  longitudinal  section : 

The  opinion  of  the  Circuit  Court  proceeds  upon  the  ground 
that,  in  view  of  the  description  of  the  Billaud  tomb,  there 
was  no  invention  in  the  patented  device,  and  that  in  order  to 
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produce  that  device  the  customary  skill  of  the  worker  in 
stone  neither  needed  nor  received  any  aid  from  the  inventive 
faculty.  The  opinion  says :  "  The  difficulty  in  vault  stone 
roofs  which  was  to  be  remedied  was  the  exposed  or  open 
seams  between  the  stones,  into  which  water  can  enter  and  be- 
come frozen,  and  thusj  by  the  action  of  frost,  the  stones  are 
separated.  Freedom  from  vertical  joints  and  the  locking  of 
roof-stones  and  cap-stones  to  the  gable-stones  are  the  feature* 
of  the  improvement.  ...  By  the  invention  described  in  the 
second  claim,  the  difficulty  is  remedied  by  connecting,  in  the 
ordinary  way,  to  gable-stones,  made  of  one  piece,  roof-stonea 
which  are  long  enough  to  extend  from  one  gable-stone  to  the 
other,  and  protecting  the  seams  by  rebates,  if  more  than  one 
roof-stone  upon  one  side  of  a  roof  is  used,  and  then  filling 
the  space  or  ridge  near  the  top  of  the  roof  in  such  manner 
as  ingenuity  or  taste  may  dictate.  By  the  invention  described 
in  the  first  claim,  the  space  between  the  roof-stones  is  filled 
by  a  single  massive  cap-stone,  the  edges  of  which  lapped 
over  the  roof-stones,  and  which  rested  upon  the  gables." 

In  reference  to  the  description  and  drawings  of  the  Billaud 
tomb,  the  opinion  says :  '*  The  plates  which  are  attached  to 
the  description  show  that  the  Billaud  roof  consists  of  two 
sloping  roof-stones,  each  being  a  single  piece,  fastened  by 
projections  and  cavities  to  gable-stones,  each  being  in  one 
piece,  and  a  single  ridge-stone,  covering  the  joint  where  the 
upper  edges  of  the  roof-stones  meet,  and  not  resting  on  the 
gable-stones.  The  dijfference  between  the  Billaud  roof  and 
the  roof  of  the  patent  is  that  the  roof-stones  of  the  former 
are  so  wide  that  only  a  ridge-stone  is  needed  to  cover  the 
joint,  while  the  roof-stones  of  the  latter  are  narrower,  and  a 
wider  ridge-stone  or  cap-stone  is  needed,  which  must,  of 
course,  be  interposed  between  the  roof-stones,  and  must  rest 
upon  the  gable.  The  ridge-stone  of  the  Billaud  tomb  is  a 
small  cap-stone,  which  bound  the  roof-stones  together,  and 
which  covered  the  joint  made  by  their  edges.  The  cap-stone 
of  the  patent  is  a  larger  and  wider  ridge-stone  than  that  of 
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Billaad,  and,  by  its  great  weight,  is  more  efficient  in  hold- 
ing the  structure  together." 

"We  concur  with  the  Circuit  Court  in  its  views.  Where 
the  roof-stones  are  wider,  as  in  the  Billaud  roof,  there  need 
be  only  a  narrow  ridge-stone,  while  where  the  roof-stones  are 
narrower,  as  in  the  patented  device,  a  wider  ridge-stone  or 
cap-stone  is  necessary.  In  the  latter  case  the  cap-stone  must 
rest  upon  the  gable-stones.  In  the  former  case,  it  need  not 
do  so.  But,  in  each  case,  the  vertical  seam  into  which  water 
could  enter  is  covered,  and  the  structure  is  held  together  and 
locked  at  the  roof,  so  as  to  be  made  enduring  by  the  locking 
and  the  weight  of  the  roof.  The  question  is  one  of  degree 
only,  as  to  the  size  of  the  ridge-stone  or  cap-stone  and  the 
corresponding  width  of  the  roof-stones.  The  difference  be- 
tween mechanical  skill  and  the  exercise  of  the  inventive 
foculty  has  been  pointed  out  in  many  decisions  of  this  court. 
Burt  V.  Evory,  133  U.  S.  849  [p.  133  ante]j  and  cases  there 
cited.  ' 

The  foreign  publication  is  competent  as  evidence  in  regard 
to  the  state  of  the  art,  and  as  a  foundation  for  the  inquiry 
whether  it  required  invention  to  pass  from  the  Billaud  struc- 
ture to  the  patented  structure. 
Decree  affirmed. 

187  r.  S.  945. 
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Syllabus. 

JOHN  DOBSON  vs  al,  APPELLANTS,  v.  JAMES  LEES 

ET  AL,* 
lt7  v.  S.  Mft-SM.    Oeteber  T«riii«  18M. 

[Bk.  34,  L.  ed.  652  ;  53  O.  G.  1740]. 

Affirming  Ibid,  80  Fed.  Rep.  625. 
Argued  October  31, 1890.    Decided  December  1, 1890. 

Particular  reissue  construed.  Reissue  for  matter  abandoned  in 
original  application.  Inadvertence^  accident^  or  mistake — 
cLction  of  attorneys.    Unlargement  of  claims, 

1.  Beissued  letters  patent,  No.  10,054,  granted  March  7,  1882, 
to  James  Oreayes  for  an  Improyement  in  Condensing-Cyl- 
inders  for  Carding-Engines,  compared  and  construed  in  yiew 
of  the  original.  No.  187,620,  February  20, 1877,  and  the  pro- 
ceedings in  the  Patent  Office  on  the  original  application, 
(p.  481.) 

2.  In  yiew  of  the  fact  that  the  claim  of  the  reissued  patent  was 
not  coyered  by  the  original  patent,  and  that  before  the  issue 
of  the  latter  the  claim  was  passed  upon  and  rejected,  with- 
drawn, and  erased  by  applicant's  attorney ;  that  an  inter- 
ference was  dissolyed  upon  condition  of  the  amendment, 
and  that  the  issue  of  the  original  patent  was  predicated  upon 
its  abandonment ;  and  also  in  yiew  of  the  protracted  proceed- 
ings in  the  Patent  Office,  ^«Z^,  that  the  applicant  should  not  be 
permitted  to  treat  the  deliberate  acts  of  his  attorney  as  the 
result  of  inadyertence,accident,  or  mistake,  and,  held,  further, 
that  the  repeated  official  decisions  and  orders,  and  the  re- 
peated efforts  to  maintain  said  claim,  indicated  anything 
but  negligence  on  the  part  of  the  solicitors  employed,  and 
that  the  reissue  was  inyalid.  (p.  482.) 

3.  A  reissue  cannot  be  permitted  to  enlarge  the  claims  of  the 
original  patent  by  including  matter  once  intentionally 
omitted.    Acquiescence  in   the   rejection  of  a  claim ;  its 

*  See  Explanation  of  Notes,  page  III. 
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withdrawal  by  amendment,  either  to  save  the  application, 
escape  an  interference  or  to  the  acceptance  of  a  patent  con- 
taining limitations  imposed  by  the  Patent  Office,  which, 
narrow  the  scope  of  the  invention  as  first  described  and 
claimed,  are  instances  of  such  omission,  (p.  484.) 

[Citations  in  the  opinion  of  the  court :] 
Giant  Powder  Co.  v.  California  Powder  Works,  98  U.  S.  126  [12  Am. 

&  Eng.  201].    p.  483. 
Leggett  V.  Avery,  loi  U.  S.  256  [12  Am.  &  Eng.  369].    p.  482. 
Swain  Turbine  &  Mfg.  Co.  v.  I/add,  102  U.  S.  408  [13  Am.  &  Eng.  i] 

p.  482. 
Goodyear  Dental  Vulcanite  Co.  v,  Davis,  102  U.S.  222  [12  Am.  & 

Eng.  524].    p.  482. 
Union  Metallic  Cartridge  Co.  v.  United  States  Cartridge  Co.  112  U.  S. 

624  [15  Am.  &  Eng.  364].    p.  484. 
Bhepard  v.  Carrigan,  116  U.  S.  593  [16  Am.  &  Eng.  235].    p.  484. 
Roemer  v.  Peddie,  132  U.  S.  313  [p.  86  ani^].    p.  484. 
Yale  Lock  Mfg.  Co.  v.  Berkshire  Nat.  Bank,  135  U.  S.  342  [p.  267^91/^]. 

p.  484. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania,  dismissing  a 
suit  for  infringement  of  reissued  letters  patent. 

The  facts  are  stated  in  the  opinion. 

The  specifications  and  drawings  of  the  letters  patent  re- 
ferred to  by  the  court  are  as  follows : 

'  JAMES  GREAVES,  OP    PHILADELPHIA, 

PEifNSYLYANIA. 

Improvement  in  Condensing-Cylindbrs  for  Carding-Enginbs. 

Specifications  forming  part  of  Letters  Patent,  No.  187f620» 
dated  February  20,  1877  ;   application  filed  September  30, 

1872. 

To  all  tahom  it  m/iy  concern : 

Be  it  known  that  I,  James  Greaves,  of  Philadelphia,  State 
of  Pennsylvania,  have  invented  certain  new  and  useful  Im- 
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provements  in  Condensing-Cylinders  for  Carding-Engines ; 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  of  the  same,  reference  being  had  to  the 
annexed  drawings,  making  part  hereof. 

My  invention  consists  in  the  combination,  in  a  carding- 
engine,  of  a  condensing-cylinder,  a  driving-wheel,  and  a  poly- 
gonally-shaped  horizontal  shaft  or  spindle,  the  latter  being 
adapted  to  be  revolved,  and,  at  the  same  time,  to  be  continu- 
ously reciprocated  in  a  correspondingly  polygonally-shaped 
bearing,  and  a  continuously-reciprocating  rubber,  substan- 
tially as  described  ;  also,  of  the  combination  of  a  continuously- 
reciprocating  rubber,  a  driving-wheel  to  turn  said  rubber,  and 
a  horizontal  shaft  or  spindle,  connecting  the  two  together, 
said  shaft  or  spindle,  and  the  bearing  in  which  it  recipro- 
cates, being  both  made  of  cast-iron,  or  both  of  metal  having 
the  same  crystalline  structure,  whereby  the  crystalline  par- 
ticles of  one  will  resist  the  wear  which  would  otherwise  be 
the  tendency  of  the  crystalline  particles  of  the  other. 

This  invention  relates  to  condensing  carding-engin€s^,  which 
have  a  reciprocating  motion  imparted  to  the  rubbers.  Here- 
tofore it  has  been  the  practice  to  make  the  bearing  in  which 
the  shaft  or  spindle  reciprocates  of  cast-iron  and  the  shaft  or 
spindle  of  steel,  and  the  feather  of  the  latter  of  steel  or 
wrought-iron.  This  shaft  or  spindle  is  horizontal,  and,  in 
addition  to  the  work  it  has  to  perform,  it  is  required  by  itH 
position  to  sustain  its  weight  upon  its  sides,  which  alono 
tends  to  wear  them.  Then,  again,  the  crystalline  formation 
of  the  metal  forming  the  bearings  in  which  the  spindle  re- 
ciprocates, has  been  found  to  bite  or  wear  the  steel  away  to 
such  an  extent  as  to  require  a  new  set  of  spindles  every  few 
months,  a  spindle  under  such  circumstances  rarely  wearing 
over  nine  months,  even  with  clean  work.  Some  difference 
will,  of  course,  result  from  the  dirty  or  cleanly  character  of 
the  work  done  by  the  carding-engine,  but  nine  months  is  the 
average  extreme  limit  of  the  use  of  this  shaft  or  spindle. 
The  wear  of  these  shafts  or  spindles  causes  the  reciprocating 
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rubbers  of  the  card  to  be  untrue  with  respect  to  each  other, 
thus  occasioning  the  ruin  of  the  work  done  by  them,  and  fre- 
quent breakage  of  that  part  of  the  apparatus. 

The  object  of  my  invention  is  to  overcome  these  difficul- 
ties and  objections  by  making  a  more  durable  shaft  or  spindle, 
which  I  accomplish,  in  great  measure,  first^by  making  the 
spindle  or  shaft  of  such  form  as  to  distribute  the  wear  occa- 
sioned by  having  to  sustain  its  own  weight,  and  the  work  it 
has  to  do,  evenly  over  several  parts  of  its  sides  or  surfaces ; 
second,  by  making  this  shaft  or  spindle  of  metal,  having 
the  same  hard  crystalline  structure  as  the  bearing  in  which 
it  reciprocates. 

I  have  found  after  four  years'  use  that  my  shafts  or  spin- 
dles so  constructed  have  a  smooth  glassy  surface,  are  not  per- 
ceptibly worn,  and  have  faithfully  and  continuously  worked 
during  all  that  period. 

On  all  kinds  of  work  the  adoption  of  my  improved  spin- 
dles has  resulted  in  a  saving  of  from  twenty-five  to  fifty- 
four  dollars  per  year  upon  each  carding-engine  to  which  they 
have  been  applied. 

The  old-fashioned  feather  is  still  employed  by  me,  when  I 
use  a  spindle  of  the  form  shown  in  Figure  1,  and  this  results 
in  the  shaft  or  spindle  being  of  cast-metal,  and  the  feather  of 
steel  or  iron.  The  latter  two  metals  are  of  tougher  or  less 
brittle  texture  than  the  former.  Consequently,  if  the  spindle 
should  crack  across,  the  feather  would  hold  it  together,  as 
said  feather  is  tightly  wedged  in  its  groove  in  the  spindle. 

The  shaft  or  spindle  of  a  condensing  or  rubbing  cylinder 
for  carding-engines  consists,  ordinarily,  of  a  light  bar,  to 
which  the  cylinder  of  tinned  plate  is  soldered  or  otherwise 
secured.  This  bar,  being  turned  by  a  pinion  at  one  end  turns 
the  rubber  at  the  other  end,  thus  forming  a  horizontal  con- 
necting-shaft, commonly  called  a  "  spindle."  The  rubber  haa 
a  rapid  reciprocating  motion  at  the  same  time  that  it  is  re- 
volving rapidly  upon  its  axis. 

In  the  drawings.  Figure  1,  Sheet  1,  represents  one  end  of 
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an  ordinary  spindle  in  its  normal  condition.  Fig.  2,  is  a 
transverse  section  of  the  spindle  on  the  line  1  2  of  Fig.  1. 
Fig.  8,  shows  a  worn-out  spindle.  Fig.  4,  Sheet  2,  a  side 
view  of  my  polygonal  shaft  or  spindle,  (square,)  showing  also 
a  part  of  the  rubber,  and  the  pinion  in  which  the  shaft  or 
spindle  reciprocates.  Fig.  5,  a  cross-section  of  the  shaft  or 
spindle  in  the  bearing  in  which  it  reciprocates. 

a,  Fig.  1,  is  the  feather ;  x,  the  body  of  the  shaft  or  spindle. 
A,  Fig.  4.  is  the  pinion  which  turns  the  shaft  or  spindle  X, 
and  in  the  axis  of  which  the  latter  reciprocates.  C  is  the  re- 
ciprocating rubber.  The  feather  a  is  adapted  to  a  groove  in 
the  hub  of  the  driving-wheel  or  pinion,  which  wheel  or 
pinion  drives  the  shaft  or  spindle,  as  at  A,  Fig.  4,  though  in 
Fig.  4  a  polygonal  (square)  shaft  or  spindle,  X,  is  shown. 
The  feather  a  is  only  requisite  when  the  shaft  or  spindle  is 
round. 

Fig.  8  shows  a  steel  spindle  worn  out  by  the  continuous 
friction  of  its  cast-iron  bearing — such  wear  as  results  from 
five  to  nine  months'  usage.  The  delay  and  trouble  of  re- 
moving these  spindles  is  a  source  of  much  annoyance  and  ex- 
pense, as  the  detaching  of  the  tin  cylinders,  and  securing 
them  to  new  spindles,  requires  tedious  manipulation.  The 
old  wrought-iron  or  steel  spindle  constantly  required  this 
attention. 

I  much  prefer  to  make  that  part  of  the  spindle  which  re- 
ciprocates upon  or  in  its  bearing  of  a  polygonal  shape  in  cross- 
section  rather  than  to  make  it  round,  and  depend  upon  its 
feather  to  stiEind  the  wear  occasioned  by  the  revolving  motion 
of  its  bearing,  as  by  the  former  shape  the  wear  is  evenly  dis- 
tributed to  the  comers  of  the  polygonal  sides.  When  the 
shaft  or  spindle  is  square  or  polygonal  its  bearing,  in  which 
it  reciprocates,  must  be  of  corresponding  shape. 

I  am  well  aware  that  an  upright  square  spindle  has  been 
used  in  spinning-frames,  as  in  English  Patent,  No.  2,885,  for 
1856 ;  also  that  in  cloth-cutting  apparatus  a  triangular  shaft 
extendible  lengthwise  in  its  bearings,  has  been  used.     These 
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I  do  not  claim,  but  having  thus  described  my  invention,  what 
•I  desire  to  secure  by  Letters  Patent  is — 

1.  The  combination,  in  a  carding-engine,  of  a  condensing 
or  rubber  cylinder,  a  driving-wheel,  and  a  polygonally-shaped 
horizontal  shaft  or  spindle,  the  latter  being  adapted  to  be  re- 
volved, and  at  the  same  time  to  be  continuously  reciprocated 
in  a  correspondingly  polygonally-shaped  bearing,  said  bearing 
and  said  shaft  or  spindle  being  of  cast-iron,  or  of  metal  of  the 
same  crystalline  structure  as  cast-iron,  and  a  continuouslj'- 
reciprocating  rubber,  substantially  as  and  for  the  purposes 
described. 

2.  In  a  carding-engine,  the  combination  of  a  continuously- 
reciprocating  rubber,  a  driving-wheel,  to  turn  said  rubber, 
and  a  horizontal  shaft  or  spindle,  connectmg  the  two  together, 
said  shaft  or  spindle  and  the  bearing  in  which  it  reciprocates 
being  both  made  of  cast-iron,  or  both  of  metal,  having  the 
same  crystalline  structure  as  cast-iron,  whereby  in  the  recip- 
rocating action,  the  tendency  of  the  crystalline  particles  of 
cast-metal  in  the  bearing  to  wear  the  spindle  will  be  resisted 
by  the  crystalline  particles  of  the  latter,  substantially  as  and 
for  the  purposes  described. 

In  testimony  whereof  I  have  signed  my  name  to  this  speci- 
fication in  the  presence  of  two  subscribing  witnesses. 

JAMES  GREAVES. 

Witnesses : 

"Wm.  a.  Steel, 
hubebt  howson. 
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JAMES  GREAVES,  OP  PHILADELrHIA,  PENNSYL- 
VANIA, ASSIGNOR  OP  ONE-HALP  TO  JOHN  DOB- 
SON  AND  JAMES  DOBSON,  OP  SAME  PLACE. 

Conpensing-Cylindbr  for  Carding-Enginks. 

Specification  forming  part  of  Reissued  Letters  Patent,  No.  10,- 
054,  dated  March  7,  1882;  original  No.  187,620,  dated 
February  20,  1877 ;  application  for  reissue  filed  March  24, 
1877. 

To  aU  whom  it  may  concern  : 

Be  it  known  that  I,  James  Grbaves,  of  Philadelphia, 
State  of  Pennsylvania,  have  made  certain  new  and  useful 
Improvements  in  Condensing-CylindersforCarding-Engines; 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  of  the  same,  reference  being  had  to  the  an- 
nexed drawings,  making  part  hereof. 

The  nature  of  my  invention  is  as  follows,  viz. : 

My  invention  consists,  in  a  carding-engine,  of  a  condensing 
or  rubber  cylinder  mounted  upon  a  polygonally-shaped  hori- 
zontal shaft,  in  combination  with  a  driving-gear  having  a 
sleeve-shaped  bearing,  said  shaft  or  cylinder  being  adapted 
to  be  revolved  by  the  said  driving-gear,  and  at  the  same  time 
to  be  rapidly  and  continuously  reciprocated  by  suitable  mech- 
anism, substantially  as  and  for  the  purposes  hereinafter  set 
forth. 

This  invention  relates  to  condensing  carding-engines  which 
have  a  reciprocating  motion  imparted  to  the  rubbers.  The 
shaft  or  spindle  is  horizontal,  and  in  addition  to  the  work  it 
has  to  perform  it  is  required  by  its  position  to  sustain  its  own 
weight  upon  its  sides,  which  alone  tends  to  wear  them. 
Some  difference  will  of  course  result  from  the  dirty  or  cleanly 
character  of  the  work  done  by  the  carding-engine,  but  nine 
months  is  the  average  extreme  limit  of  the  use  of  ordinary 
round  feathered  spindles.    The  wear  of  these  shafts  or  spin- 
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dies  causes  the  reciprocating  rubbers  of  the  card  to  be  untrue 
with  respect  to  each  other,  thus  occasioning  the  ruin  of  the 
work  done  by  them  and  frequent  breakage  to  that  part  of 
the  apparatus. 

The  object  of  my  invention  is  to  overcome  these  difficul- 
ties and  objections  by  making  a  more  durable  shaft  or  spindle, 
which  I  accomplish  by  making  the  spindle  or  shaft  of  such 
polygonal  form,  dispensing  with  a  feather,  as  to  distribute 
the  wear  occasioned  by  having  to  sustain  its  own  weight  and 
the  work  it  has  to  do  evenly  over  several  parts  of  its  sides  or 
surface.  I  have  found  after  several  years'  use  that  my  shafts 
or  spindles  so  constructed  are  very  little  worn,  and  have 
faithfully  and  continuously  worked  during  all  that  period. 

On  all  kinds  of  work  the  adoption  of  my  improved  spin- 
dles has  resulted  in  a  saving  of  from  twenty-five  to  fifty-four 
dollars  per  year  upon  each  carding-engine  to  which  they  have 
been  applied. 

The  shaft  or  spindle  of  a  condensing  or  rubber  cylinder 
for  carding-engines  consists  ordinarily  of  a  light  shaft  or  bar, 
to  which  the  cylinder  of  tinned  plate  is  soldered  or  otherwise 
secured.  This  bar,  being  turned  by  a  pinion  at  one  end,  turns 
the  rubber  at  its  other  end,  thus  forming  a  horizontal  connect- 
ing-shaft, commonly  called  a  "spindle."  The  rubber  has  a 
rapid  reciprocating  motion  at  the  same  time  that  it  is  revolv- 
ing  rapidly  upon  its  axis. 

In  the  drawings.  Figure  1  shows  a  side  view  of  my  polygo- 
nal shaft  or  spindle,  (square,)  showing  also  a  part  of  the  rub- 
ber and  the  pinion  in  which  the  shaft  or  spindle  reciprocates. 
Fig.  2,  is  a  cross-section  of  the  shaft  or  spindle  in  the  bear- 
ing in  which  it  reciprocates. 

A  is  the  pinion  which  turns  the  shaft  or  spindle  X,  and  in 
the  center  b  of  which  the  latter  reciprocates. '  C  is  the  recip- 
rocating rubber.  The  square  shaft  X  is  adapted  to  a  square 
hole  in  the  hub  of  the  driving-wheel  or  pinion  A,  which 
wheel  or  pinion  drives  the  shaft  or  spindle.  The  delay  and 
trouble  of  removing  the  shafts  or  spindles  when  worn  out 
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are  a  source  of  much  annoyance  and  expense,  as  the  detach* 
ing  of  the  tin  cylinders  and  securing  them  to  new  spindles 
require  tedious  manipulation.  I  make  that  part  of  the  spin- 
dle which  reciprocates  upon  or  in  its  bearing  of  a  polygonal 
shape  in  cross-section  rather  than  to  make  it  round,  as  by  the 
former  shape  the  wear  is  evenly  distributed  to  the  comers 
of  the  polygonal  sides.  When  the  shaft  or  spindle  is  square 
or  polygonal,  its  bearing,  in  which  it  reciprocates,  must  of 
course  be  of  corresponding  shape. 

I  am  well  aware  that  an  upright  square  spindle  has  been 
used  in  spinning-frames,  as  in  English  Patent,  No.  2,885,  of 
1856  ;  also,  that  in  cloth-cutting  apparatus  a  triangular  shaft, 
extendible  lengthwise  in  its  bearings,  has  been  used,  These 
I  do  not  claim,  but  having  thus  described  my  invention,  what 
I  claim  as  new,  and  desire  to  secure  by  Letters  Patent,  is — ■* 

In  a  carding-engine,  a  condensing  or  rubber  cylinder 
mounted  on  a  polygonally-shaped  horizontal  shaft,  in  com- 
bination with  a  driving-gear.  A,  having  a  sleeve-shaped  bear- 
ing, 6,  said  shaft  and  cylinder  being  adapted  to  be  revolved 
by  the  drive-wheel  A,  and  at  the  same  time  to  be  rapidly 
and  continuously  reciprocated  by  suitable  mechanism,  sub- 
stantially as  and  for  the  purposes  described. 

JAMES  GREAVES. 
Witnesses : 

Albert  E.  Zacherle, 
George  H.  Sonneborn. 


Mr.  Francis  T.  Chambers,  for  appellants : 

The  original  specification  clearly  indicates  that  the  device 
covered  by  the  reissue  claim  was  intented  to  be  patented. 
Therefore  this  case  is  not  governed  by  the  decision  in  Parker 
&  W.  Co.  V.  Yale  Clock  Co.  123  U.  S.  87  [17  Am.  &  Eng.  194]. 

There  was  no  laches  in  filing  the  application  for  a  reissue. 
The  original  patent  was  surrendered  practically  as  soon  as 
granted.    Therefore  this  case  is  distinguished  from  Miller  v. 

2JL 
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Bridgeport  Brass  Co.  104  U.  S.  850  [13  Am.  &  Eng.  803]  ; 
Mahn  v.  Harwood,  112  U.  S.  864  [15  Ami  &  Eng.  822] ;  and 
Ives  V.  Sargent,  119  U.  S.  652  [16  Am.  &  Eng.  512]. 

There  was  no  disclaimer  filed  in  this  case,  as  in  the  cases 
of  Leggett  V.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  869]  ; 
and  Union  Metallic  Cartridge  Co.  v.  United  States  Cartridge 
Co.  112  U.  S.  624  [15  Am.  &  Eng.  864]. 

The  circumstances  under  which  this  patentee  received  his 
original  patent  in  its  defective  form  are  such  as  are  within 
the  meaning  of  the  word  ^^  accident,"  and,  as  such^  relieved 
against  in  courts  of  equity. 

Bisph.  Eq.  §  174. 

There  is  invention  in  this  case. 

Smith  V.  Goodyear  Dental  Vulcanite  Co.  98  U.  S.  486  [11 
Am.  &  Eng.  1] ;  and  cases  there  cited. 

The  right  to  amend  the  specification  and  claims  of  an  ap- 
plication is  undoubted.  % 

Singer  v.  Braunsdorf,  7  Blatch.  421;  Railway  Register 
Mfg.  Co.  V.  North  Hudson  R.  Co.  88  Pat.  Off.  Gaz.  855 ; 
Howes  V.  McNeal,  15  Blatch.  108 ;  Jones  v.  Sewall,  8  Pat.  Off. 
Gaz.  680 ;  Henry  v.  Francestown  Soapstone  Stove  Co.  9  Pat 
Off.  Gaz.  408,  2  Ban.  &  Ard.  228  ;  Chicago  &  K  W.  R.  Co. 
V.  Sayles,  97  U.  S.  554  [12  Am.  &  Eng.  121]. 

Forfeiture  by  public  use  is  a  mode  of  defence  not  favored 
by  the  courts. 

Godfrey  v.  Fames,  1  Wall.  817  [7  Am.  &  Eng.  174] ;  Graham 
V.  McCormick,  10  Biss.  89 ;  Blandy  v.  Griffith,  8  Fish,  Pat. 
Cas.  609 ;  Goodyear  Dental  Vulcanite  Co.  v.  Willis,  1  Flipp. 
888 ;  Birdsell  v.  McDonald,  6  Pat  Off.  Gaa.  682 ;  Elizabeth 
V.  Nicholson  Pave.  Co.  97  U.  S.  126  [11  Am.  &  Eng.  514]  ; 
Pitts  V.  Hall,  2  Blatch.  229 ;  Innis  v.  Oil  City  Boiler  Works, 
80  Pat.  Off.  Gaz.  998  ;  Graham  v.  McCormick,  5  Ban.  &  Ard. 
244. 

Mr.  Hector  T.  Fenton,  for  appellees : 

A  mere  change  of  form  in  a  piece  of  mechanism,  or  an  a|^ 
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plication  to  a  new  us6  without  change  of  form  of  an  old  and 
well-known  piece  of  mechanism,  without  producing  thereby 
iiny thing  more  than  difference  in  degree  of  result,  does  not 
amount  to  invention,  and  is  not  sufficient  to  sustain  a  patent. 

Gardner  v.  Herz,  118  U.  S.  191  [16  Am.  &  Eng.  868] ; 
Thompson  v.  Boisselier,  114  U.  8. 1  [15  Am.  &  Eng.  549] ; 
Vinton  v.  Hamilton,  104  U.  S.  485  [18  Am.  &  Eng.  894] ; 
Hall  V.  Macneale,  107  U.  8.  90  [14  Am.  &  Eng.  291] ;  HoUis- 
ter  V.  Benedict,  118  U.  S.  59  [15  Am.  &  Eng.  417] ;  Saxby  t?. 
Gloucester  Waggon  Co.  L.  R.  7  Q.  B.  Div.  805  ;  Pennsylvania 
E.  Co.  V.  Locomotive  Engine  S.  T.  Co.  110  U.  S.  490  [15  Am. 
A  Eng.  148] ;  Smith  v.  Goodyear  Dental  Vulcanite  Co.  98  U. 
S.  494  [11  Am.  k  Eng.  1] ;  Blake  v.  San  Francisco,  118  U.  S. 
€88  [16  Am.  &  Eng.  535] ;  Harwood  v.  Great  Northern  R. 
Co.  2  Best  &  S.  194, 11  H.  L.  Cas.  654 ;  Leggett  v.  Avery, 
101  U.  S.  256  [12  Am.  &  Eng. -869]. 

Where  the  reissue  patent  is  not  for  the  same  invention  as 
that  embraced  and  secured  in  the  original  patent,  the  reissue 
is  invalid. 

Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290] ; 
Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471] ;  Giant  Powder 
Co.  V.  California  Powder  Works,  98  TJ.  S.  126  [12  Am.  k 
Eng.  201]. 

Reissues  cannot  be  made  for  matters  disclaimed  or  aban- 
doned in  the  original  application. 

Union  Metallic  Cartridge  Co.  v.  United  States  Cartridge 
Co.  112  U.  S.  624  [15  Am.  &  Eng.  864] ;  Atwater  Mfg.  Co. 
V.  Beecher  Mfg.  Co.  8  Fed.  Rep.  608 ;  Putnam  t;.  Hutchinson, 
12  Fed.  Rep.  127 ;  Edgarton  v.  Furst  &  B.  Mfg.  Co.  9  Fed. 
Rep.  450 ;  Streit  v.  Lauter,  11  Fed.  Rep.  809 ;  Doland  v. 
Thompson,  26  Fed.  Rep.  684. 

Mr.  Chief  Justice  Fuller  delivered  the  opinion  of  the 
court: 

This  was  a  bill  exhibited  by  John  Dobson,  James  Dobson, 
and  James  Greaves  against  James  Lees  and  others,  for  in* 

187  V.  S.  95». 
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fringement  of  reissued  letters  patent/ No.  10,054,  Division 
A,  dated  March  7, 1882,  in  the  Circuit  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania,  and  upon 
hearing  on  pleadings  and  proofs  dismissed  by  the  court. 
The  opinion  will  be  found  reported  in  80  Fed,  Rep.  626. 

It  appears  from  the  record  that  James  Greaves  applied 
September  30, 1872,  for  a  patent  for  an  "  improvement  in  con- 
densing cylinders  for  carding-engines,"  the  proposed  claim 
being : 

"  The  application,  as  described,  of  cast-iron  spindles  to  the 
condensing  cylinders  of  carding-engines."  He  stated  in  the 
specification :  "  The  object  of  my  invention  is  to  furnish  the 
condensing  cylinders  of  carding-engines  with  spindles  of  a 
more  durable  character  than  those  in  common  use,  and  this 
object  I  attain  by  making  such  spindles  of  cast-iron  instead 
of  wrought  iron  or  steel.  ...  It  is  not  essential  that  the 
spindle,  when  it  passes  through  the  wheel,  should  in  all  cases 
be  round.  It  may,  for  instance,  be  square,  in  which  case  the 
feather  may  be  dispensed  with." 

This  application  was  rejected  October  29, 1872,  and  again 
rejected  December  7, 1872.  On  the  7th  of  December,  1874^ 
the  following  was  substituted  for  the  claim  :  "A  spindle  for 
carding- machine  rollers,  rectangular  in  form,  for  the  purpose 
set  forth."  This  amendment  was  followed  by  a  redrawn 
specification,  the  claim  of  which  was  as  follows :  "  The  com- 
bination, substantially  as  described,  of  the  condensing  cylin- 
der of  a  carding-engine,  the  driving-wheel  A,  the  hub  of 
which  has  a  Square  or  angular  aperture,  and  the  spindle  X^ 
having  a  corresponding  shape  imparted  to  that  portion  of  it 
which  slides  through  the  said  hub,  all  as  set  forth."  This 
specification  was  accompanied  by  a  new  sheet  of  drawings 
marked  "  Sheet  2,"  the  drawings  originally  filed  being  marked^ 
"  Sheet  1,"  and  by  a  new  model.  A  new  oath  of  invention 
was  required  and  made,  dated  January  22, 1875.  On  the  27th 
of  January  the  claim  of  the  amended  specification  was  re- 
jected upon  reference  to  Davison  and  Crowther's  English 

1S7  V.  S.  299-260. 
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patent,  Ko.  2,885,  of  1856,  and  others;  again  rejected  on  the 
26th  of  February  in  view  of  that  reference,  and  also  of  the 
patents  of  Harraday,  of  May  80,  1854,  No.  10,986,  and  of 
Warth,  of  August  6, 1872,  Nos.  180,348  and  180,844 ;  again, 
on  March  81 ,  1875  ;  again,  on  appeal  to  the  Board  of  Exam- 
iners-in-Chief,  August  7,  1875 ;  and  again,  by  the  Commis- 
sioner on  appeal  to  him,  November  11, 1875.  There  having 
been  a  change  of  attorneys,  on  the  12th  of  October,  1876,  an 
amended  specification  was  filed,  and  rejection  again  followed, 
November  27, 1876.  The  specification  was  again  amended 
November  29,  so  as  to  set  up  these  two  claims : 

^^  1.  The  combination,  in  a  carding-engine,  of  a  condensing 
or  rubber  cylinder,  a  driving-wheel  and  a  polygonally-shaped 
horizontal  shaft  or  spindle,  the  latter  being  adapted  to  be  re- 
volved, and  at  the  same  time  to  be  continuously  reciprocated 
in  a  correspondingly  polygonally-shaped  bearing,  and  a  con- 
tinuously reciprocating  rubber  substantially  as  and  for  the 
purposes  described. 

^'  2.  In  a  carding-engine,  the  combination  of  a  continu- 
ously reciprocating  rubber,  a  driving-wheel  to  turn  said  rub- 
ber, and  a  horizontal  shaft  or  spindle  connecting  the  two 
together,  said  shaft  oi"  spindle  and  the  bearing  in  which  it 
reciprocates  being  both  made  of  cast-iron,  or  both  of  metal 
having  the  same  crystalline  structure,  whereby  in  the 
reciprocating  action  the  tendency  of  the  crystalline  particles 
of  cast  metal  in  the  bearing  to  wear  the  spindle  will  be  re- 
sisted by  the  crystalline  particles  of  the  latter,  substantially 
as  and  for  the  purposes  described." 

This  application  was  rejected  December  1.  The  appli- 
cant appealed,  and  on  December  2  the  examiner  reported 
that  he  had  rejected  the  1st  claitn,  which  did  not  then  re- 
quire that  the  spindle  and  bearing  should  be  of  cast-iron,  up- 
on the  ground  that  its  non-patentability  was  res  adjudicata 
so  far  as  the  examiner  was  concerned;  and  that  the  2d 
claim  was  rejected  because  the  substitution  of  the  cast-metal 
shaft  for  the  wrought  metal  or  steel  shaft,  before  employed, 
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required  no  invention.  The  examiners-in-chief,  on  the  15th 
of  December,  reversed  the  examiner's  decision  as  to  the 
2d  claim,  but  affirmed  it  as  to  the  1st,  holding,  however^ 
that  if  the  1st  claim  were  amended  so  as  to  mclude  ^^cast- 
iron  or  metal  of  the  same  crystalline  structure  "  for  bearing 
and  spindle,  they  thought  it  would  be  admissible.  The  1st 
claim  was  accordingly  amended  by  the  insertion,  after  the 
word  "bearing,"  of  the  words  "  said  bearing  and  said  shaft 
or  spindle  being  of  cast-iron  or  of  metal  of  the  same  crystal- 
line structure." 

On  the  11th  of  January,  1877,  an  interference  was  declared 
between  these  claims  and  the  application  of  one  Stone,  and 
on  the  8th  of  February,  1877,  the  examiner  refused  a  motion 
to  dissolve  the  interference,  upon  the  ground  that  the  feature 
which  Greaves  relied  on  as  not  shown  in  the  Stone  inven- 
tion was  that  Greaves'  shaft  and  bearing  were  made  of  cast 
iron  or  metal  having  the  same  crj^'stalline  structure,  while 
Stone's  were  of  cast-brass,  which  would  come  within  the  scope 
of  Greaves'  claims.  It  was  held  by  the  assistant  commis- 
sioner, on  appeal,  on  the  9th  of  February,  that  "  as  cast-brass 
has  not  the  same  crystalline  structure  as  cast-iron,  the  appli- 
cation of  Greaves,  if  so  amended  in  its  claims  as  to  restrict 
him  to  the  use  of  metal  having  the  same  crystalline  struct- 
ure '  as  cast-iron,'  will  not  interfere  with  an  application  show- 
ing and  describing  *cast-bra8S,'  if  the  material  is  of  the  es- 
sence of  the  invention."  Applicant  accordingly  so  amended^ 
February  9,  the  interference  was  dissolved  February  10,  and 
the  patent  was  issued  February  20, 1877. 

The  result  of  all  this  was,  that,  after  repeated  attempts  and 
repeated  rejections,  the  patent  was  allowed,  containing  two 
claims,  limited  strictly  to  a  shaft  and  bearing  of  cast-iron  or 
of  metal  of  the  same  crystalline  structure  as  cast-iron.  These 
claims  were  as  follows : 

"  1.  The  combination,  in  a  carding-engine,  of  a  condens- 
ing or  rubber  cylinder,  a  driving-wheel  and  a  polygonally- 
shaped  horizontal  shaft  or  spindle,  the  latter  being  adapted 
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to  be  revolved,  and,  at  the  same  time,  to  be  continuously  re- 
ciprocated in  a  correspondingly  polygonally-shaped  bearing, 
said  bearing  and  said  shaft  or  spindle  being  of  cast-iron,  or 
of  metal  of  the  same  crystalline  structure  as  cast-iron,  and  a 
continuously  reciprocating  rubber,  substantially  as  and  for 
the  purposes  described. 

"  2.  In  a  carding-engine,  the  combination  of  a  continuous- 
ly-reciprocating rubber,  a  driving-wheel  to  turn  said  rubber 
and  a  horizontal  shaft  or  spindle  connecting  the  two  together, 
said  shaft  or  spindle  and  the  bearing  in  which  it  reciprocates 
being  both  made  of  cast-iron,  or  both  of  metal  having  the 
same  crystalline  structure  as  cast-iron,  whereby  in  the  recip- 
rocating action  the  tendency  of  the  crystalline  particles  of 
cast  metal  in  the  bearing  to  wear  the  spindle  will  be  resisted 
by  the  crystalline  particles  of  the  latter,  substantially  as  and 
for  the  purposes  described." 

Applications  were  then  filed  for  a  reissue  in  two  divisions, 
A  and  B — for  division  A  on  March  24, 1877,  and  for  division 
B  on  March  15, 1877. 

Division  B  contained  both  of  the  claims  of  the  original 
patent,  and  reissued  letters  patent,  No.  9,477  were  granted, 
therefore,  under  date  of  November  28, 1880. 

The  claim  in  division  A  was  as  follows : 

"In  a  carding-engine,  a  condensing  or  rubber  cylinder 
mounted  on  a  polygonally-shaped  horizontal  shaft,  in  combi- 
nation with  a  driving  gear,  A,  having  a  sleeve-shaped  bear- 
ing, by  said  shaft  and  cylinder  being  adapted  to  be  revolved 
by  the  drive-wheel  A,  and,  at  the  same  time,  to  be  rapidly 
and  continuously  reciprocated  by  suitable  mechanism,  sub- 
stantially as  and  for  the  purposes  described." 

And  for  this,  reissued  letters  patent,  No.  10,054,  were 
granted  March  7,  1882,  and  this  is  the  patent  in  contro- 
versy. Before  it  was  passed  for  issue,  various  proceedings 
were  had  in  the  Patent  Office,  including  rejections,  appeals 
and  disposal  of  an  interference  between  this  application  and 
that  of  Stone,  and  it  appears  by  the  statement  of  Examiner 
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Appleton,  under  date  of  December  5,  1881,  that  after  the 
termination  of  the  interference  the  application  was  returned 
to  the  examiner  "  with  instructions  to  consider  whether  or 
not,  in  view  of  certain  recent  decisions  of  the  Supreme  Court 
of  the  United  States,  the  same  in  its  present  form  can  prop- 
erly be  allowed."  The  examiner  was  clearly  of  opinion 
that  under  the  decisions  of  this  court  in  Qiant  Powder  Co. 
V.  California  Powder  Works,  98  U.  S.  126  [12  Am.  &  Eng. 
201] ;  Leggett  v.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.869]; 
Swain  Turbine  &  Mfg.  Co.  v.  Ladd,  102  U.  S.  408  [18  Am.  & 
Eng.  1] ;  and  Goodyeai;  Dental  Vulcanite  Rubber  Co.  t?. 
Davis,  102  U.  S.  222  [12  Am.  &  Eng.  524],  the  applicant  was 
not  entitled  to  the  claim  presented,  "  said  applicant  having 
withdrawn  a  similar  claim  in  his  original  application  in  or- 
der to  obtain  his  original  patent,  and  the  present  claim  be- 
ing for  a  different  invention  from  that  covered  by  the  origi- 
nal patent."  And  in  his  statement  of  grounds  of  decision,  un- 
der date  of  January  27,  1882,  the  examiner  gave  as  his 
reasons :  ''  In  the  first  place,  this*  claim,  being  for  a  combi- 
nation of  parts  of  peculiar  construction,  while  the  original  is 
for  a  combination  of  parts  when  some  of  the  same  are  con- 
structed of  particular  metals,  the  metals  being  the  gist  of  the 
claim  thereof,  is  for  a  different  invention  from  that  covered 
by  the  original  patent.  In  the  second  place,  the  claim  now 
in  controversy  having  been  withdrawn  from  the  application 
upon  which  the  original  patent  was  granted,  with  a  full 
knowledge  of  all  the  facts  in  the  case,  it  cannot  be  urged 
that  such  withdrawal  of  the  claim,  or  any  other  change  that 
the  appellant  now  desires  to  make,  was  the  result  of  or  neces- 
sitated by  any  inadvertence,  accident  or  mistake,  for  which 
alone  corrections  by  reissue  can  be  made."  The  letter  of 
allowance  bears  date  February  15, 1882. 

The  Circuit  Court  held  that  the  only  claim  in  the  re- 
issue was  for  a  combination  not  claimed  in  or  covered  by  the 
original  patent,  and  hence  not  for  the  same  invention ;  that 
the  claim  in  the  reissue  was  before  the  Commissioner  and 
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its  allowance  urged  by  the  patentee  througli  his  solicitor, 
bat  was  not  allowed,  and  was  therefore  stricken  out,  and  the 
patent  accepted  without  this  claim ;  that  the  court  could  not 
distinguish  between  the  patentee  and  his  counsel  as  to  what 
occurred  during  the  pendency  of  the  application  for  the  pat- 
entyand,  as  to  its  acceptance,  by  the  latter,  the  patentee 
must  be  regarded  as  bound  by  the  acts  of  his  counsel ;  and 
that,  under  the  circumstances,  the  case  fell  clearly  within 
Leggett  t7.  Avery,  101  U.  S.  256  [12  Am.  &  Eng.  869]. 

In  Leggett  v.  Avery,  thus  referred  to,  Mr.  Justice  Brad- 
ley, speaking  for  the  court,  said :  "  We  think  it  was  a  man- 
ifest error  of  the  Commissioner,  in  the  reissue,  to  allow  to  the 
patentee  a  claim  for  an  invention  different  from  that  which 
was  described  in  the  surrended  letters,  and  which  he  had 
thus  expressedly  disclaimed.  The  pretense  that  an  *  error 
had  arisen  by  inadvertence,  accident,  or  mistake,'  within  the 
meaning  of  the  Patent  Law,  was  too  bald  for  consideration. 
The  very  question  of  the  validity  of  these  claims  had  just 
been  considered  and  decided  with  the  acquiescence  and  the 
express  disclaimer  of  the  patentee.  If,  in  any  case,  where  an 
applicant  for  letters  patent,  in  order  to  obtain  the  issue 
thereof,  disclaims  a  particular  invention,  or  acquiesces  in  the 
rejection  of  a  claim  thereto,  a  reissue  containing  such  claim  is 
valid  (which  we  greatly  doubt),  it  certainly  cannot  be  sus- 
tained in  this  case.  The  allowance  of  claims  once  formally 
abandoned  by  the  applicant,  in  order  to  get  his  letters  patent 
through,  is  the  occasion  of  immense  frauds  against  the 
public.  It  not  unfrequently  happens  that,  after  an  applica- 
tion has  been  carefully  examined  and  compared  with 
previous  inventions,  and  after  the  claims  which  such tm  exami- 
nation renders  admissible  have  been  settled  with  the  acquies- 
cence of  the  applicant,  he,  or  his  assignee,  when  that  investi- 
gation is  forgotten  and  perhaps  new  oflScers  have  been 
appointed,  comes  back  to  the  Patent  Office,  and  under  the  pre- 
tense of  inadvertence  and  mistake  in  the  first  specification, 
gets  inserted  into  reissued  letters  all  that  had  been  pre- 
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viously  rejected.  In  this  manner,  without  an  appeal,  he 
gets  the  first  decision  of  the  office  reversed,  steals  a  march 
on  the  public,  and  on  those  who  before  opposed  his  preten- 
sions (if,  indeed,  the  latter  have  not  been  silenced  by  pur- 
chase), and  procures  a  valuable  monopoly  to  which  he  has 
not  the  slightest  title.  We  have  more  than  once  expressed 
our  disapprobation  of  this  practice.  As  before  remarked, 
we  consider  it  extremely  doubtful  whether  reissued  letters  can 
be  sustained  in  any  case  where  they  contain  claims  that  have 
once  been  formally  disclaimed  by  the  patentee,  or  rejected 
with  his  acquiescence,  and  he  has  consented  to  such  rejection 
in  order  to  obtain  his  letters  patent.  Under  such  circum- 
stances, the  rejection  of  the  claim  can  in  no  just  sense  be  re- 
garded as  a  matter  of  inadvertence  or  mistake.  Even  though 
it  were  such,  the  applicant  should  seem  to  be  estopped  from- 
setting  it  up  on  an  application  for  a  reissue. ''  See  also 
Swain  Turbine  Mfg.  Co.  v.  Ladd,  102  U.  S.  408  [18  Am. 
&  Eng.  1]. 

A  reissue  is  an  amendment,  and  cannot  be  allowed  unless 
the  imperfections  in  the  original  patent  arose  without  fraud, 
and  from  inadvertence,  accident  or  mistake.  Rev.  Stat.  § 
4916.  Hence  the  reissue  cannot  be  permitted  to  enlarge 
the  claims  of  the  original  patent  by  including  matter  once 
intentionally  omitted.  Acquiescence  in  the  rejection  of  a 
claim;  its  withdrawal  by  amendment,  either  to  save  the 
application  or  to  escape  an  interference;  the  acceptance  of  a 
patent  containing  limitations  imposed  by  the  Patent  Office, 
which  narrow  the  scope  of  the  invention  as  at  first  described 
and  claimed  ;  are  instances  of  such  omission.  Union  Metal- 
lic Cartridge  Co.  v.  United  States  Cartridge  Co.  112  U.  S. 
624  [15  Am.  &  Eng.  364] ;  Shepard  v.  Carrigan,  116  U.  S. 
593  [16  Am.  &  Eng.  235]  ;  Roemer  v.  Peddie,  132  U.  S.  818 
[p.  86  ante] ;  Yale  Lock  Mfg.  Co.  v.  Berkshire  Nat  Bank, 
185*  U.  S.  342  [p.  267  ante],  and  cases  cited. 

It  is  clear  that  the  claim  of  this  reissue  is  not  covered  by 
the  original  patent,  and  it  appears  that  before  the  issue  of 
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the  latter  it  was  passed  upon  and  rejected ;  was  withdrawn 
and  erased ;  an  interference  was  dissolved  upon  condition  of 
the  amendment ;  and  the  issue  of  the  original  letters  was 
predicated  upon  its  abandonment.  There  is  no  room  for  the 
contention  that  there  was  any  inadvertence,  accident  or  mis- 
take in  the  premises.  Nor,  in  the  light  of  these  protracted 
proceedings  in  the  Patent  Office,  can  the  applicant  be  per- 
mitted to  treat  the  deliberate  acts  of  his  attorney  as  the  re- 
sult of  inadvertence,  accident  or  mistake.  The  repeated 
official  decisions  and  orders,  and  the  repeated  efforts  to  main- 
tain this  claim  without  success,  during  this  long  struggle, 
indicate  anything  but  negligence  or  inadvertence  on  the  part 
of  the  solicitors  employed. 

The  decree'  of  the  Circuit  Court  was  right,  and    it    is 
affirmed. 
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Affinnlng  Ibid^  21  Court  of  Claims,  479,  and  22  Court  of  Claims, 

335. 

Argued  November  10, 11,  1890.    Decided  December  8, 1890. 

Employer  and  employe-inventor.     Invention  by  Oovernment  em- 
ploye.    Use  by  Oovernment, 

1.  Where  the  GoverDment  has  used  a  patented  invention,  and 
has  profited  by  such  use,  and  the  claimant  and  appellant  is 
the  owner  of  such  patent,  and  has  never  consented  to  its  use 
by  the  Government,  from  these  facts,  standing  alone,  an  ob- 
ligation on  the  part  of  the  Government  to  pay,  naturally 
arises,    (p.  494). 

2.  The  mere  fact  that  an  inventor  is,  at  the  time  of  his  inven- 
tion, in  the  employ  of  the  Government  does  not  transfer  to 
it  any  title  or  interest  therein.  There  is  no  difference  be- 
tween the  Government  and  any  other  employer  in  this  respect. 
But  the  general  rule  is  subject  to  limitations,    (p.  494). 

3.  If  one  is  employed  to  devise  or  perfect  an  instrument  or  a 
means  for  accomplishing  a  prescribed  result,  he  cannot,  after 
successfully  accomplishing  the  work  for  which  he  was  sue* 
cessfuUy  employed,  plead  title  thereto  as  against  his  em- 
ployer,    (p.  495). 

4.  When  one  is  in  the  eniploy  of  another  in  a  certain  line  of 
work,  and  devises  an  improved  method  or  instrument  for 
doing  that  work,  and  uses  the  property  of  his  employer  and 
the  services  of  other  employes  to  develop  and  put  into 
practicable  form  his  invention,  and  explicity  assents  to  the 
use  by  his  employer  of  such  invention,  a  Jury  or  court,  try- 
ing the  facts,  is  warranted  in  finding,  that  he  has  given  to 
such  employer  an  irrevocable  license  to  use  such  inventioiu 
(p.  495). 

*8ee  ExplAoatioD  of  Notes,  page  III. 
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5.  Where  C  was  in  the  employ  of  the  OoTemment  when  he 
made  his  invention ;  his  experiments  were  wholly  at  the  ex- 
pense of  the  Oovemment;  he  was  consulted  as  to  the  proper 
use  of  the  device  and  it  was  adopted  upon  his  recommenda- 
tion ;  he  notified  the  Government  he  would  make  no  charge 
if  it  adopted  his  recommendation  and  used  his  device ;  and 
for  the  express  reason  that  he  was  in  the  Government  em- 
ploy and  had  used  Government  machinery  in  perfecting  his 
device;  he  never  pretended  personally  to  make  any  charge 
against  the  Government,  but  had,  however,  applied  for  a 
patent  which  issued  to  his  assignee,  who  brought  suit  for 
the  use  of  the  patented  device  ;  Jield,  that  the  Government 
had  a  right  to  use  the  invention  without  making  any  com- 
pensation therefor,    (p.  496). 

[Citations  in  the  opinion  of  the  court :] 

McClnrg  v.  Kingsland,  i  How.  203  [4  Am.  &  Eng.  382].    p.  495. 

Appeal  from  a  judgment  of  the  Court  of  Claims,  in  favor 
of  the  Government  in  an  action  against  it  to  recover  for  the 
use  of  a  patented  stamp. 

Statement  by  Mr.  Justice  Brewer  : 

During  the  years  1867  and  1868,  Spencer  M.  Clark  was  in 
the  employ  of  the  Government  as  chief  of  the  Bureau  of  En- 
graving and  Printing.  That  bureau  was  not  one  created  by 
any  special  Act  of  Congress,  but  was  established  by  order 
of  the  Secretary  of  the  Treasury,  under  the  general  powers 
conferred  by  the  second  section  of  the  Act  of  July  11, 
1862  (12  Stat.  532),  now  section  3577,  Revised  Statutes, 
which  provides  as  follows : 

**  That  the  Secretary  of  the  Treasury  be,  and  is  hereby, 
authorized,  in  case  he  shall  think  it  inexpedient  to  procure 
said  notes,  or  any  part  thereof,  to  be  engraved  and  printed 
by  contract,  to  cause  the  said  notes,  or  any  part  thereof,  to 
be  engraved,  printed  and  executed,  in  such  form  as  he  shall 
prescribe,  at  the  Treasury  Department  and  under  his  direc- 
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tions ;  and  he  is  hereby  empowered  to  purchase  and  provide 
all  the  machinery  and  materials,  and  to  employ  such  persons 
and  appoint  such  officers  as  may  be  necessary  for  this  pur- 
pose." 

While  so  employed  he  conceived  the  idea  of  a  self-cancel- 
ing stamp,  and  under  his  direction  the  employes  of  that  bu- 
reau, in  the  fall  of  1867,  using  Government  property,  pre- 
pared a  die  or  plate,  and  put  into  being  the  conception  of 
Mr.  Clark.  On  February  10, 1868,  Clark  filed  a  caveat  in 
the  Patent  Office,  and  on  September  1,  an  application  for  a 
patent.  While  this  application  was  pending,  and  on  De- 
cember 6,  1869,  he  assigned,  by  deed  duly  recorded,  his 
rights  to  the  appellant,  in  payment  of  a  long-standing  ac- 
count of  appellant  against  him.  On  December  21, 1869,  the 
patent  was  issued  to  appellant  as  the  assignee  of  Clark^ 
antedated  to  June  21,  1869.  On  December  27,  1869, 
appellant  notified  the  Commissioner  of  Internal  Revenue 
that  he  was  the  owner  of  the  patent,  and  sought  an  ar- 
rangement for  proper  compensation  for  the  use  of  this 
patented  stamp  by  the  Government  on  whiskey  barrels.  No 
answer  was  made  to  this  communication,  and  on  September 
17, 1875,  appellant  brought  this  suit  in  the  Court  of  Claims 
to  recover  from  the  Government  for  such  use.  In  addition 
to  the  matters  heretofore  stated,  the  following  facts  were 
found  by  the  Court  of  Claims : 

*'  1.  In  the  latter  part  of  1867,  or  early  part  of  1868,  while 
the  subject  of  revising  the  methods  for  collecting  internal 
revenue  was  being  considered  by  the  Committee  on  Ways 
and  Means  of  the  House  of  Representatives,  a  sub-committee 
was  given  special  charge  of  the  tax  on  whiskey  and  distilled 
spirits.  A  room  was  assigned  by  the  Secretary  of  the  Treas- 
ury in  the  Treasury  Building  to  this  sub-committee,which  im- 
mediately proceeded  to  hold  official  consultations  with  the 
Secretary  of  the  Treasury  and  Commissioner  and  Deputy  Com- 
missioner of  Internal  Revenue.  In  these  consultations,  Spencer 
M.  Clark,  the  chief  of  the  Bureau  of  Engraving  and  Printings 
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was  called  officially,  and  to  him  was  assigned  the  duty  of 
devising  a  stamp*  and  it  was  early  determined  and  under- 
stood by  all,  including  Mr.  Clark,  that  the  scheme  would 
proceed  upon  the  assumption  that  the  best  stamp  which  he 
could  devise  would  be  adopted  and  made  a  part  of  the  re- 
vised scheme.  In  these  consultations  it  was  mutually  under- 
stood that  Mr.  Clark  was  acting  in  his  official  capacity,  as 
chief  of  the  Bureau  of  Engraving  and  Printing,  and  it  was 
not  understood  or  intimated  that  the  stamp  which  he  was  to 
devise  would  be  patented  or  become  his  personal  property. 

*^  2.  In  the  course  of  the  consultations  referred  to  in  the 
first  finding,  Mr.  Clark  laid  before  the  Commissioner  and 
sub-committee  a  self-canceling  revenue  stamp  as  being,  in 
his  opinion,  a  very  desirable  stamp  for  the  prevention  of 
fraud.  This  stamp  was  satisfactory  to  the  Committee  on 
Ways  and  Means  and  to  the  Commissioner  of  Internal  Rev- 
enue. It  was  of  the  same  design  and  construction  as  the 
stamp  subsequently  adopted  by  the  Commissioner  and  man- 
u&ctured  and  used  by  the  Government,  as  hereinafter  set 
forth,  and  was  the  same  device  as  that  set  forth  and  de- 
scribed in  the  specifications  of  Clark's  patent  annexed  to  and 
forming  part  of  the  petition. 

*'8.  No  bargain,  agreement,  contract  or  understanding 
was  ever  entered  into  or  reached  between  the  officers  of  the 
Government  and  Mr.  Clark  concerning  the  right  of  the  Gov- 
ernment to  use  the  invention,  or  concerning  the  remunera- 
tion, if  any,  which  should  be  paid  for  it.  Neither  did  Mr. 
Clark  give  notice  or  intimate  that  he  intended  to  protect  the 
same  by  letters  patent,  or  that  he  would  expect  to  be  paid  a 
royalty  if  the  Government  should  manufacture  and  use 
stamps  of  his  invention.  Before  the  final  adoption  of  the 
stamp  by  the  Commissioner  of  Internal  Revenue  he  stated  to 
him  that  the  design  was  his  own,  but  that  he  should  make 
no  charge  to  the  Government  therefor,  as  he  was  employed 
on  a  salary  by  the  Government  and  had  used  the  machinery 
and  other  property  of  the  Government  in  the  perfection  of 

2B 
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the  Btamp.  "No  express  license  to  use  the  invention  was 
ever  given  by  Mr.  Clark  to  the  Government,  nor  any  notice 
prohibiting  its  use  or  intimating  that  he  would  demand  a 
royalty. 

"  4.  Immediately  after  the  enactment  of  the  Act  20th 
July,  1868  (15  Stat.  L.  p.  125),  and  before  Mr.  Clark  had 
filed  an  application  for  a  patent,  the  Commissioner  of  Inter- 
nal Hevenue  adopted  the  stamp  as  the  one  to  be  used  in  the 
collection  of  the  tax  on  whiskey  and  distilled  spirits.  It  was 
adopted  by  the  Commissioner  on  the  recommendation  of  Mr. 
Clark.  The  Commissioner's  selection  referred  to  the  com- 
pleted and  perfected  stamp  which  had  been  devised  by  the 
claimant  and  engraved  and  made  in  the  Bureau  of  Engrav- 
ing and  Printing  and  approved  by  the  Committee  of  Ways 
and  Means,  as  set  forth  in  the  second  finding.  The  Govern- 
ment then  proceeded  to  manufacture  at  the  Bureau  of  En- 
graving and  Printing  large  quantities  of  these  stamps.  The 
first  so  manufactured  were  delivered  to  the  Commissioner  of 
Internal  Revenue  on  the  25th  August,  1868,  and  the  2d 
November  following  was  fixed  by  the  Secretary  of  the 
Treasury  as  the  day  for  commencing  the  use  thereof.  Their 
manufacture  and  use  were  continued  until  some  time  in  the 
year  1872,  the  last  issue  to  the  collection  districts  being  on 
February  15, 1872." 

And  upon  these  facts  judgment  was  entered  in  favor  of  the 
Government  21  Ct.  CI.  479,  and  22  Ct.  CI.  835.  From  such 
judgment  an  appeal  has  been  brought  to  this  court 

Messrs.  Lewis  Abraham  and  B.  F.  BuTLBR,for  appellant: 

The  fact  that  the  inventor  of  the  patented  stamp  was  at 
the  time  he  invented  the  same  an  employ6  of  the  United 
States,  did  not  deprive  him  of  the  right  to  receive  letters 
patent  for  said  invention. 

Brooks  V.  Jenkins,  3  McLean,  437 ;  Parker  v.  Eaworth, 
4  McLean,  372 ;  Parker  v.  Stiles,  6  McLean,  54 ;  Wilson  v. 
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Rousseau,  4  How.  708  [4  Am.  &  Eng.  436] ;  Goodyear  v.  The 
Eailroad,  2  Wall.  Jr.,  863. 

The  United  States,  having  issued  a  patent  to  the  claimant, 
as  the  assignor  of  the  inventor  of  the  said  stamp,  had  no 
right  to  use  the  same  in  its  public  service  without  making 
compensation  for  such  use. 

United  States  v.  Bums,  12  Wall.  246  [8  Am.  &  Eng.  458] ; 
<:!ammeyer  v.  Kewton,  94  U.  S.  235  [11  Am.  &  Eng.  98] ; 
United  States  v.  Palmer,  128  U.  S.  262  [19  Am.  &  Eng.  23] ; 
Walker,  Pat.  §  157 ;  McKeever  v.  United  States,  14  Ct.  CI. 
896. 

The  assignment  transferred  all  title  to  the  claimant 

Swift  r.  Whisen,  3  Fish.  Pat.  Gas.  348  ;  Hendrie  v.  Sayles, 
«8  U.  S.  546  [12  Am.  &  Eng.  236];  Littlefield  v.  Perry,  21 
Wall.  203  [9  Am.  &  Eng.  446]  ;  Hammond  v.  Mason  &  H.  0. 
Co.  92  U.  S.  724  [10  Am.  &  Eng.  435] ;  Hurt  v.  Wilson,  38 
Cal.  263 ;  Painter  v.  Harding,  3  Phila.  449 ;  Waller  v.  Tate,  4 
B.  Mon.  529  ;  Thompson  v.  Banks,  48  K  H.  540  ;  Nichols  v. 
liuce,  24  Pick.  102. 

The  parties  to  the  conversations  could  not  bind  the  Gov- 
ernment by  a  verbal  contract. 

The  Floyd  Acceptances,  7  Wall.  676 ;  MoflTat  v.  United 
States,  112  U.  S.  24. 

A  consideration  is  the  necessary  element  of  a  contract. 

Brink  v.  Gould,  7  Lans.  425,  43  How.  Pr.  289 ;  Shower  r. 
Pilck,  4  Exch.  478  ;  Kidder  v.  Kidder,  33  Pa.  268  ;  Bourne 
V.  Fosbrooke,  18  C.  B.  N.  S.  515 ;  Blasdale  v.  Locke,  52  N". 
H.  238. 

If  any  colorable  permission  for  the  Government  to  use  the 
prior  invention  could  be  adduced  from  the  conversation  with 
the  Commissioner,  it  utterly  failed  when  Clark  left  its 
employ. 

Smith  V.  McCluskey,  45  Barb.  610 ;  Treat  v.  Orono,  26  Me 
217 ;  Spring  v.  Coffin,  10  Mass.  34;  Sanford  v.  Dodd,  2  Day, 
437 ;  Murray  v.  Carret,  3  Call  (Va.)  323 ;  Charleston  v.  Day  , 
5  Humph,  496 ;  Colville  v.  Besly,  2  Denio,  139. 
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Mr.  Wm.  H.  Tapt,  Solicitor  Qen.^  for  appellee : 

Clark  was  estopped  to  demand  compensation  from  the 
Government  for  the  use  of  his  stamp. 

Robinson,  Pat.  §  834 ;  Gear  v.  Grosvenor,  6  Fish.  Pat. 
Cas.  814. 

The  circumstances  of  this  case  implied  an  irrevocable  li- 
cense to  the  Government. 

Chabot  V.  American  B.  H.  &  0.  S.  Co.  9  Phila.  378,  6 
Fish.  Pat.  Cas.  71 ;  Slemmer's  App.  58  Pa.  155 ;  Herman  v. 
Herman,  29  Fed.  Rep.  92 ;  Bensley  v.  Iforthwestern  H.  If. 
Co.  26  Fed.  Rep.  250 ;  Barry  v.  Crane  Bros.  Mfg.  Co.  22 
Fed.  Rep.  396  ;  Hapgood  v.  Hewitt,  119  U.  S.  233  [16  Am. 
&  Eng.  412] ;  Wade  v.  Metcalf,  16  Fed.  Rep.  130  ;  Walker^ 
Pat.  §§  312,  313 ;  Davis  v.  United  States,  23  Ct.  CI.  329. 

Solomons*  right  against  the  Government  is  no  greater  than 
Clark's.  , 

Re  Brosnahan,  18  Fed.  Rep.  62;  Hammond  v.  Mason  & 
H.  0.  Co.,  92  U.  S.  724  [10  Am.  &  Eng.  435] ;  Brooks  r. 
Byam,  2  Story,  525 ;  Hamilton  v.  Kingsbury,  17  Blatch. 
264 ;  Gottfried  v.  Miller,  10  Fed.  Rep.  471 ;  Farrington  t?. 
Gregory,  4  Fish.  Pat.  Cas.  221 ;  Continental  "Windmill  Co. 
V.  Empire  Windmill  Co.  8  Blatch.  295. 

Mr.  Justice  Brewer,  after  stating  these  facts,  delivered  the 
opinion  of  the  court : 

The  case  presented  by  the  foregoing  facts  is  one  not  free 
from  difficulties.  The  Government  has  used  the  invention 
of  Mr.  Clark  and  has  profited  by  such  use.  It  was  an  inven- 
tion of  value.  The  claimant  and  appellant  is  the  owner  of 
such  patent,  and  has  never  consented  to  its  use  by  the  Gov- 
ernment. From  these  facts,  standing  alone,  an  obligation  on 
the  part  of  the  Government  to  pay  naturally  arises.  The  Gov- 
ernment has  no  more  power  to  appropriate  a  man's  property 
invested  in  a  patent  than  it  has  to  take  his  property  invested 
in  real  estate ;  nor  does  the  mere  fact  that  an  inventor  is  at 

ia7  V.  S.  345-346. 
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the  time  of  his  inyention  in  the  employ  of  the  Government 
transfer  to  it  any  title  to,  or  interest  therein.  An  employ6 
performing  all  the  duties  assigned  to  him  in  his  department 
of  service,  may  exercise  his  inventive  faculties  in  any  direc- 
tion he  chooses,  with  the  assurance  that  whatever  invention 
he  may  thus  conceive  and  perfect  is  his  individual  property. 
There  is  no  difference  between  the  Government  and  any  other 
employer  in  this  respect.  But  this  general  rule  is  subject  to 
these  limitations.  K  one  is  employed  to  devise  or  perfect  an 
instrument,  or  a  means  for  accomplishing  a  prescribed  result, 
he  cannot,  after  successfully  accomplishing  the  work  for 
which  he  was  employed,  plead  title  thereto  as  against  his 
employer.  That  which  he  has  been  employed  and  paid  to 
accomplish  becomes,  when  accomplished,  the  property  of  his 
employer.  Whatever  rights,  as  an  indi;idual,  he  may  have 
had  in  and  to  his  inventive  powers,  and  that  which  they  are 
able  to  accomplish,  he  has  sold  in  advance  to  his  employer. 
So,  also,  when  one  is  in  the  employ  of  another  in  a  certain 
line  of  work,  and  devises  an  improved  method  or  instrument 
for  doing  that  work,  and  uses  the  property  of  his  employer 
and  the  services  of  other  employes  to  develop  and  put  in 
practicable  form  his  invention,  and  explicitly  assents  to  the 
use  by  his  employer  of  such  invention,  a  jury,  or  a  court  try- 
ing  the  facts,  is  warranted  in  finding  that  he  has  so  far  recog- 
nized  the  obligations  of  service  flowing  from  his  employment 
and  the  benefits  resulting  from  his  use  of  the  property,  and 
the  assistance  of  the  co^mploy^s  of  his  employer,  as  to  have 
given  to  such  employer  an  irrevocable  license  to  use  such 
invention.  The  case  of  McClurg  v.  Kingsland,  1  How. 
202  [4  Am.  &  Eng.  382]  is  in  point.  In  that  case  was  pre- 
sented the  question  as  to  the  right  of  defendants  to  use  an 
invention  made  and  patented  by  one  Harley.  The  facts  as 
stated,  and  the  rulings  of  the  court,  are  these :  ^^  That  Har- 
ley was  employed  by  the  defendants  at  their  foundry,  in 
Pittsburg,  receiving  wages  from  them  by  the  week ;  while 
so  employed,  he  claimed  to  have  invented  the  improvement 

187  v.  S.  846-S47. 
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patented,  and,  after  seyeral  unsuocessful  experiments,  made  a 
successful  one  in  October,  1834 ;  the  experiments  were  made 
in  the  defendants'  foundry,  and  wholly  at  their  expense, 
while  Harley  was  receiving  his  wages,  which  were  increased 
on  account  of  the  useful  result.  Harley  continued  in  their 
employment  on  wages  until  January  or  February,  1835,  dur- 
ing all  which  time  he  made  rollers  for  them  ;  he  often  spoke 
about  procuring  a  patent,  and  prepared  more  than  one  set  of 
papers  for  the  purpose;  made  his  application  the  17th  of 
February,  1836,  for  a  patent;  it  was  granted  on  the  8d  of 
March,  assigned  to  the  plaintiffs  on  the  16th  of  March,  pur- 
suant to  an  agreement  made  in  January.  While  Harley  con- 
tinued in  the  defendants'  employment  he  proposed  that  they 
should  take  out  a  patent  and  purchase  his  right,  which  they 
declined ;  he  made  no  demand  on  them  for  any  compensa- 
tion for  using  his  improvement,  nor  gave  them  any  notice 
not  to  use  it,  till,  on  some  misunderstanding  on  another  sub- 
ject, he  gave  them  such  notice,  about  the  time  of  his  leaving 
their  foundry,  and  after  making  the  agreement  with  the 
plaintiffs,  who  owned  a  foundry  in  Pittsburg,  for  an  assign- 
ment to  them  of  his  right.  The  defendants  continuing  to 
make  rollers  on  Harley 's  plan,  the  present  action  was  brought 
in  October,  1835,  without  any  previous  notice  by  them.  The 
court  left  it  to  the  jury  to  decide  what  the  facts  of  the  case 
were ;  but,  if  they  were  as  testified,  charged  that  they  would 
fully  justify  the  presumption  of  license,  A  special  privilege  or 
grant  to  the  defendants  to  use  the  invention ;  and  the  facts 
amounted  to  '  a  consent  and  allowance  of  such  use,'  and  show 
such  a  consideration  as  would  support  an  express  license  or 
grant,  or  call  for  the  presumption  of  one  to  meet  the  justice  of 
the  case,  by  exempting  them  from  liability ;  having  equal 
effect  with  a  license,  and  giving  the  defendants  a  right  to  the 
continued  use  of  the  invention."  On  review  in  this  court, 
the  rulings  of  the  trial  court  were  sustained.  That  case  is 
decisive  of  this.  Clark  was  in  the  employ  of  the  Govern- 
ment when  he  made  this  invention.    His  experiments  were 

137  v.  S.  S47-34S. 
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wholly  at  the  expense  of  the  Government.  He  was  consulted 
as  to  the  proper  stamp  to  be  used,  and  it  was  adopted  on  his 
recommendation.  He  notified  the  Government  that  be  would 
make  no  charge  if  it  adopted  his  recommendation  and  used 
his  stamp ;  and  for  the  express  reason  that  he  was  in  the 
Government  employ,  and  had  used  the  government  machin- 
ery  in  perfecting  his  stamp.  He  never  pretended,  person- 
ally,  to  make  any  charge  against  the  Government  Indeed, 
there  is  but  one  difference  between  that  case  and  this ;  in 
that,  Harley's  wages  were  increased  on  account  of  his  inven- 
tion ;  in  this,  Clark's  were  not ;  but  such  difference  does  not 
seem  vital.  We  think,  therefore,  the  rulings  of  the  Court  of 
Claims  were  correct,  and  its  judgment  is  affirmed. 

1S7  17.  m.  S48. 
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Fed.  Rep.  728. 
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COUNTY  OF    FOKD  DU  LAC,  PLALNUFF  IN 

ERROR,  V.  SARAH  MAT.* 

1S7  v.  S.  S95-40S.    Oetober  Term,  1890. 

[Bk.  34,  L.  cd.  714 ;  53  O.  G.  1884.] 

Reversing  May  v.  County  of  Fond  da  Lac,  27  Fed.  Rep.  691. 
Argued  November  26, 1890.    Decided  December  15, 1890. 

Particular  paient  construed.  Want  of  invention.  Double  use. 
Aggregation.  Combination  claim  limited  to  elements  not 
specifically  claimed. 

1.  The  Ist,  8d  and  4th  claims  of  letters  patent,  No.  25,663, 
Edwin  May,  October  4 , 1 85  9.  Improvement  in  the  construc- 
tion of  Prisons,!,  e.  '^  1.  The  angle-door  D,in  combination 
with  the  safe  lock  or  bolt  I,  when  constructed  and  operated 
substantially  as  set  forth."  '^  3.  The  endless  chain  or  rope  e, 
in  combination  with  the  levers  d  when  constructed,  etc.  4. 
The  combination  and  arrangement  of  the  levers  6,  bar  a,  and 
bolts  or  lugs  S,  when  operated  from  without  the  grating  t, 
substantially  as  and  for  the  purpose  set  forth,"  construed, 
held  wanting  in  patentable  invention  involving  double  use 
and  aggregation  and  not  granted  for  an  art  or  process,  and 
not  to  be  a  manufacture  or  composition  of  matter.  (512). 

2.  Where  in  an  action  at  law  for  the  infringement  of  certain 
claims,  the  Circuit  Court  awarded  damages,  the  case  was  re- 
manded with  direction  to  grant  a  new  trial,  for  the  reason 
that  the  said  court  upon  the  evidence  presented  ought  to 
have  directed  a  verdict  for  the  defendant,  on  the  ground 
that  the  patent  was  void.    (515). 

3.  Inasmuch  as  the  angle-door  of  the  patent  in  suit  was  an  old 
contrivance,  and  as  locks  and  bolts  upon  doors  were  old, 
held  that  the  combination  of  it  with  the  safe-lock  or  bolt  I, 
claimed  in  claim  1 ,  was  not  new  or  patentable.    Heldj  ftirther^ 

*  See  Explanation  of  Notes,  page  III. 
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that  the  combination  of  an  angle-door  with  a  lock  of  any 
kind  was  not  a  patentable  invention,  even  though  the  par- 
ticular lock  had  not  before  been  put  uponan  angle-door.  (518). 

4.  Held  J  further,  that  the  combination  claimed  in  claim  1  was 
one  of  the  angle-door  with  the  particular  lock  or  bolt  I^> 
that  is  such  lock  or  bolt  as  an  integral  part  of  the  safe  or 
box  J,  with  its  drum  jp  and  connections— in  which  view  the 
defendant's  apparatus  did  not  infringe.  (518). 

5.  With  respect  to  claims  8  and  4  hsld,  that  the  patentee  merely 
used  the  same  device  which  had  before  been  used  by  other 
persons,  between  one  side  of  an  interposed  barrier  and  the 
other,  with  the  same  mechanical  effect  as  when  used  without 
the  barrier,  and  therefore  the  case  was  one  merely  of  double 
use.    (518). 

6.  Inasmuch  as  the  mechanical  operation  and  effect  of  the 
patented  devices  were  the  same,  whether  there  was  a  grating 
or  other  barrier  or  not,  held^  that  there  was  no  patentable 
combination  between  the  devices  and  the  grating.  The  case 
was  one  of  mere  aggregation.  Held,  further,  that  so  far  as 
the  grating  was  sought  to  be  made  an  element  in  the  com- 
bination of  claims  3  and  4  it  was  not  an  element  of  the  mech- 
anism. It  was  no  part  of  the  machine  and  had  no  effect 
upon  its  operation.   (520). 

[Citations  in  the  opinion  of  the  court :] 

Tucker  4/.  Spalding,  13  Wall.  453  [8  Am.  &  Eng.  474].    p.  519. 
The  Corn-Planter  Patent,  33  Wall.  181  [10  Am.  &  Eng.  i].    p.  519. 
Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272].    p.  519. 
Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  59].    p.  519. 
Vinton  v.  Hamilton,  104  U.  S.  4S5  [13  Am.  &  Eng.  394].    p.  519. 
Heald  v.  Rice,  104  U.  S.  737  [13  Am.  &  Eng.  460].    p.  519. 
Hall  V,  Macneal,  107  U.  S.  90  [14  Am.  &  Eng.  291].    p.  519. 
Thompson  v.  Boisselier,  114  U.  S.  i  [15.  Am.  &  Eng.  549].    p.  519. 
Stephenson  v.  Brooklyn  C.  T.  R.  Co.  114  U.  S.  149  [16  Am.  &  Eng. 

163].    p.  519- 
Aron  V,  Manhattan  R.  Co.  132  U.  S.   84  [19  Am.   &.  Eng.  609]. 

p.  519- 
Watson  V.  Cincinnati,  I.,  St.  L.  &  C.  R.  Co.  132  U.  S.  161  [p.  22  aniel. 

p.  519- 
Hill  V,  Wooster,  132  U.  S.  693  [p.  99  anU],    p.  519. 
Burt  V,  Evory,  133  U.  S.  349  [p.  133  anie],    p.  520. 
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Aignment  of  counsel. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Eastern  District  of  Wisconsin,  to  review  a  judgment  for 
damages  for  the  infringement  of  letters  patent,  No.  25,662, 
granted  to  Edwin  May,  for  an  improyement  in  the  construc- 
tion of  prisons. 

The  facts  are  stated  in  the  opinion. 

Messrs.  Charlss  E.  Sheparb  and  J.  H.  McCbory,  for 
plaintiff  in  error : 

There  was  neither  any  valid  patented  device  nor  an  in- 
fringement thereof. 

Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272];  Roberts 
V.  Ryer,  Id.  157  [10  Am.  &  Eng.  302] ;  Terhune  v.  Phillips, 
99  U.  S.  592  [12  Am.  &  Eng.  270] ;  Tucker  v.  Spalding,  13 
Wall.  458  [8  Am.  &  Eng.  474]. 

Such  devices  are  now  in  such  common  use  for  one  purpose 
or  another  that  the  court  can  and  will  take  judicial  notice  of 
them. 

Stephenson  v.  Brooklyn  C.  T.  R.  Co.  114  U.  S.  149  [16 
Am.  &  Eng.  63]  ;  Burt  v.  Evory,  133  U.  S.  849  [p.  138  ante] ; 
Hill  V.  Wooster,  132  U.  S.  693  [p.  99  ante]  ;  Watson  v.  Cincin- 
natti,  I.,  St.  L.  &  C.  R.  Co.  Id.  161  [p.  22  ante] ;  Aron  v.  Manhat- 
tan R.  Co.  Id.  84;  [19  Am.  &  Eng.  609];  St  Germain  v. 
Brunswick,  185  U.  S.  227  [p.  248  ante]. 

If  the  devices  are  novel,  they  are  not  the  result  of  inven- 
tion.    . 

Heald  v.  Rice,  104  U.  S.  754  [18  Am.  &  Eng,  460] ;  Hall  v. 
Macneale,  107  U.  S.  90  [14  Am.  &  Eng.  291] ;  Thompson 
V.  Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  649] ;  Dunbar  v. 
Meyers,  94  U.  S.  187  [11  Am.  &  Eng.  59] ;  Stephenson  v. 
Brooklyn  C.  T.  R.  Co.  114  U.  S.  149  [16  Am.  &  Eng.  6S]. 

Even  if  otherwise  patentable,  these  claims  llu3k  the  element 
of  co-operation.  The  devices  described  are  mere  aggrega- 
tions. 

Double-Pointed  Tack  Co.  v.  Two  Rivers  Mfg.  Co.  109  U. 
S.  117  [14  Am.  &  Eng.  571] ;  Pickering  v.  McCuUough,  104 
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TJ.  S.  818  [18  Am.  &  Eng.  288] ;  Hendy  v.  Golden  State  &  M. 
I.  Works,  127  U.  S.  870  [18  Am.  &  Eng.  688] ;  Furbush  v. 
Cook,  2  Fish.  Pat.  Cas.  669. 

The  county .  is  not  liable  for  infringement  of  a  patented 
device  used  in  its  jail. 

Dill.  Mun.  Corp.  (4th  ed.)  §§  22-27,  966,  997;  Hamilton 
County  V.  Mighels,  7  Ohio  St.  109,  118  ;  Hill  v.  Boston,  122 
Mass.  844;  Com.  v.  Brice,  22  Pa.  211;  Lorillard  v.  Monroe, 
11  IT.  T.  892;  People  v.  Town  Auditors,  74  N.  T.  810; 
People  V.  Town  Auditors,  75  ]S".  T.  816 ;  Wehn  r.  Gage 
County,  5  Neb.  494. 

Counties  and  towns  are  not  liable  in  tort  for  either  mis- 
feasance or  nonfeasance  of  their  officers. 

Ward  V,  Hartford  County,  1 2  Conn.  406 ;  Wilson  v.  School 
Dist.  Xo.  4,  82  N.  H.  118 ;  State  v.  Leffingwell,  54  Mo.  458 ; 
Kincaid  v.  Hardin  County,  68  Iowa,  430 ;  Askew  t;.  Hale 
County,  54  Ala.  689 ;  Soper  r.  Henry  County,  26  Iowa,  264  ; 
State  V.  Hancock  County,  11  Ohio  St.  190 ;  Hollenbeck  v. 
Winnebago  County,  95  111.  151 ;  Stilling  v.  Thorp,  54  Wis. 
528  ;  Bigelow  v.  Randolph,  14  Gray,  541 ;  Eastman  v.  Mere- 
dith, 86  N.  H.  284  ;  Western  College  v.  Cleveland,  12  Ohio 
St.  879 ;  May  v.  Juneau  County,  80  Fed.  Rep.  241. 

Messrs.  M.  C.  Burch  and  Duanb  E.  Fox,  for  defendant  in 
error: 

The  real  gist  of  the  May  invention  consisted  in  a  mechan- 
ism which  could  be  used  by  the  jailer  in  connection  with  an 
interposing  wall  or  grating  separating  him  from  the  pris- 
oners, while  ordering  them  to  their  respective  cells  or  rooms, 
and  fastening  such  rooms  or  cells  securely.  Like  all  true 
inventions,  it  was  in  the  nature  of  a  discovery. 

It  was  admitted  by  the  defence  that  the  use  of  an  inter- 
posing wall  or  grating  between  the  prisoners  and  the  jailer, 
with  suitable  mechanism  for  controlling  the  prisoners,  and 
fastening  them  into  their  cells  or  any  room^  was  new.  It  is 
proven  that  it  was  useful;   first,  because  the  patent  was 
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granted  by  the  Patent  Office,  making  sl  prima  facie  case  of 
novelty  and  utility ;  second,  the  patent  had  been  repeatedly 
sustained  by  the  courts  ;  third,  it  had  been  recognized  as  a 
valid  and  useful  invention  by  the  Patent  Office;  fourth,  it 
had  been  recognized  by  numerous  parties  who  had  paid 
royalties  for  the  use  of  the  same ;  fifth,  its  utility  cannot  be 
questioned  by  the  defendants,  for  the  rejison  that  they 
adopted  it  in  their  jail ;  sixth,  the  plaintiff's  expert  testified 
positively  that  the  May  devices  did  involve  patentable  inven- 
tion, and  this  expert  is  admitted  by  the  defendant's  brief  to 
have  been  a  competent  expert ;  seventh,  there  was  not  an  iota 
of  proof  offered  by  the  defence  against  the  validity  and  pat- 
entability of  the  invention. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court : 

This  is  an  action  at  law,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Eastern  District  of  Wisconsin,  on 
the  26th  of  September,  1885,  by  Sarah  May  against  the 
County  of  Fond  du  Lac,  a  corporation  of  the  State  of  Wis- 
consin, to  recover  damages  for  the  infringement  of  letters 
patent,  No.  25,662,  granted  to  Edwin  May,  October  4, 1859, 
for  fourteen  years  from  that  day,  for  an  "  improvement  in 
the  construction  of  prisons." 

The  specification  and  claims  of  the  patent  are  as  follows : 
"  Be  it  known  that  I,  Edwin  May,  of  Indianapolis,  in  the 
County  of  Marion  and  State  of  Indiana,  h^ve  invented  cer- 
tain new  and  useful  improvements  in  the  construction  and 
operation  of  prisons,  of  which  the  following  is  a  full  and 
exact  description,  reference  being  had  to  the  accompanying 
drawings  and  the  letters  marked  thereon.  Figure  1  b  a 
perspective  and  Figs.  2,  3,  4,  5,  6,  7,  8  are  sectional  views 
showing  the  construction  and  general  arrangement  of  the 
same. 

"  A  represents  the  side  and  end  walls  of  the  prison ;  B, 
the  floor ;  C,  the  outside  door ;  D,  inside  or  angle  door ;  E, 
moulding  or  hood  over  doorC  ;  F,  the  cells ;  G,  the  small  door 

137  v.  S.  396-897. 
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of  the  safe  or  box  J ;  H,  the  crank  which  operates  the  drum 
(p) ;  I,  bolt  or  lock  to  the  angle  door  D  ;  a,  a  bar  connected 
with  the  bolts  S,  which  are  operated  by  the  levers  (b)  for  the 
purpose  of  fastening  the  cell  doors  (/) ;  c,  fulcrum  of  the  lever 
(b) ;  d,  levers  for  operating  the  sliding  doors  {I) ;  e,  wire  rope 
or  endless  chain  which  operates  the  levers  (d) ;/,  hinge  joints 
to  levers  (rf) ;  ffj  support  of  pulleys  for  chain  or  wire  rope ; 
A,  pulleys  over  which  the  chain  or  wire  rope  {e)  operates ;  i, 
the  grated  partition ;  j^  cell  doors ;  A:,  slide  or  groove  for 
doors  (I)  to  work  in;  m,  rollers  for  sliding' doors  (i) ;  n,  guard 
or  slide  for  levers  {d) ;  o,  staple  to  padlock  levers  (6) ;  y,  pawl 
or  catch  to  hold  the  drum  (p)  in  place ;  r,  rollers  for  bar  (d) 
to  work  over. 

*^  The  nature  and  extent  of  the  improvement  will  be  more 
readily  understood  by  reference  to  the  object  sought,  which 
is  avoiding  the  necessity  of  actual  contact  with  the  prison-* 
ers,  while  the  keeper  has  perfect  knowledge  and  control  of 
them,  and  preventing  their  escape  by  knocking  down  the 
keeper,  which  has  often  occurred  where  the  common  arrange- 
ment of  prisons  has  been  used.  It  is  peculiarly  adapted  to 
county  prisons,  and  that  portion  of  state  prisons  appropriated 
to  solitary  confinement. 

^^  The  following  is  the  manner  of  operating  the  same  and 
managing  the  prisoners:  The  jailer,  opening  the  outside 
door  C,  releases  the  edge  of  the  small  or  safe  door  G,  giving 
access  to  the  crank  H,  which  operates  the  doors  {[)  in  the 
grated  partition  (i)  by  means  of  the  endless  chain  or  rope 
which  passes  around  the  drum  (p),  and  is  attached  to  the 
hinge  or  joint  (/)  of  the  lever  (d).  The  angle  door  D  is  held 
by  the  bolt  or  lock  I,  while  the  keeper  is  allowed  to  exam- 
ine every  part  of  the  hall,  which  the  peculiar  shape  of  the 
angle  door  D  allows.  Should  there  be  any  prisoners  in  the 
first  hall  they  are  ordered  to  retire  through  the  doors  (l)  in 
the  grated  partition  (z).  The  doors  (l)  are  then  closed  by 
operating  the  crank  H,  as  has  been  shown.  The  keeper 
then,  unlocking,  passes  through  the  angle  door  D  into  the 

187  IT.  S.  897. 
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first  hall,  being  separated  from  the  prisoners  by  the  grating 
(i),  through  which  he  orders  the  prisoners  each  to  his  cell^ 
and  to  close  the  door  after  him.  By  operating  the  lever  (6) 
the  bars  (a)  are  drawn,  while  the  bolts  S,  being  drawn  over 
the  doors,  secure  the  same;  He  then  passes  in  and  locks  the 
doors  (J)j  whereby  an  iron  grating  is  always  kept  between 
the  keeper  and  the  prisoners. 

"  What  I  claim  and  desire  to  secure  by  letters  patent  is: 

"1.  The  angle  door  D,  in  combination  with  the  safe 
lock  or  bolt  I,  when  constructed  and  operated  substantially 
as  set  forth. 

"2.  The  safe  J,  containing  the  drum  {p)  and  bolt  I, 
and  being  held  by  the  outer  door  C,  when  constructed  and 
operated  substantially  as  and  for  the  purposes  set  forth. 

"  8.  The  endless  chain  or  rope  (c),  in  combination  with 
the  levers  {d)  when  constructed  and  operated  substantially  as 
and  for  the  purposes  set  forth. 

"  4.  The  combiqation  and  arrangement  of  the  levers  (6)> 
bar  (a)  and  bolts  or  lugs  S,  when  operated  from  without 
the  grating  t,  substantially  as  and  for  the  purposes  set  forth.'* 

The  patent  was,  on  the  4th  of  October,  1873,  extended  by 
the  Commissioner  of  Patents  for  seven  years  from  that  day. 
The  patentee,  who  was  the  husband  of  the  plaintiff,  died  on 
the  27th  of  February,  1880.  The  plaintiff  claimed  that 
one  Edwin  Forrest  May,  on  the  6th  of  March,  1880,  was 
duly  appointed  executor  of  Edwin  May  by  the  proper  tri- 
bunal ;  that,  he  having  resigned  his  trust  on  the  7th  of  June^ 
1880,  one  McGinnis  was  duly  appointed  administmtor  de 
bonis  noTiy  with  the  will  annexed,  of  Edwin  May  ;  and  that 
McGinnis,  on  the  6th  of  March,  1882,  under  a  proper  order 
of  the  proper  court  to  that  effect,  conveyed  to  the  plaintiff 
all  the  title  of  the  estate  of  the  patentee  under  the  patent 
and  its  extension,  including  all  rights  of  action  and  claims 
for  damages  which  the  estate  had  by  virtue  thereof.  Dam- 
ages were  claimed  for  the  use  of  the  patented  invention,  as 

1S7  V.  S.  897-399. 
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covered  by  claims  1,  8  and  4,  for  the  period  of  the  extended 
term,  from  October  4, 1878,  to  October  4, 1880. 

The  defendant,  by  an  answer  and  a  notice  of  special  mat- 
ter, set  up  in  defence  the  Statute  of  Limitations  of  the  State 
of  Wisconsin,  and  want  of  novelty.  The  case  was  tried  by  a 
jury  who  found  that  during  the  extended  term  of  the  patent 
the  defendant  had  infringed  claims  1,  8  and  4;  and  they 
awarded  to  the  plaintiff  $1,774.68  damages.  27  Fed.  Rep. 
691.  The  defendant  moved  for  a  new  trial  on  various 
grounds,  including  one  that  the  court  erred  in  not  instruct- 
ing the  jury  to  render  a  verdict  for  the  defendant,  and 
another  that  the  court  erred  in  ruling  that  the  plaintiff  was 
the  owner  of  the  cause  of  action.  This  motion  was  denied ; 
and  the  defendant  then-moved  for  an  arrest  of  judgment,  on 
the  grounds  (1)  that  the  patent  was  void  on  its  face,  because 
none  of  the  claims  were  for  a  patentable  invention  or  combi- 
nation, and  that  no  one  of  the  several  combinations  claimed 
in  it  as  the  patentee's  inventions  was  a  new  or  patentable  in- 
vention ;  and  (2)  that  the  plaintiff  was  not  the  lawful  owner 
of  the  cause  of  action  sued  upon.  This  motion  was  over- 
ruled, and  judgment  was  entered  for  the  plaintiff  for 
$1,774.68  and  costs.  To  review  that  judgment  the  defendant 
has  brought  a  writ  of  error. 

At  the  trial,  when  the  patent  was  offered  in  evidence  it 
was  objected  to  by  the  defendant  on  the  ground  that,  on  the 
face  of  the  specification  and  claims,  it  was  invalid.  This 
objection  was  overruled  and  the  defendant  excepted.  The 
same  objection  was  made  to  the  certificate  of  extension,  and 
overruled,  and  the  defendant  excepted.  The  proceedings  for 
the  appointment  of  the  executor  and  of  the  administrator 
de  bonis  nortj  and  for  the  sale  of  the  patent,  the  conveyance  to 
the  plaintiff  and  the  order  of  the  court  confirming  the  sale 
and  conveyance,  were  then  put  in  evidence  under  the  objec- 
tion and  exception  of  the  defendant  that  they  did  not  vest  in 
the  plaintiff  any  title  to  the  cause  of  action  sued  on. 

One  Luther  V.  Moulton  was  then  introduced  as  a  witness 
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by  the  plaintiff,  and  testified  as  follows :  ^^  I  live  at  Grand 
Eapids,  Michigan;  am  a  partner  in  a  foondry  there ;  I  have 
had  experience  in  mechanics  and  patents;  have  pho- 
tographed models ;  have  been  consulted  about  the  patenta- 
bility of  mechanical  devices ;  have  been  an  expert  witness 
in  patent  causes  ;  have  done  patent  soliciting ;  am  acquainted 
with  the  May  patent  in  suit ;  know  its  specifications  and 
<;laini8,  and  am  acquainted  with  its  practical  operation  and 
effect." 

It  was  contended  that  the  defendant  had  infringed  the 
patent  by  constructing  and  using  a  county  jail  containing  the 
inventions  covered  by  claims  1,  8  and  4.  Models  of  a  jail 
constructed  according  to  the  patent,  and  of  the  defendant's 
jail,  were  introduced  in  evidence  by  the  plaintiff  and  identi- 
fied as  correct.  A  stipulation  was  then  put  in  evidence, 
signed  by  the  attorneys  for  the  parties,  to  the  effect  that  the 
device  used  by  the  defendant  in  its  jail  for  fastening  the  doors 
had  been  in  use  therein  since  1869.  The  witness  Moulton 
then  proceeded :  "In  my  opinion  the  model  representing  the 
defendant's  jail  contains  the  mechanical  equivalents  of  the 
devices  described  in  the  specification,  and  claimed  particu- 
larly in  the  1st,  3d  and  4th  claims  of  the  patent  in  ques- 
tion. The  results  produced  by  the  combinations  claimed 
in  the  patent  are  produced  by  substantially  the  same  means." 
On  cross-examination  he  testified  as  follows :  "  The  novelty 
and  utility  of  this  patented  device  consists  in  interposing  a 
grating  or  wall  between  the  person  operating  the  mechanism 
for  securing  the  doors  and  the  prisoners,  so  that  they  can  be 
observed  through  the  door  or  grating,  and  the  corridor  doors 
be  closed  and  secured,  or  unlocked  and  opened,  or  the  cell 
doors  can  be  locked  or  unlocked,  all  without  any  contact  be- 
tween the  jailer  and  the  prisoners,  and  without  the  jailer  be- 
ing in  the  same  apartment  with  the  prisoners,  and  thus  exposed 
to  attack  by  them. .  The  several  elements  of  the  device  are 
probably  old.  The  novelty  consists  in  fhe  particular  com- 
binations, whereby  a  new  and  useful  result  is  produced.     I 
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think  an  angle  door  is  old ;  have  never  seen  them  in  jails ; 
have  seen  angle  doors  and  curved  doors  and  illustrations  of 
them  in  books  many  years  ago,  before  1859.  Locks  and  bolts 
upon  doors  are  also  old,  and  to  put  a  lock  or  bolt  upon  such 
A  door  would  not  be  invention.  In  defendant's  jail  the  cor- 
ridor doors  are  not  closed  by  the  fastening  mechanism  as  de- 
scribed in  the  patent,  but,  when  closed  by  the  prisoners  or 
turnkey,  they  are  locked  by  bolts  moved  by  rock-shafts,  ex- 
tending from  the  outer  apartment,  through  the  wall,  into  the 
ja\l  proper  and  to  the  corridor  doors.  There  is  nothing  new 
in  a  rock-shaft  as  applied  to  the  purpose  of  transmitting  mo- 
tion to  bolts  or  other  like  uses ;  it  is  the  equivalent  of  an  end- 
less chain,  or  any  other  well-known  device  for  transmitting 
motion ;  it  is  very  old.  The  operation  and  effect  of  the  rock- 
«haft,  the  handle  or  lever  that  moves  it  and  the  bolts  that  it 
moves,  in  connection  with  the  corridor  doors  thereby  locked 
And  unlocked,  are  precisely  the  same  with  or  without  a  wall 
or  grating  interposed  between  the  handle  or  lever  and  the 
door  locked,  and  also  the  same  as  the  corresponding  parts  in 
the  May  patent.  In  the  Fond  du  Lac  jail  the  handle  of  this 
rock-shaft  and  the  place  where  it  is  operated  are  a  few  feet 
distant  from  the  angle  door.  There  is  an  embrasure  or  slit 
in  the  wall  by  these  handles  to  the  rock-shafts,  through 
which  two  corridors,  one  over  the  other  on  one  side  of  the 
jail,  can  be  observed  ;  but  the  other  side  of  the  jail,  with  its 
two  corridors  and  two  tiers  of  cells,  cannot  be  observed.  The 
doors  of  all  four  corridors  are  locked  by  rock-shafts,  all  start- 
ing and  moved  from  the  same  point.  The  operation  and 
effect  of  the  arrangement  of  the  lever  (6),  bar  (a)  and  bolts  or 
lugs  (S),  as  described  in  the  patent,  for  locking  and  unlock- 
ing the  cell  doors,  are  precisely  the  same,  whether  the  lever 
is  operated  through  a  wall  or  grating,  or  whether  there  is 
none  there.  Mechanically,  the  effect  is  precisely  the  same 
with  or  without  the  grating,  so  far  as  fastening  and  unfas- 
tening the  doors  is  concerned.  The  only  difference  is  in  the 
effect  of  the  grating  to  protect  the  jailer  and  guard  against 
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escapes.  Every  separate  element  of  the  combination  of  the- 
4th  claim  is  old — the  bar,  the  lever,  the  lugs  or  bolts  and 
the  grating.  Levers  have  long  been  used,  long  before  this 
patent,  to  move  a  long  bar  and  thereby  to  move  bolts,  lugs- 
or  the  like,  at  a  distance ;  so,  also,  similar  devices  passing 
through  a  wall,  to  open  and  close  and  secure  window  shut- 
ters and  the  like ;  but  the  particular  combination  adapted  ta 
interpose  protection  between  the  person  operating  the  device 
and  those  on  the  other  side  of  the  wall  or  grating  was  nejv 
and  patentable,  and  so  patented  to  Mr.  Maj'.  The  gratings 
has  nothing  to  do  directly  with  locking  or  unlocking  the 
doors.  It  affords  protection  to  the  operator  while  so  doing. 
So  with  the  2d  claim  in  suit,  which  is  the  third  of  the 
patent.  All  its  separate  elements  are  old.  It  is  only  the 
particular  combination  applied  to  this  purpose  that  is  new 
and  patentable.'* 

The  plaintiff  then  gave  evidence  to  show  that  the  patented 
contrivance  was  useful  and  economical,  and  for  much  of  the 
time  since  it  was  patented  had  been  in  use  in  sundry  jails  and 
prisons  in  this  country.  It  was  further  proved  that  the  de- 
fendant had  used  in  its  jail,  ever  since  1869,  the  outside  angle 
door,  the  contrivance  for  locking  and  unlocking  the  corridor 
doors  and  the  contrivance  for  locking  and  unlocking  the  cell 
doors,  which  were  exhibited  by  the  model  of  its  jail  which 
had  been  put  in  evidence.  Other  evidence  was  given  on  the 
part  of  the  plaintiff,  but  none  to  contradict  what  had  been 
testified  to  by  the  witness  Moulton ;  and  at  the  close  of  the 
plaintiff's  case  the  defendant  moved  that  a  verdict  be 
directed  for  it,  on  the  grounds,  among  others,  that  the  patent 
was  void  for  lack  of  novelty,  and  that  the  combinations  de- 
scribed in  it  were  not  operative  combinations,  and  were  old 
and  well-known  devices  applied  to  similar  uses.  This  motion 
was  overruled,  and  the  defendant  excepted. 

Thereupon  the  defendant  proved  that  at  the  Wisconsin 
State  Prison  at  Waupun,  the  Chemung  County  Jail  at  Elmira^ 
New  York,  and  elsewhere,  that  had  been  in  common  and 
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3)iiblic  use,  well  known  to  many  persons,  for  many  years 
before  1859,  a  device  consisting  of  a  lever,  a  bar  and  lugs  or 
bolts  attached,  operated  substantially  as  described  in  said 
patent,  to  lock  or  unlock  the  cell  doors,  but  without  any  inter- 
vening wall,  corridor  grating  or  other  protection  to  the  jailer 
■against  attack ;  that  such  device,  except  for  the  absence  of  a 
<5orridor  wall  or  grating,  was  substantially  identical  with, 
and  a  mechanical  equivalent  of,  the  device  described  in  said 
patent,  and  claimed,  in  the  4th  claim  thereof,  and  that  it 
was  used  and  operated  in  the  same  way,  to  lock  or  unlock 
the  cell  doors  after  they  had  been  closed. 

No  evidence  in  rebuttal  was  offered  by  the  plaintiff,  and, 
^he  testimony  being  closed,  the  defendant  renewed  its  motion 
for  a  verdict  to  be  directed  for  it,  on  the  grounds  before 
stated ;  but  the  motion  was  denied,  and  the  defendant  ex- 
•cepted. 

The  defendant  then  prayed  that  the  jury  be  instructed 
that  each  of  the  claims,  1,  8  and  4  was  void  ;  that  claim  1 
•did  not  claim  a  new  device,  nor  was  the  combination  claimed 
therein  an  operative  combination,  but  was  a  mere  aggrega- 
tion ;  that  claim  3  did  not  describe  a  new  device ;  and  that 
it  was  a  question  for  the  jury  whether  there  was  an  inven- 
tion, or  exercise  of  the  inventive  faculty,  in  the  construction 
of  the  devices  described  in  the  patent.  Each  of  theSe  in- 
structions was  refused,  and  the  defendant  excepted  to  each 
refusal.  The  case  was  submitted  to  the  jury  under  instruc- 
tions from  the  court,  the  defendant  excepting  thereto  because 
the  court  did  not  submit  it  to  the  jury  to  say  whether  the 
•elements  specified  in  each  of  the  several  combinations  in 
•claims  1,  8  and  4  appeared  together  in  a  practical  combina- 
tion, or  whether  it  was  a  mere  aggregation. 

We  are  of  opinion  that  the  court  ought  to  have  directed  a 
verdict  for  the  defendant,  on  the  ground  that  the  patent  was 
void ;  and  that  the  judgment  must  be  reversed.  The  objects 
sought  to  be  accomplished  by  the  patentee  were  twofold — 
safe  observation  of  the  prisoners  while  they  were  out  of  their 
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cells  out  within  the  outer  enclosure  of  the  jail,  and  a  safe^ 
mode  of  locking  them  in  their  cells  without  risk  of  personal 
contact  with  them.  These  objects  he  sought  to  attain  hy 
three  contrivances,  which  are  the  foundations  of  the  four 
claims  of  the  patent.  Proceeding  inwards  from  the  outside 
of  the  jail,  these  three  contrivances  are  as  follows:  (1)  An 
angle  door  D,  with  the  angle  in  the  middle  line  of  the  door,.' 
projecting  inward,  a  safe  or  box  J,  containing  a  drum  (p) 
operated  by  a  crank  II,  and  a  bolt  or  lock  I  to  the  angle- 
door  D.  This  contrivance,  which  is  the  subject  of  claim  1, 
enables  the  jailer,  after  he  opens  the  extreme  outer  door  of 
the  jail,  to  have  access  to  the  angle  door,  so  as  to  look 
through  its  grated  bars  in  all  directions  by  means  of  the 
angle,  while  that  door  is  securely  held  by  the  bolt  or  lock  I,, 
and  to  inspect  the  interior  of  the  prison  and  observe  the 
prisoners,  and  direct  them  to  retire  behind  the  corridor  or 
partition  doors  {t)  in  the  grated  partition  (i).  This  partition 
separates  an  outer  hall  or  space  from  the  corridors  which 
run  along  the  tiers  of  cells.  (2)  When  the  prisoners  have 
thus  retired  behind  the  corridor  or  partition  doors  (Q,  the 
next  step  is  to  open  the  safe  or  box  J,  from  the  space  be- 
tween the  outer  door  and  the  angle  door,  and  by  the  crank 
H  operate  the  drum  (p),  which  carries  the  wire  rope  or  end- 
less chain  (e),  which,  by  pulleys,  levers  and  hinges,  opens  or 
shuts  the  corridor  or  partition  doors  (J).  Those  doors  being^ 
closed  while  the  jailer  is  still  outside  of  the  angle  door,  he 
can  then  open  the  angle  door  and  go  into  the  inner  hall. 
The  mechanism  thus  explained  is  the  foundation  of  claims  2 
and  3.  (3)  Then  the  jailer  having  between  him  and  the 
prisoners  the  grated  partition  (f)  with  the  doors  in  it  closed^ 
can  direct  each  prisoner  to  retire  to  his  cell  and  to  close  the 
cell  door  after  him.  The  jailer  then,  by  operating  the  lever 
(i),  can  draw  the  bars  (a)  and  carry  the  bolts  or  lugs  S  over 
the  cell  doors,  and  thus  secure  them.  He  can  then  advance 
into  the  corridor  and  furthei^  secure  the  cell  doors  by  ordi* 
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nary  locks  on  them.    This  mechanism  is  the  foundation  of 

claim  4. 

« 

The  novel  idea  set  forth  in  the  patent  is  to  interpose  a 
gifting  between  the  jailer  and  the  prisoners  at  every  stage 
of  opening  or  shutting  a  door.  Previously,  there  had  been 
between  the  jailer  and  the  prisoners  no  intervening  wall,  cor- 
ridor grating  or  other  protection  against  attack ;  but,  with 
that  exception,  the  prior  device  used  in  the  Wisconsin  State 
Prison  and  the  Chemung  County  Jail  was  substantially 
identical  with,  and  a  mechanical  equivalent  of,  the  device 
claimed  in  claim  4  of  the  patent,  and  operated  in  the  same 
way  to  fasten  and  unfasten  the  cell  doors. 

The  several  elements  of  the  patented  device  were  old. 
Moulton  testified  that  he  had  seen  angle  doors  and  curved 
doors,  and  illustrations  of  them  in  books,  before  1859;  that 
in  the  defendant's  jail  the  corridor  doors  were  not  closed  by 
the  fastening  mechanism  described  in  the  patent,  but,  when 
closed  by  the  prisoners  or  the  turnkey,  were  locked  by  boltsf* 
moved  by  rock-shafts  extending  from  the  outer  apartment, 
through  the  wall,  into  the  jail  proper  and  to  the  corridor 
doors ;  that  there  was  nothing  new  in  a  rock-shafb  applied 
to  the  purpose  of  transmitting  motion  to  bolts  or  to  other 
like  uses;  that  it  was  the  equivalent  of  an  endless  chain  or 
any  other  well-known  device  for  transmitting  motion,  and 
was  very  old  ;  that  the  operation  and  effect  of  the  rock-shaft 
and  handle  or  lever  that  moved  it  and  the  bolts  that  it 
moved,  in  connection  with  the  corridor  doors  thereby  locked 
and  unlocked,  were  precisely  the  same  with  or  without  a 
wall  or  grating  interposed  between  the  handle  or  lever  and 
the  door  locked ;  that  the  operation  and  effect  of  the  arrange- 
ment of  the  lever  (6),  bar  (a)  and  bolts  or  lugs  S,  as  described 
in  the  patent,  were  precisely  the  same,  whether  the  lever 
was  operated  through  a  wall  or  grating  or  not ;  that  mechan- 
ically the  effect  was  precisely  the  same  with  or  without  the 
grating,  so  far  as  fastening  and  unfastening  the  doors  was 
concerned  ;  that  the  only  difference  was  in  the  effect  of  the 
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grating  to  protect  the  jailer  and  guard  against  escapes ;  that 
every  separate  element  of  the  combination  of  claim  4  was 
old,  the  levers,  the  bars,  the  bolts  or  lugs  and  the  grat- 
ing; that  levers  had  been  used  long  before  the  patent  to 
move  a  long  bar  and  thereby  move  bolts,  lugs  or  the  like  at 
a  distance,  and  so  had  similar  devices  passing  through  a  wall 
to  open  and  close  window-shutters  and  the  like,  but  that  the 
particular  combination,  adapted  to  interpose  protection  be- 
tween the  person  operating  the  device  and  persons  on  the  other 
side  of  the  wall  or  grating,  was  new  ;  that  the  grating  had 
nothing  to  do  directly  with  locking  or  unlocking  the  doors, 
but  afforded  protection  to  the  operator  while  so  doing ;  that 
all  the  elements  of  claim  3  of  the  patent  were  old ;  and  that 
it  was  only  the  particular  combination  applied  to  the  purpose 
indicated  that  was  new. 

As  the  angle  door  was  an  old  contrivance,  it  is  manifest 
that  the  combination  of  it  with  the  saff  lock  or  bolt  I« 
claimed  in  claim  1,  was  not  new  or  patentable.  As  the  wit- 
ness Moulton  says,  locks  and  bolts  upon  doors  are  old,  and 
to  put  a  lock  or  bolt  upon  an  angle  door  would  not  be  inven- 
tion. Nor  is  the  combination  of  an  angle  door,  with  a  lock 
of  any  kind  a  patentable  invention,  even  though  the  particu- 
lar lock  had  not  before  been  put  upon  an  angle  door.  More- 
over, the  combination  claimed  in  claim  1  is  one  of  the  angle 
door  with  the  particular  lock  or  bolt  I,  that  is,  such  lock  or 
bolt  as  an  integral  part  of  the  safe  or  box  J,  with  its  drum 
(p)  and  connections,  in  which  view  the  apparatus  in  the  de- 
fendant's jail  does  not  infringe  claim  1. 

As  to  the  patentability  of  claims  3  and  4,  the  feature 
which  it  is  alleged  makes  both  of  them  patentable  is  the  in- 
terposition of  a  barrier  between  the  jailer  and  the  prisoners. 
In  claim  3,  the  sliding  doors  are  opened  and  closed,  while 
the  angle  door  is  still  locked.  In  claim  4,  the  cell  doors  are 
fastened  by  means  of  the  bolts  or  lugs  S,  during  the  time 
the  grated  doora  in  the  corridor  are  securely  closed.  Iii 
view  of  the  evidence,  it  is  clear  that  the  devices  covered  by 
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*  -claims  8  and  4,  as  mechanical  devices,  existed  before,  having 
the  same  mechanical  elements  and  the  same  mechanical  oper- 
-ation  and  effect.  The  whole  cQmbination  wa'i  the  same,  so 
far  as  it  was  a  mechanical  or  patentable  combination,  namely, 
A  lever,  a  bar  passing  through  an  interposed  barrier,  a  lever 
or  its  mechanical  equivalent  at  the  other  end,  and  some- 
thing to  be  moved  by  the  motion  thus  transmitted  through 
the  barrier.  The  patentee  merely  used  the  same  devices 
which  had  before  been  used  by  other  persons,  between  one 
side  of  an  interposed  barrier  and  the  other,  with  the  same 
mechanical  effect  His  motive  was,  and  his  use  of  the  device 
was,  to  pretect  the  jailer,  by  a  sufficient  barrier,  from  being 
injured  by  the  prisoners ;  but  neither  the  motive  nor  the 
strength  of  the  barrier  can  enter  as  an  element  into  the  ques- 
tion. The  case  is  one  merely  of  a  double  use.  The  mechan- 
ism was  old  in  its  use  to  move  a  door  or  a  gate  at  a  distance, 
^nd  the  mechanical  operation  of  the  device  was  the  same, 
whether  the  mechanism  passed  through  a  solid  iron  barrier, 
or  a  grated  iron  barrier,  or  a  barrier  of  another  material,  or 
through  no  barrier  at  all.  Mr.  Moulton  testifies  that  the 
mechanical  effect  is  precisely  the  same  with  or  without  the 
j^rating,  so  far  as  fastening  and  unfastening  the  doors  is  con- 
cerned, the  only  difference  being  in  the  effect  of  the  grating 
to  protect  the  jailer  and  guard  against  escapes.  Tucker  v. 
Spalding,  13  Wall.  453  [8  Am.  &  Eng.  474] ;  The  Coni- 
Planter  Patent,  28  Wall.  181  [10  Am.  &  Eng.  1] ;  Brown  v. 
Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272] ;  Dunbar  v.  Meyers, 
«4U.  S.  187  [11  Am.  &  Eng.  59] ;  Vinton  v.  Hamilton,  104 
TJ.  S.  485  [13  Am.  &  Eng.  394] ;  Heald  v.  Rice,  Id.  737  [13 
Am.  &  Eng.  460] ;  Hall  v.  Macneale,  107  U.  S.  90  [14  Am.  & 
Eng.  291] ;  Thompson  v.  Boisselier,  114  U.  S.  1  [15  Am.  & 
Eng.  549]  ;  Stephenson  v.  Brooklyn  C.  T.  R.  Co.  Id.  149  [16 
Am.  &  Eng.  63] ;  Aron  v.  Manhattan  R.  Co.  132  U.  S.  84 
[19  Am.  &  Eng.  609] ;  Watson  v.  Cincinnati,  L,  St.  L.  &  C. 
R.  Co.  Id.  161  [p.  22  ante]',  Hill  v.  Wooster,  Id.  693  [p.  99 
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ante]  ;  Burt  v.  Evory,  138  TJ.  S.  349  [p.  133  ante] ;  St  Ger- 
main  v.  Brunswick,  186  U.  S.  227  [p.  248  ante]. 

As  the  mechanical  operation  and  effect  of  the  patented 
devices  are  the  same  whether  there  be  a  grating  or  other 
barrier  or  not,  there  is  no  patentable  combination  between 
the  devices  and  the  grating.  The  grating  performs  no 
mechanical  function  and  has  no  mechanical  effect.  The  case 
is  one  of  mere  aggregation.  Pickering  v.  McCullough,  104 
U.  S.  310  [13  Am.  &  Eng.  238] ;  Double-Pomted  Tack  Co.  v. 
Two  Rivers  Mfg.  Co.  109  U.  S.  117  [14  Am.  &  Eng.  671]  ; 
Stephenson  v.  Brooklyn  C.  T.  R.  Co.  114  U.  8. 149  [16  Am^ 
&  Eng.  68]  4  Hendy  v.  Golden  State  &  M.  I.  Works,  127  U^ 
S.  870  [18  Am.  &  Eng.  688] ;  Aron  v.  Manhattan  R.  Co.  182 
U.  S.  84  [19  Am.  &  Eng.  609]. 

This  patent  was  granted  under  the  Act  of  July  4, 1886^ 
chap.  357,  the  sixth  section  of  which  (5  Stat.  119)  provides 
for  the  granting  of  a  patent  for  "  any  new  and  useful  art, 
machine,  manufacture  or  composition  of  matter,  or  any  new 
and  useful  improvement  in  any  art,  machine,  manufacture  or 
composition  of  matter."  It  was  not  granted  for  an  art  or 
process,  that  is,  ^'an  act  or  series  of  acts  performed  upon  the 
subject-matter  to  be  transformed  and  reduced  to  a  different 
state  or  thing."  Cochrane  v.  Deener,  94  U.  S.  780  [11  Am. 
&  Eng.  396].  So  far  as  the  grating  is  sought  to  be  made  an 
element  in  the  combinations  of  claims  8  and  4,  it  is  not  an 
element  of  the  mechanism.  It  is  no  part  of  the  machine, 
and  has  no  effect  upon  its  operation.  'Sot  is  the  apparatus 
a  manufacture  or  a  composition  of  matter.  In  the  patent, 
the  invention  is  called  one  of  an  '*  improvement  in  the  con- 
struction of  prisons,'*  and  in  the  specification  it  is  called  an  in- 
vention of  "  improvements  in  the  construction  and  operation  of 
prisons."  In  Jacobs  v.  Baker,  7  Wall.  295  [7  Am.  &  Eng.  488], 
suit  was  brought  on  four  patents  for  "  improvements  in  the 
construction  of  prisons. "  One  was  for  a  secret  passage  or  guard- 
chamber  around  the  outside  of  an  iron-plate  jail,  and  between 
the  jail  and  the  surrounding  inclosure,  constructed  for  the 
purpose  of  allowing  the  keeper  to  oversee  and  overhear  the 
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prisoners  without  their  being  conscious  of  his  presence. 
Another  was  for  improved  iron  walls  for  iron-plate  jails. 
Another  was  for  an  improvement  in  joining  the  metal  plates. 
Another  was  for  arranging  iron-plate  cells  in  jails.  This 
court  held  that  an  improvement  in  the  construction  of  a  jail 
did  not  come  under  the  denomination  of  a  machine,  or  a 
manufacture,  or  a  composition  of  matter ;  and  that  it  was 
doubtful  whether  it  could  be  classed  as  an  art.  But,  however 
this  may  be,  the  grating,  in  the  present  case,  cannot  be  con- 
sidered as  a  part  of  a  patentable  mechanical  combination, 
Brown  v.  Davis,  116  XT.  S.  287  [16  Am.  &  Jlng.  212],  and 
cases  there  cited ;  Fomcrook  v.  Root,  127  U.  S.  176,  [18  Am. 
&  Eng.  587]. 

The  judgment  is  reversed^  and  the  case  is  remanded  to  the  Cir- 
cuit Courtf  with  a  direction  to  grant  a  new  trial. 

187  V.  S.  407-409. 

Biotes  t 

4.  Combination  claim  construed  to  include  an  element  not  ex- 
pressly mentioned. 

Consolidated  Roller  Mill  Co.  v.  Walker,  138  U.  S.  124 ; 

and  Bee 
Fay  V.  Cordesman,  109  IT.  S.  408  [15  Am.  &  Eng.  1]. 


6.  Aggregation. 

» 

See  Union  Edge  Setter  Co.  v.  Keith,  139  IT.  S.  530.  Note. 
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No.  25,662.    MajiE.    October  4, 1859.    Improvement  in 
the  Constraction  of  Prisons. 

Otheb  Suits  on  Same  Patent: 

May  V.  County  of  Fond  du  Lac,  1886.    27  Fed.  Rep.  69. 
May  V.  Buchanan  County,  1886.    29  Fed.  Rep.  469  ;  39  O.  G.  120. 
May  V.  Juneau  County,  1887.    30  Fed.  Rep.  241 ;  41  O.  G.  578. 
May  V.  Mercer  County,  1887.    30  Fed.  Rep.  246 ;  41  O.  G.  815. 
May  V.  County  of  Logan,  1887.    30  Fed.  Rep.  250 ;  41  O.  G.  1387. 
May  V.  Count/of  Juneau,  1890.     137  U.  S.  408.     [p.  524  post.^ 


Cited  t 

In  Supeems  Court  in: 
May  V.  Juneau  County,  1890.    137  XJ.  S.  408.    [p.  524  post.'} 


In  Circuit  Courts  in: 
Campbell  v.  Bailey,  March,  1891.    45  Fed.  Rep.  564. 
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SARAH  MAT,  PLAINTIFF  DST  ERROE,  v.  CJOUNTY 

OF  JUNEAU * 


1S7  V.  S.  40S-411.    Oeteber  Temi,  1890. 

[Bk.  34,  L.  cd.,  729  ;  53  O.  G.  1888.] 

Affirming  Ibid,  30  Fed.  Rep.  241. 

Argued  and  submitted  November  26, 1890.  Decided  Decem- 
ber 15, 1890. 

Particular  patent  construed.  Motion  to  direct  a  verdict  for  de- 
fendant covers  invalidity  of  p(Uent.  Defence  of  want  of 
patentability  not  set  up  in  answer  or  plea. 

1.  Claims  1  and  4  of  letters  patent,  No.  25,662,  May,  E.  Octo- 
ber 4, 1859.  ''  Improvement  in  the  Construction  of  Prisons,'^ 
declared  invalid  for  the  reasons  set  forth  in  the  opinion  in 
the  case  of  County  of  Fond  du  Lac  v.  May,  187  U.  S.  395 
[p.  500  an<e].    (p.  527). 

2.  In  an  action  at  law  for  damages  for  the  infringement  of  a 
patent,  a  motion  was  made  at  the  close  of  the  testimony  in 
the  court  below  for  a  verdict  in  favor  of  the  defendant  on 
certain  grounds,  which  motion  was  sustained,  and  a  jury  was 
directed  to  return  a  verdict  for  the  defendant,  which  was 
done.  To  this  ruling  the  plaintiff  excepted.  Held,  that  the 
motion  to  render  a  verdict  for  defendant  was  broad  enough 
to  cover  the  question  of  the  invalidity  of  the  patent — a  de- 
fence set  up  in  the  answer — although  that  ground  was  not 
then  distinctly  urged,  and  that  the  judgment  of  the  Circuit 
Court  should  be  affirmed,    (p.  530). 

3.  Want  of  patentability  is  a  defence,  though  not  set  up  in  an 
answer  or  plea.    (p.  530). 

[Citations  in  the  opinion  of  the  court :  ] 

County  of  Fond  du  Lac.  v.  May,    p.  530. 
Brown  v.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272].    p.  530. 
*See  EzplanatioQ  of  Notes,  page  III. 
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Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am.  &  £ng.  59],    p.  530. 
Slawson  v.  Grand  Street  R.  Co.  107  U.  S.  649  [14  Am.  &  Eng.  475]' 

p.  530- 
Hendy  v.  Golden  State  &  M.  Iron  Works,  127  U.  S.  370  [18  Am.  & 

Eng.  588.]    p.  530. 

In  error  to  the  Circuit  Court  of  the  United  States  for  the 
Wefltem  District  of  Wisconsin,  to  review  a  judgment  for  de- 
fendant in  an  action  to  recover  damages  for  the  infringement 
of  letters  patent. 

The  facts  are  stated  in  the  opinion. 

Messrs.  M.  C.  Burch  and  Duane  E.  Fox,  for  plaintiff"  in 
error : 

So  far  as  this  defendant  is  concerned,  or  any  defendant  in 
these  cases,  any  representatives  of  the  estate  are  estopped  hy 
the  open,  public,  widely  public,  action  of  Mrs.  May  in  pros- 
ecuting these  suits  in  her  individual  name  and  capacity  as  as- 
signee. Everything  points  unerringly  to  the  fact  that  Mrs. 
May  is,  and  was  intended  to  be,  sole  owner  of  the  rights  of 
action  which  had  accrued  to  her  deceased  husband  during 
bis  lifetime,  up  till  the  expiration  of  the  patent ;  that,  so  far 
as  this  county  was  concerned,  or  any  defendant  in  a  similar 
case  is  concerned,  they  have  a  perfect  defence  to  any  subse- 
quent action  which  could  possibly  be  brought  by  parties  not 
in  the  records  of  the  court. 

The  point  raised  by  the  defendant  is  technical,  rather  than 
substantial,  as  eventually  the  county  could  be  held  to  respond 
in  damages  to  some  one,  if  not  to  the  plaintiff  in  this  case. 

It  is  argued  on  the  part  of  the  defence,  or  was  on  the  trial 
helow,  that  the  scope  of  the  petition  for  right  to  sell  was  too 
narrow  to  admit  of  the  sale  of  rights  for  past  infringements ; 
but  this  argument  is  specious  and  unreal,  for  the  adminis- 
trator recites  that  everything  has  been  sold  which  apper- 
tained to  the  estate  and  the  proceeds  except  these  rights. 
Of  course,  it  would  have  been  an  absurdity  to  have  asked 
specifically  to  sell  the  right  to  this  particular  patent,  which 
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was  not  in  esse,  having  expired  a  long  time  previous,  and,  by 
fair  construction,  he  did  ask  the  privilege  to  sell  any  rights, 
appertaining  to  this  patent,  and  the  court  must  be  presumed 
either  to  have  been  ignorant  of  that  which  was  before  him 
for  action,  or  not  to  have  fully  understood  the  effect  of  that 
which  was  asked,  viz. :  to  close  out  the  estate. 

In  May  v.  Mercer  County,  30  Fed.  Rep.  246,  the  court 
very  aptly  states :  **  The  Marion  Circuit  Court  of  Indiana 
had  jurisdiction  of  the  subject-matter,  that  is  the  estate  of 
Edwin  May,  and  it  is  a  court  of  general  jurisdiction,  and 
that  court  has  confirmed  the  sale  of  this  right  of  action,  and 
this  court  will  not  attempt  to  revise  that  judgment." 

Mr.  S.  XJ.  PiNNEY,  for  defendant  in  error : 

The  use  of  an  old  method  to  produce  new  results  is  not 
the  subject  of  a  patent. 

Cornplanter  case,  23  Wall.  232  [10  Am.  &  Eng.  1]  ;  Vin- 
ton V.  Hamilton,  104  U.  S.  491  [13  Am.  &  Eng.  394]. 

An  improvement  in  the  construction  of  jails  is  not  the 
subject  of  a  patent,  not  being  a  machine,  a  manufacture,  a 
composition  of  matter  or  an  art. 

Jacobs  V.  Baker,  7  Wall.  295  [7  Am.  &  Eng.  483]. 

A  result  or  effect  is  not  patentable. 

Carver  v.  Hyde,  16  Pet.  513  [4  Am.  &  Eng.  367]  ;  Nevr 
Process  Fermentation  Co.  v.  Maus,  20  Fed.  Rep.  725 ;  LcRoy 
V,  Tatham,  14  How.  156  [5  Am.  &  Eng.  313] ;  Case  v.  Brown^ 
2  Wall.  320  [7  Am.  &  Eng.  860] ;  Swain  T.  &  Mfg.  Co.  v. 
Ladd,  102  U.  S.  408  [13  Am.  &  Eng.  1]. 

The  use  of  an  old  device  in  a  new  position  is  not  an  inven- 
tion. The  law  cannot  take  notice  of  the  motive  of  the  in- 
ventor or  the  new  result  of  the  use  of  the  old  device. 

Tucker  v.  Spalding,  13  Wall.  453  [8  Am.  &  Eng.  474] ; 
Brown  t\  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272] ;  Burt  v. 
Evory,  133  U.  S.  349  [p.  133  ante]]  Hill  v.  Wooster, 
132  U.  S.  693  [p.  99  ante];  Watson  v.  Cincinnati,  I., 
St.    L.   &  C.   R.   Co.   132  U.  S.  161  [p.  22  ante] ;  Aron 
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V.  Manhattan  R,  Co.  182  TT.  S.  84  [19  Am.  &  Eng.  609] ; 
St.  Germain  v.  Brunswick,  135  TJ.  S.  227  [p.  243  ante] ; 
Heald  v.  Rice,  104  U.  S.  754  [13  Am.  &  Eng.  460] ;  Hall  v. 
Macneale,  107  XJ.  S.  90  [14  Am.  &  Eng.  291] ;  Thompson  v. 
Boisselier,  114  U.  S.  1  [15  Am.  &  Eng.  549] ;  Dunhar  v. 
Meyers,  94  TJ.  S.  187  [11  Am.  &  Eng.  59] ;  Stephenson  v. 
Brooklyn  C.  R.  Co.  114  TT.  S.  149  [16  Am.  &  Eng.  68] ; 
Douhle-Pointed  Tack  Co.  v.  Two  Rivers  Mfg.  Co.  109  U.  S, 
117  [14  Am.  &  Eng.  571]  ;  Pickering  v.  McCuUough,  104  IT. 
S.  818  [13  Am.  &  Eng.  238] ;  Hendy  v.  Golden  State  &  M. 
Iron  Works,  127  U.  S.  870  [18  Am.  &  Eng.  588] ;  Fur- 
bush  V.  Cook,  2  Fish.  Pat.  Cas.  669. 

A  county  is  not  liable  for  the  misfeasance  or  nonfeasance 
of  its  officers,  agents  or  servants  when  pursuing  its  public 
duty. 

Gilman  v.  Contra  Costa  County,  8  Cal.  52,  68  Am.  Dec. 
294 ;  Hamilton  County  v.  Mighels,  7  Ohio  St.  109, 118  ;  Com, 
v.  Brice,  22  Pa.  211;  Lorillard  v.  Monroe,  11  K  T.  892; 
People  V.  Town  Auditors,  74  H".  Y.  311 ;  Kincaid  v.  Hardin 
County,  52  Iowa,  430 ;  House  v.  Montgomery  County,  60  Ind. 
580 ;  Hollenback  v.  Winnebago  County,  95  111.  148  ;  Hill  v. 
Boston,  122  Mass.  344  ;  Wehn  v.  Gage  County,  5  Neb.  494. 

A  county  is  not  liable  for  the  infringement  of  a  patent. 

Jacobs  V.  Hamilton  County,  1  Bond,  500. 

Mr.  Justice  Blatchford  delivered  the  opinion  of  the  court : 
This  is  an  action  at  law,  brought  in  the  Circuit  Court  of 
the  United  States  for  the  Western  District  of  Wisconsin,  by 
Sarah  May  against  the  County  of  Juneau,  a  corporation  of 
the  State  of  Wisconsin,  to  recover  damages  for  the  infringe- 
ment of  letters  patent,  No.  25,662,  granted  to  Edwin  May, 
October  4, 1859,  and  extending  for  seven  years  from  Octo- 
ber 4,  1873,  for  an  '*  improvement  in  the  construction  of 
prisons,"  being  the  same  patent  involved  in  case  No.  61, 
County  of  Fond  du  Lac  v.  May,  [p.  500  ante^]  decided  herewith. 
The  specification  and  claims  are  set  forth  in  the  opinion  in 

2D  187  v.  S.  408-409. 
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that  case.  The  complainant  alleged  infringement  only  daring 
"the  extended  term,  and  only  claims  1  and  4  were  involved  in 
this  suit.  The  title  of  the  plaintiff  was  the  same  as  in  ISo. 
■61.  A  demurrer  to  the  complaint  was  overruled  pro  forma^ 
«nd  the  questions  raised  by  it  were  reserved  for  hearing. 
The  defendant  then  answered,  setting  up  that  it  was  a  corpo- 
ration existing  for  public  purposes  and  was  not  liable  in  the 
suit ;  also,  that  the  matter  covered  by  the  ;)atent,  especially 
claim  4,  was  not  the  subject  of  a  patent  The  case  was  tried 
before  a  jury,  which,  under  the  direction  of  the  court,  found 
a  verdict  for  the  defendant,  on  which  judgment  was  entered 
for  it,  to  review  which  the  plaintiff  has  brought  a  writ  of 
error. 

The  plaintiff  put  in  her  title,  being  the  same  papers  as  in 
No.  61,  and  then  Luther  Y.  Moulton,the  same  witness  as  in 
No.  61,  testified  as  follows :  "  I  live  at  Grand  Rapids,  Mich- 
igan ;  am  a  partner  in  a  foundry  there.  I  have  had  experi- 
ence in  mechanics  and  patents ;  have  photographed  models; 
have  been  consulted  about  the  patentability  of  mechanical 
devices  ;  have  been  an  expert  witness  in  patent  causes ;  have 
done  patent  soliciting ;  have  examined  and  am  acquainted 
with  the  May  patent  in  suit ;  know  its  specifications  and 
claims,  and  am  acquainted  with  its  practical  operation  and 
eftect.  I  have  examined  the  jail  of  the  defendant  County,  and 
the  cells  therein,  and  the  device  there  in  use  for  fastening  the 
doors  of  the  cells,  its  arrangement  and  method  of  operation. 
Such  device  contains,  in  my  opinion,  the  mechanical  equiva^ 
lent  of  the  so-called  May  patent.  It  is  substantially  the  same 
thing  as  the  device  described  in  the  specification  and  claims 
of  the  patent  in  question,  except  the  2d  and  8d  claims.  The 
results  produced  by  the  combinations  claimed  in  the  patent, 
80  far  as  they  relate  to  the  1st  and  4th  claims,  are  produced 
in  the  jail  by  substantially  the  same  means."  The  model  of 
the  patent  was  then  put  in  evidence,  and  the  witness  ex- 
plained the  method  of  operating  the  device  by  reference  to 
the  model  and  pointed  out  the  similarity  between  the  device 
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used  by 'the  defendant  and  that.of  the  model.  On  cxoas-ex* 
amination  he  testified:  ^^The  noveltj  and  utility  of  this  pat- 
ented device  consists  in  interposing  a  grating  or  wall  be- 
tween the  person  operating  the  mechanism,  for  securing  the 
doors  and  the  prisoners,  so  that  thej  can  be  observed  through 
the  door  or  point  of  observation,  and  the  corridor  doors  be 
<^losed  and  secured,  or  unlocked  and  opened,  or  the  cell  doors 
locked  or  unlocked,  all  without  contact  between  the  jailer  and 
the  prisoners,  and  without  the  jailer  being  in  the  same  com- 
partment with  the  prisoners,  and  thus  exposed  to  attack  bj 
them.  The  several  elements  of  the  device  are  probably  old. 
The  noveltj  consists  in  the  particular  combinations  whereby 
a  new  and  useful  result  is  produced.  I  think  an  angle  door  is 
old;  have  never  seen  them  in  jails ;  have  seen  angle  doors,  and 
curved  doors,  and  illustrations  of  them  in  books  many  years  ago 
before  1859.  Locks  and  bolts  upon  doors  arealso  old,  and  to  put 
a  lock  or  bolt  on  a  door  would  not  be  novelty  or  invention. 
The  operation  and  effect  of  the  lever  in  moving  the  device 
which  locks  and  unlocks  the  cell  doors  are  precisely  the  same 
without  or  with  a  wall  or  grating  interposed  between  the 
lever  and  the  door  locked.  All  the  separate  elements  of  this 
device  have  long  been  in  use  for  different  purposes  and  are 
old,  but  the  particular  combination  adapted  and  intended  to 
interpose  protection  between  the  person  operating  the  device 
and  those  on  the  other  side  of  and  within  the  wall  or  grating 
was  new." 

The  plaintiff  then  gave  evidence  tending  to  show  that  the 
patented  device  was  useful  and  economical,  and  had  been  in 
use  in  many  jails  and  prisons  since  it  was  patented.  It  was 
admitted  that  the  device  was  put  into  the  jail  of  the  defend- 
ant in  1878,  and  had  been  in  use  there  ever  since.  Other  evi- 
dence was  put  in  on  the  part  of  the  defendant,  including  a 
stipulation  signed  by  the  attorneys  for  the  respective  parties, 
setting  forth  that,  prior  to  October  5, 1859,  a  device  or  con- 
trivance was  in  use  at  the  state  prison  at  Waupun,  Wiscon- 
sin, and  elsewhere,  for  fastening  a  series  or  row  of  cell  doors 

1S7  v.  S.  410-411. 


530  MAY  V.  COUNTY  OF  JUNEAU.      [Sup.  Ct. 

Notes  and  citations. 

by  means  of  a  lever  and  horizontal  bar,  but  not  operated  out- 
side of  a  corridor  or  partition  separating  the  prisoners  from 
the  jailer. 

At  the  close  of  the  testimony  on  both  sides,  the  defendant 
moved  the  court  to  direct  a  verdict  for  the  defendant  on  the 
grounds,  (1)  that  the  defendant  was  merely  a  territorial  di- 
vision of  the  State,  existing  only  as  a  political  sub-division 
thereof,  and  could  not  be  sued  for  the  infringement  of  a  pat- 
ent; (2)  that  the  right  of  action  in  the  suit  had  never 
been  assigned  to  the  plaintiff.  The  court  sustained  the 
motion  on  both  grounds  (30  Fed.  Rep.  241),  and  directed 
the  jury  to  return  a  verdict  for  the  defendant,  which  was 
done.  The  plaintiff  excepted  to  the  ruling  and  to  the  di- 
rection. 

On  the  grounds  set  forth  in  the  opinion  of  No.  61,  County 
of  Fond  du  Lac  v.  May,  the  patent  was  invalid,  and  the 
judgment  must  be  affirmed.  This  defence  was  set  up  in  the 
answer,  and  the  motion  to  direct  a  verdict  for  the  defendant 
was  broad  enough  to  cover  the  question  of  the  invalidity  of 
the  patent,  although  that  ground  was  not  then  distinctly 
urged.  Want  of  patentability  is  a  defence,  though  not  set 
up  in  an  answer  or  plea.  Brown  v.  Piper,  91  TJ.  S.  87  [10 
Am.  &  Eng.  272] ;  Dunbar  v.  Meyers,  94  U.  S.  187  [11  Am. 
&  Eng.  69] ;  Slawson  v.  Grand  Street  R.  Co.  107  U.  S.  649 
[14  Am.  &  Eng.  475] ;  Hendy  v.  Golden  State  &  M.  Iron 
Works,  127  U.  S.  870  [18  Am.  &  Eng.  588]. 

Judgment  affirmed. 

187  v.  S.  411. 

Patent  in  BUit  t 

No.  25,662.    May,  E.  October  4, 1859.    Improvement  in 
the  Construction  of  Prisons. 

Other  Suits  on  Samb  Patent  : 

May  V.  County  of  Fond  du  Lac,  1886.    27  Fed.  Rep.  691. 

May  V.  Buchanan  County,  1886.    29  Fed.  Rep.  469 ;  39  0.  0. 12a 


Oct,  1890.]   MAT  t).  COUNTY  OF  JUITEAU.  631 

Notes  and  citations. 

Hay  V.  Juneau  County,  1887.  30  Fed.  Rep.  241 ;  41  O.  G.  578. 
May  V.  Mercer  County,  1887.  SO  Fed.  Rep.  246  ;  41  O.  G.  815. 
May  V.  County  of  Logan,  1887.  80  Fed.  Rep.  250 ;  41 0.  G.  1387. 
County  of  Fond  du  Lac  v.  May,  1890.  137  U.  S.  395.  [p.  600 
ntUeJ] 
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Affirming  Ibid,  28  Fed.  Rep.  575. 
Argued  November  12, 13, 1890.    Decided  December  15, 1890. 

Partieular  pateni  oongtrued.    Double  use.     Wani  of  InvenHon. 

Change  in  degree. 

1.  Letters  patent,  No.  238,808,  W.  D.  Orcatt,  Maroh  1,  188L 
Rotary  Cutters  for  trimming  the  Edges  of  Boot  and  Shoe 
Soles,  construed  in  view  of  the  state  of  the  art  and  held, 
to  be  for  the  application  of  a  well-known  form  of  blade,  used 
in  the  old  hand-tool  for  trimming  sole^edges,  to  a  metal  mill« 
ing-cutter,  also  old  and  well  known,  for  the  purpose  of  pro- 
ducing a  rotary  cutter  for  trimming  sole-edges  and  held,  to 
be  for  a  double  use  and  not  patentable,    (p.  546.) 

2«  In  view  of  the  fact  that  all  of  the  elements  claimed  were 
to  be  foimd  in  yarious  prior  patents,  some  in  one  patent 
and  some  in  another,  but  all  performing  like  ftmctions  in 
well-known  inventions  having  the  same  object,  and  that 
there  was  no  substantial  difference  between  a  certain  old 
and  Well-knoim  metal  cutter  and  patentee's  cutter,  except! 
in  the  configuration  of  their  molded  surfaces,  held,  that 
such  a  eombination  of  old  elements  did  not  eonstital# 
patentable  invention ;  Held  further,  that  said  difference  in 
configuration  was  not  a  patentable  difference,  even  though 
the  one  cutter  was  used  in  the  metal  art  and  the  other  in  th« 
leather  art.    (p.  577.) 

8.  Beld  further,  that  while  patentee's  device  was  substantially 
the  same  with  that  shown  in  his  earlier  patent,  except  that^ 

•  Bee  Bzplaxuttlon  of  Notes,  page  III. 
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its  teeth  were  detachable  from  the  hub,  that  this  did  not  con- 
stitute a  patentable  diflTerence  in  view  of  the  prior  state  of 
the  art,  showing  detachable  teeth  to  be  old.  (p.  559.) 
4.  Heldj  farther,  that  the  improvement  of  the  patent  in  suit, 
which  is  the  last  of  a  series  of  patents  designed  to  accom- 
plish the  same  end  over  the  earlier  patents,  the  beneficial 
features  of  which  it  necessarily  retained,  was  an  improve- 
ment in  degree  only  and  not  patentable,     (p.  559.) 

[Citations  in  the  opinion  of  the  court] 

-    FlorBheim  v.  Schilling,  137  U.  S.  64.    [p.  416  anU."]    p.  557. 
]>Roy  V.  Tatham,  14  How.  156  [5  Am.  &  Eng.  313].    p.  557. 
Bean  v.  Smallwood,  2  Story,  408.    p.  558. 

Colgate  V.  Western  Union  Telegraph  Co.  15  Blatch.  365.    p.  558. 
Evory  v.  Burt,  133  U.  S.  349.     [p.  133  ante.]    p.  559. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  District  of  Massachusetts,  dismissing  a  suit  for 
the  infringement  of  letters  patent. 

The  facts  are  stated  in  the  opinion. 

The  specifications  and  drawings  of  the  letters  patent 
ferred  to  in  the  opinion  of  the  court  are  as  follows : 


SAMUEL  K  CORTHELL,  OF  QUINCT,  MASSACHU- 
SETTS,  ASSIGirOR  TO  DAVID  WHITTEMORE,  OF 
SAME  PLACE. 

Impkovsmekt  IK  Rotary  Cutters  for  Boots  and  Shoes. 

Specification  forming  part  of  Letters  Patent,  No.  207f3959 
dated  August  27,  1878;  application  filed  ACay  17,  1878. 

lb  all  whom  it  may  concern  : 

Be  it  known  that  I,  Samuel  N.  Corthell,  of  Quincy,  in 
tlie  county  of  Norfolk  and  State  of  Massachusetts,  have  in- 
vented a  new  and  useful  Improvement  in  Rotary  Cutters^ 


8.  K.  COBTHELL. 
Botarj  Cotters  for  Boots  and  81io«t^ 

No.  207.395  Patented  Au(.  27.  1878. 


/ft  vert  Ton. 
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-which  invention  is  fully  set  forth  in  the  following  specifica- 
tion, reference  being  had  to  the  accompany  drawings. 

My  invention  relates  to  rotary  cutters  which  cut  at  un- 
equal depths,  and  particularly  adapted  for  trimming  and 
forming  the  sole-edges  of  boots  and  shoes ;  and  the  invention 
consists  of  a  rotating  cutter-head  having  a  series  of  insertible 
cutting-blades,  with  permanent  irregular  outlined  cutting- 
edges  on  the  face  thereof,  outer  beveled  faces,  and  straight 
sides,  said  blades  being  inserted  and  interlocked  in  the  body 
of  the  cutter- head,  in  combination  with  the  rand-guide,  all 
as  hereinafter  described. 

In  the  accompanying  drawings,  Figure  1  is  a  front  view 
of  my  improved  rotary  cutter,  as  formed  especially  for  trim- 
ming the  sole-edge  of  a  boot  or  shoe,  represented  enlarged. 
Fig.  2  is  an  end  view  from  the  right  of  Fig.  1.  Fig.  8  is  an 
end  view  from  the  left  of  Fig.  1.  Fig.  4  is  a  longitudinal 
section  of  a  combination  including  said  cutter,  a  rand-guide, 
and  arbor,  and  designed  for  trimming  the  sole-edges  of  boots 
and  shoes.  Fig.  5  is  a  perspective  view  of  one  of  the  cut- 
ting-blades. 

Said  rotary  cutter.  Figs.  1,  2,  and  8,  is  composed  of  the 
hub  A  and  a  number  of  inserted  blades,  B,  dovetailed 
therein,  as  shown.  The  inserted  cutter-blades  B  are  formed 
with  three  principal  faces — viz.,  the  figured  or  outlined  front 
faces,  a  a'^  the  plane  or  back  face,  i,  and  the  outer  face,  c, 
which  is  oblique  to  each  of  the  other  faces. 

The  front  or  outlined  faces,  a  a\  of  the  cutting-blades  are 
of  such  configuration  that  when  the  outer  face  or  bevel,  e,  is 
farmed  at  the  requisite  angle  to  faces  a  a\  the  resulting  out- 
line at  the  intersection  of  said  faces  a  a'  c  shall  be  such  as 
will,  when  such  cutters  are  operative  in  a  rotary  cutter-head, 
produce  the  desired  outline  upon  the  surface  or  body  which 
is  to  be  acted  upon  by  such  cutting-blades;  and  by  the 
requisite  curvatures  or  forms  of  the  lines  in  faces  a  a'  any 
desired  outline  may  be  cut  in  the  body  upon  which  the  cut- 
ter acts.    The  outline  resulting  from  such  cutting  will  ap- 
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proximate  to  that  of  fieu^es  a  a\  according  to  the  variaition  of 
the  acutenesB  of  the  angle  of  face  c  relatively  to  faces  a  a\  as 
the  smaller  such  angle  is  the  nearer  will  the  line  formed  by  the 
cntter-head  correspond  to  the  outline  of  fiEices  a  a\  while  the 
greater  such  angle  between  said  faces  the  greater  trill  be  the 
disparity  between  faces  a  a!  and  the  outline  produced  by  the 
action  of  the  cutters  in  the  1[>ody  or  surface  to  be  molded  or 
outlined.  Such  irregularly-outlined  cutting  edge  or  comer 
formed  by  the  intersection  of  fisM^es  a  a'  and  c,  lies  at  all 
points  within  the  plane  of  the  beveled  face  e,  and  oonse*  1 

quently  may  be  readily  and  conveniently  sharpened  by  grind* 
ing  in  a  direct  line  along  such  beveled  face ;  and,  the  pattern 
or  form  being  upon  the  face  of  the  blade  and  extending  to 
the  hub,  the  reduction  of  the  blade  by  wear  and  grinding  in 
the  plane  of  said  bevel  will  not  change  the  form  or  outline 
of  the  cutting-edge. 

In  blades  formed  as  described,  those  parts  which  cut  the 
deepest,  and  therefore  perform  the  hardest  service,  are  pro* 
portionately  thicker  and  stronger. 

The  rand-guide  or  disk  d  and  said  rotary  cutter  are  prop* 
erly  attached  to  the  driving-shaffc  of  a  trimming-machine  by 
means  of  an  arbor,  e,  as  clearly  shown  in  Fig.  4. 

The  disk  d  runs  in  the  seam  between  the  sole  and  upper, 
and  serves  to  guard  and  protect  the  latter  from  injury  by 
the  cutter,  and  also  serves  as  a  rand-guide,  by  which  to 
steady  and  guide  the  movement  of  the  boot  or  shoe  relatively 
to  the  action  of  the  cutter. 

Blades  formed  as  shown  turn  off  a  portion  of  the  upper 
side  of  the  sole,  rand,  or  feather-edge,  and  at  the  same  time 
cut  a  bead  near  the  upper  comer  of  the  sole-edge  and  con- 
cave the  remaining  portion  thereof.  Such  a  cutter  is 
employed  only  on  the  fore-part  edge,  and  may  be  formed  on 
the  face  of  the  blades,  as  described,  to  give  the  sole-edge  any 
desired  form  or  style  of  finish. 

What  I  claim  as  my  invention  is — 

The  herein-described  rotary  cutter,  consisting  of  the  rotat* 
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ing  catter-hea<S  A,  haying  a  series  of  insertible  cuttihg- 
bladea,  B,  with  irregular  outlined  cutting-edges  a  a'  on  the* 
face  thereof,  outer  beveled  edges  c^  and  straight  sides  6,  said 
bladed  being  inserted  and  interlocked  in  the  body  of  the  cut^ 
ter-head,  as  described,  in  combination  with  the  rand-guide 
d^  the  several  parts  constructed  and  relatively  arranged  to' 
operate  as  specified. 

SAMUEL  N.  CORTHELL. 
Witnesses : 

EUGENB  HUMPHRETy 

B.  B.  Perkins. 


WILLIAM  D.  ORCUTT,  OF  B0ST02T, 
MASSACHUSETTS. 

rMPROVBMENT  IN  ROTARY  CUTTBRS  FOR  TrIMMINQ  ShOB-SoLES. 

Specification  forming  part  of  Letters    Patent,  No.  2129fll!f  1, 
dated  March  4,1879;  application  filed  January  6,  1879. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Wij^liam  D.  Orcutt,  of  Boston,  in  the^ 
county  of  Suffolk  and  State  of  Massachusetts,  have  invented^ 
a  new  and  useful  Improvement  in  Rotary  Cutters  for  Sole' 
and  Heel  Edge  Trimming  Machines  and  other  Purposes,  of 
which  the  following,  taken  in  connection  with  the  accom- 
panying drawings,  is  a  specification. 

My  invention  relates  to  that  class  of  rotary  cutters  for 
trimming  the  edges  of  soles  and  heels  of  boots  and  shoes,  and^ 
for  other  purposes,  in  which  a  series  of  cutting-teeth,  pro- 
jecting outward  from  a  common  hub  or  center,  are  used,  and 
is  especially  applicable  to  cutters  designed  to  mold  the  erfge 
of  the  sole  or  form  thereon  a  fancy  edge  of  any  desirfei 
pattern. 
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It  is  well  known  that  in  some  styles  of  goods  it  is  very 
desirable  to  form  upon  the  sole  a  fancy  or  ornamental  edge, 
and  it  is  also  well  known  that  a  rotary  cutter  provided  with 
a  considerable  number  of  teeth  does  better  work  than  one 
with  only  one  or  two  cutting-blades  ;  but  heretofore  it  has 
been  found  to  be  a  difficult  matter  to  construct  a  cutter 
having  a  large  number  of  cutting  teeth  or  blades  with  the 
desired  design  molded  upon  their  peripheries  or  outer  ends, 
with  the  necessary  clearance  or  "backing  oflf,"  so  called,  and 
have  them  all  of  uniform  shape,  and  their  cutting-edges  equi- 
distant from  their  common  axis  of  revolution ;  and  the  diffi- 
culty of  accomplishing  this  desirable  end  has  necessarily 
made  such  cutters  expensive. 

The  object  of  my  invention  is  to  overcome  this  difficulty 
and  produce  a  better  cutter  at  less  cost  than  could  be  pro- 
duced in  the  old  way ;  and  it  consists  in  first  turning  upon 
the  periphery  of  a  solid  disk  or  hub  of  steel  the  desired 
molding,  or  the  reverse  of  the  shape  that  it  is  desired  to 
give  to  the  sole-edge,  cutting  a  series  of  slits  into  said  peri- 
phery at  an  angle  to  said  peripheral  surface,  so  as  to  form 
said  periphery  into  a  series  of  cutting-teeth  of  uniform  shape 
and  size,  projecting  radially  or  in  a  direc^on  inclined  to  a 
radial  line  from  a  common  hub,  with  their  outer  or  peri- 
pheral ends  concentric  with  the  axis  of  said  hub,  and  then 
bending  each  of  said  teeth  so  as  to  throw  its  cutting-edge 
backward  and  its  front  face  into  a  different  angular  position 
relative  to  the  hub,  with  its  outer  or  peripheral  end  eccen- 
tric to  the  axis  of  the  cutter,  as  will  be  described. 

Figure  1  of  the  drawings  is  a  side  elevation  of  my  im- 
proved cutter  before  the  cutting-blades  have  been  set  back  to 
produce  the  desired  backing  off  or  clearance.  Fig.  2  is  a 
similar  elevation  of  the  finished  tool.  Fig.  3  is  an  edge 
view,  and  Fig.  4  is  a  section  on  line  x  x  on  Fig.  2. 

In  the  drawings,  A  is  a  rotary  cutter,  having  its  outer  or 
pheripheral  edge  molded  to  any  desired  ornamental  shape, 
as  shown  from  a  to  6,  Figs.  3  and  4.    Cutting  teeth  or  blades 
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No.  212,971  Patented  Mar.  4,  1879 
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c  e  are  formed  around  the  periphery  of  said  cutter  by  cutting 
therein  longitudinal  slits  dj  preferably  at  an  angle  to  a  radial 
line,  as  shown  in  Fig.  1,  the  whole  being  formed  from  a 
single  piece  of  steel. 

When  the  cutter  has  been  formed  as  shown  in  Figs.  1  and 
8,  it  is  worthless  for  the  purposes  of  a  cutter  until  another 
operation  is  performed  thereon,  to  give  to  the  blades  c  the 
necessary  tooth,  which  has  heretofore  been  accomplished  by 
backing  off  the  peripheral  end  of  each  blade  by  cutting  away 
the  stock  from  the  cutting-edge  c^  to  the  heel  o^,  so  as  to 
make  such  surface  eccentric  to  the  axis  of  the  cutter,  with 
the  edge  c^  farthest  from  said  axis.  This,  when  done  by 
hand,  was  a  laborious  and  expensive  operation,  and  to  do 
it  by  machinery  required  a  costly  machine  and  an  experi- 
enced operator  to  run  it,  and  even  then  there  was  danger  of 
destroying  the  uniformity  of  shape  of  the  several  cutting- 
edges. 

When  the  cutter  is  so  far  completed  as  shown  in  Fig.  1, 1 
change  the  angle  of  the  blades  c  chy  bending  them  outward 
or  backward  into  the  positions  shown  in  Fig.  2.  This 
may  be  accomplished  in  several  ways,  one  of  which  I  have 
used  with  success,  and  it  consists  in  placing  in  the  bottom  of 
the  slit  d  a  steel  spindle  or  shaft,  having  a  rectangular  cross- 
section  and  a  thickness  just  sufficient  to  fill  the  whole  width 
of  the  slit,  and  rotating  or  partially  rotating  it,  moving  its 
outer  edge  in  the  direction  that  it  is  desired  to  move  the 
blade  c,  said  shaft  or  spindle  being  shown  in  position  in  cross- 
section  in  dotted  lines  at  /in  Fig.  1. 

Another  way  is  to  use  a  lever,  as  shown  at  g  in  dotted 
lines  in  Fig.  1,  and  pry  the  blade  outward  till  its  periphery 
comes  in  contact  with  a  guage,  B.  (Shown  in  dotted  lines  in 
Fig.  1.) 

When  the  blades  c  c  have  all  been  set  back,  as  described, 
the  cutter  is  tempered  and  the  blades  are  sharpened  by 
grinding  the  front  radial  face  of  each  blade,  in  a  well-known 
mantier. 
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What  J.  claim  as  uew,  and  desire  'to  secure  bj  letters  pat- 
ent of  the  United  States,  is — 

The  method  oi  producing  the  backing  off  or  deanmce  in 
the  blades  of  rotary  cutters  herein  set  forth,  consisting  in 
turning  off  the  peripheral  ends  of  all  of  said  blades  at  once 
to  a  uniform  shape  and  length,  and  concentric  with  the  ax:is 
of  the  cutter,  and  then  bending  each  of  said  blades  back- 
ward, to  throw  theii:  peripheral  or  outer  surfaces  into  posi- 
tion eccentric  to  said  axis,  with  their  cutting-edges  £Eirtheat 
therefrom,  substantially  as  and  for  the  purposes  described. 

Executed  at  Boston,  Massachusetts,  this  81st  day  of  Decem- 
ber, A,  D.,  1878. 

WILLIAM  D.  ORCUTT. 

Witnesses: 
•K.  C.  Lombard, 
E.  A.  Hemmbnwat. 

Mr.  J.  E.  Maynadibr,  for  appellants : 

Orcutt  is  the  first  to  produce  a  rotary  cutter,  each  blade  of 
which  has  a  flat  front  face,  in  connection  with  a  top  surface 
having  the  rand  lip  and  bed  of  the  hand  plane,,  the  top  sur- 
face of  each  blade  being  the  guard  for  the  succeeding  blade. 

Smith  V.  Goodyear  D.  V.  Co.  93  U.  S.  486  [11  Am.  &  Eng. 
1] ;  Colgate  v.  Western  TJ.  Teleg.  Co.  15  Blatch.  365  ;  Le  Roy 
V.  Tatham,  14  How.  156  [5  Am.  &.'  Eng.  813] ;  22  How.  132 
[7  Am.  &  Eng.  29] ;  Parks  v.  Booth,  102  U.  S.  96  [12  Am.  & 
Eng.  470]. 

Orcutt's  invention  is  not  the  case  of  the  application  of  an 
old  machine  to  a  similar  or  analogous  subject,  with  no 
change. 

Pennsylvania  E.  Co.  r.  Locomotive  Engine  S.  T.  Co.  110 
U.  S.  493  [15  Am.  &  Eng.  148]. 

•Mr.  T.  W.  Porter,  for  appellees: 

The  patent  is  void  because  it  is  for  an  invention  other  than 
that  applied  for  or  sworn  to. 
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Eagteton  Mfg.  Co.  v.  West  B.  &  C.  M%.  Co.  HI  IT.  8, 
490  [15  Am.  &  Eng.  253]. 

Caaes  cited  upon  question  of  dedication : 

Hill  i;.  Comr.  of  Patents,  83  Pat.  OflF.  Gaz.  757 ;  Miller  v. 
Bridgeport  Brass  Co.,  104  U.  8.  350  [18  Am.  &  Eng.  S03]; 
Campbell  v.  James,  Id.  356  [13  Am.  &  Eng.  341] ;  Matthews 
V.  Flower,  33  Pat  Off.  Gaz.  887 ;  Suffolk  Mfg.  Co.  v.  Hayden, 
8  Wall.  815  [7  -Am.  &  Eng.  406] ;  Morris  v.  Huntington,  1 
Paine,  348  ;  Chicago  &  N.  W.  R.  Co.  v.  Sayles,  97  U.  8. 
554 ;  [12  Am.  &  Eng.  121] ;  15  Pat.  Off.  Gaz.  243 ;  James  v. 
Campbell,  104  U.  S.  382  [13  Am.  t  Eng.  341] ;  21  Pat  Off. 
Gaz.  887 ;  Mahn  v.  Harwood,  112  U.  8.  354  [15  Am.  &  Eng. 
822]. 

Cases  cited  in  suj^rt  of  denial  of  novelty  in  complain- 
ants' cutter. 

Tucker  v.  8palding,  5  Fish.  Pat  Cas.  299,  13  Wall.  458 
[8  Am.  &  Eng.  474] ;  1  Pat  Off.  Gaz.  144 ;  Brown  v.  Piper, 
91  U.  8.  87  [10  Am.  &  Eng.  272] ;  10  Pat  Off.  Gaz.  417 ; 
Collins  Co.  V.  Coes,  28  Pat.  Off.  Gaz.  1010 ;  Pennsylvania  R. 
Co.  V.  Locomotive  Engine  8.  T.  Co.  110  II.  8.  490  [15  Am.  & 
Eng.  148] ;  8tephenson  v.  Brooklyn  C.  T.  R.  Co.  31  Pat.  Off. 
Gaz.  263  [16  Am.  &  Eng.  63] ;  Vinton  v.  Hamilton,  104  U.  8. 485 
[13  Am.  &  Eng.  894] ;  Morris  v.  McMillin,  112  U.  8.  244  [15 
Am.  &  Eng.  810] ;  Blake  v.  San  Francisco,  31  Pat  Off.  Gaz.  380 
[15  Am.  &  Eng.  585] ;  Hailes  v.  Van  Wormer,  20  Wall.  358 
[9  Am.  A  Eng.  840] ;  Phillips  v.  Detroit,  111  U.  8.  604  [15 
Am.  &  Eng.  269] ;  Thompson  v.  Boisselier,  81  Pat  Off.  Gaz. 
377.  [15  Am.  &  Eng.  549] ;  Brady  v.  Atlantic  Works,  107  U. 
8. 192  [14  Am.  &  Eng.  380] ;  23  Pat  Off.  Gaz.  1333  ;  8awson 
V.  Grand  St  R.  Co.  107  U.  8.  649  [14  Am.  &  Eng.  475] ; 
Smith  t;.  Kichols,51  Wall.  112  [9  Am.  &  Eng.  425];  Card- 
ner  v.  Herz,  118  U.  8.  198  [16  Am.  &  Eng.  368] ;  Miller  r. 
Force,  116  U.  8.  22  [16  Am.  A  Eng.  193] ;  Reckendorfer  i\ 
Faber,  92  U.  8.  347  [10  Am.  &  Eng.  373] ;  Pickering  v.  Mc- 
Cullough,  104  U.  8.  310  [13  Am.  &  Eng.  238] ;  Heald  v. 
Rice,  Id.  737  [13  Am.  &  Eng.  460]. 
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Mr.  Justice  Lamar  delivered  the  opinion  of  the  court : 

This  was  a  suit  in  equity,  brought  by  the  Busell  Trimmer 
Company,  a  New  Hampshire  corporation,  and  William  D. 
Orcutt  against  Frank  M.  Stevens,  Henry  B.  Cunningham 
and  Samuel  N.  Corthell,  for  the  alleged  infringement  of  let- 
ters patent,  No.  238,803,  issued  to  Orcutt  March  1,  1881, 
upon  an  application  filed  January  6,  1879,  for  "improve- 
ments in  rotary  cutters,  for  trimming  the  edges  of  boot  and 
shoe  soles." 

The  bill,  filed  May  9, 1884,  alleged  the  issue  of  said  let- 
ters  patent  to  Orcutt,  and  the  granting  of  an  exclusive 
license  to  the  Busell  Trimmer  Company  to  manufacture 
and  sell  the  invention  described  therein,  and  set  out,  with 
considerable  detail,  the  value,  importance  and  novelty  of  the 
patented  invention. 

It  is  then  alleged  that,  as  the  result  of  the  suit  in  equity 
brought  into  the  court  below  in  January,  1882,  by  these 
complainants  against  the  Corthell  Manufacturing  Company^ 
for  infringements  of  the  aforesaid  letters  patent,  such  pro- 
ceedings were  had  that  a  consent  decree  was  entered  in  com- 
plainants' favor,  the  following  resolution  of  the  stockholders 
of  the  defendant  in  that  suit  having  been  passed  as  a  part  .of 
such  compromise : 

^^Resolvedy  That  in  the  acceptance  of  the  offer  this  day 
tendered  to  us  by  the  Busell  Trimmer  Company  it  is  done 
with  the  express  understanding  by  all  the  parties  thereto,  that 
it  is  mutually  entered  into  for  the  purpose  of  consolidating 
the  several  interests  of  the  two  companies,  and  to  that  end 
none  of  the  parties  in  their  corporate  capacity,  or  as  individ- 
uals, will  directly  or  indirectly  enter  into  the  manufacture  of 
trimming  machines  or  cutters  for  the  sole  edge  of  boots  and 
shoes,  except  in  connection  with  and  for  the  benefit  of  the 
two  companies  as  consolidated." 

It  further  alleged  that  the  defendants  were,  at  that  time, 
stockholders  in  the  Corthell  Manufacturing  Company,  and 
acquiesced  in  such  resolution ;  that  they  were  afterwards  em- 

1S7  v.  S-  48A-4S5. 
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ployed  by  the  eoznplainant,  the  Busell  Trimmer  Company^ 
in  TariooB  capacities,  until  within  about  a  year  previous  to  the 
commencement  of  this  suit ;  that  while  so  employed,  the  de- 
fendants Stevens  and  Cunningham  secretly  sold  small  cutters 
manufactured  with  complainants'  tools,  which  were  fac-similea 
of  those  manufactured  by  complainants ;  and  that,  after  they 
left  complainants'  employ,  the  defendants  associated  them* 
selves  together  to  manufacture,  and  continued  to  manufacture 
and  sell,  cutters  embracing  complainants'  invention,  in  viola- 
tion of  complainants'  rights  under  the  patent,  and  to  their 
damage  $20,000. 

The  bill  prayed  for  an  injunction,  an  accounting  and  dam- 
ages,  and  for  other  and  further  relief. 

The  answer  made  zio  reference  to  the  consent  decree  and 
compromise  between  the  Busell  Trimmer  Company  and  the 
Corthell  Manufacturing  Company,  referred  to  in  the  bill,  but 
set  up,  as  defences,  (1)  the  invalidity  of  the  patent,  because 
the  thing  alleged  to  have  been  patented  had  been  in  long  use 
previous  to  that  time,  and  was  not  useful ;  (2)  the  insuffi- 
ciency of  the  specification  and  drawings  of  the  patent  to  enable 
one  skilled  in  the  art  to  which  it  pertained  to  construct  the 
article  for  which  the  patent  was  claimed ;  (3)  the  want  of 
novelty  in  the  alleged  invention ;  (4)  the  long  continued  use 
of  rotary  cutters  embodying  the  same  principles  as  were 
contained  in  the  alleged  invention,  by  various  persons  and 
firms  engaged  in  the  manufacture  of  boots  and  shoes,  in 
various  parts  of  the  United  States ;  and  (5)  that  Orcutt's 
prior  patent,  Ko.  212,971,  dated  March  4,  1879,  showed  and 
described  all  that  was  claimed  in  the  patent  in  suit,  and  that 
from  the  date  of  that  patent  to  January,  1881,  Orcutt  made 
no  claim  to  the  subject-matter  of  the  later  patent,  thus  aban- 
doning such  invention  to  the  public,  by  reason  whereof  the 
patent  in  suit  was  void. 

Replication  was  filed,  issue  was  joined,  proofs  were  taken 

and  on  the  14th  of  September,  1886,  a  final  decree  was 

entered  by  the  Circuit  Court,  held  by  Mr.  Justice  Gray  and 
2K  1*7  v.  e.  4ag"4aa, 
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Judge  C!oLT,  dismissing  the  bill,  from  which  decree  complain- 
ants appealed  to  this  court.  The  opinion  of  the  Circuit  Court, 
delivered  by  Judge  Colt,  is  found  in  28  Fed.  Rep.  575. 

The  specification,  claims  and  drawings  of  the  patent  in 
.suit  are  as  follows : 

^*  My  invention  relates  to  that  class  of  rotary  cutters,  con- 
'Bisting  of  a  series  of  cutting  blades  arranged  about  a  common 
hub,  and  it  consists  in  certain  peculiarities  of  construction  of 
the  blades,  more  fully  described  below. 

"  Figure  1  is  a  perspective  view  of  one  form  of  rotary 
cutter  embodying  my  invention.  Figs.  2  and  8  are  perspeo- 
tive  views  (enlarged  for  greater  clearness)  of  the  upper  por- 
tion of  one  of  the  blades.  Fig.  4  is  a  cross-section  enlarged, 
illustrating  my  improved  cutter  as  used. 

"  The  blades  d  of  my  improved  cutter  have  a  flat  front 
£gu^,  a,  a  flat  rear  face,  i,  and  a  top  surface,  c.  A  number  of 
ridges,  1,  2,  extend  across  this  top  surface  or  circumferen- 
tially  of  the  cutter,  making  what  is  called  a  *  molded '  or 
*  fancy '  surface,  which  is  the  converse  of  the  sole  edge  de- 
sired, every  ridge,  2,  2,  making  a  corresponding  depression  in 
the  sole  edge,  the  ridge  1  at  the  side  of  the  cutter,  and 
when  in  use  next  the  rand  guide  takes  out  the  rand  or  welt. 

"  The  main  feature  of  my  invention  consists  in  the  blade 
thus  formed,  with  a  flat  front  face  and  a  molded  or  fancy  top 
surface  the  converse  of  the  sole  edge,  and  having  the  ridge  1 
or  the  ridges  2,  2,  either  or  both,  extending  across  its  top 
surface — that  is,  extending  from  front  to  back,  as  shown  in 
the  drawings — ^my  improved  cutter  having  a  series  of  such 
blades,  the  cutting  edges  of  each  blade  extending  to  one  side 
of  the  cutter  to  adapt  it  for  use  on  the  edge  of  the  sole  next 
to  the  upper,  and  each  cutting  edge  having  the  same  rela- 
tion with  the  axis  as  all  the  others.  Each  blade  d  is  shown 
in  this  instance  as  a  distinct  piece  secured  to  a  hub,  d',  sub- 
stantially as  in  the  United  States  patent,  Ko.  82,402,  to  Har* 
rington,  dated  September  22, 1868.  My  invention,  however, 
<[oe8  not  relate  to  the  mode  or  process  of  manufBtcture,  bat 

%97V.n  426-427. 
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Shoe  Solee. 

No.  238.303.  Pit«iited  March  I,  1881. 
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to  the  article  of  manufacture,  and  the  blades  and  hub  may 
be  in  one  piece  and  constructed  by  any  suitable  mode  or  pro- 
•cess  too  well  known  to  need  description,  and  I  disclaim  as 
any  part  of  my  invention  both  the  cutters  and  both  the  modes 
of  manufacture  described  in  the  patent  to  Harrington  above 
named,  and  in  the  patent  to  Brown,  'So.  45,294,  dated  No- 
vember 29, 1864. 

'^The  flat  front  faces  a  of  the  blades  are  not  radial,  but  are 
«o  inclined  as  to  make  each  blade  slightly  hooking,  and 
thereby  form  a  knife  edge  at  the  intersection  of  the  flat  front 
face  with  the  top  surface  c  and  its  ridges,  1, 2, 2.  This  is  very 
•desirable,  for  if  the  front  faces  a  be  not  so  inclined  the  tool 
will  be  a  scraper  rather  than  a  rotary  cutter. 

^'  The  blades  are  made  quite  thick  from  front  to  rear,  so 
that  they  may  be  ground  back  as-  they  become  dull,  and  they 
are  ground  only  on  their  front  faces  a,  these  faces  being  always 
maintained  at  substantially  the  same  pitch.  The  grinding 
is  done  with  a  flat  grinding  surface  (the  flat  side  of  a  small 
•emery  wheel),  and  does  not  alter  at  all  the  shape  of  the  cut- 
ting edge  of  the  blades.  The  tops  c  and  ridges  1,  2,  2  are  in- 
<clined  rearward,  to  give  the  necessary  clearance,  as  will  be 
well  understood. 

"I  am  aware  of  the  patent.  No.  207,895,  to  Corthell,  but 
in  that  cutter  each  blade  is  flat  on  top,  and  ita  front  face  is 
molded,  the  cutting  edge  being  formed  by  the  intersection 
of  the  flat  top  and  molded  front  face,  and  the  ridge  cor- 
responding to  the  ridge  1  of  my  cutter  is  across  the  front 
face  of  the  blade,  or  nearly  radial,  instead  of  across  the  top  c 
•of  the  blade,  or  nearly  circumferential,  as  in  my  cutter.  The 
same  is  true  of  the  ridges  corresponding  to  the  ridges  2  of  my 
•cutter.  When  the  ridge  1  is  at  one  side  of  the  front  face,  as 
in  Cortheirs  cutter,  the  height  of  the  projection  above  its 
base  is  limited  by  the  necessary  closeness  together  of  the 
blades*  Moreover,  the  depth  of  cut  is  always  less  than  the 
height  of  the  projection.  The  main  object  of  my  invention 
is  to  provide  a  sole-edge  cutter,  in  which  the  depth  of  cut  is 

aM7  n.  S.  497-4M. 
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the  same  as  the  height  of  the  projection,  and  in'  which  the- 
height  of  the  projection  is  not  limited  by  the  closenefis. 
together  of  the  blades.  I  am  also  aware  of  the  patents  ta 
Brown  and  Harrington,  above  mentioned,  but  both  those^ 
cutters  are  wholly  unsuited  for  trimming  sole  edges,  and 
both  lack  the  ridge  1  at  one  side  of  the  top  surface  of  th& 
blade  for  taking  out  the  rand,  and  also  lack  the  ridges  2,  2^ 
for  beading  the  sole  edge.  I  disclaim,  therefore,  all  that  is 
shown  in  either  of  the  above-named  patents. 

^^  What  I  claim  as  my  invention  is : 

^*  1.  A  rotary  cutter  for  trimming  sole  edges,  the  blades  d 
of  which  are  provided  with  flat  front  faces  a,  and  have  their 
outer  or  peripheral  ends  e  molded  throughout  to  a  uniform 
shape,  the  converse  of  the  desired  shape  to  be  given  to  the 
sole  edge,  and  slightly  eccentric  to  the  axis  of  the  cutter,, 
substantially  as  described. 

^^  2.  A  rotary  cutter  for  trimming  sole  edges,  the  blades  d 
of  which  are  each  provided  with  a  flat  front  face,  a,  and  a 
slightly  eccentric  cutter  or  peripheral  end,  <?,  having  formed 
thereon  the  end  ridges  1  and  2,  extending  circumferentially^ 
across  said  face,  substantially  as  and  for  the  purposes  de- 
scribed." 

The  Circuit  Oourt  held  that  the  patentability  of  the  inven- 
tion was  to  be  determined  by  reference  to  two  classes  of  prior 
tools,  namely,  the  old  hand  tool  or  plane,  and  the  Brown. 
gear  cutter,  patented  in  1864,  and  found,  upon  a  comparison, 
between  the  various  forms  of  the  Brown  gear  cutter  and  the 
Orcutt  cutter,  that  there  was  no  substantial  difference  be- 
tween them,  except  as  to  the  shape  of  the  top  surface  of  the 
blades  that  were  used  to  cut  the  form  or  outline  of  the  path 
or  figure  in  the  material  operated  upon ;  that  the  form  of  the 
cutting  teeth  in  the  Orcutt  patent  was  substantially  the  same 
as  that  used  in  the  old  hand  plane  or  tool ;  that  the  use  of 
the  rotary  rand  knife  in  the  Orcutt  patent,  in  connection 
with  the  rand  guide,  claimed  by  him  to  perform  a  different 
function  from  the  rand  lip  of  the  old  hand  plane,  was  not  suf- 
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^cient  to  Boatain  the  patent,  because  both  the  rotary  rand 
knife  and  the  rand  guide  were  found  in  prior  devices ; 
and  that  the  substance  of  Orcutt's  improvements  lay  in  the 
application  of  the  well-known  form  of  blade  to  a  Brown  mill* 
ing  cutter,  for  the  purpose  of  trimming  the  edges  of  boot  and 
«hoe  soles,  which  was  merely  a  case  of  double  use,  and  was 
therefore  not  patentable. 

The  errors  assigned  are,  that  the  court  erred  (1)  in  hold- 
ing that  the  application  of  a  well-known  form  of  blade, 
used  in  the  old  hand  tool  for  trimming  sole  edges,  to  a  metal 
milling  cutter,  also  old  and  well-known,  for  the  purpose  of 
producing  a  rotary  cutter  for  trimming  sole  edges,  is  a  case  of 
double  use,  and  not  patentable ;  (2)  in  holding  that,  in  view 
of  the  state  of  the  art,  there  was  no  invention  in  the  Orcutt 
•cutter;  and  (3)  in  holding  that,  in  view  of  the  two  classes  of 
prior  tools  referred  to,  taken  in  connection  with  a  third  class 
of  old  devices,  in  which  both  the  rotary  rand  knife  and  the 
rotary  rand  guide  were  found,  the  patent  could  not  be  sus- 
tained. 

It.  is  hardly  necessary  to  discuss  these  assignments  of  error 
seriatim.  It  will  be  sufficient,  perhaps,  to  refer  to  some  of 
the  essential  features  of  the  patent  in  suit  which  are  claimed 
to  constitute  elements  of  invention. 

We  have  examined  the  evidence  in  the  case  very  carefully. 
That  of  the  appellants'  principal  expert  witnesses,  John  A. 
Coleman,  Frederick  W.  Coy  and  O.  L.  Noble,  was  unusually 
clear  and  intelligent,  and  was  given  very  ingeniously  in  sup- 
port of  the  theory  of  the  appellants'  case ;  but  we  think  that 
-even  their  testimony,  when  subjected  to  the  analysis  of  cross- 
•examination,  contains  retractions  and  admissions  fatal  to  the 
validity  of  Orcutt's  patent,  as  containing  a  patentable 
novelty. 

"We  are  clearly  of  opinion  that  the  Circuit  Court  was  cor- 
rect in  its  construction  of  this  patent.  In  this  connection, 
the  state  of  the  art  when  the  application  for  the  patent  was 
made  must  be  taken  into  consideration.    The  old  hand  plane 
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or  tool  for  trimming  the  edges  of  boot  and  shoe  soles  had 
been  in  existence  for  a  long  time ;  but,  while  it  accomplished 
the  purposes  for  which  it  was  designed,  it  was  found  to- 
operate  too  slowly  to  meet  the  demands  of  the  business* 
Accordingly,  various  attempts  had  been  made  to  perform 
the  work  done  by  the  old  hand  tool  with  rotary  cutters  oper- 
ated by  machinery.  A  number  of  patents  were  issued  to* 
various  persons,  limed  in  the  record,  for  various  forms  of 
such  devices,  long  before  the  date  of  Orcutt's  application^ 
We  were  furnished  on  the  argument  with  specifications  and 
drawings  of  many  such  patents — some  English,  but  mostly 
American — running  back  as  early  as  1855,  when  an  English 
patent  was  issued  to  one  Moli^re,  for  what  was  known  as  a. 
burr  cutter,  used  to  cut  only  the  bed  or  main  body  of  the 
boot  or  shoe  sole.  It  is  not  deemed  necessary  to  refer  to  all 
of  the  various  patents  issued  from  that  time  up  to  the  date 
of  Orcutt's  patent.  All  of  them  may  be  said  to  have  had 
but  one  object,  viz.,  the  performance  of  the  work  formerly- 
done  only  by  the  old  hand  tool ;  and  were  improvements^ 
more  or  less  new  and  useful,  in  the  leather  art.  An  exami- 
nation of  them  discloses  the  fact  that,  to  a  greater  or  less  de- 
gree, each  was  an  improvement  on  its  predecessors,  and  was, 
in  like  manner,  improved  upon  by  those  that  followed,  in 
the  order  of  time.  The  operations  of  those  rotary  cutters 
did  not  entirely  supersede  the  use  of  the  old  hand  tool,  or 
the  embodiment  of  the  principles  of  that  tool  in  an  auto- 
matic machine  which  imitated  the  movements  of  that  plane 
or  tool  when  at  work.  A  number  of  patents,  it  appears,, 
were  issued  for  such  machines. 

The  precise  features,  or  combination  of  features,  which,  it 
is  claimed,  constituted  Orcutt's  alleged  invention,  are  thus 
stated  by  appellants'  counsel :  "  There  is  nothing  whatever 
in  the  state  of  the  art  of  trimming  or  of  burnishing  sole  edges 
tending  to  show  any  rotary  cutter,  prior  to  Orcutt's,  made 
up  of  a  number  of  blades,  each  having  a  rand  lip  and  bed  (or 
a  bed,  or  bed  guard,  or  channel  guard  in  connection  with  & 
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rand  lip  and  bed),  each  with  a  flat  front  face ;  and  each  blade 
the  gaard  for  the  catting  edge  of  the  succeeding  blade." 

We  do  not  think  that  this  statement  is  sustained  by  the 
testimony  of  the  appellants'  own  witnesses,  even  putting  out 
of  view  all  the  evidence  controverting  it,  given  by  defendants* 
numerous  expert  witnesses,  consisting  of  manufacturers,  deal* 
ersin  shoes,  experienced  and  skilful  operators  and  machinists 
in  making  shoes,  trimmings,  soles  and  all  branches  of  the 
leather  art.  A  rotary  cutter  in  the  metal  art,  called  the 
Brown  &  Sharpe  metal  cutter,  had  been  well  known  and  in 
general  and  constant  use  seventeen  years  before  the  date  of 
the  Orcutt  patent.  The  counsel  for  appellants  admits  that 
that  rotary  cutter  "bears  a  close  resemblance  to  Orcutt's 
sole-edge  cutter.  ...  It  is  made  up  of  a  number  of 
blades,  each  having  a  flat  front  face,  and  a  molded  top  sur* 
face,  the  converse  of  the  surface  to  be  milled ;  and  moreover, 
each  tooth  has  the  proper  clearance,  so  that,  if  one  of  the 
Brown  &  Sharpe  metal  cutters  and  one  of  the  Orcutt  cutters 
be  compared,  when  not  in  use,  say,  one  held  in  the  left-hand, 
the  other  in  the  right,  there  is  a  marked  likeness  between 
them ;  in  fact,  no  substantial  difference,  except  that  one  lacks 
and  the  other  has  a  rand  lip,  bed,"  etc.  Similar  admissions 
by  Orcutt  himself,  and  by  Noble,  the  manager  of  his  (Or- 
cutt's) company,  leave  no  doubt  upon  our  minds  that  the 
principles  of  construction  and  operation  of  the  Brown  cutter 
are  substantially  identical  with  those  of  most,  if  not  all,  of 
the  rotary  leather  cutters.  The  appellants'  counsel,  as  we 
have  seen,  says  that  the  only  exception  to  the  marked  like- 
ness between  the  Brown  cutter  and  that  of  Orcutt  is,  that 
"one  lacks  and  the  other  has  a  rand  lip,  bed,"  etc.  With 
regard  to  this  exception,  so  asserted,  Ooleman,  the  expert 
witness  on  whom  the  appellants  mainly  rely,  testifies  as  fol- 
lows :  "  Q.  You  have  spoken  of  Orcutt's  cutter  being 
adapted  to  trim  at  the  same  time  the  rand,  the  bed  and  tlie 
guard  of  a  shoe  sole,  or,  as  you  term  them,  the  three  funda- 
mental principles  of  the  shoe  sole.     Do  you  or  not  regard 

187  IJ.  S.  4Sl-i8a» 


666       BUSELL  TRIMMER  Co.  v.  STEVEM'S.    [Sup.  CL 

opinion  of  the  Conrt. 

Orcutt  AS  the  first  to  accomplish  that  result  with  a  rotaiy 
cutter  ?"  His  first  answer  being  considered  evasive  the  ques- 
tion was  repeated^and  he  replied,  ^*No,  I  do  not.  Others 
had  made  different  cutters  intended  to  accomplish  the  same 
purpose."  It  is  true  that  with  this  admission  he  also  con- 
nected the  somewhat  inconsistent  declaration  that  Orcutt,  by 
his  alleged  invention,  ^^  created  a  structure  which  differed  in 
form  and  principle  from  any  tool  previously  used  for  the 
operations  of  trimming  the  rand,  bed  and  guard,  because  he 
produced  a  tool  which  had  blades  having  top-molded  faces 
the  converse  of  the  form  of  the  sole  edge  to  be  trimmed,  and 
the  flat  front  faces  of  the  teeth  were  so  inclined  forward  that 
they  could  make  a  proper  cutting  edge  for  leather,  and  those 
£BU3es  could  be  ground  without  disturbing  the  top-molded 
face  of  the  teeth."  But  when  cross-examined  in  detail  as  to 
each  of  those  alleged  novel  differences,  he  admitted  that  the 
feicility  for  sharpening  Orcutt's  cutter  without  disturbing  its 
periphery  (or  the  top-molded  face  of  the  teeth)  was  the  same 
as  in  the  Brown  cutter  and  the  Snell  &  Atherton  hand-trim- 
ming tools ;  that  the  forward  incline  (the  rake  or  overhang) 
of  the  teeth  was  the  same  as  in  the  Snell  &  Atherton  cutters ; 
that,  in  his  opinion,  the  increase  in  the  number  of  teeth  in 
the  Orcutt  cutter  over  that  of  Brown,  in  view  of  the  art  as 
shown  by  other  and  earlier  cutters,  did  not  constitute,  in  it- 
self, an  element  of  invention ;  that  rand  guides  were  in  com- 
mon use  with  a  rotary  cutter  before  Orcutt's  cutter ;  that  a 
rand  guide  as  employed  in  an  Orcutt  cutter  does  not  perform 
any  other  or  different  office,  or  effect  any  other  or  different 
result,  from  that  which  it  performed  when  used  with  other 
rotary  cutters  earlier  than  Orcutt's ;  that  the  employment  of 
such  rand  guide  in  Ihe  Orcutt  cutter  would  not  in  itself  con- 
stitute an  invention ;  that  rand  cutters  were  in  common  use 
both  with  hand  tools  and  rotary  sole-trimming  tools  before 
Orcutt's  patent ;  that  the  result  or  product  of  the  Orcutt 
cutter,  to  wit,  the  sole  edge  trimmed  by  it,  was  identical 
with  that  trimmed  by  the  exhibit  hand  tools;  that  the  shoe 
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y^BS  held  in  the  same  manner  while  being  trimmed  by  the 
Orcutt  cutter,  as  with  any  other  and  earlier  cutter ;  and  that 
before  Orcutt's  invention  it  was  common  to  trim  the  rand,  the 
bed  and  the  guard  at  one  and  the  same  operation,  with  both 
liand  and  rotary  cutters. 

Effort  was  made  to  show  by  other  witnesses  that  the  fea- 
tures in  the  Orcutt  patent,  specified  in  the  statement  of 
-counsel  above  quoted,  are  all  patentable  novelties,  especially 
the  combination  of  them  into  one  device.  We  repeat  that, 
in  view  of  the  previous  state  of  the  art,  we  think  otherwise. 
The  evidence,  taken  as  a  whole,  shows  that  all  of  those 
•claimed  elements  are  to  be  found  in  various  prior  patents, — 
Bome  in  one  patent,  and  some  in  another,  but  all  performing 
like  functions  in  well-known  inventions  having  the  same  ob- 
ject as.the  Orcutt  patent, — ^and  that  there  is  no  substantial 
difference  between  the  Brown  metal  cutter  and  Orcutt's  cut- 
ter, except  in  the  configuration  of  their  molded  surfaces. 
That  diflrerence,  to  our  minds,  is  not  a  patentable  difference, 
•even  though  the  one  cutter  was  used  in  the  metal  art,  and 
the  other  in  the  leather  art.  A  combination  of  old  elements, 
such  as  are  found  in  the  patented  device  in  suit,  does  not 
•constitute  a  patentable  invention.  Florsheim  v.  Schilling, 
137  IT.  S.  64  [p.  416  ante],  decided  at  this  term  of  the  court, 
and  cases  there  cited. 

We  do  not  think  that  the  cases  cited  by  counsel  for  the 
appellants  sustain  his  position  that  Orcutt's  alleged  invention 
is  a  combination  of  previous  devices,  rearranged  with  coii- 
nectiona  and  adaptations  so  adjusted  as  to  produce  a  novel 
and  valuable  use.  In  LeRoy  v.  Tatham,  14  How.  156, 177  [5 
Am.  &  Eng.  813],  one  of  those  cases,  the  claim  was  for  a  com- 
bination of  old  parts  of  machinery  to  make  lead  pipes,  in  a 
particular  manner,  under  heat  and  pressure.  The  combination 
was  held  not  to  be  patentable,  the  court  saying:  "  The  pat- 
entees claimed  the  combination  of  the  machinery  as  their 
invention  in  part,  and  no  such  claim  can  be  sustained  with- 
out establishing  its  novelty — not  as  to  the  parts  of  which  it 
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18  composed  y  but  as  to  the  combination."  The  court  also 
quoted,  with  approval,  the  following  from  Bean  v.  Smallwood^ 
2  Story,  408,  an  opinion  by  Mr.  Justice  Story  :  "  He  (the 
patentee)  says  that  the  same  apparatus,  stated  in  this  last 
claim,  has  been  long  in  use,  and  applied,  if  not  to  chairs,  at 
least  in  other  machines,  to  purposes  of  a  similiar  nature.  If 
this  be  so,  then  the  invention  is  not  new,  but  at  most  is  an 
old  invention  or  apparatus  or  machinery  applied  to  a  new  pur- 
pose. Now,  I  take  it  to  be  clear,  that  a  machine  or  apparatus 
or  other  mechanical  contrivance,  in  order  to  give  the  party  a 
claim  to  a  patent  thereof,  must  in  itself  be  substantially  new. 
If  it  is  old  and  well  known,  and  applied  only  to  a  new  pur- 
pose, that  does  not  make  it  patentable."  That  case,  instead 
of  militating  against  our  view  in  this,  in  reality  supports  it. 
The  distinction  between  a  double  use,  as  the  result  of  mere 
mechanical  skill,  and  a  new  use  created  by  the  inventive 
faculty,  is  strikingly  illustrated  in  the  other  case  cited  by 
appellants,  viz. :  Colgate  v.  Western  Union  Telegraph  Co.^ 
15  Blatch.  805.  That  case  was  a  suit  for  an  infringement  of 
a  patent,  for  the  combination  of  gutta-percha  and  metallic 
wire  in  such  form  as  to  incase  a  wire  or  other  conductors  of 
electricity  within  the  non-conducting  substance,  gutta-percha, 
making  a  submarine  telegraph  cable  which  might  be  sus- 
pended on  poles  in  the  air,  submerged  in  water  or  buried  in 
the  earth.  It  was  contended  that  the  patent  was  invalid,  be- 
cause a  metallic  wire  covered  with  gutta-percha,  as  a  me- 
chanical protection  from  abrasion  or  injury  from  without, 
existed  before  the  plaintiff's  invention.  It  was  decided  that 
the  use  by  the  patentee  of  the  wire  so  covered  to  conduct 
electricity,  was  not  a  double  use  of  the  covered  wire  nor  a 
use  for  a  purpose  at  all  analogous  to  any  before  made  of  it  ^ 
but  that  it  was  an  entirely  new  use,  the  result  of  a  discovery 
that  gutta-percha  was  an  electrical  non-conductor,  evolved 
by  original  thought,  totally  different  from  its  quality  pre- 
viously known  and  applied,  as  a  mere  mechanical  protector 
from  external  injuries. 
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But  the  patent  before  us  is  no  such  case.  The  most  that 
can  be  said  of  it  is  that  it  shows,  on  the  part  of  Orcutt,  great 
industry  in  acquiring  a  thorough  knowledge  of  what  others 
had  done  in  the  attempt  to  trim  shoe  soles  in  a  rapid  and  im^* 
proved  mode,  by  the  various  devices  perfected  by  patents 
for  that  purpose,  good  judgment  in  selecting  and  combining 
the  best  of  them,  with  no  little  mechanical  skill  in  their  ap- 
plication ;  but  it  presents  no  discoverable  trace  of  the  exercise 
of  original  thought. 

Furthermore,  according  to  the  evidence  submitted  by  the 
appellants,  it  is  shown  that  the  features  of  the  patent  in  suit 
are  substantially  the  same  as  those  in  Orcutt's  earlier  patent 
of  March  4, 1879,  having  the  same  object,  except  that  in  the 
patent  in  suit  the  teeth  are  claimed  to  be  detachable  from 
the  hub,  while  in  that  of  1879  they  are  shown  to  be  solidly 
incorporated  with  the  hub.  Even  admitting  such  a  difference 
to  exist,  it  does  not  constitute  a  patentable  difference,  in  view 
of  the  prior  state  of  the  art ;  for  the  detachable  teeth  are 
found  in  the  Corthell  patent.  No.  207,395,  of  August  27, 1878. 
But,  as  a  matter  of  &ct,  there  is  no  such  difference ;  for,  as 
stated  in  the  specification  of  the  patent  in  suit,  "  the  blades 
and  hub  may  be  in  one  piece,'*  etc.,  thus  showing  that  no 
claim  is  made  in  the  patent  itself  on  that  score.  This,  of 
itself,  would  be  sufficient  to  defeat  the  later  patent. 

It  may  be  admitted  that  Orcutt's  later  patent  performed 
the  work  it  was  designed  to  accomplish  in  a  better  and  more 
workmanlike  manner  than  any  of  the  preceding  cutters  pat- 
ented, because,  as  already  stated,  there  were  constant  im- 
provements in  the  art  to  which  it  related.  8o  far  as  this  record 
shows,  it  was  the  last  of  a  series  of  patents  designed  to  accom- 
plish the  same  object.  As  such,  it  necessarily  retained  all 
the  beneficial  features  of  those  earlier  patents,  and,  to  a  cer- 
tain extent,  improved  upon  them.  Such  improvement,  how- 
ever, was  an  improvement  in  degree  only,  and  was  therefore 
not  patentable.    Evory  v.  Burt,  133  TJ.  S.  349  [p.  133  ante\y 
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AnalogcuB  use.      Improvement  in  degree.      Mechanical  skill. 

Infringement. 

I.  Claim  1  of  letters  patent,  No.  228,525,  W.  D.  Gray,  June  8, 
1880,  Roller  Grinding  Mills.  *'  In  a  roller  grinding  mill  the 
combination  of  the  counter-shaft  provided  with  pulleys  at 
both  ends,  and  having  said  ends  mounted  in  vertically 
and  independently  adjustable  bearings;  the  rollers  G  E 
having  pulleys  connected  by  belts  with  one  end  of  the 
counter-shaft,  and  the  rolls  D  F,  independently  connected 
by  belts  with  the  other  end  of  the  counter-shaft,  as  shown" 
construed  in  view  of  the  state  of  the  art.    (p.  592.) 

S.  Seld^  in  view  of  the  fact  that  it  was  old  to  use  belt  gearing 
interchangeably  with  or  as  a  substitute  for  cog-gearing ;  to 
adjust  the  belts  by  tightening -pulleys,  the  shafts  of  which 
did  other  work  and  tightened  other  belts;  to  provide  a 
counter-shafb  driven  by  a  belt  from  the  line  shaft  and 
mounted  directly  in  the  frame  of  an  individual  machine 
driven  by  a  belt  from  the  counter-shaft ;  and  to  provide  jour- 
nal boxes  or  hangers  in  which  counter-shafts  are  mounted  with 
means  for  independently  adjusting  the  ends  of  the  shafts; 
that  the  claim  was  for  an  analogous  use,  and  for  an  im- 
provement in  d^ree  only,  involving  mechanical  skill  only, 
(p.  603.) 

3.  The  claim  construed  in  view  of  the  specification  to  require 
''  swivel  boxes"  as  an  essential  element,  and  when  limited 
to  the  specific  organization  shown  and  described ;  heldy  not 

*See  EzpUmatlon  of  Notes,  page  IIL 


664  CONSOLIDATED  MILL  Co.  v.  WALKEE.  [Bup.  Ct. 

Statement  of  the  case. 

infringed  by  the  roller  mill  constmcted  under  letters  pat- 
ent, No.  334,460,  of  J.  T.  Obenchain,  January  19,  1886,  in 
which  the  journal  boxes  are  rigidly  supported  so  as  to  be 
incapable  of  swiyeling.     (p.  604.) 

[Citations  in  the  opinion  of  the  conrt]. 

Pennsylvania  R.  Co.  v.  Locomotive  E.  S.  T.  Co.  no  U.  S.  490  [15 

Am.  &  Eng.  148].  p.  603. 
Blake  v,  San  Francisco,  113  U.  S.  679  [15  Am.  &  Eng.  335].    p.  603.. 
Burt  V,  Evory,  133  U.  S.  349  [p.  133  ante],    p.  604. 
Hollister  v,  Benedict  &  B.  Mfg.  Co.,  113  U.  S.  59  [15  Am.  &  Eng. 

417].    P-^« 
Thompson  v,  Boiselier,  114  U.  S.  i  [15  Am.  &  Eng.  549].    p.  604. 
Axon  V,  Manhattan  R.  Co.,  132  U.  S.  84  [19  Am.  &  Eng.  609].  p.  604. 
Hill  V.  Woostet;  132  U.  S.  693  [p.  99  ante],    p.  604. 
Howe  Machine  Co.  v.  National  Needle  Co.  134  U.  S.  138  [p.  199  «if/^].. 

p.  604. 
Phoenix  Caster  Co.  v,  Spiegel,  133  U.  S.  360  [p.  151  ante],    p.  604. 

Appeal  from  a  decree  of  the  Circuit  Court  of  the  United 
States  for  the  Western  District  of  Pennsylvania,  dismissing 
a  suit  in  equity  for  the  infringement  of  letters  patent  issued 
to  Wm.  D.  Gray  for  an  improvement  in  roller-grinding  mills^ 

The  facts  are  stated  in  the  opinion. 

The  specification  and  drawings  of  the  letters  patent 
ferred  to  in  the  opinion  of  the  court  are  as  follows: 


JOHN  T.  OBENCHAIN,  OP  LOGANSPOET,  INDIANA^ 

KOLLBR-MlLL. 

Specification  forming  part  of  Letters  Patent,  No.  334t460f 
dated  January  19,  1886;  application  filed  June  22,  1885. 
Serial  No.  169,403.     (No  model.) 

To  all  whom  it  may  concern  : 

Be  it  known  that  I,  John  T.  Obbnchain,  of  Logansport^ 
Cass  county,  Indiana,  have  invented  certain  new  and  useful 


(■«  HolaL) 


4  SkMta— Sbial  1. 


J.  T.  OBENGHAIH. 

lOLLEI  MILL. 

No.  334,460.  Patentad  Jan.  19, 1886. 


BOLLEB  HILL. 
No.  334,460.  Fiteited  Jan.  19,  188e. 


Pi«.  a. 


Pig.  4. 


(Ko  Model.) 


No.  334,460. 
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J.  T.  OBENCHAIN. 

HOLLER  MILL. 

Patented  Jan.  19,  1886. 


.  7. 


Pi«r.  8. 
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Witnesses : 


J«L/3.  (hilMALiLf  Inventor 


Attorney 
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SOLLEB  MILL. 

Patented  Jan.  19,  1886.' 
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improvements  in  Roller-Mills,  of  which  the  following  is  a 
specification. 

This  invention  has  reference  to  various  features  of  con- 
struction of  roller-mills,  and  will  be  readily  understood  from 
the  following  description,  taken  in  connection  with  the  ac- 
companying drawings,  in  which — 

Figure  1  is  a  side  elevation  of  my  improved  mill,  show- 
ing what  I  will  term  the  "  transmitting  side  "  of  the  mill ; 
Fig.  2,  a  similar  view  of  what  I  will  term  the  "  driving 
side  "  of  the  mill ;  Fig.  3,  a  vertical  longitudinal  section  of 
the  base-shafts  B,  the  roll-pulleys  being  shown  in  elevation 
above ;  Fig.  4,  an  enlarged  view  of  the  upper  right-hand 
portion  of  one  of  the  side  frames  of  the  mill ;  Fig.  5,  a  ver- 
tical transverse  section  of  one  of  the  roll  boxes  Y ;  Fig.  6,  a 
vertical  section,  transverse  roll  boxes  of  the  rolls  of  the  mill, 
of  a  portion  of  the  feed-hopper,  exhibiting  the  arrangement 
of  a  feed-roll,  gate,  etc.,  such  view  being  upon  a  somewhat 
enlarged  scale  as  compared  with  the  previous  figures  ;.  Fig.  7, 
a  face  view  of  one  of  the  arms  J  of  the  feed-gate,  a  portion 
of  the  attached  fender  i  being  shown  in  section ;  Fig.  8,  a 
side  elevation  of  a  feed-gate,  d,  with  one  of  said  arms  and  a 
portion  of  the  fender  attached  ;  Fig.  9,  a  vertical  transverse 
section  of  the  casing  below  one  of  the  rolls,  showing  the 
arrangement  of  one  of  the  roll-scrapers ;  Fig.  10,  a  side  ele- 
vation of  one  of  these  roll-scrapers,  its  supporting-bridge 
being  shown  in  transverse  section ;  Fig.  11,  an  end  view  of 
the  inner  end  of  base-shaft  P,  with  its  attached  coupling-ring, 
a  portion  of  the  latter  being  shown  in  section ;  Fig.  12,  a 
plan  of  one  of  the  worms  €,  with  its  rotary  cup-bearing ;  and 
Fig.  13,  a  side  elevation  illustrating  the  arrangement  of  cam- 
lever  X  and  lever  g. 

In  this  mill,  which  is  a  double  roller-mill,  a  pair  of  side 
frames  support  in  the  same  horizontal  plane  two  pairs  of 
rolls,  a  coupled  series  of  shafts  across  the  base  of  the  mill, 
and  a  casing  forming  the  feed-hopper  and  inclosure  for  the 
rolls.    At  one  side  of  the  mill  a  roll  of  each  pair  is  provided 
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with  a  pulley,  both  these  pulleys  being  engaged  by  a  driving- 
belt  from  below  the  floor,  the  same  belt  passing  downward 
between  these  two  pulleys  and  into  engagement  with  a  pulley 
on  one  of  the  base-shafts.  This  is  the  main  driving-belt  of 
the  mill,  and  the  side  on  which  it  is  placed  I  term  the  "  driv. 
ing  side,''  and  it  is  illustrated  in  Fig.  2.  At  the  other  side 
of  the  mill  the  other  two  rolls  have  pulleys  which  are 
driven  by  two  belts  from  pulleys  on  one  of  the  base-shafts.. 
This  side  of  the  mill  I  term  the  ^'  transmitting  side,"  and  it 
is  illustrated  in  Fig.  1.  One  roll  of  each  pair  is  supported 
in  a  substantially  fixed  position  by  the  frame,  the  other  rolls 
being  carried  in  pivoted  levers  and  held  to  their  work  by 
adjustable  swings.  In  the  feed-hopper,  above  each  pair  of 
rolls,  is  arranged  a  revolving  feed-roll  operating  in  conjunc- 
tion with  an  adjustable  gate.  Below  each  of  the  mill-rolls, 
within  the  casing,  is  arranged  a  scraper  to  keep  it  clear. 

The  construction  thus  mentioned  in  a  general  way  is  well 
known  in  the  art,  and  the  reader  of  this  specification  will 
be  presumed  to  be  fully  acquainted  with  such  construction. 

My  invention  relates  particularly  to  the  improvements, 
which  will  be  described  in  detail,  and  afterward  pointed  out 
in  the  claims. 

I  will  first  refer  to  improvements  in  the  driving  and  trans- 
mitting mechanism.  A  represents  two  pulleys  at  the  driv- 
ing side  of  the  mill,  one  on  a  roll  of  each  pair  of  rolls ;  B, 
the  coupled  series  of  shafts  at  the  base  of  the  mill ;  C,  a 
pulley  on  the  base  shafting  at  the  driving  side  of  the  mill ; 
D,  the  main  driving-belt,  passing  upward  from  below  the 
floor  around  the  two  pulleys  A  and  down  around  the  pulley 
O;  E,  two  pulleys  at  the  transmitting  side  of  the  mill,  one 
on  a  roll  of  each  pair,  the  rolls  thus  provided  being  the 
ones  not  provided  with  pulleys  at  their  other  ends,  the 
pulleys  E  being  offset  in  order  that  their  peripheries 
may  clear  each  other ;  F,  two  pulleys  on  the  transmitting 
side  of  the  base-shafting;  G,  two  belts  at  the  transmit- 
ting side  of  the  machine,  serving  to  transmit  motion  from 
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tbe  base-shafting  to  the  pulleys  E ;  H,  a  lever  at  the  driving 
«ide  of  the  mill,  pivoted  indirectly  by  one  end  to  the  mill- 
frame,  and  provided  at  about  its  mid-length  with  a  journal- 
box  for  one  of  the  base-shafts,  this  journal-box  projecting 
outward  into  the  pulley  C,  whose  arms  are  boldly  dished,  so 
■as  to  make  room  for  the  box ;  I,  a  bracket  rigidly  bolted  to 
the  mill-frame  at  the  driving  side,  and  provided  with  a  hori- 
zontal slot,  in  which  is  fulcrumed  the  pivot  of  the  lever  H, 
which  pivot  is  rigidly  fixed  in  the  lever  and  free  to  slide  in 
the  slot,  the  bracket  serving  to  carry  the  pivot  supporting 
«lot  well  out  sidewise  from  the  mill-frame  ;  J,  a  somewhat 
similar  outreaching  bracket  secured  to  the  mill-frame  at  the 
other  end  of  the  lever  H,  and  provided  with  a  segmental 
alot  whose  arc  is  swept  from  the  fulcrum-pivot  of  the  lever 
which  IS  supported  by  the  bracket  I ;  K,  a  bolt,  which  may 
be  provided  with  a  hand-nut,  passing  through  one  of  the 
horizontal  series  of  holes  in  the  end  of  the  lever  H,  and 
through  the  segmental  slot  of  the  bracket  J ;  L,  a  lever  sim- 
ilar to  the  lever  H,  but  upon  the  transmitting  side  of  the 
mill ;  M,  a  vertical  arm  pivoted  to  the  base  of  the  mill,  and 
furnishing  at  its  upper  end  the  fulcrum-bearing  for  the  lever 
L ;  N,  a  levef  similarly  pivoted  to  the  base  of  the  mill,  and 
provided  with  a  handle  at  its  upper  end,  and  with  a  segmental 
slot  whose  arc  is  struck  from  the  fulcrum  pivot  of  the  lever 
L ;  and  0  a  bolt,  which  may  have  a  hand-nut,  passing 
through  any  one  of  the  horizontal  series  of  holes  in  the  end 
of  the  lever  L,  and  through  the  slot  of  the  lever  N.  The 
lever  H  at  the  driving  side  of  the  mill  permits  the  base-shaft 
at  the  driving  side  of  the  mill  to  be  raised  and  lowered  and 
£xed  at  any  desired  point,  whereby  the  driving-belt  may  be 
put  in  proper  tension.  In  some  cases  the  driving-belt  D  can- 
not be  brought  upward  in  true  vertical  lines,  and  it  may 
then  become  desirable  to  shift  the  pulley  C  horizontally,  in 
order  that  the  pulley  C  may  not  come  in  contact  with  those 
portions  of  the  belt  D  which  pass  angularly  through  the 
floor.     This  is  done  by  putting  the  bolt  K  in  the  proper  one  of 
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the  holes  of  the  lever,  thus  shifting  the  lever  and  its  shaft 
horizontally,  the  fulcrum-pivot  of  the  lever  being  at  liberty 
to  take  its  end  position  in  the  slot  of  its  supporting-bracket* 
This  side  adjustment  of  the  pulley  C  is  a  permanent  adjust- 
ment, and  is  made  once  for  all  when  the  angle  of  the  driv- 
ing-belt has  been  determined.    At  the  transmitting  side  of 
the  mill  the  lever  L  enables  ine  to  adjust  the  pulleys  F  ver- 
tically, so  as  to  properly  strain  the  belts  G,  the  operation  for 
which  is  the  same  as  that  of  straining  the  driving-belt  upoit 
the  other  side  of  the  mill.     On  the  transmitting  side,  how- 
ever, there  are  two  belts  to  strain  by   one  adjustment,  and 
one  may  require  more  straining  than  the  other.     This  re- 
quires that  the  pulleys  F  shall  be  capable  of  a  horizontal 
adjustment,  which  is  liable  to  be  needed  at  any  time.    The 
pivoting  of  the  levers  M  and  N  permits  a  free  end  movement 
of  the  lever  L,  and  when  bolt  0  is  loosened  the  lever  L  may- 
be simultaneously  adjusted  vertically  and  horizontally  until 
both  of  the  belts  G  are  under  proper  strain,  after  which  the 
bolt  0,  being  tightened,  clamps  the  lever  tightly  and  makes 
the  entire  lever  structure  rigid.    The  two  handles  upon  the 
levers  L  and  !N"  render  the  double  adjustment  easy  of  accom- 
plishment, and  enable  the  results  to  be  measured   by  that 
peculiar  quality  of  feeling  for  which  no  proper  substitute 
can  be  found.    The  lever  L,  instead  of  having  its  fulcrum, 
carried  in  the  pivot-lever  M,  may  obviously  have  its  pivot 
slide  in  a  horizontal  slot,  the  same  as  the  lever  upon  the  other 
side  of  the  mill ;  but  the  lever  M  will  be  found  to  add  much 
to  the  fieedom  and  delicacy  of  the  adjustment.    The  two 
pulleys  F  are  of  the  same  diameter,  are  on  the  same  shaft^ 
and  revolve  together  at  the  same  speed.     Two  separate  belts 
lead  from  these  pulleys  to  the  roll-puUeya  E  above.     A  single 
broad  pulley  will  perform  the  office  of  these  two  pulleys. 
The  object,  in  the  construction   illustrated,  in  having  two 
pulleys  is  to  permit  the  lever  L  to  be  disposed  between  the 
planes  of  the  two  belts.     The  double-pulley  arrangement  ia 
not  at  all  essential.     The  rim  of  the  inner  pulley  may,  if 
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desired,  be  extended  outward,  so  that  one  broad  pulley  re- 
■ceives  both  belts,  and  the  lever  L  may  be  curved  to  reach  the 
box  within  the  pulley,  precisely  as  is  done  in  the  case  of  the 
lever  H  at  the  other  side  of  the  machine.  I  particularly  call 
attention  to  this  feature,  as  I  wish  it  understood  distinctly 
that  I  consider  a  single  broad  pulley  adapted  to  operate  the 
two  belts  as  the  mechanical  equivalent  of  the  two  narrow 
pulleys  referred  to.  The  two  pulleys  fbrm  simply  com- 
pounded pulleys.  It  is  desirous  that  the  adjustment  inde- 
pendently of  the  two  base-shafts  shall  not  throw  the  base- 
fihaft  pulleys  so  much  out  of  line  as  to  interfere  with  the 
proper  working  of  the  belts.  I  provide  against  any  disalign- 
ment  of  the  belted  work  by  so  arranging  the  parts  that, 
either  of  the  base-shafts  may  be  adjusted  without  affecting 
in  any  degree  the  other.  I  articulate  the  base-shafts  together, 
as  seen  in  Fig.  S,  in  which  P  represents  the  driving  one  of 
the  base-shafts  carried  by  the  box  of  the  lever  H,  carrying 
the  pulley  C,  and  provided  at  its  inner  end  with  a  fork,  r, 
forming  part  of  a  universal  joint ;  P  P,  the  intermediate 
one  of  the  base-shafts  forked  at  each  end ;  P  P  P,  the  trans- 
mitting one  of  the  base-shafts,  carried  by  the  box  of  the 
lever  L,  carrying  the  two  pulleys,  F,  which  are  internally 
dished  so  as  to  admit  the  box  between  them,  and  provided 
with  a  coupling-fork;  and  Q,  universal  coupling-rings  dis- 
posed around  the  forks  at  each  juncture.  The  base-shafts  P 
and  P  P  P  have  each  a  coupling-fork  at  their  inner  ends,  and 
the  base-shaft  P  P  has  a  coupling-fork  at  each  end.  In 
the  case  of  the  base-shaft  P  P  P,  the  coupling-fork,  the  base- 
shaft,  and  a  pulley  are  cast  in  one  piece.  There  are  thus  four 
similar  coupling-forks,  and  these,  with  the  two  coupling- 
rings  Q  and  their  set-screws,  form  two  universal  couplings. 
Set-screws  pass  through  the  ends  of  the  forks  and  engage  in 
hole^  in  the  inner  peripheries  of  the  rings.  Each  ring  has 
an  interior  circumferential  channel  or  groove,  f.  Oil  placed 
within  the  ring  is  kept  in  these  grooves  by  centrifugal  force, 
and  serves  to  oil  all  of  the  screw-bearings.     The  coupling 
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thus  presents  a  fairly-smooth  exterior  and  will  not  throw  oil 
outward.  It  will  be  seen  that  the  base-shafts,  with  their 
two  universal  joints,  permit  of  one  end  shaft  being  adjusted 
without  disturbing  the  other  end  shaft,  and  without  disturb- 
ing the  alignment  of  the  belts.  The  lever  L  passes  between 
the  two  pulleys  F,  and  the  inner  one  of  the  two  pulleys  ia 
cast  directly  upon  the  fork  of  its  part  of  the  counter-shaft. 

I  will  now  refer  to  the  means  for  supporting  the  roll  bear- 
ings, referring  to  Figs.  1, 2,  and  4.  Two  of  the  rolls — one- 
of  each  pair — are  supported  in  the  frame  in  a  substantially 
fized  position,  as  usual,  the  other  rolls  being  carried  in  boxes- 
and  adjustable  levers,  it  being  understood,  of  course,  that  the 
rolls  are  similarly  provided  at  each  side  of  the  mill. 

In  the  drawings,  E  represents  the  adjustable  roll-bearing 
levers  pivoted  at  their  lower  ends  to  the  frame,  and  pro- 
vided at  their  upper  ends  with  handles  ;  S,  springs  adjustable 
in  tension  by  means  of  nuts  upon  the  shanks  of  the  springs 
serving  to  close  the  rolls ;  T,  a  screw  connected  to  the  upper 
end  of  the  lever  R,  and  having  its  inner  end  supported  freely 
by  the  mill  frame,  and  provided  with  a  hand- wheel;  U,  a 
nut  upon  the  screw  T  engaging  against  the  mill-frame,  and 
serving  to  limit  the  approach  of  the  roll ;  V,  a  nut  upon  the 
screw  T,  provided  with  a  horizontal  knife-edge  bearing  im- 
pinging against  the  inner  face  of  its  lever ;  W,  a  hand-nut 
upon  the  screw  T,  serving,  with  the  nut  V,  to  clamp  the 
lever  R ;  and  X,  a  cam  provided  with  a  hand  lever  and 
pivoted  to  the  mill-frame  between  the  contiguous  ends  of 
two  screws,  T.  The  tension  of  the  springs  S  may  be  ad- 
justed to  bring  the  proper  closing  force  upon  the  rolls,  and 
this  tension  may  be  tested  at  any  time  while  the  mill  is 
working,  or  while  the  adjustment  is  being  made,  by  pulling 
backward  upon  the  handles  at  the  top  of  the  levers.  The 
nut  U  serves  as  a  rigid  limiting  stop  to  the  approach  of  the 
rolls,  and  it  is  the  duty  of  the  springs  to  simply  maintain 
the  movable  roll  in  proper  position,  as  determined  by  this 
stop,  with  sufficient  force  to  prevent  the  separation  of  the 
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rolls  while  properly  at  work,  and  at  the  same  time  to  allow 
the  rolls  to  automatically  separate  in  case  foreign  matters 
seek  to  pass  between  them.  Very  little  force  is  required  to 
hold  the  rolls  together ;  but  it  has  been  the  custom  to  put 
the  springs  of  roller-mills  under  an  entirely  uncalled-for 
amount  of  tension,  simply  because  there  was  no  provision  for 
measuring  the  tension  of  the  springs.  The  result  has  been 
that  the  rolls  would  not  open  freely  enough  to  pass  foreign 
hard  matter  without  injury.  I  have  discovered  that  if  the 
springs  of  my  mill  are  adjusted  into  such  strain  that  the  rolls 
cannot  be  freely  opened  by  a  pull  upon  the  handle  at  the  top 
of  the  lever  E  they  are  under  unnecessary  strain.  I  there- 
fore adjust  the  springs  until  their  strain,  measured  by  the 
pull  upon  the  handle,  is  sufficient  for  proper  work,  but  not 
unduly  excessive.  I  place  the  spring  S  below  and  entirely 
independent  of  the  gauge-screw  T,  so  as  to  leave  the  same  un- 
encumbered by  the  presence  of  the  spring.  The  nut  U  con- 
stitutes simply  an  abutting  element  for  limiting  the  inward 
movement  of  the  lever  B.  As  the  lever  B  oscillates  the 
screw  T  is  at  liberty  to  partake  of  a  hinge-like  motion  upon 
the  knife-edge  bearing  of  the  nut  V,  and  the  nut  W  serves 
as  a  means  for  taking  up  all  lost  motion  where  the  screw  en- 
gages the  lever.  If  the  screw  T  had  no  other  function  than 
to  carry  the  limiting-stop  formed  by  the  nut  U,  that  nut,  in- 
stead of  being  adjustable,  might  be  fixed  upon  the  screw, 
and  the  adjustment  might  be  effected  by  moving  the  nuts  V 
and  W  upon  the  screw.  The  ends  of  the  screw  T  approach 
near  to  the  cam  X.  When  this  cam  is  turned,  the  two 
screws  are  thrust  apart  and  the  rolls  are  quickly  opened  in 
an  obvious  manner.  The  cam  acts  upon  the  ends  of  the 
screws  projecting  beyond  the  nuts  TJ,  and  the  degree  of  this 
projection  may  be  altered  by  adjusting  the  screw  through  all 
of  the  nuts.  It  is  obvious  that  each  side  of  the  mill  is  to  be 
provided  with  a  roll-opening  lever.  Provision  is  made  for 
permitting  the  bearing-boxes  to  align  themselves  upon  their 
journals  in  the  event  of  the  mill  not  being  squarely  erected  ; 
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for  permitting  the  ends  of  the  rolls  to  be  adjusted  vertically 
and  independently,  so  that  the  two  rolls  of  a  pair  may  be 
brought  into  perfect  parallelism,  and  for  enabling  the  journal 
boxes  to  be  kept  in  a  condition  of  closely  fitting  upon  their 
bearings.  The  journal-boxes,  instead  of  being  rigidly 
supported  in  the  frame  and  levers,  are  carried  adjustably  in 
gimbal  rings  supported  adjustably  in  the  frame  and  levers. 

In  Figs.  1, 2,  and  5,  Y  represents  the  journal-boxes,  which 
have  common  self-oiling  features,  not  necessary  to  describe, 
which  are  divided  so  as  to  form  box  and  cap ;  Z,  the  gimbal- 
rings  in  which  the  boxes  are  supported  upon  the  points  of 
two  oppositely-disposed  set-screws,  and  which  are  themselves 
supported  upon  similar  set-screws  in  the  supporting  part  of 
the  mill-frame  and  box-carrying  levers ;  a,  set  screws  through 
ears  on  the  box-caps  and  impinging  against  similar  ears  on 
the  box-body ;  6,  a  round-edged  rib  upon  the  box-cap  engag- 
ing in  a  groove  in  the  box-body.  The  gimbal  arrangement 
permits  the  two  boxes  of  a  roll  to  align  themselves,  and  per- 
mits the  opening  motion  of  one  end  of  the  roll  independent 
of  the  other  end.  The  set-screws  of  the  gimbal  itself  permit 
the  rolls  to  be  adjusted  into  parallelism  with  each  other,  and 
the  set-screws  impinging  upon  the  journal-boxes  serve  not 
only  as  gimbal-pivots,  but  also  as  a^means  for  closing  the  jour- 
nal-boxes. The  sei^screws  a  serve  to  limit  the  closure  of  the 
boxes,  so  that  a  neat  close  fit  upon  the  journal  may  be  pre- 
served without  binding  the  journal,  and  the  rib-and-groove 
feature  at  b  endows  one  side  of  the  box  with  a  hinge-like 
action,  so  that  the  set-screws  a  are  only  needed  upon  one 
side.  It  will  be  seen  from  inspecting  Figs.  1  and  2  that  the 
lower  set-screws,  which  are  secured  through  the  gimbal- 
rings  supported  in  the  levers  R,  appear  to  be  obstructed  by 
the  levers.  The  levers  are  mortised,  so  as  to  permit  these 
screws  to  have  room. 

I  will  now  refer  to  the  feeding  and  feed-regulating 
mechanism,  referring  to  Figs.  1,  2,  6,  7,  and  8.  c  represents 
the  usual  feed-rolls  placed  in  the  hopper-throat,  one  above 
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-each  pair  of  rolls,  and  arranged  to  be  driven  by  belt,  as 
usual ;  dj  a  feed-gate  in  the  form  of  a  rotary  cylindrical  bar, 
with  its  periphery  in  or  nearly  in  contact  with  the. periphery 
of  the  feed-roll,  and  serving  to  normally  prevent  any  outflow 
of  grain,  each  of  the  gates  being  provided  at  one  end  ex- 
terior to  the  hopper  with  a  segment  of  a  worm-wheel ;  «, 
worms  engaging  these  worm-segments  and  having  their 
shafts  extended  outward,  free  from  any  bearing,  and  pro- 
vided with  enlarged  extremities,  forming  at  once  handles 
And  weights ;/,  rotary  cups  secured  to  the  outer  surface  of 
the  hopper  and  forming  the  bearings  of  the  worm-shafts ; 
^  (see  Figs.  1  and  13),  a  weighted  lever  pivoted  to  the  jour- 
nal of  one  of  the  feed-rolls  exterior  to  the  hopper,  and  carry- 
ing a  tightening-puUey  engaging  the  belt  by  which  the 
feed-rolls  are  driven ;  A,  a  longitudinal  cylindrical  groove  in 
^ach  of  the  feed-gates,  adapted,  when  the  feed-gate  is  turned 
to  proper  position,  to  leave  more  or  less  gateway  for  the  pas- 
sage of  grain  between  the  feed-roll  and  gate  ;  i,  a  sheet-metal 
fender  secured  to  the  gate  and  forming  an  adjustable  parti- 
tion across  the  feed-hopper  parallel  with  a  feed-roll ;  j,  arras 
secured  adjustably  to  the  ends  of  the  feed-gates,  and  each 
provided  with  a  shank  to  serve  in  attaching  the  fender ;  A*, 
^justable  springs  secured  to  the  feed-hopper  and  serving  to 
press  the  fenders  inward,  so  as  to  lessen  the  width  of  the 
-compartment  of  the  feed-hopper  occupied  by  the  inflowing 
grain;  and  9,  sockets  secured  at  each  end  of  the  fenders 
•and  engaging  the  shanks  of  the  arms^. 

In  Fig.  1  it  will  be  seen  that  one  of  the  feed-rolls  is  driven 
by  a  belt  from  one  of  the  mill-roll  shafts,  this  belt  being  kept 
in  working  tension  by  the  tightening  pulley  on  the  lever  g. 
This  lever  has  a  weighted  handle,  by  which  it  may  be  lifted 
and  the  feed  thus  stopped  by  hand,  and  the  hub  of  the  cam- 
lever  X  is  provided  with  a  projection,  u,  which  will  lift  the 
lever  ^  when  the  roll-opening  cam  is  operated.  This  feature  is 
clearly  shown  in  Fig.  13.  Thus,  when  the  mill-rolls  are 
opened  the  feed-rolls  cease  to  revolve.     The  second  feed-roll 
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is  driven  by  means  of  a  belt  from  feed-roll  to  feed-roll,  as 
shown  in  Fig.  2.  When  the  worms  e  engage  the  worm- 
segments,  as  seen  in  Fig.  1,  the  worms  may  be  revolved  and 
the  feed-gates  turned  to  present  at  h  any  desired  amount  of 
gateway.  The  worms  e  are  held  into  engagement  with  their 
worm-segments  by  gravity,  and  they  may  be  turned  up  per- 
manently out  of  engagement  with  the  worms,  and  there  re- 
tained by  friction  or  by  other  suitable  provision,  the  pivot- 
cups  /  forming  the  swiveling  journals  for  these  worms. 
When  the  worms  are  thus  disengaged  from  the  gates,  the  gates 
will  obviously  be  turned,  by  the  force  of  the  springs  Ar,  into  a 
position  about  as  shown  in  Fig.  6,  in  which  the  gateway  is 
entirely  closed.  Grain  flowing  into  the  hopper  in  the  usual 
manner  will  now  impinge  against  the  fenders  t,  and  these 
fenders  will  thus  be  opened  outward,  thus  opening  the  gate- 
way more  or  less.  In  this  manner  the  amount  of  gate-open- 
ing is  regulated  by  the  rate  at  which  grain  is  admitted  to 
the  hopper  of  the  mill.  The  eflfect  of  the  inflowing  grain 
upon  the  fender  is  regulated  by  adjusting  the  tension  of  the 
spring  k  in  an  obvious  manner,  and  the  effect  of  the  move- 
ment of  the  fender  upon  the  rotation  of  the  gate  is  eflTected 
by  altering  the  annular  position  of  the  arms  j  upon  the  gate, 
so  as  to  alter  the  relation  which  the  plane  of  the  fender  bears 
to  the  gate-groove  A. 

The  construction  of  the  scraping  devices  is  peculiar,  and 
will  now  be  referred  to.  Fig.  9  is  an  interior  view  of  the 
mill-casing  at  a  point  below  one  of  the  rolls,  showing  one  of 
the  scrapers;  and  Fig.  10  is  a  face  view  of  the  scraper, 
I  represents  the  scraper  in  the  form  of  a  blade  as  long  as  its 
roll,  and  provided  at  its  center  of  length  with  drilled  lugs ;  m, 
a  bridge-piece  across  the  casing  transverse  to  the  rolls  and  mid- 
way of  their  length,  and  provided  below  each  roll  with  out- 
wardly-projecting lugs  provided  with  vertical  set-screws ;  ?i, 
a  gutter-shaped  casting  whose  groove  rests  upon  the  set- 
screws  of  the  bridge-piece,  and  which  is  provided  with  an 
outwardly-reaching  weighted  arm ;  ^,  a  pin  projecting  upward 
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from  the  weighted  gutter-like  casting  through  the  lugs  upon 
the  face  of  the  scraper.  The  scraper  bears  in  the  usual  man- 
ner upon  the  rolls,  and  the  scraper  is  at  liberty  to  swivel  upon 
the  pin  p^  and  thus  find  a  fair  parallel  bearing  upon  the  roll. 
The  scraper  structure  fulcrums  upon  the  set^screws,  and  the 
weight  keeps  the  scraper  in  proper  contact  with  the  roll» 
while  the  set-screws  permit  the  structure  to  be  adjusted  ver- 
tically, so  as  to  alter  the  angle  at  which  the  scraper  presents 
itself  to  the  roll,  and  they  also  permit  each  end  of  the  scraper 
to  be  independently  adjusted  vertically. 

I  claim  as  my  invention  — 

1.  In  a  roller-mill,  the  combination  of  a  supporting-frame, 
two  pairs  of  rolls  supported  thereby,  a  pulley  upon  the  trans- 
mitting end  of  one  roll  of  each  pair,  a  base-shaft  below  said 
two  pulleys,  compounded  pulleys  F  upon  said  base-shaft,  a 
pulley  on  the  driving  end  of  each  of  the  two  other  rolls,  a 
horizontal  lever  disposed  below  the  last-mentioned  two  pulleys 
and  pivoted  at  one  end  to  the  mill-frame,  a  base-shaft  sup- 
ported in  said  lever  and  coupled  to  the  base-shaft  at  the 
transmitting  side  of  the  machine,  and  a  pulley  upon  the  base- 
shaft  at  the  driving  side  of  the  machine,  substantially  as  and 
for  the  purpose  set  forth. 

2.  In  a  roller-mill,  the  combination  of  a  supporting-frame, 
two  pairs  of  rolls  supported  thereby,  a  pulley  on  the  trans- 
mitting end  of  one  roll  of  each  pair,  a  base-shaft  ilisposed 
below  said  pulleys,  compounded  pulleys  F  upon  said  base- 
shaft,  a  pulley  on  the  driving  end  of  each  of  the  other  two 
rolls,  a  horizontal  lever  disposed  below  said  last-mentioned 
pulleys  and  pivoted  at  one  end  to  a  fulcrum-slot,  and  pro- 
vided at  the  other  end  with  a  tightening  bolt  and  a  series 
of  holes  for  the  bolt,  a  base-shaft  supported  by  said  lever  and 
coupled  to  the  base-shaft  at  the  transmitting  side  of  the 
machine,  and  a  pulley  upon  the  base-shaft  at  the  driving 
side  of  the  machine,  substantially  as  and  for  the  purpose  set 
forth. 
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8.  In  a  roller-mill,  the  combination  of  a  mill-frame,  two  pairs 
of  rolls  supported  thereby,  a  pulley  on  the  transmitting  end 
of  a  roll  of  each  pair,  a  base-shaft  below  said  pulleys,  com- 
pounded pulleys  F  on  said  base-shaft,  brackets  I  and  J, 
secured  to  the  frame,  lever  H,  bolt  K,  a  base-shaft  carried  by 
said  lever  and  coupled  to  the  base-shaft  at  the  transmitting 
side  of  the  mill,  and  a  pulley,  C,  upon  the  base-shaft  at  the 
driving  side  of  the  mill,  substantially  as  and  for  the  purpose 
set  forth. 

4.  In  a  roller-mill,  the  combination  of  a  mill-frame,  two 
pairs  of  rolls  supported  thereby,  a  pulley  on  the  transmitting 
end  of  a  roll  of  each  pair,  a  base-shaft  below  said  pulleys 
compounded  pulleys  upon  said  base-shaft,  a  pulley  on  the 
driving  end  of  each  of  the  other  two  rolls,  slotted  brackets  I 
and  J,  lever  H,  bolt  K,  a  base-shaft  carried  by  said  lever  and 
coupled  to  the  base-shaft  at  the  transmitting  side  of  the  mill, 
and  pulley  C  on  the  base-shaft  at  the  driving  side  of  the  mill, 
substantially  as  and  for  the  purpose  set  forth. 

5.  In  a  roller-mill,  a  supporting-frame,  two  pairs  of  rolls, 
a  pulley  on  the  driving  end  of  one  roll  of  each  pair,  a  pulley 
on  the  transmitting  end  of  each  of  the  other  rolls,  a  hori- 
zontal lever  disposed  below  the  last-mentioned  pulleys  and 
carrying  a  journal-box,  a  base-shaft  carried  in  said  jour- 
nal-box, compounded  pulleys  F  upon  said  base-shaft,  and  a 
base-shaft  at  the  driving  side  of  the  mill,  provided  with  a 
pulley  and  flexibly  coupled  to  the  base-shaft  at  the  transmit- 
ting side  of  the  mill,  substantially  as  and  for  the  purpose  set 
forth. 

6.  In  a  roller-mill,  the  combination  of  a  supporting-frame, 
two  pairs  of  rolls,  a  pulley  on  the  driving  end  of  a  roll  of 
each  pair,  a  pulley  on  the  transmitting  end  of  each  of  the 
other  rolls,  lever  L,  carrying  a  journal-box  and  having  a 
shifting  pivot,  a  base-shaft  supported  in  such  journal-box, 
compounded  pulleys  F  upon  such  base-shaft,  slotted  lever  N, 
bolt  0,  and  a  base-shaft  at  the  driving  side  of  the  mill,  pro- 
vided with  a  pulley  and  coupled  to  the  base-shaft  at  the 
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transmitting  side  of  the  mill,  substantially  as  and  for  the 
purpose  set  forth. 

7.  In  a  roller-mill,  the  combination  of  a  mill-frame,  two 
pairs  of  rolls,  a  pulley  upon  the  driving  end  of  a  roll  of  each 
pair,  a  pulley  upon  the  transmitting  end  of  each  of  the  other 
rolls,  lever  L,  a  base-shaft  supported  thereby,  compounded 
pulleys  F  upon  such  base-shaft,  levers  M  and  N",  bolt  0,  and 
a  base-shaft  at  the  driving  side  of  the  mill,  provided  with  a 
pulley  and  coupled  to  the  base-shaft  at  the  transmitting  side 
of  the  mill,  substantially  as  and  for  the  purpose  set  forth. 

8.  In  a  roller-mill,  the  combination  of  a  mill-frame,  two 
pairs  of  rolls,  a  pulley  on  the  driving  end  of  a  roll  of  each 
pair,  a  pulley  on  the  transmitting  end  of  each  of  the  other 
rolls,  a  horizontal  lever  provided  with  a  handle  and  a  shift- 
ing pivot  and  disposed  below  said  last-mentioned  pulleys,  a 
series  of  coupled  base-shafts,  compounded  pulleys  F,  pulley 
C,  slotted  lever  N,  provided  with  a  handle,  and  a  bolt  engag- 
ing the  two  levers,  substantially  as  and  for  the  purpose  set 
forth. 

9.  In  a  roller-mill,  the  combination  of  a  mill-frame,  two 
pairs  of  rolls,  a  pulley  on  the  driving  end  of  one  roll  of  each 
pair,  a  pulley  on  the  transmitting  end  of  each  of  the  other 
rolls,  a  series  of  coupled  base-shafts,  compounded  pulleys  F, 
pulley  C,  lever  L,  provided  with  a  handle,  lever  M,  slotted 
lever  N,  provided  with  a  handle,  and  a  bolt,  0,  substantially 
as  and  for  the  purpose  set  forth. 

10.  In  a  roller-mill,  the  combination  of  two  pairs  of  rolls, 
a  supporting-frame,  two  pulleys  at  the  driving  side  of  the 
mill,  one  upon  a  roll  of  each  pair,  two  pulleys  at  the  trans- 
mitting side  of  the  mill,  one  upon  a  roll  of  each  pair,  two 
levers,  one  disposed  at  each  side  of  the  mill  below  said  pul- 
leys, and  each  carrying  a  journal-box,  two  base-shafts,  each 
provided  with  forks,  and  one  carried  in  each  of  said  journal- 
boxes,  and  an  intermediate  base-shaft  reaching  between  the 
before-mentioned  base-shafts,  substantially  as  and  for  the 
purpose  set  forth. 
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11.  In  a  roller-mill,  the  combination,  with  roll-pulleys, 
coupled  series  of  base-shafts,  base-shaft  pulleys,  and  base-shaft- 
supporting  levers,  of  coupling-forks  at  the  couplings  of  the 
base-shafts,  coupling-rings  encircling  said  forks,  and  set- 
screws  secured  in  said  forks  and  engaging  outwardly  into 
said  coupling-rings,  substantially  as  and  for  the  purpose  set 
forth. 

12.  In  a  roller-mill,  the  combination,  with  rolls,  roll-pul- 
leys, coupled  series  of  base-shafts,  base-shaft  pulleys,  and 
base-shaft  supporting  levers,  of  coupling-forks  at  the  coup- 
lings of  the  base-shafts,  set-screws  in  said  forks  projecting 
outwardly,  and  coupling-rings  encircling  the  forks  and  pro- 
vided with  mterior  oil-grooves  and  screw-bearings,  substan* 
tially  as  and  for  the  purpose  set  forth. 

18.  In  a  roller-mill  the  combination  of  the  rolls  and  roll- 
pulleys,  coupled  base-shafts,  compounded  pulleys  F  on  the 
transmitting  base-shaft,  outwardly-dished  pulley  C  on  the 
driving  base-shaft,  and  lever  H,  provided  with  a  base- 
shaft  box  disposed  within  said  dished  pulley,  substantially 
as  and  for  the  purpose  set  forth. 

14.  In  a  roller-mill,  the  combination  of  rolls  and  roll-pul- 
leys, base-shafts  P  and  P  P  P,  provided  with  coupling-forks 
•at  their  inner  ends,  base-shaft  section  P  P,  provided  at  each 
end  with'  integrally-formed  coupling-forks,  pulley  C,  and 
compounded  pulleys  F,  substantially  as  and  for  the  purpose 
set  forth. 

15.  In  a  roller-mill,  the  combination  of  rolls  and  roll-pul- 
leys, pulley  C,  base-shafts  P  and  P  P,  base-shafts  P  P  P,  two 
dished  pulleys,  F,  and  lever  L,  provided  with  a  base-shaft 
box  disposed  within  said  pulleys,  substantially  as  and  for 
the  purpose  set  forth. 

16.  In  a  roller  mill,  the  combination  of  a  mill-frame,  a 
roll  supported  in  the  frame,  a  lever  pivoted  to  the  frame  at 
each  side  of  the  mill  and  provided  with  a  roll-bearing,  a  roll 
supported  in  said  bearings,  adjustable  springs  to  hold  the 
levers  in  working  position,  adjustable  stops  to  fix  the  work^ 


Oct,  1890.]  CONSOLIDATED  MILL  Co.  v. WALKER.  587 

statement  of  the  case. 

ing  position  of  the  levers,  and  testing-handles  upon  said 
levers,  substantially  as  and  for  the  purpose  set  forth. 

17.  La  a  roller-mill,  the  combination  of  a  mill-frame,  a 
roll  supported  thereby,  levers  R  provided  with  roll-boxes, 
a  1*011  supported  in  said  boxes,  stop-screws  T,  and  springs 
S,  disposed  below  the  top-screws,  substantially  as  and  for  the 
purpose  set  forth. 

.  18.  In  a  roller-mill,  the  combination  of  a  frame  provided 
with  boxes  for  a  grinding-roU,  and  having  rigid  portions 
projecting  above  the  roll,  levers  pivoted  to  such  frame  and 
provided  with  roll-boxes,  grinding-roUs  supported  in  said 
frame,  and  levers,  springs  attached  to  the  levers  and  to  said 
upwardly-projecting  frame  portions,  and  screws  articulated 
to  the  levers  and  engaging  such  frame  portions,  substantially 
as  and  for  the  purpose  set  forth. 

19.  In  a  roller-mill,  a  mill-frame  provided  with  roll-boxes 
and  having  rigid  portions  projecting  above  the  rolls,  levers 
pivoted  to  the  frame  and  provided  with  roll-boxes,  rolls  sup- 
ported in  the  roll-boxes,  springs  attached  to  the  levers  and 
to  said  upwardly-projecting  frame  portions,  and  stop-screws 
articulated  to  said  levers  and  having  their  inner  ends  sup- 
ported by  said  upwardly-projecting  frame  portions,  and  a 
nut  upon  each  of  said  screws  abutting  against  such  frame 
portions,  combined  substantially  as  and  for  the  purpose  set 
forth. 

20.  In  a  roller-mill,  the  combination  of  a  mill-frame  and 
rolls,  levers  carrying  the  movable  roll-boxes,  springs  for  hold- 
ing the  levers  in  working  position,  cams  to  serve  in  opening 
the  rolls,  fixed  portions  of  the  mill-frame  contiguous  to  the 
cams,  screws  reaching  from  the  levers  to  a  position  to  be  en- 
gaged by  the  cams,  and  nuts  upon  the  screws  to  serve  as 
adjustable  abutments  against  said  fixed  portions  of  the  mill- 
frame,  substantially  as  and  for  the  purpose  set  forth. 

21.  In  a  double-roller-mill,  the  combination,  with  a  mill- 
frame  and  rolls,  of  levers  R,  springs  S,  screws  T,  with  their 
ends  in  contiguity,  nuts  U  abutting  upon  fixed  portions  of 
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the  mill-frame,  and  cams  X,  provided  with  hand-levers  and 
disposed  between  the  contiguous  ends  of  said  screws,  sub- 
stantially as  and  for  the  purpose  set  forth. 

22.  In  a  roller-mill,  the  combination,  with  a  mill-frame 
and  rolls,  of  levers  R,  springs  S,  provided  with  means  for 
the  adjustment  of  their  tension,  cam-levers  X,  screws  T,  pro- 
jecting through  the  levers  and  through  fixed  portions  of  the 
mill-frame,  nuts  IT  for  adjusting  the  projection  of  said  screws 
through  said  frame  portions,  nuts  V  upon  one  side  of  said 
levers,  and  nuts  W  upon  the  other  side  of  said  levers,  sub- 
stantially as  and  for  the  purpose  set  forth. 

23.  In  a  roller-mill,  the  combination  of  a  pair  of  rolls, 
a  feed-roll,  weighted  lever  ff  pivoted  at  the  feed-roll 
and  carrying  a  tightening-puUey  adapted  to  engage  the 
feed-belt  and  be  held  into  action  by  said  weighted  lever,  roll* 
opening  cam-lever  X,  and  projection  u  upon  the  hub  of  such 
cam-lever  adapted  to  engage  beneath  the  lever  ff  and  lift  said 
tightening-pulley  out  of  action,  substantially  as  and  for  the 
purpose  set  forth. 

24.  In  a  roller-mill,  the  combination  of  a  pair  of  mill-rolls, 
a  feed-roll,  c,  a  grooved  gate,  d^  provided  at  one  end  with  a 
worm-segment  or  wheel,  a  pivot-bearing,  /J  and  a  worm,  e^ 
joumaled  in  such  bearing  and  provided  with  a  weighted 
handle,  substantially  as  and  for  the  purpose  set  forth. 

25.  In  a  roller-mill,  the  combination  of  a  pair  of  mill-rolls, 
a  revolving  feed-roll,  a  grooved  gate,  rf,  a  fender,  i,  secured 
to  the  gate,  and  a  spring,  k^  substantially  as  and  for  the  pur- 
pose set  forth. 

26.  In  a  roller-mill,  the  combination  of  a  pair  of  mill-rolls, 
a  revolving  feed-roll,  a  gate,  rf,  provided  with  groove  A,  a 
fender,  i,  secured  to  the  gate  and  fitted  to  be  adjusted  axially 
thereon,  and  spring  Ar,  substantially  as  and  for  the  purpose 
set  forth. 

27.  In  a  roller-mill,  the  combination  of  a  pair  of  mill-rolls, 
a  revolving  feed-roll,  grooved  gate,  rf,  arms  j\  provided  with 
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shanks,  fender  i,  and  sockets  q^  substantially  as  and  for  the 
purpose  set  forth. 

28.  In  a  roller-mill,  the  copibination  of  a  mill-roll,  a  cen- 
tral scraper-support  disposed  below  the  roll,  a  pair  of  ver- 
tical set-screws  in  said  support,  a  gutter-piece,  N,  provided 
with  a  weight  and  resting  upon  the  points  of  said  screws, 
and  a  scraper,  l,  attached  to  the  gutter-piece,  substantially  as 
and  for  the  purpose  set  forth. 

29.  In  a  roller-mill,  the  combination  of  a  mill-roll,  a  rigid 
support  secured  below  the  roll,  a  central  pin,  j?,  horizontally 
pivoted  to  said  support,  and  a  scraper,  I,  pivoted  to  said  pin, 
substantially  as  and  for  the  purpose  set  forth. 

80.  In  a  roller-mill,  the  combination  of  a  mill-roll,  a 
scraper-support,  m,  provided  with  vertical  set-screws,  a 
weighted  gutter-piece,  n,  resting  upon  the  set-screws  and 
provided  with  a  pin,  p,  and  a  scraper,  I,  pivoted  to  said  pin, 
substantially  as  and  for  the  purpose  set  forth. 

JOHN  T.  OBENCHAIN. 
Witnesses : 
Joseph  Hallanan, 
R.  J.  roRGY. 


Mr.  R.  Mason,  for  appellant : 

The  combination  was  new  and  eminently  useful. 

A  combination  claimed  is  to  be  regarded  as  an  entirety, 
and  novelty  may  be  predicted  of  it  although  all  parts  less 
than  the  whole  may  be  old. 

Parks  V.  Booth,  102  U.  S.  96  [12  Am.  &  Eng.  470] ;  Im- 
haeuser  v.  Buerk,  101 U.  S.  647  [12  Am.  &  Eng.  443] ;  United 
States  V.  Arredondo,  6  Pet.  691. 

The  right  of  the  Crown  to  grant  patents  for  monopolies  in 
the  practice  of  trades  existed  from  time  immemorial. 

Darcy  v.  AUin,  Noy,  173  [1  Am.  &  Eng.  1] ;  The  Cloth- 
workers  of  Ipswich  Case,  Godb.  252  [1  Am.  &  Eng.  6]. 

He  is  the  first  inventor  who  first  brings  the  knowledge  of 

2G 
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»  new  manufacture  into  the  realm  by  taking  out  letters 
patent  therefor. 

Earle  v.  Sawyer,  4  Mason,  1 ;  Crane  v.  Price,  1  Webs.  Pat 
€as.  898  [8  Am.  &  Eng.  487]. 

The  courts  have  uniformly  held  that  the  words  "  substan- 
tially as  described,"  or  "  as  described,'*  or  "  as  set  forth,"  are 
unnecessary,  because  the  reference  they  make  to  the  descrip- 
tion is  always  implied. 

Mitchell  V.  Tilghman,  19  Wall.  287  [9  Am.  &  Eng.  174]; 
Lorillard  v.  McDowell,  2  Ban.  &  Ard.  531 ;  Betts  v.  Menzies, 
10  H.  L.  Cas.  117,  2  Eob.,  Pat.  §  517 ;  Peari  v.  Ocean  Milla, 
2  Ban.  &  Ard.  469. 

Messrs.  Robert  H.  Parkiksok  and  Joseph  G.  Pabkiksok, 
for  appellee : 

■ 

The  Circuit  Court  in  discussing  the  validity  of  the  Gray 
patent  says : 

"  We  are  unable  to  discover  any  patentable  subject-matter 
in  the  first  claim  of  Gray's  patent.  The  case,  it  seems  to  us, 
falls  directly  within  the  established  principle  that  the  appli- 
<»tion  of  an  old  process,  machine  or  device  to  a  like  or  anal- 
ogous purpose,  with  no  change  in  the  mode  of  application, 
&nd  no  result  substantially  different  in  its  nature,  will  not 
sustain  a  patent,  even  if  the  new  form  of  result  has  not  before 
.been  contemplated.  Pennsylvania  Railroad  Co.  v.  Locomo- 
tive Safety  Truck  Co.  110  U.  S.  490  [15  Am.  4;  Eng.  148]; 
Blake  v.  San  Francisco,  113  U.  S.  679  [15  Am.  &  Eng.  635]. 
Moreover,  it  is  quite  clear  that  the  application  of  belting  to 
drive  roller  grinding  mills  to  obviate  the  difficulties  inci- 
dent to  the  use  of  cog-gearing  and  to  secure  the  advantages 
«et  forth  in  Gray's  specification,  did  not  originate  with  him, 
therefore,  even  were  it  conceded  that  his  peculiar  arrange- 
ment is  attended  with  better  results  than  had  been  attained 
previously,  still  this  would  not  sustain  the  patent,  for  the 
xiere  carrying  forward  of  an  original  conception  resulting  in 
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an  improvement  in  degree  simply,  is  not  invention.  Bart  v, 
Evory,  138  U.  S.  349  [p.  133  ante]. 

In  Pennsylvania  Railroad  Co.  v.  Locomotive  Safety  Truck 
<3o.  110  U.  S.  490  [15  Am.  &  Eng.  148],  and  Morris  v.  Mc 
Millin,  112  F.  8.  244  [15  Am.  k  Eng.  810]  the  rule  that  the 
application  of  an  old  mechanical  means  to  its  customary 
purposes  was  not  patentable  and  could  not  be  made  so  by 
any  ingenuity  exercised  in  framing  combination  claims,  was 
-emphatically  applied  by  the  Supreme  Court.  In  each  case 
the  specific  combination  claimed  was  confessedly  new  and 
useful ;  in  each  case  the  patent  had  been  sustained  below.  In 
the  latter  case  it  had  repeatedly  been  sustained  below,  and 
^eat  stress  laid  upon  the  utility  of  the  invention.  In  each 
<»8e  the  Supreme  Court,  reversing  the  decision  below,  held 
the  patent  invalid.    See  to  same  effect : 

Pickering  v.  McCuUough,  104  U.  S.  810  [13  Am.  &  Eng. 
238]  ;  Hall  v.  Macneale,  107  U.  S.  90  [14  Am.  &  Eng.  291] ; 
Atlantic  Works  v.  Brady,  107  U.  S.  192  [14  Am.  &  Eng. 
S80] ;  Bussey  v.  Excelsior  Mfg.  Co.  110  U.  S.  131  [15  Am.  & 
Eng.  77] ;  Eagleton  Mfg.  Co.  v.  West,  Bradley  &  Cary  Mfg. 
Co.  Ill  U.  S.  490  [15  Am.  &  Eng.  253] ;  HoUister  v.  Bene- 
dict &  Bumham  Mfg.  Co.  113  U.  S.  59  [15  Am.  k  Eng.  417  ] ; 
Blake  v.  San  Francisco,  113  U.  679  [15  Am.  &  Eng.  535] ; 
Thompson  v.  Boisselier,  114  U.  S.  1  [15  Am.  k  Eng.  549] ; 
Stephenson  v.  Brooklyn  Ry.  Co.  114  U.  S.  149  [16  Am.  k 
Eng.  63] ;  Preston  v.  Manard,  116  U.  S.  661  [16  Am.  k  Eng. 
249];  Yale  Lock  Co.  v.  Greenleaf,  117  U.  S.  554  [16  Am.  k 
Eng.  275] ;  Gardner  v.  Herz,  118  U.  S.  180  [16  Am.  k  Eng. 
868] ;  Pomace  Holder  Co.  v.  Ferguson,  110  U.  S.  335  [16  Am. 
A  Eng.  441]  ;  Thatcher  Heating  Co,  v.  Burtis,  121 U.  S.  286 
[17  Am.  k  Eng.  37] ;  Weir  v.  Morden,  125  U.  S.  98  [17  Am. 
k  Eng.  530]  ;  Hendy  v.  Golden  State  k  Miners  Iron  Works, 
127  U.  S.  870  [18  Am.  k  Eng.  588] ;  Holland  v.  Shipley,  127 
XI.  S.  396  [18  Am.  k  Eng.  605] ;  Crescent  Brewing  Co.  v. 
Oottfried,  128  U.  S.  158  [19  Am.  k  Eng.  1] ;  Collins  Co.  v. 
Co^,  130 17.  S.  66  [19  Am.  k  Eng.  452] ;  Aron  v.  Manhattan 
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Ry.  Co.  132  IT.  S.  84  [19  Am.  k  Eng.  609] ;  Burt  r.  Evory^ 
138  U.  S.  349  [p.  133  arUe] ;  Floreheim  v.  Schilling,  13T 
U.  S.  64  [p.  416  ante]. 

It  would  be  difficult  to  find  a  more  extravagant  instance 
of  a  patent  for  applying  a  known  mechanical  agent  in  ita 
customary  manner  to  perform  its  customary  office  in  an  old 
machine  than  that  which  is  exhibited  in  the  Gray  patent,, 
unless  that  patent  be  taken  as  limited  specifically  to  the  use 
of  the  disintegrator  shaft  as  the  means  of  tightening  the 
belts  and  transmitting  the  power.  Even  when  so  confined  it 
is  difficult  to  see  any  patentable  invention  in  it,  but  thus 
limited  it  is  immaterial  to  the  defendant  whether  it  is  held 
valid  or  invalid. 

Mr.  Justice  Blatchpord  delivered  the  opinion  of  the  court: 
This  is  a  suit  in  equity,  brought  in  the  Circuit  Court  of  the 
United  States  for  the  Western  District  of  Pennsylvania,  by 
the  Consolidated  Roller  Mill  Company  against  R.  R.  Walker,, 
for  the  infringement  of  claim  1  of  letters  patent.  No.  228,* 
525,  granted  June  8, 1880,  on  an  application  filed  May  2^ 
1879,  to  William  D.  Gray,  for  an  improvement  in  roller- 
grinding  mills.  The  Circuit  Court,  held  by  Judges  Mo- 
Kenkan  and  Aoheson,  entered  a  decree  dismissing  the  bill^ 
with  costs.  The  case  was  heard  on  pleadings  and  proofs* 
The  answer  denied  the  validity  of  the  patent,  charged  want 
of  novelty  and  of  patentability,  and  denied  infringement. 
The  opinion  of  the  (43  Fed.  Rep.  575)  was  written  by  Judge 

ACHESON. 

The  specification  and  claims  of  the  patent  are  as  follows : 
"  My  invention  relates  to  that  class  of  mills  in  which  hori- 
zontal grinding-rolls  arranged  in  pairs  are  employed ;  and 
the  invention  consists  in  the  improved  arrangement  of  belts 
and  pulleys  for  communicating  motion  to  the  rolls,  and  in 
*  other  minor  details  hereinafter  described  in  detail.  In  the 
accompanying  drawings,  Figure  1  represents  a  side  elevation 
of  the  same ;  Fig.  2,  a  top-plan  view  of  the  rolls  and  their 

189  V.  S.  135. 
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operating-belts,  and  Fig.  8,  an  end  elevation  of  the  same, 
partly  in  section.  It  has  been  found  by  experience  that  when 
the  rolls  are  driven  by  gearing  a  great  deal  of  noise  and  a 
jarring  of  the  parts  of  the  apparatus  sbd  trembling  of  the 
mill-floor  result,  and  this  jarring  and  trembling  in  turn  cause 
■an  unevenness  of  operation  or  grinding  and  a  rapid  and  un- 
-even  wear  of  the  rolls.  To  obviate  these  difliculties  and  pro- 
duce an  even,  steady  motion,  I  discard  the  gearing  hitherto 
employed,  and  substitute  therefor  a  system  of  belting  ar- 
ranged in  a  peculiar  manner  to  give  the  proper  direction  and 
«peed  to  the  rolls.  In  the  drawings,  A  represents  the  frame 
or  body  of  the  machine,  in  the  upper  part  of  which 
are  mounted,  in  pairs,  a  series  of  grinding  or  crushing  rolls, 
C  D  E  F.  Above  the  grinding-roUs  ia  arranged  a  hopper 
provided  with  feeding-rolls,  G  H,  arranged  to  deliver  the 
^rain  to  each  pair  of  rolls.  B  represents  a  counter-shaft, 
which  is  represented  in  the  drawings  as  extending  trans- 
versely through  the  base  of  the  frame  or  body  A,  parallel 
with  the  grinding-rolls,  but  which  may,  if  desired,  be  located 
entirely  without  the  machine.  As  represented  in  Figs.  1  and 
2,  the  grinding-rolls  are  furnished  alternately  at  opposite  ends 
each  with  a  belt-wheel  or  pulley,  while  the  counter-shaft  B  is 
furnished  at  one  end  with  one  wheel  or  pulley  and  at  its  opposite 
^nd  with  two.  N  represents  the  main  driving-belt,  which 
passes  to  and  around  the  pulley  c  of  the  roll  C,  thence  down- 
ward and  around  pulley  6  of  the  counter-shaft  B,  thence  upward 
And  around  pulley  e  of  the  roll  E,  and  back  to  the  source  of 
power,  imparting  to  the  rolls  C  and  E  a  motion  in  one  direc- 
tion, and  to  the  counter-shaft  a  motion  in  the  reverse  direction. 
From  the  pulleys  6'  6"  on  the  rear  end  of  the  counter-shaft 
B,  belts  P  and  R  pass  upward  and  around  pulleys  d  and  /of 
the  rolls  D  F,  as  shown  in  Fig.  2,  imparting  to  said  rolls  a 
motion  the  reverse  of  that  of  the  rolls  C  E.  In  this  way 
the  two  rolls  of  each  set  are  caused  to  revolve  toward  each 
other  while  being  all  driven  from  a  common  source  primarily. 
"  The  use  of  belting  obviates  all  the  noise  incident  to  gear- 
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iDg  and  produces  a  much  more  even  and  steady  motion,  eack 
roller  being  driven  from  the  counter-shaft,  instead  of  one  from 
another,  as  heretofore.  Another  advantage  incident  to  the 
arrangement  of  belting  above  described  is  that,  by  simply- 
removing  the  pulley  of  any  shaft  and  replacing  it  with  an- 
other of  proper  size,  any  desired  difference  in  the  speed  of 
the  rolls  may  be  obtained,  whereas  in  the  case  of  gearing 
this  cannot  be  accomplished  except  through  the  use  of  a  very 
complicated  arrangement  of  intermediate  wheels.  In  order 
to  adapt  the  counter-shaft  B  to  perform  the  double  purpose 
of  reversing  the  motion  of  certain  of  the  rolls  and  of  acting 
as  a  belt-tightener,  it  is  mounted,  at  opposite  sides  of  the 
frame  or  body  A,  in  boxes  swiveled  or  hung  in  yokes  L,  slid* 
ing  vertically  in  guides  or  boxes  K,  and  adjusted  up  and 
down  therein  by  screw  rods,  or  stems  S,  the  swivel-boxes  per- 
mitting a  slightly  greater  movement  of  the  shaft  B  at  the 
one  end  than  at  the  other,  without  interfering  with  its  free 
rotation,  and  thereby  permitting  the  tightening  of  the  belt 
or  belts  at  one  side  of  the  machine,  without  disturbing  those 
at  the  other.  In  order  to  adjust  and  maintain  the  rolls  C  D 
and  E  F  in  proper  relation  to  each  other,  the  two  outer  rolls, 
C  and  F,  are  carried  in  sliding-boxes,  which  are  formed  each 
with  a  T  rib  or  standard,  m,  moving  in  a  groove  or  way  of 
corresponding  shape,  the  rolls  being  held  up  to  their  opera- 
tive position  by  springs  U,  which,  in  turn,  are  regulated  in 
pressure  by  screws  T.  Clamping-screws  may  be  arranged  to- 
secure  the  sliding-boxes  Q  in  any  desired  position.  By  the 
above  arrangement  of  the  sliding-boxes  they  are  prevented 
from  being  advanced  or  retracted  unequally,  and  thereby 
giving  the  rolls  a  *  winding '  position.  It  is  desirable  Ihaty 
when  the  rolls  are  not  employed  in  grinding,  they  should  be 
held  apart,  as  otherwise  they  would  be  liable  to  injury  by 
direct  contact,  and  also  subjected  to  unnecessary  wear.  To 
accomplish  their  ready  separation  I  place  just  in  front  of  each 
sliding-box  Q  a  rotating  cam  or  eccentric,  Y,  which,  when 
turned  in  one  direction,  permits  the  box  to  be  advanced,  but 
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when  given  a  partial  revolution  about  its  axis  forces  and 
holds  back  the  same. 

**  The  meal  after  being  crushed  by  the  rollers,  sometimes 
packs  or  cakes  together ;  and  for  the  purpose  of  regranulating 
the  same  it  is  passed  through  a  disintegrator.  The  disinte- 
grator-cylinder may  be  mounted  on  and  driven  by  the  coun- 
ter-shaft B,  as  shown  in  Fig.  3,  in  which  case  the  usual 
surrounding  shell  or  casing  (shown  in  the  drawings)  will 
need  to  be  adjustable  vertically. 

'^  The  peculiar  manner  of  or  means  for  adjusting  the  shell 
forms  no  part  of  the  present  invention,  and  need  not,  therefore, 
be  described  in  detail  herein.  Many  arrangements — such  aa 
the  use  of  bolts  and  slots,  or  adjusting-screws,  for  example — 
will  suggest  themselves  to  the  skilled  mechanic. 

'^  Machines  of  this  class  are  found  to  be  impaired  in  their 
operation  through  the  heatiug  of  the  roller-jounials.  To 
overcome  this  defect  I  form  on  the  shafts  of  the  rollers,  and 
also  on  the  counter-shaft,  near  each  end,  a  collar,  x,  which 
serves  both  to  prevent  end  play  of  the  shaft  and  to  carry  up- 
ward continually  a  supply  of  oil  from  the  chamber  or  supply 
z  to  the  upper  side  of  the  shaft  and  box,  whence  it  spreads 
out  over  the  entire  surface  of  the  bearing  and  journal.  The 
boxes  are  each  formed  with  an  annular  oil-chamber,  t;,  at 
each  end,  communicating  by  inclined  passages  to  with  the 
supply  chamber  or  sink  z.  In  this  way  a  perfect  lubrication 
of  the  bearings  is  constantly  maintained  and  heating  is 
obviated.  The  feed-rolls  G  H  are  furnished  at  their  ends 
with  pulleys,  ff  A,  which  are  driven  by  belts  from  the  griud- 
ing-roUs,  D  E,  which,  being  stationary,  cannot  interfere  with 
the  tension  of  the  belts,  as  would  the  adjustable  rolls,  C  F. 

"  I  am  aware  that  various  devices  have  hitherto  been  em, 
ployed  to  regulate  the  distance  between  the  rolls,  in  order  to 
govern  the  fineness  of  the  material  delivered  from  them,  and 
I  am  also  aware  that  shafts  have  been  made  movable  in  such 
manner  as  to  tighten  belts  passing  over  pulleys  on  other 
shafts,  and  I  lay  no  claim  thereto  ;  but  I  believe  myself  the 
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first  to  construct  and  organize  a  grinding-mill  in  the  peculiar 
manner  herein  shown  and  described,  whereby  the  single  belt 
is  caused  to  operate  the  various  parts  in  the  required  direc- 
tions and  the  disintegrating-cylinder  caused  to  keep  the  belt 
tight. 

"  Having  thus  described  my  invention,  what  I  claim  is — 

"1.  In  a  roller  grinding-mill,  the  combination  of  the 
counter-shaft  provided  with  pulleys  at  both  ends  and  having 
said  ends  mounted  in  vertically  and  independently  adjustable 
bearings,  the  rolls  C  E  having  pulleys  connected  by  belts 
with  one  end  of  the  counter-shaft,  and  the  rolls  D  P  inde- 
pendently connected  by  belts  with  the  other  end  of  the 
counter-shaft,  as^hown. 

"  2.  In  a  roller-grinding  mill,  a  disintegrating-cylinder  con- 
nected at  its  two  ends  by  belts  with  the  rolls,  in  combination 
with  independently  and  vertically  adjustable  supports  con- 
nected by  transverse  pivots  with  the  boxes  sustaining  the 
ends  of  the  cylinder,  in  the  manner  described  and  shown. 

"  8.  In  a  roller-mill,  the  combination  of  the  frame,  the 
cylinder,  the  pivoted  bearings,  K,  the  forked  arms,  L,  having 
the  bearings  therein,  and  the  screw,  S,  as  shown." 

The  opinion  of  the  Circuit  Court,  after  quoting  from  the 
specification,  says :  ^^  Gray's  specification,  as  our  quotations 
therefrom  indicate,  suggests  the  idea  that  he  was  the  first  to 
apply  belt-drives  to  roller-grinding  mills.  But  the  fact  is 
otherwise,  as  the  proofs  abundantly  show.  M"or  was  he  the 
first  to  discard  from  such  mills  cog-gearing  and  friction  gears 
altogether  and  substitute  therefor  belt  driving."  The  opinion 
then  refers  to  Mechwart's  Austrian  patent,  granted  August 
8, 1875,  extracts  from  which,  as  found  in  the  record,  are  as 
follows :  **  The  arrangement  invented  by  me  has  for  its  ob- 
ject an  advance  in  the  former  method  of  driving  the  co-opera- 
ting rollers  of  iiny  particular  roller-milL  This  end  has 
heretofore  been  obtained  exclusively  either  by  the  intermesh- 
ing  of  both  rollers  through  the  means  of  spur  gear,  or  else 

through  the  naked  driving  of  the  one  roller  from  the  driven 
188  u.  f».  iss-ia». 


Oct.,  1890.]  CONSOLIDATED  MILL  Co.  t;. WALKER.  601 

opinion  of  the  Court. 

Toiler  by  means  of  friction  produced  through  any  pressure 
whatever  between  the  rollers.  .  .  .  The  substance  of  the  in- 
viention,  which  I  consider  new  and  desirable  for  patent,  con- 
sists in  the  use  of  belts  for  the  driving  of  each  single  roller 
of  a  pair  in  roller-mills  for  the  begetting  of  mill  products  in 
-any  desired  relation  of  the  two  co-operating  rolls  to  each 
other.  Heretofore,  in  roller-mills,  one  roll  of  a  pair  has  been 
<lriven  from  the  other  by  means  of  spur  gearing  or  by  means 
•of  friction  caused  by  the  pressure  between  the  rollers.  The 
transmission  of  movement  through  spur  gearing  has,  how- 
■ever,  the  disadvantage  that  through  the  unavoidable  inequal- 
ity of  the  intermeshing,  an  unequal  movement  of  the  rollers 
-ensues,  which  results,  according  to  experience,  in  the  rapid 
loss  of  *  true  '  and  in  unequal  wearing  away  of  the  rollers ; 
besides  this,  the  disagreeable  rattling  of  spur  gearing  and  the 
rapid  wearing  away  of  the  gears  themselves  is  a  disadvantage. 
The  driving  of  the  second  roller  by  means  of  friction  of  the 
two  rollers  pressed  together  is  only  practical  when  the  chop 
3)as8es  the  rollers  in  very  thin  strata  and  not  in  coarse  par- 
ticles. In  case  of  the  latter  the  friction  will  be  relieved  and 
the  driven  roller  be  stopped ;  besides  this,  only  an  equal 
peripheral  speed  of  the  rollers  is  permitted  by  this  construc- 
tion and  therefore  it  is  not  applicable  when  an  unequal  speed 
is  desired,  as,  for  example,  in  the  grinding  of  the  middlings 
into  flour.  These  disadvantages  the  inventor  has  removed 
by  his  application  of  belt-drive  to  every  single  roller  of  a 
roller  pair  of  a  roller-mill,  which,  according  to  his  best 
knowledge  and  conscience,  has  never  been  employed  in  sim- 
ilar machines  and  is  entirely  new,  so  that,  by  means  of  such 
transmission  of  movement,  an  equal  revolution  is  obtained, 
which  is  impossible  with  spur  gearing.  In  the  accompany- 
ing three  drawings  are  six  different  arrangements,  shown  for 
-different  groupings  of  the  rollers,  although  I  do  not  thereby 
intend  to  exclude  every  other  possible  arrangement." 

The  opinion  then  proceeds :    '*We  find  therein  distinctly 
«et  forth  the  disadvantages  resulting  from  the  use  of  spur 
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gearing  in  roller-grinding  mills,  viz.,  the  disagreeable  rattling,. 
the  rapid  wearing  away  of  the  gears,  and  the  unequal  move- 
ment and  unequal  wearing  away  of  the  rollers,  and  also  the 
inefficiency  of  driving  by  means  of  firictional  contact  between, 
the  rolls,  which  latter,  it  is  set  forth,  is  only  practical  when 
the  chop  passes  the  rollers  in  very  thin  layers  and  not  ia 
coarse  particles,  and  is  not  applicable  when  an  unequal  peri- 
pheral speed  of  the  rolls  is  required.  All  these  disadvan- 
tages, it  is  declared,  are  avoided  by  Mechwart's  invention, 
which  consists  in  driving  both  co-operating  rolls  by  means  of 
belts,  whereby,  also,  can  be  obtained  an  equal  and  also  an 
unequal  peripheral  speed,  while  the  diameter  of  the  rolls,  a& 
well  as  the  diameter  of  the  belt  pulleys,  can  be  varied  rela- 
tively to  each  other  for  diflbrent  objects.  Mechwart's  draw- 
ings show,  as  examples,  six  different  arrangements  of  belting,, 
which,  he  states,  are  intended  to  illustrate  *  only  some  of  the 
different  arrangements  of  the  belt^rive  for  roller-mills^ 
without  exhausting  the  possible  variations  in  its  application.' 
Fig.  8,  sheet  A,  shows  a  machine  having  two  pairs  of  grind- 
ing rolls,  the  pairs  being  vertical  and  arranged  side  by 
side.  A  shaft,  mounted  in  the  machine  frame  in  fixed  bear- 
ings, carries  two  pulleys,  one  at  each  side  of  the  machine.. 
A  belt  from  one  of  these  pulleys  passes  around  a  tightening 
pulley  at  the  upper  right-hand  corner  of  the  machine,  thence 
around  a  pulley  on  the  upper  left-hand  roll  shaft,  thence  around 
a  pnlley  on  the  lower  right-hand  roll  shaft,  and  thence  back  to 
the  driving  pulley ;  and  by  this  belt  one  roll  of  each  pair  is 
driven.  From  the  other  pulley,  on  the  other  side  of  the 
machine,  a  belt  is  arranged  in  a  similar  manner,  so  as  to  drive 
the  other  two  rolls  of  the  pair.  Without  further  descrip- 
tion of  the  Mechwart  system,  it  is  enough  to  say  that  his 
patent  discloses  roller-grinding  mills,  single  and  double,  with 
both  vertical  and  horizontal  pairs  of  rolls  arranged  side  by 
side,  driven  by  means  of  belts  exclusively,  his  machine  being 
ecjuipped  with  adjusting  or  tightening  pulleys,  and  having  a 
shaft  journaled  directly  into  the  machine  frame   and   re- 
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ceiving  its  motion  from  the  prime  mover  of  the  mill,  either 
directly  or  by  belt" 

It  then  says :  "  But  turning  now  to  machinery  employed 
in  the  arts  generally,  it  is  certain  that  the  use  of  belt  gearing 
interchangeably  with  or  as  a  substitute  for  cog  gearing  was 
very  old  and  common  before  Gray's  alleged  invention.  It 
was,  too,  an  old  and  familiar  expedient  to  keep  the  belt  ad- 
justed to  a  proper  degree  of  tightness  by  means  of  tighten- 
ing pulleys,  the  shafts  of  which,  in  revolving,  sometimes  did 
other  work  about  the  machine ;  and  shafts  had  been  made 
movable  in  such  manner  as  to  tighten  belts  passing  over  pul- 
leys on  other  shafts.  It  was  also  old,  and  very  common  in 
machine  shops  and  factories  of  various  kinds,  to  provide  an 
individual  machine  with  a  counter-shaft  mounted  directly  in 
the  machine  frame,  the  counter-shaft  being  driven  by  a  belt 
from  the  line-shaft,  and  the  machine  by  a  belt  from  the 
counter-shaft.  Furthermore,  it  was  no  new  thing  to  provide 
the  journal  boxes  or  hangers  in  which  counter-shafts  are 
mounted  with  means  for  independently  adjusting  the  ends  of 
the  shaft."  It  then  adds  that,  in  view  of  the  things  referred 
to,  the  court  is  unable  to  discover  any  patentable  subject 
matter  in  claim  1  of  Gray's  patent;  and  that  it  falls  directly 
within  the  established  principle  that  the  application  of  an 
old  process,  machine  or  device  to  a  like  or  analogous  pur- 
pose, with  no  change  in  the  mode  of  application  and  no  re- 
sult substantially  different  in  its  nature,  will  not  sustain  a 
patent,  even  if  the  new  form  of  result  has  not  before  been 
contemplated, — citing  Pennsylvania  R.  Co.  v.  Locomotive 
E.  S.  T.  Co.  110  IT.  S.  490  [15  Am.  &  Eng.  149],  and  Blake 
V.  San  Francisco,  118  IT.  S.  679  [15  Am.  &  Eng.  535]. 

It  then  says  that  it  is  quite  clear,  moreover,  that  the  ap- 
plication of  belting  to  drive  roller-grinding  mills,  to  obviate 
the  difficulties  incident  to  the  use  of  cog  gearing  and  to 
secure  the  advantages  set  forth  in  Gray's  specification,  did 
not  originate  with  him ;  and  that,  therefore,  even  were  it 
conceded  that  his  peculiar  arrangement  is  attended  with 
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better  results  than  had  been  attained  previously,  still  this 
would  not  sustain  the  patent,  for  the  mere  carrying  forward 
of  an  original  conception,  resulting  in  an  improvement  in 
degree  simply,  is  not  invention — citing  Burt  v.  Evory,  133 
U.  S.  349  [p.  133  ante] ;  and  that  the  conclusion  is  unavoidable, 
that  the  combination  set  forth  in  Gray's  Ist  claim  evinces 
only  the  exercise  of  ordinary  mechanical  or  engineering 
skill — citing  HoUister  v.  Benedict  &  B.  Mfg.  Co.  113  U.  8. 
59  [15  Am.  &  Eng.  417] ;  Thompson  v.  Boisselier,  114  TJ.  8. 
1 ;  [15  Am.  &  Eng.  549] ;  Aron  t;.  Manhattan  R.  Co.  132  XJ.  8. 
84  [19  Am.  &  Eng.  609]  ;  Hill  v.Wooster,  Id.  693,  [p.  99  ante], 
and  Howe  Machine  Co.  v.  Ifational  Needle  Co.,  134  XJ.  8. 
888  [p.  199  ante].  We  fully  concur  in  these  views  and  con- 
clusions, and  regard  them  as  entirely  sufficient  to  justify  the 
decree.  ♦ 

The  Circuit  Court  further  says :  "  It  seems  to  be  proper 
for  us  to  add  that  our  judgment  is  with  the  defendant  upon 
the  defence  of  non-infringement  also.  To  understand  the 
nature  of  invention  intended  to  be  covered  by  the  first  claim, 
resort  must  be  had  to  the  specification,  and  we  there  find 
that  the  *swivel  boxes'  are  essential  to  the  contemplated 
greater  movement  at  one  end  of  the  shaft  than  at  the  other, 
whereby  is  efiected  ^  the  tightening  of  the  belt  or  belts  at  one 
side  of  the  machine,  without  disturbing  those  at  the  other.' 
This  is  apparent  on  the  face  of  the  paragraph  hereinbefore 
quoted  at  length  ;  and  the  eitpert  testimony  is  direct  and 
convincing  that,  to  the  practical  working  of  the  described 
device  as  a  belt-tightener,  this  swiveling  feature  is  indis- 
pensable. Without  the  swiveled  boxes  Gray  would  not 
have  ^independently  adjustable  bearings.'  True,  those 
boxes  are  not  expressly  mentioned  m  the  claim,  but  we 
think  they  are  to  be  regarded  as  entering  therein  by  neces- 
sary implication,  for  the  reason  just  stated,  as  well  as  by 
force  of  the  words  *  as  shown.'  Moreover,  the  prior  state  of 
the  art  would  limit  the  claim  to  the  specific  organizations 

shown  and  described.    Phcenix  Castor  Co.  v.  Spinel,  188  U. 
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S.  860  [p.  151  ante].  But  that  organization  the  defendant  does 
not  use.  His  alleged  infringement  consists  in  the  use  of  a 
roller-mill  manufactured  under  and  in  accordance  with  let- 
ters patent,  No.  334,460,  granted  on  January  19,  1886,  to 
John  T.  Ohenchain.  In  the  defendant's  machine  the  journal 
boxes  are  rigidly  supported  so  as  to  he  always  horizontal^ 
and  incapable  of  any  tilting  or  swiveling  motion ;  and  this  is 
essential  to  the  working  of  the  apparatus.  A  continuous 
counter-shaft  is  not  employed,  but  three  coupled  base-shafts, 
the  outer  shafts  or  sections  being  each  joumaled  at  the 
outer  end  in  a  vertically  adjustable  non-swiveling  box,  and 
the  inner  end  of  each  being  forked  and  carrying  a  loosely 
pivoted  ring.  These  two  rings  are  connected  by  a  tumbling 
rod  forked  at  each  end  and  pivoted  to  the  rings,  thus  form- 
ing a  universal  coupling,  and  thereby,  through  the  central 
shaft  or  tumbling  rod,  rotary  motion  is  transmitt^  from 
one  of  the  end  shafts  or  sections  to  the  other,  no  matter  how 
much  they  may  diflfer  in  vertical  position.  Now,  for  the 
reasons  already  given,  we  are  of  opinion  that  such  a  con- 
struction of  Gray's  first  claim  as  would  embrace  the  Ohen- 
chain device  is  inadmissible."  We  see  no  reason  to  doubt 
the  correctness  of  these  views. 
Decree  affirmed. 
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No.  228,525.    Gray,  W.  D.    Jane  8, 1880.    Roller  Grind- 
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Other  Suits  on  Same  Patent  : 
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MACKENZIE,  bt  al.* 
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[Bk.  34,  L.  ed.  924 ;  54  O.  G.  1562.] 

AfBnning  Ibid^  29  Fed.  Rep.  316 ;  89  0.  O.  122. 

Argued  November  19, 1890.    Decided  February  2, 1891. 

Alignment.      Title.      Bight  to  use.      License.     Mortgage  of 

patent.    Eecording  mortgage. 

1.  An  asBignment  is  an  instroment  in  writing,  conveying 
either  (1)  the  whole  patent,  compriBing  the  ezcluBive  right 
to  make,  use,  and  vend  the  invention  throughout  the 
United  States ;  or  (2)  an  undivided  part  or  share  of  that 
exclusive  right ;  or  (3)  the  exclusive  right  under  the  patent 
within  and  throughout  a  specified  part  of  the  United  States ; 
and  vests  in  the  assignee  a  title  in  so  much  of  the  patent 
itself,  with  a  right  to  sue  infringers,  alone  in  the  first  and 
third  cases,  jointly  with  the  assignor  in  the  second  case, 
(p.  614.) 

2.  Any  transfer,  shoii;  of  one  of  these,  is  a  mere  license,  giv- 
ing the  licensee  no  title  in  the  patent,  and  no  right  to  sue 
at  law  in  his  own  name  for  an  infringement.  Any  rights  of 
the  licensee  must  be  enforced  through  or  in  the  name  of  the 
owner  of  the  patent,  and  perhaps,  if  necessary  to  protect  the 
rights  of  all  parties.  Joining  the  licensee  with  him  as  plaintiflT. 
(p.  614.) 

3.  Whether  a  transfer  of  a  particular  right  or  interest  under  a 
patent  is  an  assignment  or  a  license  does  not  depend  upon 
the  name  by  which  it  calls  itself,  but  upon  the  legal  effect  of 
its  provisions,     (p.  614.) 

4.  An  assignment  of  the  entire  patent,  or  of  an  undivided  part 
thereof,  or  of  the  exclusive  right  under  the  patent  for  a 
limited  territory,  may  be  either  absolute  or  by  way  of  mort* 

*See  ExplAnation  of  Notes,  page  IIL 
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gage,  and  liable  to  be  defeated  by  non-performance  of  a  con- 
dition subsequent.    (R.  S.,  Sec.  4898.)    (p.  615.) 

5.  An  agreement  granting  "  the  sole  and  exclusive  right  and 
license  to  manufacture  and  sell"  the  patented  article 
"  throughout  the  United  States,"  heJd^  not  to  include  the 
right  to  use  such  patented  articles,  at  least  if  manufactured 
by  third  persons,  and  construed  to  be  a  mere  license,  (p.  616.) 

6.  Where  Mrs.  W.  assigned  to  S.  all  her  right,  title  and  inter- 
est in  the  InTcntion  and  patent,  with  an  express  provision 
that  the  assignment  should  be  null  and  void  if  she  or  her 
husband  or  either  of  them  should  pay  at  maturity  a  certain 
promissory  note  of  the  same  date  made  by  them ,  and  payable 
to  the  guarantees,  the  assignment  construed  to  be  a  convey- 
ance made  to  secure  the  payment  of  a  debt,  upon  condition 
that  it  should  be  avoided  by  the  subsequent  payment  of  that 
debt  at  a  time  fixed,  held^  a  mortgage  in  apt  terms  and  in 
legal  effect.  Held^  farther,  that  S.  being  the  present  owner 
of  the  patent  under  such  a  mortgage  duly  executed  and  re- 
corded, was  the  person  and  the  only  person  entitled  to 
maintain  a  bill  in  equity  for  infringement  and  damages* 
(p.  617.) 

7.  The  recording  of  a  mortgage  of  a  patent  right  in  the  Patent 
Office,  in  accordance  with  the  Act  of  Congress,  is  equiva- 
lent to  a  delivery  of  possession,  and  makes  the  title  of  the 
mortgagee  complete  toward  all  other  persons,  as  well  as 
against  the  mortgagor;  and  the  mortgagee  is  the  only  per- 
son who  can  thereafter  sue  for  an  infringement  of  the  patent 
by  third  persons,    (p.  619.) 
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Appeal  from  a  decree  of  the  Circuit  Court  of  the  XTnited 
States  for  the  Southern  District  of  New  York,  dismissing  a 
suit  in  equity  for  an  infringement  of  a  patent  and  for  an  in- 
junction, a  discovery,  an  account  of  profits  and  damages. 

Statement  by  Mr.  Justice  Gbat  : 

This  was  a  bill  in  equity,  filed  April  24,  1886,  against 
James  A.  Mackenzie  and  Samuel  R.  Murphy,  by  Lewis  K 
Waterman,  claiming  to  be  the  sole  and  exclusive  owner  of  a 
patent  granted  to  him  by  the  United  States  on  February  12, 
1884,  for  an  improvement  in  fountain  pens,  and  of  the  inven- 
tion thereby  secured ;  alleging  an  infringement  thereof  by 
the  defendants ;  and  praying  for  an  injunction,  a  discovery, 
an  account  of  profits  and  damages. 

The  defendants  filed  a  plea,  which  alleged  that  the  plain- 
tiff at  the  time  of  filing  the  bill  was  not  possessed,  either  of 
the  patent,  or  of  an  exclusive  right  under  it  to  the  whole  or 
any  specified  part  of  the  United  States ;  for  that  certain  as- 
signments in  writing  under  seal  of  the  patent  and  invention, 
from  the  plaintiff  to  Sarah  E.  Waterman,  his  wife,  from  her 
to  the  firm  of  Asa  L.  Shipman's  Sons,  and  from  that  firm  to 
Asa  L.  Shipman,  were  made  by  the  parties  thereto,  and  were 
recorded  in  the  Patent  Office,  at  the  dates  stated  below,  and 
that  Shipman  continued  to  be  possessed  of  the  patent  and  in- 
vention until  and  including  the  time  of  the  filing  of  the  bill. 

The  plaintiff  filed  a  general  replication.  At  the  'hearing 
on  the  issue  thus  joined,  the  following  instruments,  executed 
in  New  York  by  and  between  citizens  of  that  State,  were 
duly  proved : 
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1.  An  assignmenty  made  February  13, 1884,  and  recorded 
March  27, 1884,  from  Lewis  E.  Waterman,  the  plaintiff,  to 
Sarah  K  Waterman,  his  wife,  of  the  whole  patent  and  inven- 
tion. 

2.  A  'license  agreement,"  made  between  Mr.  and  Mrs. 
Waterman  on  November  20,  1884,  and  never  recorded,  by 
which  she  granted  to  him  ^^  the  sole  and  exclusive  right  and 
license  to  manufacture  and  sell  fountain  penholders  contain- 
ing the  said  patented  improvement  throughout  the  United 
States,"  and  he  agreed  to  pay  her  "  the  sum  of  twenty-five 
-cents  as  a  licemse  fee  upon  every  fountain  penholder  so  manu- 
factured by  him." 

8.  An  assignment,  made  November  25, 1884,  and  recorded 
November  29, 1884,  from  Mrs.  Waterman  to  the  firm  of  Asa 
L.  Shipman's  Sons,  of  the  whole  patent  and  invention,  ex- 
pressed to  be  made  in  consideration  of  the  payment  of  the 
43um  of  $6,500,  and  containing  this  provision  :  ^'  The  consider- 
ation of  this  assignment  is,  that  whereas  the  said  Lewis  E. 
Waterman  and  the  said  Sarah  Waterman  have,  on  this  25th 
day  of  November,  1884,  made  a  joint  note  of  hand  for  the 
«um  of  $6,500,  payable  to  the  said  Asa  L.  Shipman's  Sons 
three  years  from  this  date,  with  interest  at  six  per  cent. ;  now, 
if  the  said  Lewis  E.  Waterman  and  myself,  or  either  of  us, 
«hall  well  and  truly  pay  the  said  note,  according  to  its  tenor, 
then  this  assignment  and  transfer  shall  be  null  and  void,  other- 
wise to  be  and  remain  in  full  force  and  effect"  It  also  con- 
tained  covenants  of  full  right  to  assign,  and  against  all  incum- 
brances, "  except  a  license  to  the  said  Lewis  E.  Waterman  to 
manufacture  and  sell  pens  "  under  the  patent,  being  the  license 
Above  mentioned. 

4.  An  assignment,  made  November  25, 1884,  in  consider- 
ation of  the  payment  of  the  sum  of  $6,500,  and  recorded  No- 
vember 29, 1884,  from  the  firm  of  Asa  L.  Shipman's  Sons 
to  Asa  L.  Shipman,  of  all  the  right  and  title  acquired  by  the 
assignment  made  to  them  by  Mrs.  Waterman,  as  well  as  the 
promissory  note  thereby  secured. 
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5.  An  assignment,  made  April  16,  1886,  and  recorded 
April  22, 1886,  from  Mrs.  Waterman  to  the  plaintiff,  of  all 
her  right,  title  and  interest  in  the  patent,  and  invention,  and 
all  her  claims  or  causes  of  action  for  the  infringement  of  the 
patent,  and  rights  to  damages  or  profits  by  reason  thereof! 

The  Circuit  Court  allowed  the  plea,  for  reasons  stated  in  its> 
opinion,  as  follows :  ^^  The  transfer  to  Asa  L.  Shipman  is  in 
language  so  emphatic  and  exact  that  there  is  little  opportu- 
nity for  misapprehension.  It  matters  not  what  the  instru- 
ment is  called.  It  matters  not  that  it  may  be  defeated  by  the- 
payment  of  $6,500  on  November  25, 1887.  The  fact  remains,, 
that  by  virtue  of  this  assignment  or  mortgage  the  title  to  the 
patent  was,  on  April  24,  1886,  when  this  action  was  com- 
menced, outstanding  in  Asa  L.  Shipman.  If  it  was  not  ab- 
solute, it  was  a  present  existing  title  defeasible  upon  a  condi- 
tion subsequent.  On  April  16,  therefore,  when  Sarah  E. 
Waterman  assigned  all  her  right,  title  and  interest  to  the- 
complainant,  she  had  nothing  to  assign  which  could  at  all 
change  the  legal  status  of  the  parties.  She  could  not  vest  a 
clear  title  to  the  patent  in  the  complainant,  for  the  obvious 
reason  that  she  had  previously  disposed  of  it  and  did  not  own 
it.  The  agreement  of  November  20,  1884,  being  a  license^ 
and  nothing  more,  does  not  enable  the  complainant  to  main- 
tain this  action  without  joining  the  holder  of  the  legal  title. 
The  suggestion  that,  irrespectively  of  the  Shipman  assign- 
ment, the  complainant  is  entitled  to  prosecute  for  infringe- 
ments alleged  to  have  occurred  between  February  12  and 
November  25, 1884,  is  equally  unavailing ;  for,  assuming  such 
a  right  of  action  to  exist,  it  could  only  be  maintained  on  the 
law  and  not  on  the  equity  side  of  the  court.  The  plea  is  al- 
lowed. The  complainant  may  amend,  upon  payment  of  costs,, 
within  ten  days."    29  Fed.  Rep.  ?16. 

The  plaintiff  not  having  filed  an  amended  bill  within  the 
ten  days,  a  final  decree  was  entered  dismissing  his  bill,  with 
costs,  and  he  appealed  to  this  court. 
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No  counsel  for  appellees. 

Mr.  Walter  A.  Logan,  for  appellant : 

The  complainant,  as  mortgagor,  has  the  sole  right  to  sue 
Infringers ;  in  other  words,  a  mortgage,  appearing  as  such  on 
its  face,  does  not,  until  breach  of  condition,  convey  such  a 
title  as  to  deprive  the  mortgagor  of  his  right  to  manage  the 
3)roperty,  including  the  right  to  sue  infringers,  as  the  sole 
-complainant. 

The  court  below  holds  that  a  mortgagor  under  such  an  in- 
-etrument  as  is  in  this  case,  is  not  only  a  necessary,  but  not 
•even  a  proper  party  to  the  suit.  The  ground  is  quite  technical, 
namely,  that  the  mortgage  conveys  a  complete  legal  title.  On 
the  contrary,  I  respectfully  submit  that  the  intention  of  the 
parties,  as  well  as  the  general  analogy  of  the  law  and  the 
plain  requirements  of  justice,  must  lead  to  the  conclusion 
that  under  such  an  instrument  the  mortgagor  retains  all  his 
rights  as  to  third  parties  until  condition  broken,  substantially 
.as  in  a  real  estate  mortgage. 

There  seems  to  be  no  reason  for  attributing  to  the  mort- 
gagor and  the  mortgagee  of  a  patent  an  intention  to  transfer 
the  legal  title  prior  to  a  breach  of  the  condition.  The  legal 
title  in  this  sense  means  the  sole  right  to  make,  use  and  vend 
the  patented  article  and  to  license  others  to  do  the  same.  An 
intention  to  transfer  all  this,  so  as  to  deprive  this  mortgagor 
of  these  rights,  would  certainly  be  against  all  natural  pre- 
sumption. So,  as  to  infringers,  the  conveyance  of  the  right 
to  use  infringers  really  conveys  all  interest  in  the  patent,  the 
entire  beneficial  interest,  for  it  is  the  thing  which  gives  value  to 
the  patent.  The  presumption  always  is,  in  cases  of  security,  to 
leave  the  possession,  the  beneficial  use,  in  the  mortgagor  until 
foreclosure,  and  the  right  to  decide  whether  infringers  shall 
be  sued  or  not  is  the  most  valuable  part  of  possession  or  use. 

Mr.  Justice  Gray  delivered  the  opinion  of  the  court : 
Every  patent  issued  under  the  laws  of  the  United  States 
for  an  invention  or  discovery  contains  "  a  grant  to  the  patentee, 

£88  v.  S.  355. 
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his  heirs  and  assigns,  for  the  term  of  seventeen  years,  of  the^ 
exclusive  right  to  make,  use  and  vend  the  invention  or  dis- 
covery throughout  the  United  States  arid  the  Territories 
thereof."  Rev.  Stat.  §  4884.  The  monopoly  thus  granted  is- 
one  entire  thing,  and  cannot  be  divided  into  parts,  except  as- 
authorized  by  those  laws.  The  patentee  or  his  assigns  may, 
by  instrument  in  writing  assign,  grant  and  convey,  either 
(1)  the  whole  patent,  comprising  the  exclusive  right  to  make,, 
use  and  vend  the  invention  throughout  the  United  States ; 
or  (2)  an  undivided  part  or  share  of  that  exclusive  right; 
or  (3)  the  exclusive  right  under  the  patent  within  and. 
throughout  a  specified  part  of  the  United  States.  Rev.  Stat. 
§  4898.  A  transfer  of  either  of  these  three  kinds  of  interests* 
is  an  assignment,  properly  speaking,  and  vests  in  the  assignee 
a  title  in  so  much  of  the  patent  itself,  with  a  right  to  sue  in- 
fringers; in  the  second  case,  jointly  with  the  assignor;  in 
the  first  and  third  cases,  in  the  name  of  the  assignee  alone. 
Any  assignment  or  transfer,  short  of  one  of  these,  is  a  mere, 
license,  giving  the  licensee  no  title  in  the  patent,  and  no  right 
to  sue  at  law  in  his  own  name  for  an  infringement  Rev. 
Stat.  §  4919 ;  Gaylor  v.  Wilder,  10  How.  477  [5  Am.  & 
Eng.  188] ;  Moore  v.  Marsh,  7  Wall.  515  [8  Am.  &  Eng.  14]. 
In  equity,  as  at  law,  when  the  transfer  amounts  to  a  license- 
only,  the  title  remains  in  the  owner  of  the  patent ;  and  suit 
must  be  brought  in  his  name,  and  never  in  the  name  of  the 
licensee  alotie,  unless  that  is  necessary  to  prevent  an  absolute 
failure  of  justice,  as  where  the  patentee  is  the  infringer,  and 
cannot  sue  himself.  Any  rights  of  the  licensee  must  be  en- 
forced through  or  in  the  name  of  the  owner  of  the  patent^ 
and  perhaps,  if  necessary  to  protect  the  rights  of  all  parties,, 
joining  the  licensee  with  him  as  a  plaintiflT.  Rev.  Stat.  §  4921 ; 
Littlefield  v.  Perry,  21  Wall.  205  [9  Am.  &  Eng.  446] ;  Paper 
Bag  Cases,  105  U.  S.  766  [14  Am.  k  Eng.  129] ;  Birdsell  v. 
Shaliol,  112  U.  S.  485  [13  Am.  &  Eng.  354].  And  see  Renard 
V.  Levinstein,  2  Hera.  &  M.  628. 

Whether  a  transfer  of  a  particular  right  or  interest  under 

ISS  U.  S.  255-256. 
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a  patent  is  an  assignment  or  a  license  does  not  depend  upon 
the  name  by  which  it  calls  itself,  but  upon  the  legal  effect  of 
its  provisions.  For  instance,  a  grant  of  an  exclusive  right 
to  make,  use  and  vend  two  patented  machines  within  a  cer- 
tain district  is  an  assignment,  and  gives  the  guarantee  the 
right  to  sue  in  his  own  name  for  an  infringement  within  the 
district,  because  the  right,  although  limited  to  making,  using 
and  vending  two  machines,  excludes  all  other  persons,  even 
the  patentee,  from  making,  using  or  vending  like  machines 
within  the  district.  Wilson  v.  Rousseau,  4  How.  646  [4  Am. 
&  Eng.  430].  On  the  other  hand,  the  grant  of  an  exclusive 
right  under  the  patent  within  a  certain  district,  which  does 
not  include  the  right  to  make,  and  the  right  to  use,  and  the 
right  to  sell,  is  not  a  grant  of  a  title  in  the  whole  patent-right 
within  the  district,  and  is  therefore  only  a  license.  Such,  for 
instance,  is  a  grant  of"  the  full  and  exclusive  right  to  make  and 
vend"  within  a  certain  district,  reserving  to  the  grantor  the 
right  to  make  within  the  district,  to  be  sold  outside  of  it.  Qay- 
lor  V.  Wilder,  above  cited.  So  is  a  grant  of  **  the  exclusive  right 
to  make  and  use,"  but  not  to  sell,  patented  machines  within 
a  certain  district.  Mitchell  v.  Hawley,  16  Wall.  544  [9  Am. 
&  Eng.  51].  So  is  an  instrument  granting  "the  sole  right  and 
privilege  of  manufacturing  and  selling"  patented  articles, and 
not  expressly  authorizing  their  use,  because,  though  this 
might  carry  by  implication  the  right  to  use  articles  made 
under  the  patent  by  the  licensee,  it  certainly  would  not 
authorize  him  to  use  such  articles  made  by  others.  Hay  ward 
V.  Andrews,  106  U.  S.  672  [14  Am.  &  Eng.  276].  See  also 
Oliver  v.  Rumford  Chemical  Works,  109  U.  S.  75  [14  Am.  & 
Eng.  532]. 

An  assignment  of  the  entire  patent,  or  of  an  undivided 
part  thereof,  or  of  the  exclusive  right  under  the  patent  for  a 
limited  territory,  may  be  either  absolute,  or  by  way  of  mort- 
gage and  liable  to  be  defeated  by  non-performance  of  a  con- 
dition subsequent,  as  clearly  appears  in  the  provision  of  the 
statute,  that  "  an  assignment,  grant  or  conveyance  shall  be 
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void  as  against  any  subsequent  purchaser  or  mortgagee  for  a 
valuable  consideration  without  notice,  unless  it  is  recorded  in 
the  Patent  Office  within  three  months  from  the  date  thereof." 
Eev.  Stat.  §  4898. 

Before  proceeding  to  consider  the  nature  and  effect  of  the 
various  instruments  given  in  evidence  at  the  hearing  in  the 
Circuit  Court,  it  is  fit  to  observe  that  (as  was  assumed  in  the 
argument  for  the  plaintiff)  by  the  law  of  the  State  of  New 
York,  where  all  the  instruments  were  made  and  all  the  par- 
ties to  them  resided,  husband  and  wife  are  authorized  to 
make  conveyances  and  contracts  of  and  concerning  personal 
property  to  and  with  each  other,  in  the  same  manner  and  to 
the  same  effect  as  if  they  were  strangers.  Armitage  v. 
Mace,  96  K  Y.  538  ;  Adams  v.  Adams,  91  N.  Y.  381. 

By  the  deed  of  assignment  of  February  13,  1884,  the 
plaintiff  assigned  to  Mrs.  Waterman  the  entire  patent-right. 
That  assignment  vested  in  her  the  whole  title  in  the  patent, 
and  the  exclusive  right  to  sue,  either  at  law  or  in  equity,  for 
its  subsequent  infringement. 

The  next  instrument  in  order  of  date  is  the  "  license  agree- 
ment" between  them  of  November  20,  1884,  by  which  she 
granted  to  him  "  the  sole  and  exclusive  right  and  license  to 
manufacture  and  sell  fountain  penholders  containing  the  said 
patented  improvement  throughout  the  United  States."  This 
did  not  include  the  right  to  use  such  penholders,  at  least  if 
manufactured  by  third  persons,  and  wtts  therefore  a  mere 
license,  and  not  an  assignment  of  any  title,  and  did  not  give 
the  licensee  the  right  to  sue  alone,  at  law  or  in  equity,  for 
an  infringement  of  the  patent.  Gay  lor  v.  Wilder,  Paper  Bag 
Cases  and  Hayward  v.  Andrews,  above  cited.  The  plaintiff 
not  having  amended  his  bill,  pursuant  to  the  leave  granted 
by  the  Circuit  Court,  by  joining  the  licensor  as  a  plaintiff, 
this  point  requires  no  further  notice. 

Nor  is  it  doubted  that  the  Circuit  Court  rightly  held  that, 
if  the  plaintiff  was  entitled  to  recover  only  for  the  infringe- 
ments occurring  between  February   12  and  November  25, 
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1884,  his  remedy  was  at  law.    Root  v.  Lake  Shore  &  M.  S. 
R.  Co.  105  U.  S.  189  [13  Am.  &  Eng.  556]. 

The  remaining  question  in  the  case,  distinctly  presented 
l)y  the  plea,  and  adjudged  by  the  Circuit  Court,  is  of  the 
-effect  of  the  deed  of  November  25,  1884,  by  which  Mrs. 
Waterman  assigned  to  the  firm  of  Asa  L.  Shipman's  Sons 
all  her  right,  title  and  interest  in  the  invention  and  the  pat- 
ent, with  an  express  provision  that  the  assignment  should  be 
null  and  void  if  she  and  her  husband,  or  either  of  them, 
should  pay  at  maturity  a  certain  promissory  note  of  the  same 
date  made  by  them  and  payable  to  the  grantees.  This  in* 
strument,  being  a  conveyance  made  to  secure  the  payment 
of  a  debt  upon  condition  that  it  should  be  avoided  by  the 
subsequent  payment  of  that  debt  at  a  time  fixed,  was  a 
mortgage,  in  apt  terms  and  in  legal  effect.  Conard  v. 
Atlantic  Ins.  Co.  1  Pet.  386.  On  the  same  day,  the  mort- 
gagees assigned  by  deed  to  Asa.  L.  Shipman  all  their 
title  under  the  mortgage,  and  the  promissory  note  thereby 
secured.  Both  assignments  were  recorded  in  the  Patent 
Ojffice  within  three  months  after  their  date;  and  the 
title  thereby  acquired  by  Shipman  was  outstanding  in  him  at 
the  times  of  the  subsequent  assignment  of  the  patent-right 
by  Mrs.  "Waterman  to  the  plaintiff,  and  of  the  filing  of  this 
bill.  This  last  assignment  was  therefore  subject  to  the  mort- 
gage, though  not  in  terms  so  expressed. 

By  a  mortgage  of  personal  property,  differing  in  this  re- 
spect from  a  pledge,  it  is  not  merely  the  possession  or  a 
special  property  that  passes ;  but  both  at  law  and  in  equity, 
the  whole  title  is  transferred  to  the  mortgagee,  as  security^ 
for  the  debt,  subject  only  to  be  defeated  by  performance  of 
the  condition,  or  by  redemption  on  bill  in  equity  within  a 
reasonable  time ;  and  the  right  of  possession,  when  there  is 
no  express  stipulation  to  the  contrary,  goes  with  the  right  of 
property.  Story  on  Bailments,  §  287 ;  Story,  Eq.  Jur.  §§ 
1030, 1031 ;  Conard  v.  Atlantic  Ins.  Co.  1  Pet.  386 ;  Casey  v. 
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Cavaroc,  96  U.  S.  467;  Boise  v.  Knox,   10  Met.  40,  43; 
Brackett  v.  Bullard,  12  Met.  808, 810. 

A  mortgage  of  real  estate  has  gradually,  partly  by  tha 
adoption  of  rules  of  equity  in  courts  of  common  law,  and 
partly  by  express  provisions  of  statute,  come  to  be  more  and 
more  considered  as  a  mere  security  for  the  debt,  creating  a 
lien  or  incumbrance  only,  and  leaving  the  title  in  the  mort- 
gagor, subject  to  alienation,  levy  on  execution,  dower,  and 
other  incidents  of  a  legal  estate ;  but  the  rules  upon  the  sub- 
ject vary  in  different  States ;.  and  a  mortgage  is  everywhere^ 
considered  as  passing  the  title  in  the  land,  so  far  as  may  be 
necessary  for  the  protection  of  the  mortgagee,  and  to  give 
him  the  full  benefit  of  his  security.  Stelle  v.  Carroll,  12: 
Pet.  201 ;  Van  Ness  v.  Hyatt,  13  Pet.  294 ;  Hutchins  v.  King, 
1  Wall.  53 ;  Brobst  v.  Brock,  10  Wall.  519.  After  the 
mortgagee  has  taken  possession,  the  mortgagor  has  no  power 
to  lease ;  and  the  mortgagee  is  entitled  to  have,  and  is  bound 
to  account  for,  the  accruing  rents  and  profits,  damages- 
against  trespassers,  timber  cut  on  the  premises  and  growing 
crops.  Keech  v.  Hall,  1  Doug.  21;  Turner  v.  Cameron'a 
Coalbrook  Co.  5  Exch.  932 ;  Dawson  v.  Johnson,  1  Fost.  & 
F.  656  ;  Fairclough  v.  Marshall,  L.  R.  4  Exch.  Div.  37,  47^ 
49 ;  Scruggs  v.  Memphis  &  C.  R.  Co.  108  U.  S.  368  ;  Teal  v. 
Walker,  111  U.S.  242 ;  Hutchins  v.  King, above  cited  ;  Gore 
V.  Jenness,  19  Me.  53 ;  Bagnall  v.  Villar,  L.  R.  12  Ch.  Div.  812» 
Even  against  a  mortgagor  in  possession,  the  mortgagee  may 
obtain  an  injunction  or  damages  for  such  cutting  of  timber 
as  tends  to  impair  the  value  of  the  mortgage  security,  or  as 
is  not  allowed  by  good  husbandry  or  by  express  or  implied 
license  from  the  mortgagee.  Robinson  v,  Litton,  3  Atk. 
209 ;  Farrant  v.  Lovel,  3  Atk.  723  ;  Hampton  v.  Hodges,  8 
Ves.  Jr.  105  ;  Humphreys  v.  Harrison,  1  Jac.  &  W.  581 ; 
King  V.  Smith,  2  Hare,  239;  Kountze  v.  Omaha  Hotel  Co. 
107  U.  S.  378 ;  Verner  v.  Batz,  46  N.  J.  Eq.  256 ;  Page  v. 
Robinson,  10  Cush.  99  ;  Searle  v.  Sawyer,  127  Mass.  491 ; 
Waterman  v.  Matteson,  4  R.  I.  539. 

13S  v.  S.  858-259. 


Oct.,  1890.]        WATERMAN  r.  MACKENZIE.  619 

Opinion  of  the  Court. 

A  mortgagee  of  a  leasehold  or  other  personal  property  has 
the  like  right  to  an  injunction  to  stay  waste  by  the  mortgagor. 
Farrant  v.  Lovel^  above  cited  ;  Brown  v.  Stewart,  1  Md.  Ch. 
87 ;  Parsons  v.  Hughes,  12  Md.  1.  The  right  of  action 
against  a  stranger  for  an  injury  to  goods  mortgaged,  generally, 
though  not  always,  depends  upon  the  right  of  possession. 
When  the  right  of  possession  is  in  the  mortgagor,  he  is 
usually  the  proper  party  to  sue.  Sellick  v.  Smith,  11  J.  B. 
Moore,  459,  475  ;  Brierly  v.  Kendall,  17  Q.  B.  987 :  Luse  v. 
Jones,  89  N.  J.  L.  707 ;  Copp  v.  Williams,  185  Mass.  401. 
But  even  a  mortgagee  out  of  possession  may  sometimes 
maintain  an  action  for  an  injury  to  his  interest.  Gooding  v. 
Shea,  108  Mass.  860 ;  Manning  v.  Monaghan,  28  N.  T.  539, 
and  28  N.  T.  585 ;  Woodside  v.  Adams,  11  Vroom,  417,  40 
N.  J.  L.  417.  And  when  the  right  of  possession,  as  well  as 
the  general  right  of  property,  is  in  the  mortgagee,  the  suit 
must  be  brought  by  the  mortgagee  and  not  by  the  mortgagor 
or  any  one  claiming  under  a  subsequent  conveyance  from  him. 
Conard  v.  Atlantic  Ins.  Co.  1  Pet.  886 ;  Wood  v.  Weimar, 
104  XT.  S.  786 ;  Clapp  v.  Campbell,  124  Mass.  50  ;  Watson  v. 
Macquire,  5  C.  B.  836, 844.  When  it  is  provided  by 
statute  that  a  mortgage  of  personal  property  shall  not  be 
valid  against  third  persons,  unless  the  mortgage  is  recorded, 
a  recording  of  the  mortgage  is  a  substitute  for,  and  (unless 
in  case  of  actual  fraud)  equivalent  to,  a  delivery  of  possession, 
and  makes  the  title  and  the  possession  of  the  mortgagee  good 
against  all  the  world.  Aldrich  v.  jEtnci  Ins.  Co.  8  Wall.  491 ; 
Robinson  v.  Elliott,  22  Wall.  518  ;  Bullock  Williams,  16 
Pick.  83 ;  Coles  v.  Clark,  3  Cush.  399,  401. 

A  patent-right  is  incorporeal  property,  not  susceptible  of 
actual  delivery  or  possession,  and  the  recording  of  a  mortgage 
thereof  in  the  Patent  Office,  in  accordance  with  the  Act  of 
Congress,  is  equivalent  to  a  delivery  of  possession,  and  makes 
the  title  of  the  mortgagee  complete  towards  all  other  persons, 
as  well  as  against  the  mortgagor.  The  right  conferred  by 
letters  patent  for  an  invention  is  limited  to  a  term  of  years ; 
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and  a  large  part  of  its  valae  consists  in  the  profits  derived 
from  royalties  and  license  fees.  In  analogy  to  the  rules  gov- 
•emiug  mortgages  of  lands  and  of  chattels,  and  with  even 
stronger  reason,  the  assignee  of  a  patent  by  a.  mortgage  duly 
recorded,  whose  security  is  constantly  wasting  by  the  lapse 
of  time,  must  be  held  (unless  otherwise  provided  in  the 
mortgage)  entitled  to  grant  licenses,  to  receive  license  fees 
and  royalties,  and  to  have  an  account  of  profits  or  an  award 
of  damages  against  infringers.  There  can  be  no  doubt  that 
he  is  '^  the  party  interested,  either  as  patentee,  assignee,  or 
guarantee,"  and  as  such  entitled  to  maintain  an  action  at  law 
to  recover  damages  for  an  infringement ;  and  it  cannot  have 
been  the  intention  of  Congress  that  a  suit  in  equity  against 
an  infringer  to  obtain  an  injunction  and  an  account  of  profits, 
in  which  the  court  is  authorized  to  award  damages,  when 
necessary  to  fully  compensate  the  plaintiff,  and  has  the  same 
power  to  treble  the  damages  as  in  an  action  at  law,  should 
not  be  brought  by  the  same  person.  Rev.  Stat.  §§  4919, 
4921 ;  Root  v.  Lake  Shor6  &  M.  S.  R.  Co.  105  U.  S.  189  [18 
Am.  &  Eng.  656]. 

The  necessary  conclusion  appears  to  us  to  be  that  Ship- 
man,  being  the  present  owner  of  the  whole  title  in  the  pat- 
ent under  a  mortgage  duly  executed  and  recorded,  was  the 
person,  and  the  only  person,  entitled  to  maintain  such  a  bill 
as  this;  and  that  the  plea,  therefore,  was  rightly  adjudged 
good. 

In  the  light  of  our  legislation  and  decisions  no  weight 
can  be  given  to  the  case  of  Van  Gelder  v,  Sowerby  Bridge 
Flour  Society,  L.  R.  44  Ch.  Div.  874,  in  which,  upon  plead- 
ings atld  facts  similar  to  those  now  before  us,  the  mortgagor 
of  a  patent  was  treated  as  a  mortgagor  in  possession,  and 
was  allowed  to  maintain  a  suit  for  infringement  under  the 
provisions  of  the  English  Judicature  Act  of  1878  and  Pat- 
ent Act  of  1883.  Stats.  36  &  37  Vict.  chap.  66,  §  25 ;  46  & 
47  Vict.  chap.  57,  §§  23,  46,  87. 

Whether,  in  a  suit  brought  by  the  mortgagee,  the  court,  at 
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the  suggestion  of  the  mortgagor,  or  of  the  mortgagee,  or  of 
the  defendants,  might,  in  its  discretion,  and  for  the  purpose 
of  preventing  multiplicity  of  suits  or  miscarriage  of  justice^ 
permit  or  order  the  mortgagor  to  be  joined,  either  as  a  plain- 
tiff or  as  a  defendant,  need  not  be  considered,  because  no 
such  question  is  presented  by  this  record. 
Decree  affirmed. 

Mr.  Justice  Brown,  not  having  been  a  member  of  the  court 
when  this  case  was  argued,  took  no  part  in  its  decision. 

Kotest 

Act  1793,  Sec.  4 ;   Act  1836,  Sec.  11 ;   Act  1870,  Sec.  36 ; 

R.  S«  Sec.  4898. 


4.  Assignment  construed  to  be  absolute  subject  to  defeat  by 
failure  to  perform  the  condition  subsequent. 
Boesch  V.  Oraeff,  133  U.  S.  697  [p.  167  antt.'\ 
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WALTER  A.  WOOD  MOWmG  AND  REAPING  MA- 
CHINE COMPANY,  PLAINTIFF  IN  ERROR,  v. 
SMITH  A.  SKINNER.* 


It9  U.  S.  »9S-flHl7.    Oetober  Term,  ISMI. 

[Bk.  35,  L.  ed.  194 ;  54  O.  G.  1891.] 

Submitted  March  9, 1891.     Decided  March  23, 1891. 
Jurisdiction,    Writ  of  error. 

1.  In  order  to  give  the  Supreme  Court  Jurisdiction  by  writ  of 
error  to  a  State  court,  it  must  appear  affirmatively,  not  only 
that  a  Federal  question  was  presented  for  decision  to  the 
highest  court  of  the  State  having  jurisdiction,  but  that  ita 
decision  was  necessary  to  the  determination  of  the  case,  and 
that  it  was  actually  decided,  or  that  the  Judgment  as  ren- 
dered could  not  have  been  given  without  deciding  it.  (p.  628.) 

2.  Where  the  action  was  upon  an  agreement  by  the  defendant 
that,  in  consideration  of  the  right  to  the  exclusive  use  of 
complainant's  patented  device,  it  would  use  it  upon  all  mow- 
ing and  reaping  machines,  and  would  pay  a  reasonable  value 
for  such  use,  and  the  value  of  such  use  was  the  only  ques- 
tion of  fact,  and  neither  the  construction  nor  the  validit}'  of 
the  complainant's  patent  was  regarded  as  material  by  the 
trial  court,  and  it  did  not  appear  upon  what  ground  the 
highest  court  of  the  State  proceeded  in  affirming  the  Judg- 
ment below,  but  it  did  appear  that  the  case  might  properly 
have  been  determined  upon  a  ground  broad  enough  to  sup- 
port the  judgment  without  resort  to  a  Federal  question, 
held^  that  the  Supreme  Court  had  no  jurisdiction,     (p.  630.) 

[Citations  in  the  opinion  of  the  Court] 

De  Saussure  v.  Gaillard,  127  U.  S.  216.    p.  629. 

Phila.  Fire  Asso.  v.  N.  Y.  119  N.  Y.  no.    p.  630. 

Beaupr^  v,  Noyes,  138  U.  S.  397.    p.  631. 

Johnson  v.  Risk,  137  U.  S.  3C0.    p.  631. 
*  See  Explanation  of  Notes,  page  IIL 
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In  error  to  the  Supreme  Court  of  the  State  of  New  York 
to  review  a  judgment  for  plaintiff  for  the  use  of  a  patented 
invention  according  to  the  terms  of  a  contract. 

On  motion  to  dismifls  or  affirm. 

Statement  by  Mr.  Justice  Brown  : 

This  action  was  originally  brought  in  the  Supreme  Court 
of  the  State  of  New  York  by  Skinner,  the  defendant  in 
error,  for  a  breach  of  contract  on  the  part  of  defendant  (plain- 
tiff  in  error),  in  refusing  to  account  and  pay  for  the  use  of  a 
certain  patented  invention,  known  as  an  improvement  in  oil- 
hole  covers  for  journals,  described  in  letters  patent,  No.  124,- 
092,  and  reissue  of  the  same.  No.  10,064.  The  case  was  re- 
ferred to  a  referee,  who  found  substantially  the  following 
facts  in  his  report. 

1.  That  the  plaintiff  and  defendant  entered  into  an  agree- 
ment whereby  it  was  agreed  on  the  part  of  the  plaintiff  that 
defendant  should  have  the  exclusive  right  of  using  plaintiff's 
oiler  on  mowing  and  reaping  machines,  and  should  have  the 
right,  but  not  exclusive,  to  use  it  on  other  machines ;  and  on 
the  part  of  the  defendant,  that  it  would  use  the  oiler  on  its 
mowing  and  reaping  machines,  and  would  pay  the  plaintiff, 
the  reasonable  value  of  such  use. 

2.  That  defendant  proceeded  to  make  and  apj^Ry  to  its 
mowing  and  reaping  machines  a  device  exactly  similar  to  tl^e 
plaintiff's  oiler,  except  that  in  the  plaintiff's  oiler  the  peri- 
phery of  the  conical  head  of  the  spring  plug  was  scalloped, 
while  in  the  device  made  and  applied  to  such  machines  by 
the  defendant  such  periphery  was  circular  and  not  scalloped. 

3.  That  the  defendant's  oiler  was  a  mechanical  equivalent 
for  the  plaintiff's  oiler. 

4.  That  prior  to  any  invention  by  the  plaintiff,  an  oiler 
was  illustrated  and  described  in  Webster's  Dictionary,  edi- 
tion of  1869,  substantially  similar  to  defendant's  oiler,  and 
was  represented  as  fitted  to  perform  the  same  functions,  and 
in  substantially  the  same  way. 
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5.  T  at  the  said  making  and  application  of  defendant's 
oiler  was  so  done  in  pursuance  of  the  license  obtained  from 
the  plaintiff  by  virtue  of  such  agreement,  and  was  in  fact  a 
•use  of  plaintifi*'s  oiler  under  such  license. 

6.  That  the  value  for  such  use  was  five  cents  for  each  of 
233,081  machines  upon  which  it  was  applied.  Judgment 
Laving  been  entered  upon  the  finding  of  the  referee,  an  ap- 
{)eal  was  taken  to  the  court  in  general  term,  by  which  an 
opinion  was  rendered  and  filed  afiEirming  the  judgment.  An 
appeal  was  then  taken  to  the  Court  of  Appeals,  by  which  the 
judgment  was  again  affirmed,  no  opinion  having  been  de- 
livered or  filed.  Thereupon  the  defendant  sued  out  a  writ  of 
error  from  this  court,  assigning  as  error : 

1.  That  the  claim  of  the  patent,  upon  which  plaintiff 
sought  to  recover  royalties,  was  limited  to  a  conical-headed 
and  scalloped  spring  plug  and  that  the  patent  particularly 
set  forth  the  scalloping  of  the  conical  head,  the  defect  in  the 
device  improved  upon,  and  how  the  same  was  obviated  by 
such  scalloping ;  and  that  the  said  courts  erred  in  holding 
that  the  claim  was  not  for  a  scalloped  head,  but  for  the  com- 
bination, with  other  elements,  of  a  conical  head,  whether 
the  same  was  or  was  not  scalloped. 

2.  That  the  referee  found  that  the  defendant  promised  to 
pay  the  plaintiff  the  reasonable  value  of  the  patented  device, 
and  also  found  that  if  the  claim  for  the  patent  was  for  noth- 
ing more  than  a  scalloped  conical  head,  in  combination  with 
other  elements,  the  same  was  worthless,  and  that  plaintiff 
ought  not  to  recover ;  and  that  said  courts  erred  in  holding 
that,  because  the  claim  was  substantially  for  a  conical  head, 
whether  said  head  was  or  was  not  scalloped,  defendant  was 
liable  for  more  than  nominal  damages. 

8.  That  the  State  courts  also  erred  in  their  conclusion  that 
defendant  had  actually  used  plaintiff's  invention,  it  being 
found  by  the  referee  that  defendant  had  not  used  such  device, 
unless  the  claim  of  the  patent  was  for  a  conical-headed 
epring  plug  with  or  without  scallops. 
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4.  That  such  boldingB  were  an  erroneous  construction  of 
the  letters  patent,  and  necessarily  involved  the  legal  effect  of 
the  Patent  Laws  of  the  United  States. 

A  motion  was  thereupon  made  by  the  defendant  in  error 
to  dismiss  for  want  of  jurisdiction,  coupled  with  a  motion  to 
affirm. 

Mr.  EsEK  CowBN,  for  plaintiff  in  error,  in  opposition : 

The  referee  must  have  held  that  the  invention  claimed  in 
the  patent  was  the  combination  of  a  conical-headed  screw- 
plug,  with  an  undercut  plate,  whether  the  head  was  or  was 
not  scalloped.  For  if  he  had  construed  the  patent  according 
to  the  view  of  the  defendant  below,  he  must  have  held  that 
the  invention  was  absolutely  worthless,  else  he  would  have 
<jontradicted  his  own  findings  of  fact. 

The  court  will  see  by  the  opinion  of  the  referee  at  fols. 
S5  and  86,  that  he  bases  his  decision  upon  the  two  plain  mis- 
<5onceptions  of  the  law  of  patents. 

First,  that  the  claim  in  this  patent  was  not  to  be  limited 
or  modified  by  the  prior  state  of  the  art,  and,  second,  that  it 
is  not  permissible  to  construe  a  patent  to  be  for  so  slight  an 
improvement  that  it  is  unpatentable,  because  that  would  lead 
to  the  conclusion  that  the  patent  was  invalid. 

Where  a  State  court  makes  a  decision  upon  the  construc- 
tion or  validity  of  a  patent,  contrary  to  the  contention  of  one 
of  the  parties  in  that  court,  it  decides  a  Federal  question, 
which  may  be  reviewed  by  this  court  upon  writ  of  error. 
Albright  v.  Teas,  106  U.  S.  613  [14  Am.  &  Eng.  266]  ;  Felix 
V.  Scharnweber,  125  U.  S.  54  [17  Am.  &  Eng.  521]. 

It  seems  to  me  that  if  there  had  been  a  ruling  by  the  court 
upon  the  construction  or  validity  of  the  patent,  which  was 
diverse  to  the  appellant,  and  which  was  properly  excepted 
to  by  him,  there  would  have  been  a  Federal  question  in  the 
case,  which  thfs  court  could  review. 

I  am  very  much  strengthened  in  this  view  by  the  recent 
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case  of  St.  Paul  Plow  Works  v.  Starling,  127  U.  S.  376  [IS 
Am.  &  Eng.  698]. 

Mr.  James  Lansing,  for  defendant  in  error,  in  favor  of 
motion : 

Where  an  action  is  brought  for  a  breach  of  contract  in 
fEiiling  to  pay  royalties  in  accordance  with  the  terms  thereof^ 
and  nothing  appears  upon  the  face  of  the  pleadings  to  show 
that  the  case  is  one  arising  under  the  patent  laws  of  the^ 
United  States,  and  where  in  ascertaining  the  sum  due  for 
royalties  under  the  contract  it  becomes  necessary  incident* 
ally  to  inquire  whether  the  article  manufactured  or  used,  was^ 
manufactured  or  used  under  the  patent  owned  by  the  plain- 
tiff (for  which  he  is  entitled  to  receive  royalties),  or  under 
some  other  patent,  or  without  patent ;  ttis  collateral  inquiry 
does  not  change  the  nature  of  the  litigation.  "  The  suit,  not- 
withstanding the  collateral  inquiry,  still  remains  a  suit  on 
the  contract  to  recover  royalties,  and  not  a  suit  upon  letters- 
patent,  and  this  court  has  no  jurisdiction  of  the  case."  Al- 
bright V.  Teas,  106  U.  S.  613  [14  Am.  &  Eng.  266] ;  Wilsoa 
V.  Sandford,  10  How.  99  [5  Am.  &  Eng.  122] ;  Kartell  v. 
Tilghman,  99  XJ.  S.  547  [12  Am.  &  Eng.  260] ;  Dale  Tile  Man- 
ufacturing  Co.  v.  Hyatt,  125  XJ.  8.  46  [17  Am.  &  Eng.  508]. 

"  It  is  well  settled  by  a  long  current  of  adjudications  ia 
this  court,  under  section  709  U.  S.  Revised  Statutes,  and  the 
preceding  statutes  upon  the  subject,  that  to  give  this  court 
jurisdiction  of  a  writ  of  error  to  the  State  Court,  it  must  ap- 
pear affirmatively  not  only  that  a  Federal  question  was  pre- 
sented for  decision  to  the  highest  court  of  the  State  having- 
jurisdiction,  but  that  its  decision  was  necessary  to  the  deter- 
mination of  the  cause,  and  that  it  was  actually  decided,  or 
that  the  judgment  as  rendered  could  not  have  been  given 
without  deciding  it." 

De  Saussure  v.  Gaillard,  127  U.  S.  216  ; 'Brown  v.  Atwell,. 
92  U.  S.  327  ;  Citizens'  Bank  ?;.  Board  of  Liquidation,  98  U. 
S.  140 ;  Choteau  i\  Gibson,  111  U.  S.  200 ;  Adams  Co.  v.  B. 
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Jk  M.  R.  R.  Co.  112  U.  8. 128 ;  Detroit  City  Railway  v.  Gath- 
«d,  114  U.  8.  188 ;  New  Orleans  W.  W.  Co.  v.  La.  8ugar 
Refining  Co.  125  XJ.  8. 18. 

Nor  will  this  court  entertain  jurisdiction  if  it  appears  that 
l)eside  the  Federal  question  decided  by  the  State  Court  there 
is  another  and  distinct  ground  on  which  the  judgment  or  de- 
cree can  be  sustained,  and  which  is  sufficient  to  support  it 

Murdock  v.  Memphis,  20  Wall.  690 ;  Kennebec  R.  R.  Co. 
t?.  Portland  R.  R.  Co.  14  Wall.  28 ;  Jenkins  t?.  Loewenthal, 
110  n.  8.  222 ;  Brooks  v.  Missouri,  124  U.  8.  400 ;  Hopkins 
t;.  McLure,  188  tJ.  S.  880 ;  Blount  v.  Walker,  184  XJ.  8.  607. 

Applying  the  foregoing  principles  to  the  facts  of  this  case^ 
it  is  manifest  that  this  court  has  no  jurisdiction  to  entertain 
this  writ.  ^ 

This  is  an  action  by  a  patentee  against  an  exclusive  licensee 
of  the  patent  for  its  use. 

In  such  a  case  it  is  well  settled  that  the  invalidity  of  the 
patent  is  not  a  defence  to  an  action  for  the  recovery  of  roy- 
alties. 

Bartlett  v.  Holbrook,  1  Gray  (Mass.)  118 ;  Marston  v.  8wett, 
m  K  Y.  207 ;  Marston  v.  8wett,  82  N.  Y.  526 ;  White  v.  Lee, 
14  Fed.  Rep.  791 ;  Walker  on  Patents,  §§  806,  807. 

Mr.  Justice  Brown  delivered  the  opinion  of  the  court : 
It  is  well  settled  by  a  long  series  of  adjudications  that,  to 
^ve  this  court  jurisdiction  by  writ  of  error  to  a  8tate  court, 
it  must  appear  affirmatively,  not  only  that  a  Federal  question 
was  presented  for  decision  to  the  highest  court  of  the  8tate 
having  jurisdiction,  but  that  its  decision  was  necessary  to 
the  determination  of  the  case,  and  that  it  was  actually  de- 
cided, or  that  the  judgment  as  rendered  could  not  have  been 
^iven  without  deciding  it.  De  8aussure  v.  Gaillard,  127  IT. 
a  216. 

Now,  while  the  trial  court  appears  to  have  held  the  defend- 
lint  liable  upon  the  ground  that  it  had  agreed  to  use  the 
plaintiff's  device  upon  all  of  its  machines,  and  also  upon  the 

1S9  IT.  S,  9W. 
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ground  that  it  had  in  fiact  used  them,  or  their  mechanical 
equivalent)  it  is  very  evident  from  an  examination  of  the 
opinion  of  the  general  term,  which  we  are  at  liberty  to  con- 
sult (Philadelphia  Fire  Asso.  v.  New  York,  119  TJ.  S.  110), 
that  neither  the  construction  nor  the  validity  of  the  plain- 
tiff's patent  was  regarded  as  material.  That  court  found  the 
agreement  on  the  part  of  the  defendant  to  be  that  in  con- 
sideration of  the  right  to  the  exclusive  use  of  the  plaintiff's 
device,  it  would  use  it  upon  all  mowing  and  reaping  machines,, 
and  would  pay  a  reasonable  value  for  such  use.  **  By  the 
terms  of  the  agreement,**  said  the  court,  "  it  was  not  incum- 
bent upon  the  plaintiff  to  show  that  the  defendant  did  actually 
use  it  upon  such  machines.  It  was  sufficient  for  him  to  show 
the  number  manufactured  during  the  existence  of  the  agree- 
ment. Neither  can  the  defendant  evade  liability  by  proving 
that  it  did  not  use  it,  because  his  agreement  was,  in  effect,, 
that  he  would  pay  a  reasonable  value  for  its  use  upon  all 
mowing  and  reaping  machines  manufactured,  and  it  cannot 
now  be  permitted  to  escape  payment,  as  provided  by  the 
agreement,  by  proof  that,  without  the  knowledge  of  the 
plaintiff,  it  omitted  to  place  the  attachment  upon  machine* 

manufactured  by  it The  views  thus  expressed  render 

it  unnecessary  to  consider  the  question  discussed  by  the 
referee,  as  to  whether  or  not  the  defendant  did  use  plaintiff"* 
device  upon  its  machines,"  Under  this  view  the  only  ques- 
tion of  fact  was  the  value  of  the  use  of  the  device,  which 
the  referee  fixed  at  five  cents,  and  his  finding  upon  that  point 
is  conclusive. 

The  defence  to  the  case  was  that  the  defendant  did  not 
make  use  of  the  plaintiff 's  spring  plug,  which  had  a  scal- 
loped head,  but  did  make  use  of  an  oiler  shown  in  Webster's 
Dictionary,  which  was  practically  the  same,  except  that  it 
did  not  have  a  scalloped  head,  its  contention  being  that  the 
scalloping  of  the  head  was  immaterial  and  useless,  and  that 
the  device  so  far  as  it  was  useful  had  been  anticipated.  But  the 
referee  found  that,  by  accepting  the  license  and  agreeing  to  use 

139  V.  S.  895-2»6. 
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the  plaintiff's  patented  device,  the  defendant  was  estopped 
to  deny  the  validity  of  the  patent  to  the  full  extent  of  its 
claim,  and  if  as  he  found,  the  defendant  made  use  of  the  de- 
vice set  forth  in  the  claim  of  the  patent,  or  its  mechanical 
equivalent,  it  was  liable,  though  in  an  action  for  infringe- 
ment of  such  claim,  it  might  have  been,  adjudged  invalid. 
But,  as  before  stated,  the  general  term  found  it  unnecessary  to 
determine  whether  the  defendant  had  actually  made  use  of 
the  device  or  its  equivalent,  and  held  it  to  be  liable  upon  the 
ground  that  it  had  agreed  to  use  it  upon  all  its  machines,  and 
was,  therefore,  bound  to  pay  its  value  as  fixed  by  the  referee. 

It  does  not  appear  upon  what  ground  the  Court  of  Ap- 
peals proceeded  in  affirming  this  judgment,  but  as  the  case 
might  properly  have  been  determined  upon  a  ground  broad 
enough  to  support  the  judgment  without  resort  to  a  Federal 
question,  this  court  has  no  jurisdiction.  Beaupre  v.  Noyes, 
138  XJ.  S.  897 ;  Johnson  v.  Risk,  137  U.  S.  800. 

The  writ  of  error  must,  therefore^  be  dismissed  for  want  ofjur- 
isdiction. 

Patent  In  suit  i 

No.  124,092.  Skinner,  Smith  A.,  February  21,  1872. 
Reissue,  10,064,  March  21,  1882.  Oil-hole  Cover  for 
Journals. 
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Affgresatlon. 

See  Particular  Patents,  4,  8,  15,  23. 

Analoffous  Use. 

z.  Where  the  employment  of  a  device  to  efiEect  a  certain 
porpose  was  snch  as  would  naturally  suggest  itself 
to  any  mechanic,  and  the  same  device  was  used 
in  the  new  relation  to  perform  an  office  exactly 
analogous  to  that  in  which  it  had  been  frequently 
formerly  used,  held,  such  employment  of  said 
device  did  not  constitute  invention.  Day  v.  Fair- 
haven  &  Westville  Ry.  Co 

3.  The  application  of  an  old  process  or  machine  to  a 
similar  or  analogous  subject,  with  no  change  in 
the  manner  of  applying  it,  and  no  result  substan- 
tially distinct  in  its  nature,  will  not  sustain  a 
patent,  even  if  the  new  form  of  result  has  not 
before  been  contemplated.  Howe  Machine  Co.  v. 
National  Needle  Co 199 

3.  The  application  of  an  old  process,  or  machine,  or  ap- 
paratus to  a  similar  or  analogous  subject,  with  no 
change  in  the  manner  of  application  and  no  result 
substantially  distinct  in  its  nature,  will  not  sustain 
a  patent,  although  the  new  form  of  result  may  not 
have  before  been  contemplated.  St.  Germain  v, 
Brunswick 343 

See  Particular  Patents,  2,  11,  17,  35,  44* 

633 
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Article  of  Manufacture. 

See  Particular  Patents,  9. 

Assignment. 

I.  Schwintzer,  by  an  absolute  assignment,  transferred 
for  a  certain  consideration,  title  to  a  patent,  and 
on  the  following  day  he  and  the  assignee  entered 
into  a  contract,  reciting  that,  instead  of  the  con- 
sideration mentioned  in  the  assignment,  the 
assignee  should  pay  certain  sums  on  future  dates, 
and  if  he  should  fail  to  do  so  the  title  of  the  patent 
should  return  to  Schwintzer.  Held^  that  by  this 
transaction  the  legal  title  to  the  patent  vested  in 
the  assignee,  but  was  liable  to  be  defeated  in  future, 
on  failure  of  the  condition  subsequent.  Boesch  v, 
Graff X67 

9.  An  assignment  is  an  instrument  in  writing,  conveying 
either  (i)  the  whole  patent,  comprising  the  exclu- 
sive right  to  make,  use,  and  vend  the  invention 
throughout  the  United  States;  or,  (2)  an  undi- 
vided part  or  share  of  that  exclusive  right ;  or  (3) 
the  exclusive  right  under  the  patent  within  and 
throughout  a  specified  part  of  the  United  States ; 
and  vests  in  the  assignee  a  title  in  so  much  of  the 
patent  itself,  with  a  right  to  sue  infringen,  alone 
in  the  first  and  third  cases,  jointly  with  the 
assignor  in  the  second  case.  Waterman  v.  Mac- 
kenzie   607 

3*  Any  transfer,  short  of  one  of  these,  is  a  mere  license, 
giving  the  licensee  no  title  in  the  patent,  and  no 
right  to  sue  at  law  in  his  own  name  for  an  infringe- 
ment. Any  rights  of  the  licensee  must  be  enforced 
through  or  in  the  name  of  the  owner  of  the  patent, 
and  perhaps,  if  necessary  to  protect  the  rights  of 
all  parties,  joining  the  licensee  with  him  as  plain- 
tiff.   Waterman  v,  Mackenzie • 607 

4.  Whether  a  transfer  of  a  particular  right  or  interest 
under  a  patent  is  an  assignment  or  a  license  does 
not.  depend  upon  the  name  by  which  it  calls  itself, 
but  upon  the  legal  effect  of  its  provisions.  Wa- 
terman V,  Mackenzie 607 

5«  An  assignment  of  the  entire  patent,  or  of  an  undivided 
part  thereof,  or  of  the  exclusive  right  under  the 
patent  for  a  limited  territory,  may  be  either  abso- 
lute or  by  way  of  mortgage,  and  liable  to  be  de* 
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feated  by  non-performance  of  a  condition  subse- 
quent.   (R.  S.  Sec.  4898.)    Waterman  v,  Mac- 
kenzie  ; 607 

Bill  in  Equity  to  obtain  Patent. 

I.  In  a  suit  in  equity  to  obtain  a  patent  brought  under 
Revised  Statutes,  section  4915,  no  adjudication  can 
be  made  in  favor  of  the  applicant  unless  the  al- 
leged invention  for  which  a  patent  is  sought  is  a 
patentable  invention.    Hill  v,  Wooster 99 

Charge  to  Jury. 

1.  In  a  suit  for  infringement  of  a  patent  for  an  improve- 

ment in  chutes  for  delivering  timber,  it  is  not  error 
for  the  court  to  remark  to  the  jury  that  counsel 
upon  both  sides  had  used  the  terms  *'  flume  "  and 
"  chute  **  synonymously ;  that  the  words  of  the 
patent  were  **  an  improved  chute,"  but  that  in  dis- 
cussing it  the  terms  had  been  used  as  of  the  same 
signification,  where  it  appeared  that  plainti£f  con- 
tended that  his  invention  was  a  combination  of  a 
''flume"  and  a  '*  chute,"  and  the  distinction  con- 
tended for  as  existing  between  them  was  insisted 
on  in  the  connection,  and  made  entirely  clear 
through  the  case.    Haines  v.  Mcl^aughlin 360 

2.  Where  in  such  suit  exception  was  taken  to  the  charge 

of  the  court  that  if  the  jury  believed  from  the  evi- 
dence that  a  certain  flume  or  slide  in  Switzerland 
substantially  accomplished  the  object  and  purpose 
of  the  patented  article,  and  that  a  party  skilled  in 
the  business,  reading  that  description,  could  easily 
and  readily  build  a  flume  such  as  was  patented 
here,  then  the  description  and  publication  would 
constitute  a  defence.  J/e/df  that  there  was  no 
error,  this  part  of  the  charge  having  been  with- 
drawn upon  the  defendant's  counsel  disclaiming 
the  slide  as  a  complete  anticipation.  Haines  v, 
McLaughlin 360 

3.  Where  in  such  suit   exception  was   taken    to  the 

charge  of  the  court  that  the  Cleveland  flume  was 
successfully  operated  up  to  a  certain  time,  and 
plaintifl's  counsel  objected  to  such  statement,  and 
a  colloquy  ensued  as  to  what  constituted  suc- 
cessful operation,  and  the  judge  told  the  jury  that 
was  the  way  he  understood  the  testimony  as  ap- 
plicable to  the  issues,  but  said  that  he  left  the 
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matter  wholly  to  them  to  deteimine.  Held^  that 
there  was  no  error.    Haines  v,  McLaughlin 360 

4.  Where  in  such  suit  exception  was  taken  by  the  plain- 

tiff to  certain  portions  of  the  judge's  charge,  in 
that  the  flumes  referred  to  in  the  fifth  and  sixth 
exceptions  did  not  include  the  plainti£Ps  invention 
and  were  not  covered  by  his  patent,  and  that 
whether  this  was  so  and  whether  the  ''  smooth 
canal "  of  the  patent  could  be  anticipated  by  the 
lapped  chute  were  questions  offset  which  the  court 
should  have  left  to  the  jury  to  decide.  Held^  that 
there  was  no  error,  as  the  patent  in  suit  says  noth- 
ing about  how  the  joints  are  constructed,  nor 
whether  the  chute  contained  any  joints  or  not,  nor 
was  the  character  of  the  incline  stated.  Haines 
V,  McLaughlin. 360 

5.  Where  in  such  suit  exception  was  taken  by  the  plain- 

tiff to  other  instructions  which  described  the 
working  of  plaintiff's  flume  as  represented  in  the 
patent  and  in  plaintiff^s  testimony,  and  by  which 
the  court  charged  the  jury  if  they  believed  from 
the  evidence  that  the  Cleveland  and  Mariaville 
chutes,  or  flumes,  or  sluices,  were  successfully 
operated  on  the  plan  and  in  the  manner  described 
by  the  court,  which  was  the  plan  and  manner  in 
which  plaintiff^s  chute  was  operated,  then  this 
was  an  anticipation  of  invention  claimed  by  the 
plaintiff.  Held^  that  there  was  no  error,  for  such 
was  the  conclusion  of  law,  if*  the  jury  found  the 
facts  from  the  evidence  to  be  as  stated.  Haines 
V.  McLaughlin 360 

6.  It  is  not  error  to  refuse  to  instruct  as  to  abstract  ques- 

tions, and  instructions  should  never  be  given  upon 
hypothetical  statement  of  fact,  of  which  there  is 
no  evidence.    Haines  v.  McLaughlin. 360 

Combination. 

I.  A  patentee  will  not  be  permitted  to  say  that  certain 

specified  elements  of  his  combination  claim  are 

'  not  essential  to  the  combination.    Watson  v,  C, 

L,SLL.  &C.  Ry.  Co 

a.  In  patentable  combination  of  old  elements,  all  the 
constituents  must  so  enter  into  it  as  that  each 
qualifies  every  other.  It  must  form  either  a  new 
machine  of  a  distinct  character  and  function,  or 
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produce  a  result  due  to  the  joint  and  co-operating 
action  of  all  the  elements,  and  which  is  not  the 
mere  adding  together  of  separate  contributions. 
The  combination  of  old  devices  into  a  new  article, 
without  producing  any  new  mode  of  operation,  is 
not  invention.    Florsheim  v.  Schilling 416 

See  Construction  of  Claims,  3  ;  Invention,  i ;  Particular 
Patents,  i,  6,  8,  15,  18,  29,  33. 


Construction  of  Claims. 


1.  The  court  below  having  decided  where  certain  devices 

were  shown  in  the  drawing  of  the  patent,  but  not 
in  terms  referred  to  either  in  the  specification  or 
in  the  claims  as  a  part  of  the  invention,  nor  in  any 
way  alluded  to  except  incidentally  in  the  specifi- 
cation that  the  claims  could  not  be  thereby  limited 
by  construction  to  make  such  devices  an  essential 
feature  of  the  invention,  held^  that  the  construc- 
tion the  court  gave  to  the  claims  of  the  patent  as 
originally  issued  was  indisputably  correct. 
Roemer  v,  Bemheim 14 

2.  Where  a  patentee,  on  the  rejection  of  his  application, 

inserts  in  his  specification,  in  consequence,  limita- 
tions and  restrictions  for  the  purpose  of  obtaining 
his  patent,  he  cannot,  after  he  has  obtained  it, 
claim  that  it  shall  be  construed  as  it  would  have 
been  construed  if  such  limitations  and  restric-  ^ 
tions  were  not  contained  in  it.    Roemer  v,  Peddie.     86 

3.  Where  a  patentee  has  modified  his  claim  in  obedi- 

ence to  the  requirements  of  the  Patent  Office,  he 
cannot  have  for  it  an  extended  construction  which 
has  been  rejected  by  the  Patent  Office  ;  and  in  a 
suit  on  his  patent,  his  claim  must  be  limited, 
where  it  is  a  combination  of  parts,  to  a  combina- 
tion of  all  the  elements  which  he  has  included  in 
his  claim  as  necessarily  constituting  that  combi- 
nation.   Phoenix  Caster  Co.  v.  Speigel 151 

• 

4.  Though  a  claim  is  to  be  construed  in  connection  with 

the  explanation  contained  in  the  specification,  and 
it  may  be  so  drawn  as  in  effect  to  make  the  speci- 
fication an  essential  part  of  it,  yet  the  specification 
and  drawings  are  usually  looked  at  only  for  the 
purpose  of  belter  understanding  the  meaning  of 
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the  claim  and  certainly  not  for  the  purpose  of 
changing  it  and  making  it  different  from  what  it 
is.    Howe  Machine  Co.  v.  National  Needle  Co . . .  199 

5.  A  claim  admitted  by  the  Patent  Office  and  acquiesced 
in  by  the  patentee  should  not  be  enlarged  by  con- 
struction beyond  the  fair  interpretation  of  its 
terms.    Haines  v.  McLaughlin 360 

See  "  Substantially  as  Set  Forth,"  i 

Construction  of  Patent. 

See  Charge  to  Jury,  1-5. 

Construction  of  Statutes. 

1.  Where  in  a  suit  for  infringement  of  letters  patent,  No. 

56,906,  August  7,  1866,  and  No.  80,276,  July  28, 
iS6St  each  granted  to  John  Dable  for  machinery 
for  unloading  grain  from  railroad  cars,  it  appeared 
that  the  alleged  infringing  machines  were  con- 
structed and  put  in  use  in  the  defendant's  grain- 
elevators  by  the  inventor  himself,  and  with  his 
knowledge  and  consent,  while  he  was  in  their  em- 
ployment as  superintendent  of  machinery,  and 
before  his  application  for  either  patent  in  suit 
//eld,  that  according  to  the  express  terms  of  the 
statute,  Act  of  March  3, 1839,  Chap.  88,  Sec  7,  the 
defendants  had  a  right  to  continue  to  use  these 
specific  machines  without  paying  any  compensa- 
tion to  him  or  his  assigns,  whether  asked  for  or 
t  not.     Dable  Grain  Shovel  Co.  v.  Flint 399 

2.  The  Act  of  March  3,  1839,  Chap.  88,  Sec.  7,  does  not 

deprive  the  inventor  of  his  property  without  com- 
pensation, and  is  constitutional  because  the  pat- 
entee has  no  exclusive  right  of  property  in  his  in- 
vention except  under  and  by  virtue  of  the  statutes 
securing  it  to  him,  and  according  to  the  regulations 
and  restrictions  of  those  statutes,  and  because  the 
machines  had  been  set  free  from  the  monopoly  by 
his  own  act,  consent  and  permission.  Dable  Grain 
Shovel  Co.  V.  Flint 399 

R.  S.  4887.    See  Term,  i,  2. 

R.  S.  4898.    See  Assignment,  5. 

R.  S.  4915.    See  Bill  in  Equity  to  obtain  Patent,  i. 

Contract. 

See  Jurisdiction,  2. 
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Damages. 

I.  When  a  plaintiff  seeks  to  recover  because  he  has  been 
compelled  to  lower  his  prices  to  compete  with  an 
infringing  defendant,  he  most  show  that  his  reduc- 
tion in  prices  was  due  solely  to  the  acts  of  the  de- 
fendant, or  to  what  extent  it  was  due  to  such  acts. 
There  must  be  some  data  from  which  the  actual 
damages  may  be  calculated.    Boesch  v,  Graff.  •  •  •  167 

See  Master's  Report,  2. 

Defence. 

I.  Want  of  patentability  is  a  defence,  though  not  set  up 

in  answer  or  plea.    May  v.  County  of  Juneau ....  524 


Delay. 

Delay  in  reissuing. 

See  Particular  Patents,  41,  43. 


Disclaimer. 

I.  Where  a  case  had  been  heard  and  decided  upon  its 
merits,  heldy  the  plaintiff  could  not  file  a  disclaimer 
in  court  or  introduce  new  evidence  upon  that  or 
any  other  subject,  except  at  a  rehearing  granted 
by  the  court,  upon  such  terms  as  it  thought  fit  to 
impose.    Roemer  z/.  Bemheim 14 

See  Rehearing  2. 

Double  Use. 

See  Particular  Patents,  7,  32. 

Drawing. 

See  Construction  of  Claims,  i. 

Element. 

See  Combination,  i. 

Employer  and  Employe. 

I.  The  mere  fact  that  an  inventor  is,  at  the  time  of  his 
invention,  in  the  employ  of  the  Government,  does 
not  transfer  to  it  any  title  or  interest  therein.  There 
is  no  difference  between  the  Government  and  any 
other  employer  in  this  respect.  But  the  general 
rule  is  subject  to  limitations.  Solomons  v.  United 
Stetes 488 
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3.  If  one  is  employed  to  devise  or  perfect  an  inatnment 
or  a  means  for  accompUshlng  a  prescribed  result, 
he  cannot,  after  successfully  accomplishing  the 
work  for  which  he  was  successfully  employed, 
plead  title  thereto  against  his  emplojrer.  Solo- 
mons V,  United  States 48S 

See  Construction  of  Statutes,  i ;  Ucense,  3,  4. 
Equivalent. 

See  Particular  Patents,  19. 

Error  of  Solicitor. 

See  Particular  Patents,  49. 

Estoppel. 

See  Combination,  i ;  Construction  of  Claims,  a,  3. 

Evidence. 

See  Prior  Publication,  i ;  Reissue,  i. 

Exception  to  Master's  Report. 

See  Master's  Report,  2. 

Expired  Patent. 

See  Particular  Patents,  27,  5a 

Foreign  Patent. 

See  Purchaser  of  Patented  Article,  I. 

Foreign  Publication. 

See  Prior  Publication,  i. 

Government  Officers. 

See  Employer  and  Employ^,  i ;  License,  2. 

Identity. 

I.  Ileldy  that  it  was  not  a  matter  of  mere  judicial  knowl- 
edge that  the  mechanical  difference  between  the 
complainant's  and  defendant's  machine  was  ma- 
terial, in  view  of  the  character  of  the  patented  in- 
vention and  of  the  claims  of  the  patent,  but  it  was 
for  the  jury  to  determine.  Royer  v,  Schultz  Belt- 
ing Co 25» 

Identity  0/ original  and  reissue. 

See  Reissue,  i. 
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Improvement. 

I.  Not  every  improvement  in  an  article  is  patentable. 
The  test  is  that  the  improvement  must  be  the  pro- 
duct of  an  original  conception.     Burt  v,  Bvory . . .  133; 

Inadvertence,  Accldenti  or  Mistake* 

See  Particular  Patents,  41,  49. 

Infringement. 

See  Particular  Patents,  6,  12,  18,  20,  21,  26,  47. 

Invention. 

I.  It  is  not  invention  to  combine  old  devices  into  a  new 
article,  without  producing  any  new  mode  of  oper- 
ation.   Burt  z/.  Evory X33 

a.  Where  certain  claims  were  construed,  in  view  of  the 
state  of  the  art,  and  of  disclaimer  in  the  specifica- 
tion, to  be  for  adding  a  lower  compartment  to  a 
prior  dpen  box-creamery  on  legs,  in  which  consisted 
its  sole  novelty  ;  Ae/d^  that  it  did  not  amount  to 
patentable  invention.    Hill  v,  Wooster 99 

See  Bill  in  Equity  to  obtain  Patent,  i ;  Combination,  2  ; 
Improvement,  i ;  Particular  Patents,  5,  34. 

Change  in  degree. 

See  Particular  Patents,  9,  25,  35,  36, 

Change  inform. 

See  Particular  Patents,  9,  4a 

Change  in  location. 

See  Particular  Patents,  9. 

Change  ofmaieriaL 

See  Particular  Patents,  2,  14,  3a 

Judicial  Notice. 

See  Identity,  i. 

Jurisdiction. 

I.  In  order  to  give  the  Supreme  Court  jurisdiction  by  writ 
of  error  to  a  State  Court,  it  must  appear  affirma- 
tively, not  only  that  a  Federal  question  was  pre* 
sented  for  decision  to  the  highest  court  of  the  State 

2K 
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having  jnrifldiction,  but  that  its  decision  was  neces- 
sary to  the  determination  of  the  case,  and  that  it 
was  actually  decided,  or  that  the  judgment  as  ren- 
dered could  not  have  been  given  without  deciding 
it.  Walter  A.  Wood  Mowing  and  Reaping  Ma- 
chine Co.  V,  Skinner 624 

2.  Where  the  action  was  upon  an  agreement  by  the  de- 
fendant that,  in  consideration  of  the  right  to  the 
exclusive  use  of  complainant's  patented  device,  it 
would  use  it  upon  all  mowing  and  reaping  ma- 
chines, and  would  i)ay  a  reasonable  value  for  such 
use,  and  the  value  of  such  use  was  the  only  ques- 
tion of  fact,  and  neither  the  construction  nor  the 
validity  of  the  complainant's  patent  was  regarded 
as  material  by  the  trial  court,  and  it  did  not  appear 
upon  what  ground  the  highest  court  of  the  State 
proceeded  in  affirming  the  judgment  below,  but 
it  did  appear  that  the  case  might  properly  have 
been  determined  upon  s  ground  broad  enough  to 
support  the  judgment  without  resort  to  a  Federal 
question,  held^  that  the  Supreme  Court  had  no  ju- 
risdiction. Walter  A.  Wood  Mowing  and  Reaping 
Machine  Co.  v.  Skinner 624 

License. 

1.  An  agreement  granting  the  "sole  and  exclusive  right 

and  license  to  manufacture  and  sell "  the  patented 
article  "throughout  the  United  States,'*  /iM,  not 
to  include  the  right  to  use  such  patented  articles, 
at  least,  if  manufactured  by  third  persons,  and 
construed  to  be  a  mere  license.  Waterman  v. 
Mackenzie .'. 607 

Implied  license, 

2,  Where  the  Government  has  used  a  patented  invention, 

and  has  profited  by  such  use,  and  the  claimant  and 
appellant  is  the  owner  of  such  patent,  and  has 
never  consented  to  its  use  by  the  Government, 
from  these  facts,  standing  alone,  an  obligation  on 
the  part  of  the  Government  to  pay  naturally  arises. 
Solomons  v.  United  States 4S8 

3*  When  one  is  in  the  employ  of  another  in  a  certain 
line  of  work,  and  devises  an  improved  method  or 
instrument  for  doing  that  work,  and  uses  the  prop- 
erty, of  his  employer  and  the  services  of  other  em- 
ployes to  develop  and  put  into  practicable  form 
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his  invention,  and  explicitly  assents  to  tlie  use  by 
his  employer  of  such  invention,  a  jury  or  court, 
trying  the  facts,  is  warranted  in  finding,  that  he 
has  given  to  such  employer  an  irrevocable  license 
to  use  such  invention.  Solomons  t/.  United  States..  488 

4.  Where  C  was  in  the  employ  of  the  Government  when 
he  made  his  invention ;  his  experiments  were 
wholly  at  the  expense  of  the  Government ;  he  was 
consulted  as  to  the  proper  use  of  the  device,  and 
it  was  adopted  upon  his  recommendation  ;  he  no- 
tified the  Government  he  would  make  no  charge 
if  it  adopted  his  recommendation  and  used  his  de- 
vice ;  and  for  the  express  reason  that  he  was  in 
the  Government  employ  and  had  used  Government 
machinery  in  perfecting  his  device ;  he  never  pre- 
tended personally  to  make  any  charge  against  the 
Government,  but  had,  however,  applied  for  a  pa- 
tent which  issued  to  his  assignee,  who  brought  suit 
for  the  use  of  the  patented  device  ;  held^  that  the 
Government  had  a  right  to  use  the  invention  with- 
out making  any  compensation  therefor.  Solo- 
mons V,  United  States 488 

See  Assignment,  3,  4. 

Master's  Report. 

1.  The  report  of  a  master  is  merely  advisory  to  the  court, 

which  it  may  accept  and  act  upon,  either  in  whole 
or  in  part,  according  to  its  own  judgment,  as  to 
the  weight  of  evidence ;  yet  the  conclusions  of  the 
master,  depending  upon  the  weight  of  conflicting 
testimony,  have  every  reasonable  presumption  in 
their  favor,  and  are  not  to  be  set  aside  or  modified 
unless  there  clearly  appears  to  have  been  a  mis- 
take or  an  error  on  his  part.    Boesch  v,  Graff. . . .  167 

2.  Where  it  was  conceded  that  certain  exceptions  to  a 

master's  report  raised  two  points, — namely,  that 
the  infringement  was  not  wilful,  and  that  the  re- 
duction of  prices  in  the  sale  of  complainant's  pa- 
tented device  was  not  caused  solely  by  it,  held^  that 
it  was  quite  sufficient  to  permit  the  real  question, 
— that  the  damages  awarded  were  excessive,  to  be 
passed  upon.    Boesch  t^.  Graff. 167 

Mechanical  Skill. 

See  Particular  Patents,  16,  25,  36,  39,  44. 
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Mortgage. 

1.  Where  Mrs.  W.  assigned  to  S.  all  her  right,  title  and 

interest  in  the  invention  and  patent,  with  an  ex- 
press provision  that  the  assignment  should  be  null 
and  void  if  she  or  her  husband,  or  either  of  them, 
should  pay  at  maturity  a  certain  promissoiy  note 
of  the  same  date  made  by  them,  and  payable  to 
the  grantees,  the  assignment  construed  to  be  a 
conveyance  made  to  secure  the  payment  of  a  debt, 
upon  condition  that  it  should  be  avoided  by  the 
subsequent  payment  of  that  debt  at  a  time  fixed, 
held,  a  mortgage  in  apt  terms  and  in  legal  effect. 
Held^  further,  that  S.  being  the  present  owner  of 
the  patent  under  such  a  mortgage  duly  executed 
and  recorded,  was  the  person  and  the  only  person 
entitled  to  maintain  a  bill  in  equity  for  infringe- 
ment and  damages.    Waterman  v.  Mackenzie. . . .  607 

2,  The  recording  of  a  mortgage  of  a  patent  right  in  the 

Patent  Office,  in  accordance  with  the  Act  of  Con- 
gress, is  equivalent  to  a  delivery  of  possession,  and 
makes  the  title  of  the  mortgagee  complete  toward 
all  other  persons,  as  well  as  against  the  mortgagor ; 
and  the  mortgagee  is  the  only  person  who  can 
thereafter  sue  for  an  infringement  of  the  patent 
by  third  persons.    Waterman  v*  Mackenzie 607 

See  Assignment,  5. 

Mortgagee. 

See  Mortgage,  i,  2. 

New  Matter. 

See  Particular  Patents,  46, 

Novelty. 

Want  of  novelty. 

See  Particular  Patents,  13,  23,  31. 

Particular  Patents. 

i»  Letters  patent.  No.  23,957,  granted  May  10, 1859,  to 
Charles  and  Andrew  Spring,  for  an  Improvement 
in  Lathes  for  turning  Irregular  Forms,  for  "the 
combination  of  a  gripping-chuck,  by  which  an  ar- 
ticle can  be  so  held  by  one  end  as  to  present  the 
other  free  to  be  operated  upon,  with  a  rest  preced- 
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ing  the  cutting  tool,  when  it  is  combined  with  a 
guide  cam  or  its  equivalent,  which  modifies  the 
movement  of  the  cutting  tool,  all  operating  to- 
gether for  the  purpose  set  forth, ' '  construed.  Howe 
Machine  Co.  v.  National  Needle  Co 199 

3.  I/e/d,  in  view  of  the  prior  state  of  the  art  which 
showed  a  lathe  for  turning  pointed  skewers  of 
wood  containing  all  of  the  elements  of  the  com- 
bination claimed  to  be  old,  and  as  there  was  noth- 
ing in  the  specification  as  to  the  nature  of  the  ma- 
terial to  be  used,  nor  a  restriction  to  the  production 
of  awls  and  needles,  that  the  combination  claimed 
was  for  an  analogous  or  double  use,  and  not  patent- 
able. I/eldf  further,  that  the  art  of  turning  was 
the  art  of  ttirning  whether  applied  to  wood  or 
metal ;  and  it  would  seem  that  there  was  here 
nothing  more  than  the  substitution  of  one  mate- 
rial for  another,  without  involving  an  essentially 
new  mode  of  construction.  Howe  Machine  Co.  v. 
National  Needle  Co 199 

3.  Claims  i  and  4  of  letters  patent.  No.  25,662,  May, 

B.,  October  4,  1859.  "Improvement  in  the  con- 
struction of  Prisons,"  declared  invalid  for  the  rea- 
sons set  forth  in  the  opinion  in  the  case  of  County 
of  Fond  Du  Lac  v,  Msy,  137  U.  S.  395.  May  v. 
County  of  Juneau 524 

4.  The  ist,  3d  and  4th  claims  of  letters  patent,  No.  35,- 

662,  Edwin  May,  October  4, 1859.  Improvement  in 
the  construction  of  Prisons,  i,  e.  **i.  The  angle- 
door  D,  in  combination  with  safe  lock  or  bolt  I, 
when  constructed  and  operated  substantially  as 
set  forth."  "3.  The  endless  chain  or  rope^,  in 
combination  with  the  levers  d  when  constructed, 
etc.  4.  The  combination  and  arrangement  of  the 
levers  ^,  bar  a,  and  bolts  or  lugs  S,  when  operated 
from  without  the  grating  f,  substantially  as  and 
for  the  purpose  set  forth,"  construed,  held  want- 
ing in  patentable  invention  involving  double  use 
and  aggregation  and  not  granted  for  an  art  or  pro- 
cess, and  not  to  be  a  manufacture  or  composition 
of  matter.    County  of  Fond  Du  Lac  v»  May. , . .  500 

5.  Inasmuch  as  the  angle-door  of  the  patent  in  suit  was 

an  old  contrivance,  and  as  locks  and  bolts  upon 
doors  were  old,  /leld  that  the  combination  of  it 
with  the  safe-lock  or  bolt  I,  claimed  in  claim  i, 
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was  not  new  or  patentable.  Heldy  further,  that  the 
combination  of  an  angle^oor  with  a  lock  of  any 
kind  was  not  a  patentable  invention,  even  thongh 
the  particnlar  lock  had  not  before  been  put  upon 
an  angle-door.    County  of  Pond  Du  Lac  v,  l^aj. .  500 

6.  HMy  further,  that  the  combination  claimed  in  claim 

I  was  one  of  the  angle-door  with  the  particular 
lock  or  bolt  I — that  is  such  lock  or  bolt  as  an  in- 
tegral part  of  the  safe  or  box  J,  with  its  drum  p 
and  connections — in  which  view  the  defendant's 
apparatus  did  not  infringe.  County  of  Fond  Du 
Lac  V.  May 50a 

7.  With  respect  to  claims  3  and  4  he/d,  that  the  patentee 

merely  used  the  same  device  which  had  before 
been  used  by  other  persons,  between  one  side  of 
an  interposed  barrier  and  the  other,  with  the  same 
mechanical  effect  as  when  used  without  the  bar- 
rier, and  therefore  the  case  was  one  merely  of 
double  use.    County  of  Fond  Du  Lac  v.  May 500 

8.  Inasmuch  as  the  mechanical  operation  and  effect  of 

the  patented  devices  were  the  same,  whether  there 
was  a  grating  or  oth^:  barrier  or  not,  Ae/d,  that 
there  was  no  patentable  combination  between 
the  devices  and  the  grating.  The  case  was  one 
of  mere  aggregation.  Held,  further,  that  so  far 
as  the  grating  was  sought  to  be  made  an  element 
in  the  combination  of  claims  3  and  4  it  was  not  an 
element  of  the  mechanism.  It  is  no  part  of  the 
machine  and  had  no  effect  upon  its  operation. 
County  of  Fond  Du  Lac  z/.  May 500 

9.  The  claims  of  letters  patent.  No.  59,375,  A.  F.  Evory 

and  A.  Heston,  November  6,  1886,  Boots  and 
Shoes,  construed  to  be  for  an  article  of  manufacture 
and  not  for  the  mode  of  producing  it ;  and  Ae/d, 
in  view  of  the  state  of  the  art,  to  be  for  a  change  in 
form  and  arrangement  in  certain  old  parts  of  a 
water-tight  shoe,  performing  no  new  function  and 
subserving  the  same  purposes  as  in  the  shoes  con- 
structed under  earlier  patents,  being  merely  a 
carrying  forward  of  the  original  idea  of  the  earlier 
patents  on  the  same  subject,  amounting  to  an  im- 
provement in  degree  only,  not  involving  inven- 
tion.    Burt  V,  Evory 133 

10.  Letters  patent,    No.    72,969,    granted  to   Emanuel 
Brunswick,  January  7,  1868,  for  a  revolving  Cu&- 
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rack,  consisting  of  two  circular  discs,  having  the 
perforations  and  the  rim,  secured  to  a  vertical 
shaft,  and  each  provided  with  a  metallic  pivot  en- 
tering into  and  revolving  in  a  metallic  socket,  in- 
serted in  ordinary  brackets  attached  to  the  wall, 
or  any  other  object  for  the  support  of  the  rack, 
construed.    St.  Germain  v.  Brunswick 243 

11.  In  view  of  the  state  of  the  art  which  showed  the  ordi- 

.  nary  cue-rack  made  with  the  upper  part  perforated 
with  holes  to  receive  the  small  ends  of  the  cues 
when  put  in  the  rack,  and  with  a  ledge  or  mold- 
ing along  the  front  of  the  lower  part,  on  which  the 
cues  stood,  so  as  to  prevent  them  from  slipping 
off,  to  be  old ;  and  revolving  contrivances,  such  as 
table-casters  and  the  like,  for  the  reception  and 
carriage  of  articles  to  be  old ;  heldy  that  the  appli- 
cation of  such  a  contrivance  to  the  holding  and 
carrying  of  cues,  was  but  the  application  of  an 
old  device  to  a  new  and  analogous  use.  St  Ger- 
main V,  Brunswick 243 

12.  Letters  patent,  No.  77,920,  Royer,  H.  and  L.,  May 

12,  1868.  Improved  Machine  for  treating  Raw 
Hides,  was  for  a  vertical  crib  of  cylindrical  bars, 
fixed  at  the  ends  in  disks  or  rings,  around  the 
'  central  shaft,  having  a  vertical 'slot,  into  which 
the  ends  of  the  hides  were  fixed  by  set-screws. 
The  vertical  shaft  was  to  revolve,  winding  the 
hides  upon  it  inside  of  the  crib,  and  then  its  mo- 
tion was  to  be  reversed,  and  the  hides  to  be  un- 
wound and  rewound  in  an  opposite  direction,* 
being  at  all  times  under  an  endwise  pressure,  pro- 
duced by  .a  weight  resting  upon  them  at  the  top 
of  the  crib.  Defendant's  machine  consisted  of 
two  half-cylinders  hinged  together,  with  semi-cir- 
cular strips  of  wood  arranged  lengthwise  inside, 
the  whole  fixed  and  arranged  horizontally  with  a 
central  shaft,  to  which  the  hides  were  fixed  by 
removing  half  of  it  and  fastening  it  with  screws. 
The  hides  were  wound  and  rewound  as  in  plain- 
tiff's machine,  endwise  pressure  being  applied  by 
means  of  screws  and  hand-wheels.  There  was 
evidence  that  plaintiffs  invention  was  not  new, 
but  had  been  used  by  one  of  the  patentees  for 
more  than  two  years  before  the  patent  was  applied 
for.  Heldf  that  it  was  for  the  jury  to  determine 
whether  the  invention  was  of  a  primary  character, 
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and  whether  plaintiff's  was  a  pioneer  patent,  and 
also  whether  defendant's  machine  infringed  its 
claims.    Royer  v.  Schultz  Belting  Co 252 

13.  Letters  patent,  No.  107,611,  granted  September  20, 

1870,  to  James  W.  Haines,  for  an  Improvement  in 
Chutes  for  Delivering  Timber,  for  "the  chute  A, 
of  V-form  in  cross-section,  arranged  on  an  incline 
in  whole  or  in  part,  and  adapted  to  receive  a  flow 
of  water  for  the  conveyance  of  timber,  as  set 
forth."  Held,  void  because  of  anticipation. 
Haiues  v.  McLaughlin 360 

14.  Letters  patent,  No.   169,855,  g^ranted    November  9, 

1875,  to  Abraham  Shenfleld,  for  an  improvement 
in  Suspender-Button  Straps,  for  "the  suspender- 
end  made  of  a  flat  cord  or  strip  of  fibrous  material, 
bent  into  a  loop,  laid  flatwise,  united  at  the  inner 
edges  3,  and  connected  to  the  attaching  pieces  d^ 
as  net  forth,"  construed  and  held,  that  to  make  a 
suspender  end  of  a  fiat  cord  in  substantially  the 
same  way  that  suspender  ends  of  round  cord  had 
been  made,  and  iu  substantially  the  same  way  in 
which  fiat  button  ends  had  been  made  for  the  pur- 
pose of  fastening  or  securing  other  articles  of 
wearing  apparel  than  trousers  does  not  involve  in- 
vention.   Shenfield  v,  Nashawannuck  Mfg.  Co..  408 

15.  The  claim  of  letters  patent,  No.  172,346,  Herman 

Royer,  January  18,  1876,  Machines  for  treating 
Rawhide,  for  "  In  combination  with  a  drum  A  of 
a  rawhide  fulling  machine,  operating  to  twist  the 
leather  alternately  in  one  direction  and  the  other, 
a  shifting  device  for  the  purpose  of  making  the 
operation  automatic  and  continuous,"  construed 
and  heldy  that  there  was  no  patentable  combina- 
tion of  the  automatic  shifting  device  with  the  drum 
of  the  fulling  machine ;  it  is  a  mere  aggregation 
of  parts.  The  shifting  device  operating  in  the 
fulling  machine  precisely  as  when  applied  to  any 
other  machine  ;  and  the  shifting  device  being  old, 
its  application  to  the  fulling  machine  did  not  re- 
quire invention.    Royer  v.  Roth 67 

16.  Where  the  screw  shaft  of  a  device  for  imparting  re- 

verse motion  had  been  previously  driven  by  two 
gears,  one  on  each  end  of  it,  and  applied  to  a  hori- 
zontal machine,  in  consequence  of  which  a  spur- 
gear  was  required,  and  the  screw-shaft  in  the  pat- 
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ent  was  driven  by  a  belt  and  applied  to  an  upright 
machine,  in  consequence  of  which  a  bevel-gear 
was  required,  held  that  these  changes  were  such  as 
any  skilful  mechanic  could  make.  Royer  v. 
Roth 67 

17.  Held^  further,  that  the  invention  was  not  patentable, 

because  it  was  merely  the  application  of  an  old  de> 
vice  (the  shifting  device)  used  in  connection  with 
a  washing  machine  to  an  analogous  use.  Royer 
V.  Roth 67 

18.  Letters  patent,  No.  190,152,   Alexander  C.   Martin, 

May  I,  1877.  Furniture  Casters,  construed  in 
view  of  the  application,  file-wrapper  and  contents 
and  held^  that  whereas  applicant  had  first  claimed 
a  combination  of  merely  three  elements  in  a  cas- 
ter, .  •  .  .  namely,  the  housing,  the  anti-friction 
wheel,  and  the  floor  wheels,  and  in  obedience  to 
the  requirements  of  the  Patent  Office  had  finally 
limited  the  combination  by  adding  to  those  three 
elements  the  elliptical  housing-opening,  the  collar 
and  the  rocker-formed  collar-bearing,  that  it  was 
not  infringed  by  a  caster  in  which  the  collar  and 
the  rocker-formed  collar-bearing  were  absent. 
Phoenix  Caster  Co.  v,  Spiegel 151 

19.  Held^  in  view  of  the  state  of  the  art,  that  the  words 

"the  rocker-formed  collar-bearing,  or  its  equiva- 
lent,'' could  not  embrace  all  the  modes  of  afford- 
ing vertical  support  between  the  floor-wheel  hous- 
ing and  the  furniture  plate,  whereby  lateral 
oscillation  of  such  housing  is  permitted,  but  must 
be  restricted  to  such  a  bearing  resting  on  a  collar 
beneath  the  floor-wheel  housing,  as  is  shown  in 
his  patent.    Phoenix  Caster  Co.  v,  Spiegel 151 

20.  Letters  patent,  No.  195,233,  William  Roemer,  Septem- 

ber 18,  1877,  Combined  Lock  and  Handle  for 
Traveling  Bags,  construed  iu  view  of  amendments 
made  to  the  application,  and  held  that  where  the 
complainant,  after  the  rejection  of  his  application, 
had  inserted  a  statement  in  his  specification  to  the 
effect  that  in  his  lock* case  he  dispensed  with  an 
extended  bottom  plate,  and  in  his  patent  con- 
fined his  claim  to  a  lock-case  with  sides  notched 
near  its  ends  to  receive  and  hold  the  handle-rings 
of  a  traveling-bag,  and  the  defendants'  lock-case 
did  not  have  notches  in  its  sides,  but  the  notches 
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were  in  the  sides  of  an  extended  struck-np  bottom 
plate,  that  there  was  no  infringementi    Roemer 
V.  Peddie 86 

21.  Letters  patent,  No.  203,226,  C.  R.  Watson,  April  30, 
1878,  Grain-Car  Doors,  construed  in  view  of  the 
amendments  made  to  the  claim  and  specification 
in  the  Patent  Office,  and  Aeld  that  even  if  there 
was  no  material  difference  between  the  rods  and 
staples  on  which  his  door  moved,  and  the  groove 
nsed  by  defendant,  that  there  was  no  infringement, 
for  complainant  had  in  effect  disclaimed  defend- 
ant's door,  which  was  constructed  under  a  patent 
in  view  of  which  complainant's  limitations  to  his 
patent  had  been  made.  Watson  v.  C,  I.,  St.  L. 
&C.  Ry.  Co 22 

32.  Held,  if  the  patent  be  construed  as  consisting  of  the 
combination  in  a  freight-car  having  an  outside 
rigid  door  of  an  inner  flexible  sliding  grain-door, 
it  was  a  mere  aggregation  of  parts,  each  to  per- 
form its  separate  and  independent  function  sub- 
stantially in  the  same  manner  as  before  combina- 
tion with  the  other,  and  without  contributing  to  a 
new  and  combined  result,  and  was  not  invention. 
Watson  V.  C,  I.,  St.  L.  &  C.  Ry.  Co 22 

23.  Held,  that  the  claims  of  letters  patent.  No.  208,541, 

William  Roemer,  October  i,  1878,  Locks  for 
Satchels,  could  not  be  limited  to  make  the  devices 
shown  in  the  drawing  but  not  in  terms  referred 
to  in  the  specification  or  claims,  an  essential 
feature  of  the  invention,  and  that  the  claims  as 
construed,  were  void  for  want  of  novelty.  Roemer 
V,  Bemheim 14 

24.  Claim  I  of  letters  patent,  No.  228,525,  W.  D.  Gray, 

June  8,  1880,  Roller  Grinding  Mills.  "  In  a  roller 
grrinding  mill  the  combination  of  the  counter-shaft 
provided  with  pulleys  at  both  ends,  and  having 
said  ends  mounted  in  vertically  and  independently 
adjustable  bearings  ;  the  rollers  C  B  having  pul- 
leys connected  by  belts  with  one  end  of  the  coun- 
ter-shaft, and  the  rolls  D  F,  independently  con- 
nected by  belts  with  the  other  end  of  the 
counter-shaft,  as  shown  *'  construed  in  view  of  the 
state  of  the  art.  Consolidated  Roller  Mill  Co.  v. 
Walker 563 
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25.  Heldy  in  view  of  the  fact  that  it  was  old  to  use  belt 

gearing  interchangeably  with  or  as  a  sufttitute 
for  cog  gearing  ;  to  adjust  the  belts  by  tightening- 
pulleys,  the  shafls  of  which  did  other  work  and 
tightened  other  belts ;  to  provide  a  counter-shafl 
driven  by  a  belt  from  the  line  shaft  and  mounted 
directly  in  the  frame  of  an  individual  machine 
driven  by  a  belt  from  the  counter-shaft ;  and  to 
provide  journal  boxes  or  hangers  in  which  counter- 
shafts are  mounted  with  means  for  independently 
adjusting  the  ends  of  the  shafts ;  that  the  claim 
was  for  an  analogous  use,  and  for  an  improvement 
in  degree  only,  involving  mechanical  skill  only. 
Consolidated  Roller  Mill  Co.  v.  Walker 563 

26.  The  claim  construed  in  view  of  the  specification  to 

require  ''swivel  boxes'*  as  an  essential  element, 
and  when  limited  to  the  specific  oxganization 
shown  and  described ;  held^  not  infringed  by  the 
roller  mill  constructed  under  letters  patent,  No. 
334,460,  of  J.  T.  Obenchain,  January  19,  1886,  in 
which  the  journal  boxes  are  rigidly  supported  so 
as  to  be  incapable  of  swiveling.  Consolidated 
Roller  Mill  Co.  2/.  Walker 563 

27.  Held^  that  the  term  of  letters  patent,  No.  213,447, 

Carl  Pohl,  March  18,  1879.  Barrel  and  Cask 
Scrubbing  Machine,  for  which  there  was  a  prior 
French  and  German  patent,  each  of  which  had  be- 
come forfeited ;  was  not  limited  by  such  forfeit- 
ures, but  expired  December  12,  1891,  with  that 
having  "the  shortest  term,**  viz. :  The  German, 
granted  on  its  face  for  a  term  extending  from 
September  6,  1877,  to  December  12,  1891 ;  the 
French  patent  being  for  a  term  exceeding  fifteen 
years.      Pohl  v.  Anchor  Brewing  Co 186 

28.  Letters  patent,  No.   238,100,  granted  February  22, 

1881,  to  Simon  Florsheim  and  Thomas  H.  Ball, 
for  an  improvement  in  corsets,  for  a  corset  con- 
structed with  an  arrangement  of  elastic  sections  or 
gussets  at  the  two  respective  sides,  extending  from  . 
the  armpits  to  the  hips,  consisting  of  spiral  wire 
inserted  in,  and  passed  back  and  forth  through 
tubes  or  channels  wrought  between  two  thick- 
nesses of  the  material  of  the  gussets,  construed. 
Florsheim  v.  Schilling 416 
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39.  Held,  in  view  of  th«  state  of  the  art  which  showed  a 
continuous  India-rubber  spring,  and  an  elastic  gns- 
set  the  elasticity  of  which  was  secured  h;  coils 
of  spiral  wire  enclosed  betneen  two  thicknesses  of 
the  materisl  ont  of  which  the  gusset  was  made,  ex- 
tending from  the  top  to  the  bottom  of  the  corset, 
to  be  old  in  one  patent  and  the  location  of  the 
elastic  gusset  and  the  grouping  of  the  springs  to 
be  old  in  another  patent,  that  it  involved  nothing 
original  in  the  construction  of  those  parts,  nor  in 
their  relation  to  one  another,  nor  any  change  in 
the  function  of  anj  one  of  them ;  and  that  the 
combination  of  them  produced  no  original  mech- 
anism or  device.     Florsbeim  :;,  Schilling 41S 

30;  Held  farther,  that  while  it  was  true  that  while  in  the 
prior  state  of  the  art  an  ludia-mbber  spring  waa 
used  in  place  of  the  metal  spiral  spring  naed  in  the 
two  patents  sued  upon  (Nos.  338,100,  and  338,101, 
Florsbeim  end  Ball,  February  aa,  1881),  that  the 
snbstitution  of  one  material  for  another,  which 
does  not  involve  change  of  method  nor  develop 
novelty  of  use,  even  though  it  may  result  in  a 
superior  article,  is  not  necessarily  a  patentable  in- 
vention.   Florsbeim  V.  Shilling. 416 

31,  The  first  two  claims  of  letters  patent,  No.  338,101, 
granted  February  33,  iSSi,  to  Simon  Florsheim 
and  Thomas  H.  Ball,  for  an  improvement  in  elas- 
tic gores,  gussets,  and  sections  for  wearing-apparel, 
declared  invalid  for  want  of  novelty,  as  all  the  ele- 
ments in  the  claims  are  found  in  Mills'  English 
patent,  of  March  14,  1815.  Florsheim  v.  Shil- 
ling  416 

33.  Letters  patent.  No.  338.303,  W.  D.  Orcntt,  March  i, 
iSSi.  Rotary  Cutters  for  trimming  the  Edges  of 
Boot  and  Shoe  Soles,  constmed  in  view  of  the 
state  of  the  art  and  field,  to  be  for  the  applica- 
tion of  a  well  known  form  of  blade,  used  in  the 
old  hand-tool  for  trimming  sole-edges,  to  a  metal 
milling- cutter,  also  old  and  well  known,  for  the 
purpose  of  producing  a  rotary  cutter  for  trimming 
sole-edges,  and  held,  to  be  for  a  donble  use  and 
not  patentable.    Busell  Trimmer  Co,  v.  Stevens. ,  533 

33.  Held  further,  that  in  view  of  the  fact  that  all  of  the 
elements  claimed  were  to  be  found  in  various 
prior  patents,  some  in  one  patent  and  aome  in 
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another,  but  all  performing  like  fhnctions  in  well 
known  inventions  having  the  same  object,  and 
that  there  was  no  substantial  difiPerence  between  a 
certain  old  and  well  known  metal  cutter  and  pat- 
entee's cutter,  except  in  the  configuration  of  their 
molded  surfaces,  held  that  such  a  combination 
of  old  elements  did  not  constitute  patentable  in- 
vention. Held  further,  that  said  difference  in  con- 
figuration was  not  a  patentable  difference,  even 
though  the  one  cutter  was  used  in  the  metal  art 
and  the  other  in  the  leather  cul.  Busell  Trimmer 
Co.  V,  Stevens 533 

34.  Held  further,  that  while  patentee's  device  was  sub- 

stantially the  same  with  that  shown  in  his  earlier 
patent,  except  that  its  teeth  were  detachable  from 
the  hub,  that  this  did  not  constitute  a  patentable 
difference  in  view  of  the  prior  state  of  the  art, 
showing  detachable  teeth  to  be  old.  Busell  Trim- 
mer Co.  V.  Stevens 533 

35.  Held  further,  that  the  improvement  of  the  patent  in 

suit,  which  is  the  last  of  a  series  of  patents  de- 
signed to  accomplish  the  same  end,  over  the  ear- 
lier patents,  the  beneficial  features  of  which  it 
necessarily  retained,  was  an  improvement  in  de- 
gree only  and  not  patentable.  Busell  Trimmer 
Co.  V,  Stevens 533 

36.  Letters   patent,   No.  244,224,   Hamline    Q.  French, 

July  12,  188 1.  Improvement  in  Koofs  for  Vaults, 
held,  wanting  in  invention  in  view  of  the  state  of 
the  art  as  disclosed  in  a  prior  foreign  publication, 
from  which  it  differed  only  in  respect  to  the  size 
of  the  elements,  a  question  of  degree  involving  the 
exercise  of  mechanical  skill  only.  French  v.  Car- 
ter  451 

37.  Claim  I  of  letters  patent,  No.  273,569,  Charles  Mar- 

chand,  March  6,  1883,  Manufacture  of  Hydrogen 
Peroxide,  construed  to  be  for  stirring  by  a  well- 
known  and  simple  mechanical  device,  a  liquid 
which  had  before  been  stirred  by  hand,  and  held 
to  consist  in  the  mere  substitution  of  a  revolving 
screw  driven  from  a  power-shaft  for  paddles  oper- 
ated by  hand,  for  stirring  such  liquid,  which  does 
not  involve  invention.    Marchand  v.  Emken 53 

38.  Letters  patent.  No.  274,264,  granted  March  20,  1883, 

to  Theodore  H.  Butler,  George  W.  Barhart,  and 
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William  M.  Crawford,  for  an  improyement  in 
Bretzel-Cuttera,  conatmcd  in  Tiew  of  the  state  of 
the  art,  and  held,  that  it  required  no  invention  to 
make  a  single  die  to  cut  dough,  on  a  flat  surface, 
into  auj  particular  shape  desired,  whether  the 
shape  of  a  bretze)  or  any  other  shape.  Butler  v. 
Steckel 3^4 

39.  Held,  further  that  all  that  was  necessary  to  do  was  to 

take  the  bretzel  as  a  pattern  and  make  the  die  to 
correspond  in  shape  with  it.  The  bretzel  presented 
all  the  lines  and  creases,  points  and  configurations 
that  were  required  in  the  die.  The  question  was 
one,  not  of  invention,  but  simply  of  mechanical 
skill  and  imitation.  The  perforations  in  the  die  for 
the  passing  upward  of  the  scraps,  and  the  expell- 
ing studs  for  pushing  off  the  bretzel  from  the  die, 
and  all  the  details  specified  in  the  second  claim  of 
the  patent,  were  old  in  machines  that  had  been 
used  by  bakers  for  many  years.  All  that  was  ne- 
cessary was  to  take  out  the  old  cutter  and  put  in 
one  in  the  reverse  form  of  a  bretzeL  The  rest  of 
the  machine  had  been  used  in  the  same  way,  in 
connection  with  other  forms  of  dies.  Butler  r. 
Steckel 384 

40.  Held^  further,  that  the  existence  of  invention  was  not 

shown  in  the  present  case  by  the  fact  that  a  large 
number  of  persons  had  before  attempted  unsuc- 
cessfully to  make  a  machine  to  cut  bretzels,  and 
had  expended  considerable  money  and  time  for 
that  purpose,  where  it  appeared  that  most  of  them 
were  engaged  in  trying  to  draw  out  and  twist  the 
dough  by  machinery,  rather  than  to  cut  out  the 
form  of  a  bretzel  by  a  single  die  from  a  flat  sheet, 
or  else  were  endeavoring  to  cut  bretzels  with  dies 
set  in  revolving  cylinders,  and  that  those  efibrts 
were  largely  made  in  attempts  to  cut  out  the  bretzel 
by  two  opposite  dies,  and  that  as  soon  as  the  idea 
occurred  of  cutting  the  dough  by  asingle  die  from  a 
fiat  sheet,  success  came  at  once,  by  merely  chang- 
ing the  shape  of  the  old  single  die,  and  it  also  ap- 
peared that  there  was  a  prejudice  against  machine- 
made  bretzels.   Butler  v.  Steckel 384 

41.  Claim  3  of  reissued  patent,  No.  7,947,  granted^Novem- 

ber  13,  1887,  to  James  Sargent,  for  an  Improvement 
in  Combined  Time-Lock,  Combination-Lock,  and 
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Bolt-Work  for  Safes,  to  the  broad  combination 
between  the  bolt-work  of  a  door  and  a  time-lock 
and  an  independent  time-lock,  construed  in  view 
of  the  original  patent,  No.  195,539,  September  25, 
18;  7,  and  held^  that  the  specification  of  the  origi- 
nal was  not  defective  or  insufficient,  and  that  the 
patent  was  not  inoperative ;  that  the  delay  of 
thirteen  days  in  reissuing  did  not  establish  its  valid- 
ity in  the  absence  of  a  clear  mistake  inadvertently 
committed,  and  that  the  sole  object  of  the  reissue 
*  was  to  obtain  claim  3  as  an  enlarged  claim,  which 
claim  had  been  previously  abandoned  in  the  origi- 
nal application  for  patent,  by  proceedings  in  the 
Patent  Office.  Yale  Lock  Mfg.  Co.  v,  Berkshire 
Nat.  Bank 267 

42.  Where  Sargent  made  such  a  claim  as  claim  3  of  the 

reissue  in  his  application  of  May,  1874,  and  aban- 
doned it  and  filed  a  new  application  in  March, 
i^75»  o<^  which  his  original  patent  issued,  and 
which  was  pending  in  the  Patent  Office  from 
March  12,  1875,  to  September  25,  1877,  and  no 
such  claim  was  made,  but,  on  the  contrary,  it  ap- 
peared that  he  struck  out  from  his  specification, 
matters  evincing  an  intention  to  claim  something 
more  than  the  specific  devices  he  had  invented, 
and  it  was  evident  that  the  consideration  by  the 
Patent  Office  of  these  specific  devices  and  the 
evidence  of  invention  afibrded  by  them  enabled 
him  to  procure  his  original  patent  with  its  limited 
claims,  held,  that  said  claim  3  of  the  reissue  was  in- 
valid. Yale  Lock  Mfg.  Co.  v,  Berkshire  Nat.  Bank.  267 

43.  The  mere  fact  that  reissue,  No.  7,947,  was  applied  for 

only  thirteen  days  afier  the  grant  of  the  original 

patent  does  not  establish  its  validity ;  for  a  clear 

mistake,  inadvertently  committed,  in  the  wording 

of  a   claim   is   necessary  without  reference   to 

length  of  time.    Yale  Lock  Mfg.  Co.  v,  Berkshire 

Nat.  Bank 267 

• 

44.  Where  the  reissued  letters  patent.  No.  8,388,  Augus- 

tus Day,  August  27,  1878  (original  No.  125,547, 
April  9,  1872),  Track  Clearer  was  for  **  the  combi- 
nation with  the  draw-bar  C  and  scraper  A  of  the 
diagonal  brace  E,  as  and  for  the  purpose  set 
forth,"  and  the  scraper  and  draw-bar  were  confess- 
edly old,  keld,  that  the  application  of  the  diagonal 
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brace  to  a  track-scraper  to  prevent  lateral  dis- 
placement, was  an  analogous  use  involving  me- 
chanical skill  only,  and  not  invention,  and  void. 
Day  V,  Fairhaven  &  Wcstville  Ry.  Co i 

45.  Reissue  patent,  No.  8,550  (17  claims),  granted. to  the 

Yale  Lock  Manufacturing  Company,  January  21, 
1879,  for  an  Improvement  in  Time-lK>cks,  com- 
pared with  the  original  patent,  No.  146,832,  Janu> 
ary  27,  1874  (3  claims),  and  its  reissues,  7,104,  May 
9,  1876  (8  .claims),  and  8,035,  January  8,  1878  (6 
claims),  keld,  in  view  of  the  fact  that  the  drawings 
and  descriptions  were  substantially  the  same  in 
all,  with  some  changes  in  nomenclature,  that  the 
original  patent  was  not  inoperative  or  invalid  by 
reason  of  a  defective  or  insufficient  specification, 
within  the  terms  of  the  statute,  so  as  to  warrant 
the  reissues.  Yale  Lock  Mfg.  Co.  v.  Berkshire 
Nat.  Bank 267 

46.  Claim  I  of  reissue,  No.  8,550,  for  '^  The  combination 

of  independent  multiple  bolt-work  with  the  time 
mechanism  and  locking  or  dogging  mechanism  of 
a  time-lock,  automatically  both  dogging  and  re- 
leasing the  bolt-work  at  predetermined  times,  sub- 
stantially as  described,''  declared  to  be  an  entirely 
new  claim,  not  found  in  the  original  patent  or  in 
any  prior  reissue,,  and  if  it  is  not  limited  to  the 
specific  devices  of  Little,  operating  in  the  mode 
described  by  him,  as  set  forth  in  claim  2  of  the 
original  patent.  No.  146,832,  it  is  void  under  nu- 
merous decisions  of  the  court,  if  so  limited  it  is  no 
broader  than  claim  2  of  the  original  patent,  and 
the  defendant's  lock  made  under  letters  patent 
No*.  173,121,  Henry  Gross,  February  8,  1876, 
"Time  Attachments  for  Locks  "  does  not  infringe 
it.    Yale  Lock  Mfg.  Co.  v,  Berkshire  Nat.  Bank. .  267 

47.  Claim  7,  in  a  time-lock,  the  combination,  substan- 

tially as  above  set  forth,  of  the  time  movements 
and  two  adjustable  devices,  one  for  determining 
the  time  of  locking,  and  the  other  for  unlocking, 
which  had  been  abandoned  in  the  Patent  Office 
and  restored  in  this  reissue,  held,  inadmissible  in 
view  of  the  numerous  decisions  of  this  court  on 
the  subject  of  reissues,  and  held^  further,  if  so  con- 
strued as  to  be  no  broader  than  claim  2  of  the  orig- 
inal patent,  then  the  defendant's  lock,  as  it  did 
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not  infringe  the  latter  claim,  does  not  infringe 
claim  7.    Yale  Lock  Mfg.  Co.  v.  Berkshire  Nat. 
Bank 267 

48.  Reissued  letters  patent,  No.  10,054,  granted  March 

7,  1882,  to  James  Greaves  for  an  Improvement  in 
Condensing-Cjlinders  for  Carding  Engines,  com- 
pared and  construed  in  view  of  the  original,  No. 
187,630,  February  20,  1877,  ^^^  the  proceedings  in 
the  Patent  Office  on  the  original  application. 
Dobson  V,  Lees 461 

49.  In  view  of  the  fact  that  the  claim  of  the  reissued  pat- 

ent was  not  covered  by  the  original  patent,  and 
that  before  the  issue  of  the  latter  the  claim  wa2» 
passed  upon  and  rejected,  withdrawn,  and  erased 
by  applicant's  attorney  ;  that  an  interference  was 
dissolved  upon  condition  of  the  amendment,  and 
that  the  issue  of  the  original  patent  was  pre- 
dicted upon  its  abandonment.  Heldj  in  view  of 
the  protracted  proceedings  in.  the  Patent  Office 
that  the  applicant  should  not  be  permitted  to  treat 
the  deliberate  acts  of  his  attorney  as  the  result  of 
inadvertence,  accident,  or  mistake,  and  keld^  fur- 
ther, that  the  repeated  official  decisions  and  orders, 
and  the  repeated  efforts  to  maintain  said  claim, 
indicated  anything  but  negligence  on  the  part  of 
the  solicitors  employed,  and  that  the  reissue  was 
invalid.     Dobson  v.  Lees 461 

50.  In  a  suit  for  an  infringement  of  reissued  letters  pat- 

ent. No.  10,137,  granted  June  13, 1882,  to  the  Com- 
mercial Manufacturing  Company,  Consolidated, 
as  assignee  of  Hippolyte  M^ge,  (original  No.  146,- 
012,  December  13,  1873),  ^OJ*  ^^  Improvement  in 
Treating  Animal  Fats ;  held^  that  the  invention 
covered  by  this  patent  was  substantially  the  same 
as  that  described  in  a  Bavarian  patent,  which  ex- 
pired April  8,  1876,  and  in  an  Austrian  patent, 
which  expired  May  26,  1876,  both  granted  to  said 
M6ge,  and  that  the  United  States  letters  patent 
expired  with  sai<l  foreign  patents  prior  to  the  be- 
ginning of  this  suit.  Commercial  Mfg.  Co.  v. 
Fairbank  Canning  Co 219 

Patentability. 

I.  It  is  not  enough  that  a  thing  shall  be  new  in  the 
sense  that  in  the  shape  or  form  in  which  it  is  pro- 
duced it  shall  not  have  been  known  before,  and 
21, 
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that  it  shall  be  uaefal,  but  it  moat,  under  the  Con- 
atitation  and  the  statute,  amount  to  an  invention 
or  discovery,    Hill  z/.  Wooeter 99 

2.  Where  in  the  interference  litigation  both  in  the  Pat- 
ent Office  and  the  Circuit  Court,  the  sole  question 
considered  was  that  of  priority  of  invention  on  the 
assumption  that  the  invention  was  patentable ; 
held^  that  neither  the  Circuit  Court  nor  this  court 
can  overlook  the  question  of  patentability.  Hill 
V.  Wooster 99 

See  Defence,  i. 

Practice. 

Motion  to  render  verdict, 

z.  In  an  action  at  law  for  damages  for  the  infringement 
of  a  patent,  a  motion  was  made  at  the  close  of  the 
testimony  in  the  court  belaw  for  a  verdict  in  favor 
of  the  defendant  on  certain  grounds,  which  mo» 
tion  was  sustained,  and  a  jury  was  directed  to  re- 
turn a  verdict  for  the  defendant,  which  was  done. 
To  this  ruling  the  plaintiff  excepted.  Held^  that 
the  motion  to  render  a  verdict  for  defendant  was 
broad  enough  to  cover  the  question  of  the  inval- 
idity of  the  patent — a  defence  set  up  in  the  answer 
— although  that  ground  was  not  then  distinctly 
urged,  and  that  the  judgment  of  the  Circuit  Court 
should  be  affirmed.    May  v.  County  of  Juneau... .  524 

New  trial. 

2.  Where  in  an  action  at  law  for  the  infringement  of  cer- 
tain claims,  the  Circuit  Court  awarded  damages^ 
the  case  was  remanded  with  direction  to  grant  a 
new  trial,  for  the  reason  that  the  said  court  upon 
the  evidence  presented  ought  to  have  directed  a 
verdict  for  the  defendant,  on  the  ground  that  the 

patent  was  void.     County  of  Fond  Du  t/ac  v.  May,  500 

* 

Prior  Foreign  Patent. 

See  Particular  Patents,  27,  50 ;  Term  i,  2,  3. 

Prior  Publication. 

I.  The  foreign  publication  held  to  be  competent  as  evi- 
dence in  regard  to  the  state  of  the  art,  and  as  a 
foundation  for  the  inquiry  whether  it  required  in- 
vention to  pass  from  the  structures  therein  dis- 
closed to  the  patented  structure.    French  v.  Carter,  451 

See  Particular  Patents,  36. 
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Profits. 

I.  In  a  suit  for  the  infringement  of  a  patent  on  lamp- 
bamers,  the  evidence  showed  that  complainantSi 
during  the  time  of  the  infringement,  sold  6,000  of 
the  bumen,  after  reducing  the  price,  and  that  de- 
fendant sold  only  114  of  them.  In  competition 
with  complainants,  defendants  sold  various  other 
kinds  of  bumersi  not  protected  by  complainants' 
patent.  Held^  that  the  evidence  was  not  sufficient 
to  show  that  the  reduction  of  price  by  complain- 
ants was  caused  by  defendants*  infringement,  and 
they  should  recover  only  for  the  profits  made  by 
the  defendants  in  the  infringing  sales.  Boesch  v, 
Graff 167 

Purchaser  of  Patented  Article. 

I.  A  dealer  residing  in  the  United  States  cannot  purchase 
in  another  country  articles  patented  there,  from  a 
person  authorized  to  sell  them,  and  import  them 
to  and  sell  them  in  the  United  States,  without  the 
license  of  the  owners  of  the  United  States  patent. 
Boesch  V.  Graff. 167 

Questions  for  Jury. 

See  Particular  Patents,  12. 

Recording  Assignments. 

See  Mortgage,  2. 

Rehearing. 

1.  The  granting  or  refusal,  absolute  or  conditional,  of  a 

rehearing  in  equity,  as  of  a  new  trial  at  law,  rests 

in  the  discretion  of  the  court  in  which  the  case  has 

^  been  heard  or  tried,  and  is  not  the  subject  of  ap- 

peaL    Roemer  t^.  Bemheim 14 

2.  Where  a  formal  petition  for  rehearing  has  been  filed 

to  enable  plaintiff  to  avail  himself  of  a  disclaimer 
filed  after  decision  on  the  merits,  and  the  petition 
had  been  granted  conditionally,  held^  that  the  terms 
imposed  as  a  condition  precedent  to  the  rehearing 
not  having  been  complied  with  the  disclaimer  was 
not  in  the  case.    Roemer  v.  Bemheim 14 

See  Disclaimer,  i. 
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Reissue. 

I .  Where  the  complaint  averred  that,  on  the  surrender 
of  the  original  patent,  a  new  patent  was  issued  to 
the  patentee  for  the  same  invention,  for  the  residue 
of  the  term,  then  unexpired,  for  which  the  original 
patent  was  granted.;  and  the  defendant,  in  his 
answer,  denied  each  and  every,  all  and  singular, 
the  allegations  contained  in  the  complaint ;  held^ 
that  a  duly  certified  copy  of  the  original  patent 
was  relevant  evidence  upon  the  question  whether 
the  reissue  was  for  the  same  invention  as  the 
original,  and  that  the  issue  was  sufficiently  raised 
by  such  averment  and  denial.  Oregon  Co.  v.  Ex- 
celsior Co 83 

3.  A  reissue  patent  which  contains  claims  that  had  pre- 
viously been  abandoned  by  the  patentee  in  order 
to  obtain  his  original  letters  patent  must  be  held 
to  be  invalid  as  to  such  claims,  Yale  Lock  Mfg. 
Co.  V,  Berkshire  Nat  Bank 267 

3.  A  reissue  cannot  be  permitted  to  enlarge  the  claims  of 
the  original  patent  by  including  matter  once  in- 
tentionally omitted.  Acquiescence  in  the  rejec- 
tion of  a  claim ;  its  withdrawal  by  amendment, 
either  to  save  the  application,  escape  an  inter- 
ference or  to  the  acceptance  of  a  patent  contain- 
ing limitations  imposed  by  the  Patent  Office,  which 
narrow  the  scope  of  the  invention  as  first  described 
and  claimed,  are  instances  of  such  omission.  Dob- 
sou  V.  Lees 461 

See  Particular  Patents,  41-50. 

Right  of  Action. 

See  Assignment,  3,  3  ;  Mortgage,  i,  3. 

Right  to  Use.  * 

« 

See  Employer  and  Employ^,  i. 

Right  to  continue  use. 

See  Construction  of  Statutes,  i. 

Sale  of  Patented  Article. 

See  Purchaser  of  Patented  Article,  I. 

State  of  the  Art. 

See  Prior  Publication,  i. 
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"  Substantially  as  Set  Forth." 

I.  Where  it  was  contended  that  in  view  of  the  words  ''  for 
the  purpose  set  forth  '*  appended  to  a  claim,  cer- 
tain elements  not  named  in  the  claim  should  be 
included  therein,  in  order  to  render  it  operative, 
Afld,  that  the  claim  as  allowed  defined  the  paten- 
tee's invention,  and  that  it  ought  not  to  be  enlarged 
beyond  the  fair  interpretation  of  its  terms.  It 
would  not  be  justifiable  to  import  into  the  claim 
an  element  which  would  operate  to  so  enlarge  its 
scope  as  to  cover  an  invention  in  no  manner  in- 
dicated upon  its  face.  Day  v,  Fairhaven  and 
Westville  Ry.  Co i 

Substitution  of  Equivalent. 

See  Particular  Patents,  37. 

Term. 

I.  Section  4887,  Revised  Statutes,  is  to  be  read  as  if  it 
said  that  the  United  States  patent  is  to  be  so  lim- 
ited as  to  expire  at  the  same  time  with  the  expira- 
tion of  the  term  of  the  foreign  patent,  or,  if  there 
be  more  than  one,  at  the  same  time  with  the  ex- 
piration of  the  term  of  the  one  having  the  shortest 
term.    Pohl  r.  Anchor  Brewing  Co 186 

3.  There  is  nothing  in  the  statute  (Revised  Statutes,  Sec. 
4887)  which  admits  of  the  view  that  the  duration 
of  the  United  States  patent  is  to  be  limited  by  any  - 
thing  but  the  duration  of  the  legal  term  of  the 
foreign  patent  in  force  at  the  time  of  the  issuing 
of  the  United  States  patent,  or  that  it  is  to  be  lim- 
ited by  any  lapsing  or  forfeiture  of  any  portion  of 
the  term  of  such  foreign  patent,  by  means  of  the 
operation  of  the  condition  subsequent,  according 
to  the  foreign  statute.    Pohl  v.  Anchor  Brewing  Co.  186 

3.  The  ground  of  the  decision  in  Bate  Refrigerating  Co. 
V.  Hammond,  129  U.  S.  151  [19  Am.  &  Eng.  2}i] 
was  that  the  "term"  of  the  Canadian  patent 
granted  in  January,  1877,  was  by  the  Canadian 
statute  at  all  times  a  term  of  fifteen  years'  duration, 
made  continuous  and  uninterrupted  by  the  action 
of  the  patentee,  as  a  matter  entirely  of  right,  at 
his  own  option.    Pohl  v.  Anchor  Brewing  Co 186 

See  Particular  Patents,  27,  50. 

Void  Patents. 

See  Particular  Patents,  1-5,  7-1 1,  13-17,  23-25,  28-42,  44-49* 
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Ags^regatlon. 

'^SS^cS^^io'i 50,  521 

I 

Amendments  to  Application. 

Constmction  of  Claim  in  view  of  amendments  to  appli* 

cation 96 

Amendment  to  Specification. 

Amendments  to  specification  a  constructive  disclaimer.    49 

Analogous  Use. 

Analogous  use , •••* 11,  216,  251 

Answer. 

The  defence  of  want  of  patentability  can  be  availed  of 

without  setting  it  up  in  an  answer 150 

Application. 

On  rejection  by  the  Patent  Office,  limitations  and  restric- 
tions imposed  on  an  application  for  the  purpose 
of  obtaining  the  patent  are  binding  on  its  con- 
struction  • 165 

Assignment. 

Assignment  liable  to  be  defeated  infuturo  on  perform- 
ance of  condition  subsequent 183 

Assignment  construed  to  be  absolute  subject  to  defeat  by 

-failure  to  perform  the  condition  subsequent 621 

Bill  in  Equity  to  obtain  Patent. 

Bill  in  equity  to  obtain  patent — other  cases. 130 

Change  in  Di^gree. 

Change  in  degree  not  invention •••....••• 148,  560 

662 
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Claim. 

A  clear  and  distinct  claim  cannot  be  enlarged. .  •  •  • 1 1 

Limitation  of  claim  to  matter  not  referred  to  in  claim  or 

specification • 20 

Combination. 

Combination  claim  construed  to  include  an  element  not 

expressly  mentioned 521 
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